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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
. BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/430,282 _

Published in the Official Gazette of December 17, 2002
Mark: IDEX, filed July 11, 2002 04-18-2003

U.S. Patent & TMOfc/TM Mail Rept Dt. #34

MARTIN RAPAPORT, )

)

Opposer, )
) Answer to Notice of Opposition
\2 ) No. 91155436

)
IDEX ONLINE LTD.,, )

)

)

Applicant. ) »,
BOX TTAB FEE .
Commissioner for Trademarks v
2900 Crystal Drive v
Arlington, VA 22202-3513 L
ANSWER AND COUNTERCLAIM L "3,

IDEX Online Ltd. (“Applicant”), for its answer to the Notice of Opposition filed by

Martin Rapaport (“Opposer”), against Applicant’s application to register the mark IDEX, Serial .

No. 76/430,282, published in the Official Gazette of December 17, 2002, pleads and avers as

follows:

1. Answering paragraph 1 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief as to the allegations contained therein and
accordingly denies the allegations.

2. Answering paragraph 2 of the Notice of Opposition, Applicant admits that U.S.
Trademark Registration No. 2,189,627 was registered on the date and for the services described.
Applicant does not have sufficient knowledge or information to form a belief as to the balance of

the allegations contained therein and accordingly denies the allegations.
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3. Answering paragraph 3 of the Notice of Opposition, Applicant denies the
allegations contained therein.

4. Answering paragraph 4 of the Notice of Opposition, Applicant denies the
allegations contained therein.

5. Answering paragraph 5 of the Notice of Opposition, Applicant denies the
allegations contained therein, except admits that IDEX is an acronym for “International Diamond
Exchange.”

6. Answering paragraph 6 of the Notice of Opposition, Applicant denies the

allegations contained therein.

AFFIRMATIVE DEFENSES

7. On information and belief, Opposer lacks valid or enforceable rights in the mark
INDEX for failure to use the mark continuously in commerce for the services in the pleaded
registration, No. 2,189,627.

8. On information and belief, Opposer lacks valid or enforceable rights in the mark
INDEX for because the word “index” is generic or merely descriptive of a characteristic or
intended effect or purpose of Opposer’s services, and thus is not registerable under 15 U.S.C. §
1052(e)(1).

9. Even if Opposer has valid or enforceable rights in the mark INDEX, no confusion
is likely to be caused by the use of Applicant’s mark IDEX because Applicant’s mark is not

confusingly similar to Opposer’s mark.
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COUNTERCLAIM FOR CANCELLATION

10.  Applicant hereby petitions for the cancellation of Opposer’s United States
Trademark Registration No. 2,189,627, registered September 15, 1998, for the mark INDEX for
“providing a database of information in the field of diamonds and precious stones” in Class 42
and “interactive trading in the field of diamonds and precious stones by means of computer
networks and global computer networks.” in Class 36. Applicant believes that it will be
damaged if such Registration remains on the Principal Register.

11.  Opposer’s alleged INDEX mark, when applied to Opposer’s services, is merely
description of such services, in that the word “index” is a common descriptive term that is used
to describe services of the nature here involved.

12.  Applicant is and has been operating online marketplaces for the trading of
diamonds and precious gems and information related thereto. Such services include
dissemination of information that could be considered an “index” of data relating to diamonds
and precious gems. Applicant has a valid and legal right to use the term “index” to describe such
data.

13.  Applicant is likely to be damaged by Opposer’s registration of INDEX in that
such registration tends to impair Applicant’s right to the descriptive use of said term and also is
impairing Applicant’s ability to register its mark IDEX. Opposer is not entitled to continued
registration of its alleged mark because Opposer is not entitled to exclusive use of said term in
commerce on the subject services. Further, Opposer’s alleged mark does not function to identify
Opposer’s services and distinguish them from those offered by others.

14.  Opposer therefore was improvidently granted a registration for INDEX for

providing a database of information in the field of diamonds and precious stones or for
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interactive trading in the field of diamonds and precious stones by means of computer networks
and global computer networks, as the term is merely descriptive and is not registrable for such
services under 15 U.S.C. § 1052(e)(1).

15.  Upon information and belief, Opposer has not continually used INDEX as a mark
for the subject services since the registration issued, nor has Opposer’s alleged mark become
distinctive of Opposer’s services.

16.  Applicant therefore is damaged by Trademark Registration No. 2,189,627 and
respectfully requests cancellation of same. The required fee of $600.00 is being submitted
herewith.

WHEREFORE, Applicant prays that this Opposition be dismissed, the Opposer’s

Registration No. 2,189,627 be cancelled, and judgment be granted to Applicant.

April 17,2003 Respectfully submitted,

”geborah M. Lodge, Esh.

Paul C. Jorgensen, Esq.
Patton Boggs LLP

2550 M Street, N.'W.
Washington, D.C. 20037
202-457-6030

Counsel for Applicant
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Certificate of Service
1 hereby certify that the foregoing Answer and Counterclaim is being deposited with the
United States Postal Service with sufficient postage as first-class mail in an envelope addressed
to: Martin W. Schiffmiller, Esq., Kirschstein, Ottinger, Israel & Schiffmiller, P.C., 489 Fifth

Avenue, New York, NY 10017-6105.

this day, April 17, 2003. LD
Deborah M. Lodge

Certificate of Mailing

I hereby certify that the foregoing Answer and Counterclaim is being deposited with the
United States Postal Service with sufficient postage as first-class mail in an envelope addressed
to: Commissioner for Trademarks, Box TTAB—TFee, 2900 Crystal Drive, Arlington, VA 22202-

3513.

this day, April 17, 2003, P;r/WVWM by

Deborah M. Lodge //

3681195v2



Deborah M. Lodge, Esq. '

PATTON BOGGS we

ATIORBEYS AT LAW
2550 M Street, NW
Washington, BC 20037-1350
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