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AGREED MCTION BY CONSENT FOR LESETTING OF TIME FERIODS BY NINETY
DAYS IN ORDER FOR THE PARTIES TO FILE THE APPROPRIATE DISMISSAL
PAPERS OR POTENTIAL AMENDMENT TO THE APPLICATION AS PER A
SETTLEMENT AGREEMENT ALREADY CONCLUDED IN THESE PROCEEDINGS

Opposer, Nordica S.p.A., through its attorneys, hereby with
the consent of the Applicant’s attorneys, moves to reset the
remaining time periods by sixty days beginning with the resetting
of the present close of the Opposer’s rebuttal testimony period and
all subsequent time periods, to allow for the parties to complete
the dismissal related actions as per a settlement agreement.

For further extensions the Board requested the parties to set

in

forth a detailed report on the progress of the rarties teoward
settlement and include a recitation of issues that have been
resolved, issues that remain to be resolved and a t“imetable for
resolution. The parties earlier reached a comprehensive settlemert
agreement, as well as having earlier fully exchanged signed
agreements with the foreign based principals. The parties had a
series of related opposition proceedings before the Trademark Trial

and Appeal Board and the comprehensive settlement agreement has




resolved all four of the existing opposition proceedings between
the parties.

The settlement agreement entered into by the parties is global
in scope in resolving all present and future
registrations/applications of Exel, which fall within the ambit of
the scope of the agreement and which are required to comply with
the agreement. At issue is the identification of a multitude of
foreign applications and registration in a multitude of foreign
nations. After identification, listing and showing the marks at
issue, the next reguired step under the agreement was the review of
registration or application coverage for determining appropriate
modifications of goods or services in the specifications for
bringing them into compliance with the agreement. Under the
settlement agreement the parties have offered each other consents
to use and registration of the underlying marks involved anywhere
in the world, provided that said registrations are in compliance
with the settlement agreement. The agreement alsc provides for
limitations on the selection of marks by both parties so as to
avoid future conflicts. Furthermcre, the agreement provides that
when Applicant selects a mark covered by the agreement then there
could be a series of limitations on registration and use, which
could include restrictions from certain stylized or design
features, or involve the use of another primary distinctive brand

in addition to the mark invclved, limitations cn size, prominence




and proximity of certain wording, as well as limitations on goods.

The parties are required to offer certain assistance to carry out
the spirit and intent of the agreement, as well as the agreement
providing for other terms within the settlement agreed upon by the
parties.

This request is for a ninety day enlargement of the remaining
time periods to allow for the parties to complete the appropriate
settlement related papers on dizmissals and amendments of
specifications in accordance with the settlement agreement of the
worldwide applications/registrations involved. Certain worldwide
records needed to be obtained from the client in Finland with
detailed status and coverage of registrations in English. The
records then needed to be reviewed, and with a plan considered for
revised specifications as may be necessary in registrations cor
applications, and with the appropriate orders being entered on
dismissals, with advance correcting of the underlying applications
at issue, as may be necessary.

Applicant’s counsel with regard to revising specifications in
woridwide application/registrations at issue earlier provided a
draft for the necessary correcticns of specificaticns after
consulting with their clients in Finland. This was a very detailed
and lengthy document. Opposer then provided a revised document
after review with Opposer’s client based in Italy and it was then

reviewed by Applicant’s counsel and his Finnish client on the



extensive number of worldwide records that is necessary for review
and correction to effectuate settlement. Since the prior extension
counsel for the parties have further discussed the revised document
provided by the Opposer and the rationale for revisions which each
of the parties have sought. Client approval by respective foreign
based clients in Finland and Italy for both parties is also
necessary on agreed language for the necessary dismissal or
amendmrent documents. Counsel fcr the Opposer earlier zlso reviewed
with his client in Italy a twenty-four page worldwide listing of
registrations/applications of Exel relating to the settlement
agreement with a detailed description of the specifications in
English covered by these worldwide applications/registrations and
after review from Opposer’s client in Italy, Opposer was earlier
able to propose in writing revisions to specifications believed
appropriate. After that correspondence and since the last
extension counsel for the parties discussed the rationale for
interpreting the Agreement on the required revised specifications
and the rationale or suitability of certain revisions in the
specifications were discussed among counsel for the parties, as
well as the rationale on interpreting certain language within the
settlement agreement relating to specific types of proposed
modified specifications for underlying applications/registrations.
After that counsel for both parties continued the process of

consulting with their respective clients on agreeable language for



the revisions and specifications which would effectuate the
necessary compliance documents in accordance with settlement and on
the appropriate dismissal papers to be filed in this and the other
related controversies. Since the last extension counsel for the
Applicant after consulting with his client in Finland prepared a
detailed letter to Opposer’s counsel explaining the rationale for
its interpretation of the required revisions in the specifications
of the worldwide applications/registrations at issue. Applicant’s
counsel further since the last extension also provided its listing
of the revisions in the worldwide registrations/applications at
issue with its response to the earlier twenty four page document
showing the revisions and with comparisons to existing language in
the worldwide registrations/applications at issue. Those documents
have been provided to client representatives for Opposer in Italy
and Canada. Further, the appropriate response was even discussed
at the recent INTA conference in Boston with foreign based
representatives. Further, time is needed for consideration and
approval of a response by the foreign based principals for the
Opposer.

This request for a ninety day enlargement of the remaining
time periods is to allow for the parties to complete the
appropriate settlement related papers in accordance with the

settlement agreement as set forth above.



Based upon the above anda the vlanned review of the papers
necessary for bringing closure under the already concluded and
signed settlement agreement, it is anticipated that this
requested extension should allow for further respective foreign
based client review (with clients in Finland and Italy, as well
as representatives in Canada and the U.S.) and for consultation

among counsel on the necessary correction matters as required by

the
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ettlement vavers. The correction pavers involve
interpreting the agreement and then potential worldwide revisions
in many foreign registrations/applications, so there is
complexity in this task. This Motion is not being submitted for
any purpose of delay.

Counsel for the Applicant has by telephone consented to this
Motion and it is respectfully requested that it be granted as per

the prior referenced enlargement of ninety days of the rebuttal

testimony period which would now close on August 24, 2010 with

all subsequent dates accordingly reset.

Respectfully submitted,

Burton S. Ehrlich

Ladas & Parry LLP By:
224 S. Michigan Avenue Burton S. Ehrlich, One of the
Suite 1600 Attorneys for Opposer

Chicago, IL 60604



CERTIFICATE OF MAILING

I hereby certify that this paper is being deposited with the
United States Postal Service on the date shown below with
sufficient postage as First Class Mail in an envelope addressed
to ATTN: TTAB; Assistant Commissioner for Trademarks, U.S.
Trademark Office, P.O. Box 1451, Alexandria, VA 22313-1451 on
this 26th day of May, 2010.
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing AGREED MOTION BY
CONSENT FOR RESETTING OF TIME PERIODS BY NINETY DAYS IN ORDER FOR
THE PARTIES TO FILE THE APPROPRIATE DISMISSAL PAPERS OR POTENTIAL
AMENDMENT TO THE APPLICATION AS PER A SETTLEMENT AGREEMENT
ALREADY CONCLUDED IN THESE PROCEEDINGS was deposited with the
United States Postal Service on the date shown below with
sufficient postage as First Class Mail in an envelope addressed
to Mr. Norbert F. Kugele, Warner Norcross & Judd, LLP, 900 Fifth
Third Center, 111 Lyon Street NW, Grand Rapids, MI 49503-2487,
this 26th day of May, 2010.
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