Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA227694

Filing date: 07/31/2008

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91155211
Party Plaintiff
Benetton Group SPA
Correspondence Burton S. Ehrlich
Address Ladas & Parry LLP
224 S. Michigan Avenue
Chicago, IL 60604
UNITED STATES
CHIUSTM@LADAS.NET, burte@ladas.net
Submission Stipulated/Consent Motion to Extend
Filer's Name Burton S. Ehrlich
Filer's e-mail CHIUSTM@LADAS.NET, burte@ladas.net
Signature /bsehrlich/
Date 07/31/2008
Attachments 91155211.pdf ( 5 pages )(192216 bytes)



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NORDICA S.P.A. Opposition No.: 91155211

Opposer,

EXEL OYJ,

e e’ e e e e

Applicant.

AGREED MOTION TO RESET OPPOSER’S REBUTTAL TESTIMONY PERIOD

Opposer, Nordica S.p.A., through its attorneys, hereby with
the consent of the Applicant’s attorneys, moves to extend the
date for the open of the Opposer’s rebuttal testimony period by
two (2) calendar months from the date of the present close of
Opposer’s rebuttal testimony period, based upon ongoing
settlement communications which have recently substantially
progressed this matter towards its potential resolution by way of
settlement. Under this Motion the Opposer seeks a two (2)
calendar month extension for the open of the Opposer’s rebuttal
testimony period until and including September 30, 2008, so that
the close of the rebuttal testimony period will now occur on

October 15, 2008, and that all subsequent dates be according

reset. In further support of this extension and as additional
grounds for the granting of this Motion the Opposer provides the
following rationale:

With the multiple potentially related matters or proceedings

the resolution of matters at issue are particularly complicated



with the underlying situation involving multiple marks at issue,
multiple U.S. opposition proceedings and a number of foreign
trademark issues for foreign based companies doing business in
many nations. The parties are seeking to resolve all matters in
a comprehensive resclution for all of the underlying U.S. and
foreign controversies. Both entities are foreign based with
foreign based principals, not necessarily fully familiar with
U.S. Trademark Office proceedings or legal matters, so this
situation further complicates and somewhat can delay progress on
follow-up on settlement communications.

Prior negotiations included not only negotiations among U.S.
and foreign based counsel as representatives of the parties, but
even a meeting among high level principals for the parties.

After that meeting a settlement agreement was drafted and
circulated among counsel. In response to the Board noting that
further suspensions or extensions may not be granted without a
detailed explanation in support of the extensions/suspension, the
Opposer provides the following additional explanation of the
progress of the recent settlement negotiations between the
parties. Previously, there had been a settlement impasse based
upon a prior settlement agreement and it appeared that each party
was demanding potentially a fully redrafted agreement from the
other party, or possibly another meeting for an understanding of

matters still at issue. However, since the prior extension U.S.



counsel representing each of the respective parties have been in
repeated communication towards discussions of resolving issues or
concerns of each of their respective clients concerns involving
issues towards resolving matters for the settlement of these
proceedings. It is also understood that the U.S. representatives
were further in repeated contact with the principals and foreign
representatives for their respective clients on ideas towards
moving ahead on the settlement. Apparently, once U.S. counsel
became more directly involved and were provided with more
authority (for directing matters towards settlement) and focusing
at a prior settlement agreement there was finally an earlier
break in the settlement impasse, where the parties were able to
focus at the matters which remained unresolved. During the two
month period and since approximately the time period from the
last extension, there has been in a further compromise proposal
for resolving this matter. With further discussion among counsel
for the respective parties the compromise proposal was set forth
in writing with further explanation. The parties continue to
remain optimistic that they have made excellent progress on
settlement towards narrowing the issues and that the remaining
issue should hopefully be resolved. The consideration of the
pending proposal requires the review of a European principal who
presently is considering the most recent settlement offer with

their U.S. and foreign based counsel. The efforts directed



towards settlement have included numerous communications among
counsel for the respective parties, with their respective clients
and the parties believe that they have been diligently following-
up on settlement. Also, there has been review of certain factual
information involved for the possible consideration of
settlement. Prior efforts directed towards settlement also
occurred, but the settlement progress set forth herein merely
seeks to describe recent settlement efforts occurring over
approximately the last couple of months.

It is respectfully submitted that the parties have good
cause for this further extension and wish to continue to focus at
settlement, rather than detracting from settlement and advancing
discovery or other matters in these oppositions proceedings. The
possible settlement of this matter will alleviate the need for
the pursuit of these opposition proceedings, as well as other
related U.S. opposition proceedings and potentially a number of
foreign controversies. Additicnal time 1s need in seeking to
fully resolve this matter by way of settlement and to potentially
exchange and obtain signed settlement papers for the
controversies involved and possibly take required action towards
effectuating such settlement.

This Motion is not being submitted for any purpose of delay.

As this Motion is consented to by Applicant’s attorney, and

it is submitted sets forth good cause for the extension, it is



respectfully requested that it be granted and a two (2) month
extension of the open date of the Opposer’s rebuttal testimony
period be granted, so that close of rebuttal testimony period

will occur on October 15, 2008, with all subsequent dates being

similarly extended.

Respectfully submitted,

Burton S. Ehrlich

Ladas & Parry LLP .
224 5. Michigan Avenue Burton S. Ehrlich, One of th
Suite 1600 Attorneys for Opposer

Chicago, IL 60604
(312) 427-1300
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