IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 76/380334
Published in the Official Gazette at TM 677 on October 8, 2002

ARC Financial Group Ltd.
Opposer
V. Opposition N 0.

Arclight Capital Holdings, LLC

Applicant

e N N e N St S o N N

NOTICE OF OPPOSITION

ARC Financial Group Ltd. (hereinafter “Opposer”), a corporation duly
organized and existing under the laws of the Province of Alberta, Canada and
located and doing business at 400 3 Avenue SW, Calgary, Alberta T2P 4H?2
Canada, believes that it will be damaged by the registration of the trademark
“ARCLIGHT and design” as shown in Application Serial Number 76 /380384
filed March 8, 2002 by Arclight Capital Holdings, LLC (hereinafter “Applicant”),
and hereby opposes the same.

As grounds for opposition, it is alleged that:

1. Applicant seeks registration on the Principal Register of the
trademark “ARCLIGHT and design” for use in connection with financial services

in the field of private equity investment management and consulting services
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relating thereto.

2. Opposer is now, and has been for some time, engaged in the
business of managing private equity funds and providing other investment and
financial product management services.

3. Opposer adopted the mark “ARC” in connection with investment
management services in Canada at least as early as 1990 and in the United States
at least as early as 1997, and has been using the mark in connection with those
services in the United States and Canada ever since. Such use has been valid and
continuous since the date of first use and has not been abandoned.

4. Opposer adopted the mark “ARC” in connection with the
management of private equity funds in both the United States and Canada at
least as early as 1997 and has been using the mark in connection with those
services in the United States and Canada ever since. Such use has been valid and
continuous since the dates of first use and has not been abandoned.

5. Opposer adopted a family of “ARC” based trademarks, including
“ARC FINANCIAL” for investment and production management and “ARC
EQUITY” for private equity investment funds and investment opportunities.
Both of these marks have been used continuously in the United States since a
date prior to March 13, 2001.

6. Opposer’s mark “ARC” is symbolic of the extensive goodwill and
recognition built up by Opposer through continuous use of said mark over a

substantial period of time.
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7. Opposer has expended considerable effort and expense in
promoting its mark “ARC” and the services sold under such mark, with the
result that the purchasing public has come to know, rely upon, and recognize the
services provided by Opposer under such mark. Opposer has built up valuable
goodwill in its mark.

8. Application Serial Number 76,/380384 for registration of the
trademark “ARCLIGHT and design” was filed on March 8, 2002, claiming a date
of first use of March 13, 2001. Thus, Opposer actually began using its ARC mark
in the United States four years prior to the date of first use claimed in Applicant’s
application.

9. Applicant’s mark “ARCLIGHT and design” includes Opposer’s
exact mark “ARC.”

10.  The services offered under Opposer’s mark “ARC” are
substantially identical to the services identified in Applicant’s application to
register “ARCLIGHT and design,” and on information and belief, will be
marketed through the same or similar channels of trade to the same class of
consumers.

11. By reason of Opposer’s extensive use of the “ARC” mark, the
public will believe that Applicant’s use of its mark “ARCLIGHT and design” is
sponsored or approved by Opposer and that the quality of the services bearing
Applicant’s mark has been approved and/or maintained by Opposer.

12.  Inview of these similarities, Applicant’s use of the mark
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“ ARCLIGHT and design” is likely to cause confusion, mistake, or deception with
respect to Opposer’s mark “ARC” and to damage the goodwill represented and
symbolized by the mark.

13.  Based upon the foregoing, Applicant’s registration of the
trademark “ARCLIGHT and design” on the Principal Register of the United
States Patent and Trademark Office would clearly cause injury and damage to
Opposer.

A duplicate copy of this Notice of Opposition is enclosed. The Trademark
Office is asked to charge the undersigned Deposit Order Account No. 08-0219 for
the $300.00 filing fee required by 37 C.F.R. §2.6(a) (17).

WHEREFORE, Opposer prays that this opposition be sustained and that
registration of Applicant’s trademark “ARCLIGHT and design” as shown in
Application Serial Number 76 /380384 be refused.

Respectfully submitted,

ARC FINANCIAL GROUP LTD.
Michael ][B’évilacqua
Reg. No. 31,091
Attorney for Opposer
Hale and Dorr LLP
60 State Street

Boston, Massachusetts 02109
(617) 526-6000
Date: February 5, 2003
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CERTIFICATE OF MAILING UNDER 37 C.F.R. 1.8(a)

I hereby certify that this correspondence is being deposited with the
United States Postal Service as first class mail in an envelope addressed to:
Assistant Commissioner for Trademarks, BOX TTAB FEE, 2900 Crystal Drive,

Arlington, Virginia 22202-3513 on February 5, 2003.
- Uyt

Angeﬁfa Dyer d
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Appﬁgm.meg;smupa,ﬁes ARC Finaicial Group Ltd., Opposer
v. Arelight Capital Holdings, LLC Applicant

.- - No. (Application, RegisKatian QRwMGmCanixianen) 76 /380384

Mark

In the above matter, the following have been received by the US Patent and Trademark Office on the
date stamped hereon.

O Express Mail Label No. Q Specimen(s) (# )
£ Trademark Application w/Drawing ( O ITU) {2 Section 8 / 0 Section 15 Declaration
£} Response to Office Action No. dated () Section 9 (Renewal Application)
Q) Assignment and Cover Sheet 0 Opposition; U Cancellation
0O Amendment to Allege Use £ Req. for ____days Ext. of Time to Oppose
O Statement of Use J Transmittal Letter
O Req. for Extension to Time to File Statement of Use Q Check for $ ; check #
0 Req. for Connection: 383 Deposit Account Authorization $__300 .00
O Power of Attomey ~ Revocation, Appointment, Change of Address for Service
X Other: Notice of Opposition.
Copy of Notice of Opposition.
Q Other: '

Mailing Date: 2 /5/03 DocketNo. 114009-120 Atty/paralegal/secy: MJB




