IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  _ . - '

03-31-2005
INFINEON TECHNOLOGIES AG 5. patont & TOFGITH Ml RoptDt #70
Opposer, . Opposition No.
_ 91/154,775
-against-
INFINEER, INC.
Applicant.

DECLARATION OF PAUL W. GARRITY
IN SUPPORT OF MOTION TO ACCEPT LATE-FILED ANSWER

I, PAUL W. GARRITY, declare as follows.

1. I am a Partner with Kelley Drye & Warren LLP. I am fully familiar with
the facts set forth herein, and, if called to testify, could do so competently.

2. Kelley Drye & Warren LLP is counsel to Infineer, Inc. (“Infineer”) in the
instant Opposition No. 91/154,775 presently pending before the Trademark Trial and Appeal
Board (the “TTAB”).

3. Even before the Notice of Opposition in this case was filed in December
of 2002, the parties were engaged in negotiations that attempted to settle the matter. These
negotiations continued after the Notice of Opposition was filed, and continue to this day.

4. As a result of the continuing settlement negotiations, the parties repeatedly
entered into stipulations extending Infineer’s time in which to answer the Notice of Opposition,

which were approved by the TTAB.
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5. On December 9, 2003, the TTAB issued an order (the “Order”) with
respect to this Opposition, resetting certain dates. Under the Order, Infineer’s Answer to the
Notice of Opposition was due to be filed within thirty days of December 9, 2003. Infineer’s
Answer was not timely filed.

6. The failure to timely file the Answer was inadvertent.

7. On March 29, 2004, as part of my routine review of the file in this
Opposition, I contacted counsel to Opposer to inquire as to the status of the settlement
negotiations herein, which rested with a letter to Opposer’s counsel which I had sent on behalf of
Infineer in November 2003.

8. It was as a result of a conversation on March 29, 2004 with Opposer’s
counsel that I discovered that Infineer’s time to serve its Answer herein had been reset by the
Order and that the Answer had not been filed.

9. Upon investigation, I have learned that when the Order was entered onto
the docketing system maintained at Kelley Drye & Warren LLP only the discovery and
testimony periods were added to the firm’s docketing system. The reset date for Infineer’s time
to serve its Answer herein inadvertently was not input into the firm’s docketing system.

10.  Immediately upon making this discovery, I am causing the instant motion
papers and Answer to be served and filed today, March 30, 2004.

11. Opposer will not, upon information and belief, be prejudiced by the delay
in filing Infineer’s Answer herein. Settlement negotiations between the parties continue, with
Opposer’s counsel again representing on March 29, 2004 that Opposer seeks to conclude a
settlement of these proceedings. Indeed, in the event that the parties are unable to conclude a

settlement herein, three (3) months remain in the discovery period set by the Order.
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I declare under penalty of perjury as set forth by the laws of the United States that

foregoing is true and correct to the best of my knowledge and belief.

-

Date: March 30, 2004 By:

PAUL WI{GARRITY
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CERTIFICATE OF SERVICE

I hereby certify that I have this date served counsel for all parties to this action
with a copy of the foregoing DECLARATION OF PAUL W. GARRITY IN SUPPORT OF
MOTION TO ACCEPT LATE-FILED ANSWER by causing the same to be delivered by hand
to Joseph Gioconda, Esq., Kirkland & Ellis, Citigroup Center, 153 East 53" Street, New York
NY 10022-4675, the address designated by said attorney for that purpose.

New York, New York

March 30, 2004

Matthew D. Marcotte

CERTIFICATE OF MAILING

EXPRESS MAIL LABEL NO.: EU 94770774US
DATE OF DEPOSIT: March 30, 2004

The undersigned hereby certifies that the foregoing DECLARATION OF PAUL
W. GARRITY IN SUPPORT OF MOTION TO ACCEPT LATE-FILED ANSWER is being
deposited with the United States Postal Service “Express Mail Post Office to Addressee” service
under 37 CFR § 1.10 on the date indicated above in an envelope addressed to Commissioner for

Trademarks, 2900 Crystal Drive, Arlington, VA 22202, BOX TTAB.

T

Matthew D. Marcotte
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INFINEON TECHNOLOGIES AG
Opposer, Opposition No.
91/154,775 ,
i
INFINEER, INC.
03-31-200%
Applicant. U.S. Patent & TMOfo/TM Mail Rept Dt #78

MOTION TO ACCEPT LATE-FILED ANSWER

Applicant, INFINEER, INC., by and through its undersigned attorneys Kelley
Drye & Warren LLP hereby moves, pursuant to TBMP § 312, to be allowed to file its Answer in

the above-captioned opposition late.

INTRODUCTION

This proceeding was commenced in December of 2002 by the filing of a
Consolidated Notice of Opposition. The parties then entered into settlement negotiations, and
agreed upon a series of extensions of Applicant’s time in which to answer the Notice of
Opposition pending resolution of those negotiations. On December 9, 2003, the Board issued an
Order resetting the discovery and trial dates herein, and also resetting Applicant’s Answer to be
due to be filed within thirty days of December 9, 2003. Applicant inadvertently failed to submit
its Answer in a timely fashion, and moves the Board for permission to file its answer as of today.

ARGUMENT
Under TBMP § 312, a late-filed answer to a Notice of Opposition should be

accepted when the delay in filing the answer was inadvertent, the Opposer will not be
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substantially prejudiced by the delay, and the Applicant has a meritorious defense to the Notice
of Opposition. As the accompanying Declaration of Paul W. Garrity demonstrates, Applicant’s
delay in filing its answer to the Notice of Opposition was inadvertent, and both the Answer and
this Motion are being filed immediately upon Applicant’s discovery of its inadvertent failure to
timely file an Answer.

With respect to potential prejudice to the Opposer (which has not sought a default
judgment herein), Opposer’s counsel as recently as March 29, 2004 has advised that Opposer
seeks to conclude a settlement of these proceedings. Settlement negotiations between the parties
are ongoing, and will continue. Applicant’s Answer must be filed, however, to preserve
Applicant’s rights in the event that a settlement is not concluded herein. Indeed, if the parties are
not able to settle their differences, three (3) months remain in the discovery period set by the
December 9, 2003 Order. These facts, it is respectfully submitted, evidence that Opposer will
not be substantially prejudiced by a late-filed Answer in this matter.

Finally, with respect to whether Applicant has a meritorious defense to the Notice
of Opposition, “[a]ll that is required is a plausible response to the allegations in the complaint.”
TBMP § 312.02. Applicant’s answer, provided it is not frivolous, demonstrates, on its own, that

Applicant has a meritorious defense. See Djeredjian v. Kashi Co., 21 U.S.P.Q.2d 1613, 1615

(TTAB 1991). Applicant respectfully submits that the enclosed Answer is not frivolous, and

provides a more than plausible response to the allegations made in the Notice of Opposition.
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CONCLUSION

For the foregoing reasons, Applicant respectfully requests that its Motion to

Aceept Late-Filed Answer be granted and that the enclosed Answer be entered in this case.

Dated: New York, New York
March 30, 2004

KELLEY DRYE & WARREN LLP
Attorneys for Infineer, Inc.

B .

4 Wilﬁ%& G({l/den, Jr.
Paul W. Garrity
Matthew D. Marcotte

101 Park Avenue

New York, NY 10178

Telephone: (212) 808-7800

Fax: (212) 808-7897
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CERTIFICATE OF SERVICE

I hereby certify that I have this date served counsel for all parties to this action
with a copy of the foregoing MOTION TO ACCEPT LATE-FILED ANSWER by causing the
same to be delivered by hand to Joseph Gioconda, Esq., Kirkland & Ellis, Citigroup Center, 153
East 53™ Street, New York NY 10022-4675, the address designated by said attorney for that

purpose.

New York, New York
March 30, 2004

7L Oz

Matthew D. Marcotte

CERTIFICATE OF MAILING

EXPRESS MAIL LABEL NO.: EU 94770774US
DATE OF DEPOSIT: March 30, 2004

The undersigned hereby certifies that the foregoing MOTION TO ACCEPT LATE-
FILED ANSWER is being deposited with the United States Postal Service “Express Mail Post
Office to Addressee” service under 37 CFR § 1.10 on the date indicated above in an envelope

addressed to Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202, BOX

Jpr=7 . —Z—

Matthew D. Marcotte

TTAB.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INFINEON TECHNOLOGIES AG 03-31-2005
U.S. Patent & TMOfc/TM Mail ReptDt. #78
Opposer, Opposition No.
91/154,775
-against-
INFINEER, INC.
Applicant.

ANSWER TO CONSOLIDATED NOTICE OF OPPOSITION

Applicant, INFINEER, INC., by and through its undersigned attorneys Kelley
Drye & Warren LLP, as and for its Answer to the Consolidated Notice of Opposition filed herein
by Opposer, INFINEON TECHNOLOGIES AG, alleges as follows:

1. Applicant lacks knowledge and information sufficient to form a belief
with respect to the allegations contained in Paragraph 1 of the Consolidated Notice of Opposition
and, therefore, denies same.

2. Applicant lacks knowledge and information sufficient to form a belief
with respect to the allegations contained in Paragraph 2 of the Consolidated Notice of Opposition
and, therefore, denies same.

3. Applicant lacks knowledge and information sufficient to form a belief
with respect to the allegations contained in Paragraph 3 of the Consolidated Notice of Opposition

and, therefore, denies same.
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4, Applicant admits that Opposer has attached to the Consolidated Notice of
Opposition what is identified by Opposer in Paragraphs 4, 5 and 6 to be a trademark registration
owned by Opposer, and except as so admitted, Applicant lacks knowledge and information
sufficient to form a belief with respect to the remaining allegations contained in Paragraphs 4
through 6 of the Consolidated Notice of Opposition and, therefore, denies same.

5. Applicant lacks knowledge and information sufficient to form a belief
with respect to the allegations contained in Paragraph 7 of the Consolidated Notice of Opposition
and, therefore, denies same.

6. Applicant lacks knowledge and information sufficient to form a belief
with respect to the allegations contained in Paragraph 8 of the Consolidated Notice of Opposition
and, therefore, denies same.

7. Applicant admits that Infineer, Inc. is a Florida corporation, and, except as
so admitted, denies the allegations contained in Paragraph 9 of the Consolidated Notice of
Opposition.

8. Applicant denies the allegations contained in Paragraph 10 of the
Consolidated Notice of Opposition.

9. Applicant admits that it has filed an application to register the INFINEER
mark for use in connection with “smart card systems comprising smart card readers and
computer chips; computer hardware and software for use in delivering a multi-functional
platform to control access to and payment for a variety of applications for security services,
access control services, and payment services” and except as so admitted Applicant denies the

allegations contained in Paragraph 11 of the Consolidated Notice of Opposition.
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10.  Applicant admits the allegations contained in Paragraph 12 of the
Consolidated Notice of Opposition.

11.  Applicant lacks knowledge and information sufficient to form a belief
with respect to the allegations contained in Paragraph 13 of the Consolidated Notice of
Opposition and, therefore, denies same.

12.  Applicant admits that both Applicant’s and Opposer’s marks begin with
the letters INFIN, and, except as so admitted, Applicant denies the remaining allegations
contained in Paragraph 14 of the Consolidated Notice of Opposition.

13.  Applicant admits that both Applicant’s and Opposer’s marks begin with
the letters INFINE, and, except as so admitted, Applicant denies the allegations in Paragraph 15
of the Consolidated Notice of Opposition.

14.  Applicant denies the allegations contained in Paragraphs 16 through 18 of
the Consolidated Notice of Opposition.

WHEREFORE, Applicant prays that the within Consolidated Notice of
Opposition be denied, and that Applicant receive such other and further relief as to the Board
deems just and proper.

Dated: = New York, New York

March 3¢ , 2004
Respectfully submitted

KELLEY DRYE & WARREN LLP
Attorneys for Applicant

Matthéw D. Marcotte
101 Park Avenue
New York, New York 10178
(212) 808-7800
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CERTIFICATE OF SERVICE

I hereby certify that I have this date served counsel for all parties to this action
with a copy of the foregoing ANSWER TO CONSOLIDATED NOTICE OF OPPOSITION by
causing the same to be delivered by hand to Joseph Gioconda, Esq., Kirkland & Ellis, Citigroup
Center, 153 East 53™ Street, New York NY 10022-4675, the address designated by said attorney
for that purpose.

New York, New York
March 30, 2004

%ﬁ,’é—’

Matthew D. Marcotte

CERTIFICATE OF MAILING

EXPRESS MAIL LABEL NO.: EU 94770774US
DATE OF DEPOSIT: March 30, 2004

The undersigned hereby certifies that the foregoing ANSWER TO
CONSOLIDATED NOTICE OF OPPOSITION is being deposited with the United States Postal
Service “Express Mail Post Office to Addressee” service under 37 CFR § 1.10 on the date
indicated above in an envelope addressed to Commissioner for Trademarks, 2900 Crystal Drive,
Arlington, VA 22202, BOX TTAB.

G =

Matthew D. Marcotte
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KELLEY DRYE & WARREN vLLpP

A LIMITED LIABILITY PARTNERSHIP
IOl PARK AVENUE
WASHINGTON, DC NEW YORK, NEW YORK 10178

TYSONS CORNER, VA
(212) 808-7800
CHICAGO, iIL
STAMFORD, CT

PARSIPPANY, NJ

BRUSSELS, BELGIUM

AFFILIATE OFFICES
BANGKOK, THAILAND

JAKARTA, INDONESIA March 30’ 2004

MUMBAIL, INDIA
TOKYO, JAPAN

Box TTAB - NO FEE
Assistant Commissioner
for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

Re:  Infineon Technologies AG
v. Infineer, Inc.
Opp. No. 91/154,775

Dear Sir or Madam:

T THE

FACSIMILE
(212) BO8-7897

www.kelleydrye.com

WRITER'S DIRECT LINE
(212) 808-7743

WRITER'S E-MAIL
mmar@kelleydrye.com

03-31-2005

U.S. Patent & TMOfc/TM Mail Rept Dt. #78

On behalf of Infineer, Inc., we enclose the original and two copies of Opposer’s
Motion to Accept Late-Filed Answer in connection with the above-captioned Opposition. We
also enclose the original of the accompanying Declaration of Paul W. Garrity in Support of
Motion to Accept Late-Filed Answer and Answer to Consolidated Notice of Opposition in

connection with the above-captioned opposition.

Kindly acknowledge receipt of same by stamping and returning the enclosed self-

addressed postcard.

Sincerely,

= (2=

Matthew D. Marcotte

Enclosures
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