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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

) L
INFINEON TECHNOLOGIES AG )
) 12-30-2002
OPPOSER, ) U'S. Patent & TMOTC/T™M Mail Rept o1 457
)
V. ) OPPOSITION NO.
)
“ INFINEER, INC. )
)
APPLICANT. )
)
Director of United States Patents and Trademarks . 1

ATTN: BOX TTAB FEE
2900 Crystal Drive

Arlington, VA 22202-3513

L
¢

C.
'In the matter of Trademark Registration Application Serial Nos. 76/218165 and

76/218166, filed March 2, 2001, to register “INFINEER” as a logo (76/218165) and word
(76/218166) for smart card systems comprising smart card readers and computer chips, computer
hardware and software for use in delivering a multi-functional platform to control access to and
payment for a variety of applications for security services, access control services, and payment

services in International Class 9, published for opposition on June 4, 2002.



»

Sir or Madam:

Enclosed please find an Opposition, submitted in duplicate, together with a check
in the amount of $ 600.00 for the opposition fee. It is respectfully requested that the subject

Opposition be instituted, and that Notification be sent as to Answer and testimony dates in due

course.

Dated: December 30, 2002

Respectfully submitted,

)LC7

VDesmarals
J seply C. Gioconda
IRKLAND & ELLIS
153 East 53" Street
New York, New York 10022
(212) 446-4800 (Tel.)
(212) 446-4900 (Fax)




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

APPLICANT: INFINEER, INC.
SERIAL NOS.: 76/218165, 76/218166
| FILING DATE: March 2, 2001
" MARK: “INFINEER”

Published in the Official Gazette on June 4, 2002.

INFINEON TECHNOLOGIES AG ;
OPPOSER, ;

V. ; OPPOSITION NO.
INFINEER, INC. ;
APPLICANT. i

CONSOLIDATED NOTICE OF OPPOSITION

Infineon Technologies AG (“Infineon”) believes that it would be damaged by the
registration of the above-identified mark and hereby opposes same, the time for opposition
having been extended until January 1, 2003.

The grounds for opposition are as follows:

1. Opposer, Infineon, is a German corporation with its headquarters and
principal place of business at St.-Martin-Str. 53, 81669 Miinchen, Germany.

2. Siemens AG (“Siemens”), a German corporation, founded Infineon on

April 1, 1999, as a wholly-owned Siemens company comprised of all of Siemens’s
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semiconductor activities. Infineon was founded in preparation for a partial public offering. The
highly visible, well-publicized public offering took place on March 13, 2000 at the Frankfurt and
New York stock exchanges. From the very date of its public offering, Infineon was prominent in
its field. By the end of 2001, Infineon had achieved sales of $5.671 billion.

3. Infineon has been in business since April 1, 1999 and is very well-known
in the information and communications industry, with 13 manufacturing sites and 22 research
and development locations in Asia, Europe, and the United States.

4. Since April 1, 1999, Infineon has been a widely recognized distributor and
manufacturer of electrotechnical, electronic, and optical apparatus, devices, and instruments,
namely integrated circuits; semiconductors; fiber optics such as transceivers, telecommunication
and data communications equipment for high speed transfer of voice and data, namely voice and
data transmitters and voice and data receivers interconnected by fiber optic links; fiber optic
cables; fiber optic cable assemblies, namely fiber optjc connectors, fiber optic jumpers, fiber
optic pigtails; fiber optic accessories, namely splice boxes, wrap plugs, fiber optic adapters, fiber
optic outlets; laser diodes; light emitting diodes; photodiodes; telecommunication and data
communications equipment for high speed transfer of voice and data, namely plastic fiber optic
transmitters and plastic fiber optic receivers; photo detector receivers; electrical microcontrollers;
memory devices, namely dynamic random access memories; integrated circuits for security and
chip cards; smart card controllers; and digital signal processors. Infineon owns a federal
registration for use of the INFINEON mark on and in connection with the aforementioned goods:

U.S. Trademark Registration Serial No. 2,516,259 in International Class 9. Copies of this valid

and enforceable registration are attached as Exhibit A.



5. Since April 1, 1999, Infineon has been conducting business management
of companies; business consulting services, namely providing consultation in the field of
company management, administration, and organization and in the use of semiconductor
technology and electronic apparatus, devices, and instruments to improve business operations.
Infineon owns a federal registration for use of the INFINEON mark on and in connection with
the aforementioned services: U.S. Trademark Registration Serial No. 2,516,259 in International
Class 35. Copies of this valid and enforceable registration are attached as Exhibit A.

6. Since April 1, 1999, Infineon has also been engaged in the design of data
processing computer programs for others and rental of data processing computer programs.
Opposer owns a federal registration for use of the INFINEON mark on and in connection with
these services: U.S. Trademark Registration Serial No. 2,516,259 in International Class 42.

Copies of this valid and enforceable registration are attached as Exhibit A.

INFINEON’S CHIPS FOR SMART CARDS

7. Infineon used its INFINEON mark on and in connection with chips for
smart cards as early as April 1999. Since then, Infineon has continuously used its INFINEON
mark in connection with chips for smart cards.

8. Nationwide sales of INFINEON-branded chips for smart cards have been
continuous and substantial for well over three years. As a consequence, Infineon’s mark has
become, and remains, strong in connection with chips, smart cards, and related technologies.

APPLICANT’S TRADEMARK REGISTRATION APPLICATION

9. On information and belief, Applicant Infineer, Inc. is a Florida corporation
with its headquarters and principal place of business in Tarpon Springs, Florida.
10.  On information and belief, Applicant is known by the trade and

consuming public primarily as a designer of computer integrated systems.



11.  Applicant plans to use the term “INFINEER” on “smart card systems
comprising smart card readers and computer chips; computer hardware and software for use in
delivering a multi-functional platform to control access to and payment for a variety of
applications for security services, access control services, and payment services” in International
Class 9.

12.  On March 2, 2001, Applicant filed United States trademark registration
- applications for the logo and the word “INFINEER” for use on the goods identified in paragraph
11. These applications were assigned Serial No. 76/218165 and 76/218166, respectively, and
were published for opposition in the June 4, 2002 Official Gazette of the United States Patent
and Trademark Office.

APPLICANT’S SMART CARDS

13.  Applicant’s trademark registration applications have identified certain
goods in International Class 9, namely, smart card systems. Since before the filing date of
Applicant’s trademark registration applications, Infineon has continuously manufactured and
continuously sold on a nationwide basis chips for smart cards of the kind Applicant identified in
its applications. Further, upon information and belief, Infineon has continuously sold these same
and/or similar goods under its INFINEON mark on a nationwide basis prior to any date that

Applicant can prove any use of its mark in connection with these goods.



“INFINEER” MARK

14.  Applicant’s “INFINEER” mark in applications Serial Nos. 76/218165 and
76/218166 has as its dominant feature the root “INFIN.” Infineon has as a dominant feature the
root “INFIN” in its federally registered INFINEON mark.

15.  Applicant’s “INFINEER” mark in applications Serial Nos. 76/218165 and
76/218166 incorporates the “INFINE” portion--the first six of the eight letters--of Infineon’s
' federally registered INFINEON mark.

16.  Applicant’s “INFINEER” mark in applications Serial Nos. 76/218165 and
76/218166 is likely to cause confusion, to cause mistake, or to deceive within the meaning of
Lanham Act § 2(d), 15 U.S.C. § 1052(d).

17.  Infineon will be damaged if Applicant obtains a registration for the
“INFINEER” mark insofar as the registration would be prima facie evidence of the validity of
the registration, Applicant’s ownership of the “INFINEER” mark, and Applicant’s exclusive
right to use the “INFINEER” mark in commerce on the goods identified in paragraph 11. In fact,
however, Applicant is not entitled to such rights by virtue of Infineon’s prior continuous use of
its INFINEON mark and the likelihood of confusion that would result from Applicant’s use.
Thus if the registration sought by Applicant in applications Serial Nos. 76/218165 and
76/218166 were granted, it would be inconsistent with the exclusive right of Infineon to the use
of its federally registered INFINEON mark on and in connection with chips for smart cards and
related technologies.

18.  In view of the above, Infineon believes that it would be damaged by
registration of the “INFINEER” mark to Applicant.

WHEREFORE, Opposer Infineon prays that said applications Serial Nos.

76/218165 and 76/218166 be refused and that this Opposition be sustained in favor of Opposer.
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Please direct all correspondence to Joseph C. Gioconda, KIRKLAND & ELLIS,

153 East 53" Street, New York, New York 10022.
Dated: December 30, 2002 Q / (‘\

esmdrals
J sep Gloconda
IRKFYAND & ELLIS

153 East 53™ Street

New York, New York 10022
(212) 446-4800 (Tel.)

(212) 446-4900 (Fax)
Attorneys for Opposer,
Infineon Technologies AG

EXPRESS MAIL CERTIFICATE

I hereby certify that, on November 27, 2002, I deposited CONSOLIDATED NOTICE OF
OPPOSITION (Serial Nos. 76/218165 and 76/218166) with the U.S. Postal Service and that it was addressed
for delivery to the Assistant Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513,
BOX TTAB NO FEE, by “Express Mail Post Office to Addressee” service with Express Mail Label No.
EG901236064US.

Jgpepir C. Gioconda



CERTIFICATE OF SERVICE

I, Joseph C. Gioconda, counsel for Infineon Technologies, AG, caused a copy of
CONSOLIDATED NOTICE OF OPPOSITION (Serial Nos. 76/218165 and 76/218166) to be delivered by
facsimile and Federal Express on December 30, 2002, upon counsel for Applicant:

Paul W. Garrity

Kelley Drye & Warren LLP
101 Park Avenue
New York, NY 10178
Date: December 30, 2002 C -

Sebh C. Gioconda i




Int. Cls.: 9, 35 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, 101 and 102
United States Patent and Trademark Office

Reg. No. 2.516,259
Registered Dec. 11, 2001

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

INFINEON

INFINEON TECHNOLOGIES AG (FED REP GER-
MANY CORPORATION)

ST-MARTIN-STR. 52 :

MUNICH, FED REP GERMANY , BY ASSIGNMENT
SIEMENS AKTIENGESELLSCHAFT (FED REP
GERMANY CORPORATION) MUNICH, FED
REP GERMANY

FOR: ELECTROTECHNICAL, ELECTRONIC
AND OPTICAL APPARATUS, DEVICES AND IN-
STRUMENTS, NAMELY . INTEGRATED CIR-
CUITS; SEMICONDUCTORS; FIBER OPTICS,
NAMELY, TRANSCEIVERS, TELECOMMUNICA-
TION AND DATA COMMUNICATIONS EQUIP-
MENT FOR HIGH SPEED TRANSFER OF VOICE
AND DATA, NAMELY, VOICE AND DATA TRANS-
MITTERS AND VOICE AND DATA RECEIVERS
INTERCONNECTED BY FIBER OPTIC LINKS; F1-
BER OPTIC CABLES; FIBER OPTIC CABLE ASSEM-
BLIES, NAMELY, FIBER OPTIC CONNECTORS,
FIBER OPTIC JUMPERS, FIBER OPTIC PIGTAILS;
FIBER OPTIC ACCESSORIES, NAMELY, SPLICE
BOXES, WRAP PLUGS, FIBER OPTIC ADAPTERS,
FIBER OPTIC OUTLETS; LASER DIODES; LIGHT
EMITTING DIODES; PHOTODIODES; TELECOM-
MUNICATION AND DATA COMMUNICATIONS
EQUIPMENT FOR HIGH SPEED TRANSFER OF
VOICE AND DATA, NAMELY, PLASTIC FIBER
OPTIC TRANSMITTERS AND PLASTIC FIBER OP-
TI1C RECEIVERS; PHOTO DETECTOR RECEIVERS;
ELECTRICAL MICROCONTROLLERS; MEMORY

DEVICES, NAMELY, DYNAMIC RANDOM ACCESS
MEMORIES; INTEGRATED CIRCUITS FOR SE-
CURITY AND CHIP CARDS; SMART CARD CON-
TROLLERS; DIGITAL SIGNAL PROCESSORS . IN
CLASS 8 (US. CLS. 21, 23, 26, 36 AND 38).

FOR: BUSINESS MANAGEMENT OF COMPA.
NIES; BUSINESS CONSULTING SERVICES, NAME-
LY, PROVIDING CONSULTATION IN TIIE FIELD
OF COMPANY MANAGEMENT, ADMINISTRA-
TION AND ORGANIZATION AND IN THE USE
OF SEMICONDUCTOR TECHNOLOGY AND ELEC-
TRONIC APPARATUS, DEVICES AND INSTRU-
MENTS TO IMPROVE BUSINESS OPERATIONS, IN
CLASS 35 (U.S. CLS. 100, 101 AND 102).

FOR: DESIGN OI' DATA PROCESSING COMPU-
TER PROGRAMS FOR OTHERS. RENTAL OF
DATA PROCESSING COMPUTER PROGRAMS , IN
CLASS 42 (U.S. CLS. 100 AND 10)).

PRIORITY CLAIMED UNDER SEC. 44(D)ON FED
REP GERMANY APPLICATION NO 1399106286,
FILED 2-241999, REG. NO. 39910328, DATED 3-18-
1999, EXTIRES 2-28-2005.

SER. NO. 75-762,629, FILED 7-28-1999

SUSAN STIGLITZ, EXAMINING ATTORNEY



