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Mailed:  October 18, 2010 
 
Opposition No. 91154738 
Opposition No. 91154900 
Opposition No. 91156350 
 
Sears, Roebuck and Co. 
 

v. 
 
Milwaukee Electric Tool 
Corporation 

 

Denise M. DelGizzi,  
Technical Program Manager 
 

 It has come to the Board’s attention that, due to a 

clerical error by the Patent and Trademark Office, Trademark 

Registration No. 3707242 (application Serial No. 75830880, 

and subject of Opposition No. 91154738), Registration No. 

3707244 (application Serial No. 75831361 and subject of 

Opposition No. 91154900), and Registration No. 3707243 

(application Serial No. 75831328 and subject of Opposition 

No. 91156350) have inadvertently issued on November 10, 

2009.  All three of the inadvertently issued registration 

are involved in multiple opposition proceedings pending 

before the Board and should not have been forwarded to 
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issuance until all notices of opposition have been finally 

adjudicated.   

 Upon receiving the inadvertently issued registration 

certificates, applicant, on March 5, 2010, voluntarily 

surrendered each of the inadvertently issued registrations 

in order that the USPTO could restore the registrations to 

pendency; however, the Office erroneously treated the 

voluntary surrenders as requests to cancel the registrations 

under Section 7(e) of the Trademark Act.        

     Accordingly, since the cancellation of a registration 

under Section 7(e) of the Trademark Act does not have the 

same effect as cancelling an inadvertently issued 

registration, the above-identified applications will be 

referred to the Commissioner for Trademarks for appropriate 

action.1 

 The parties are advised, however, that the opposition 

proceedings will go forward in the usual manner and in 

accordance with the Trademark Rules of Practice, set forth 

in Title 37, part 2, of the Code of Federal Regulations.   

 The Board further notes that these consolidated 

proceeding have been pending for several years with no word 

from the parties regarding their settlement negotiations 

                     
1  The Office of the Commissioner for Trademarks may issue an order 
cancelling the inadvertently issued registrations and restoring the 
applications to pendency, subject to the present opposition proceedings.  
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since October 19, 2009.  The parties are allowed THIRTY DAYS 

from the mailing date herein to inform the Board of the 

status of their settlement negotiations, failing which 

proceeding will be resumed, and the remaining trials dates 

will be reset. 

*** 

             


