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Attorney Docket No. 02-11564

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

—_— ——

AUTOMOTIVE RACIN RO T NC. .
 Califorma corporation G PRODUCTS, INC., ; T
OPPOSER ; 01-09-2003
VS ) * )OPPOSITION NO U.S. Patent & TMOfe/TM Mail Rept Dt. #77

)

HANF PROPERTIES, INC., a Nevada)

corporation, )
)

APPLICANT.

ASSISTANT COMMISSIONER FOR TRADEMARKS
Box TTAB - FEE

2900 Crystal Drive .
Arlington, VA 22202-3513

RE: Application No.: 78/113,368
MARK: RP
Applicant: Hanf Properties, Inc.
Filed: March 7, 2002
Published: November 26, 2002
NOTICE OF OPPOSITION
Dear Sir:

Automotive Racing Products, Inc., a California corporation, having offices at 1760
Lemonwood Drive, Santa Paula, California 93060 (“Opposer”), by and through its attorneys,
hereby states that it will be damaged by registration of the mark “RP” covered by U.S.
Application No. 78/113,368, owned by Hanf Properties, Inc. (“Applicant™), and hereby
opposes registration of same.

The grounds for the notice are as follows:
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1. Opposer manufactures fasteners and related accessories and promotional
products under the trademark ARP. Opposer is using and, since prior to the filing date of
Applicant’s application (Serial No. 78/113,368) and any claimed date of first use, Opposer has
used the trademark ARP in commerce in connection with advertising, promotion and sale of
fasteners and related products. Opposer’s use has been valid and continuous since its inception
and has not been abandoned.

2. Opposer has expended substantial resources to advertise and promote its
fasteners and related products under Opposer’s trademark ARP, and since prior to the filing
date of Applicant’s above referenced application and any claimed date of use the public has
come to associate Opposer’s trademark ARP exclusively with Opposer’s fasteners and related
products for use with vehicles including boats.

3. Opposer owns common law trademarks for ARP and its logo design for
fasteners and related products, as well as a Principal Registration for ARP for fasteners, i.e.,
United States Trademark Registration No. 1,472,833, (Hereafter these common law and
registered marks are collectively referred to as “Opposer’s trademark ARP”).

4. Opposer’s United States Trademark Registration No. 1,472,833 for ARP for
fasteners is valid and subsisting and in full force and effect and has achieved incontestable
status under 15 U.S.C. §§ 1065 and 1115(b). A copy of said registration is attached herewith
as Exhibit A.

5. Notwithstanding Opposer’s prior rights in and to Opposer’s trademark ARP,
Applicant filed U.S. Trademark Application Serial No. 78/113,368 for the mark “RP” for

vehicles namely boats in International Class 12. That application was published for opposition



on November 26, 2002 in the Official Gazette (Trademarks) of the United States Patent and
Trademark Office. Opposer has requested an extension of time until January 26, 2003 to
oppose, and this Notice of Opposition is, therefore, being timely filed.

6. Applicant’s applied-for goods are related to and within the zone of natural
expansion of the goods on which Opposer uses Opposer’s trademark ARP. Manufacturers of
fasteners and rélated products often expand the use of their trademarks to cover related goods,
including, without limitation vehicles such as boats, and related goods. In this connection,
Opposer, since prior to any alleged date of use of Applicant’s has used and has expanded its
use of its ARP trademark to high performance fasteners and related products, and continues to
further expand the scope of its use of its ARP trademark to other related goods. Accordingly,
some of the goods described in Applicant’s trademark application directly compete with
Opposer’s goods and other of the goods are within the zone of natural expansion for Opposer’s
trademark ARP.

7. Applicant’s mark “RP” especially as stylized is similar in sight and sound and,
thus, confusingly similar to Opposer’s trademark ARP.

8. Applicant’s use and registration of its stylized mark “RP” on and in connection
with the goods set forth in Applicant’s application are likely to cause confusion, deception,
and/or mistake in relation to Opposer’s trademark ARP.

9. Applicant’s use and registration of its stylized mark “RP” are likely to falsely

suggest a connection with Opposer and Opposer’s trademark ARP.



10.  Applicant’s use and registration of its stylized mark “RP” will interfere with
Opposer’s trademark ARP and are likely to cause irreparable damage to the goodwill and
consumer recognition that Opposer has built up in Opposer’s trademark ARP.

WHEREFORE, Opposer prays that said Application Serial No. 78/113,368 be rejected,
that no registration be issued thereon to Applicant, and that this opposition be sustained in
favor of Opposer.

The requisite filing fee prescribed by 37C.F.R. §2.6(a)(17), in the amount of $300.00
per class is included herein. If there are any additional fees due in connection with this Notice
of Opposition they should be charged to Deposit Account No. 03-2030 and any excess fees
should be credited to same.

All correspondence relating to this matter should be directed to the undersigned
attorneys for Opposer.

Three (3) duplicate copies of the Notice of Opposition and the required fee are enclosed
herewith. Any additional fees may be charged to Opposer’s representative’s deposit account
No. 03-2030.

Respectfully submitted,
CISLO & THOMAS LLP

Dated: January 7/ , 2003 / ﬂ/l M W]

Ponald M. Cislo, Esq. ’
CISLO & THOMAS LLP

233 Wilshire Boulevard, Suite 900
Santa Monica, California 90401-1211
Tel: (310) 451-0647

Fax: (310) 394-4477




CERTIFICATE OF FIRST CLASS MAILING

I hereby certify that the original and one (2) copy of this document are being deposited
with the United States Postal Service as First Class Mail, postage affixed, in an envelope
addressed to:

BOX TTAB FEE
Assistant Commissioner for Trademarks

2900 Crystal Drive
Arlington, Virginia 22202-3513

<
Dated: January Z 2003 W M 'WT

Donald M. Cislo
Reg. No. 22,060

CISLO & THOMAS LLP

233 Wilshire Boulevard, Suite 900
Santa Monica, California 90401-1211
Tel: (310) 451-0647

Fax: (310) 394-4477

www.cislo.com
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Int. Cl.: 6
Prior U.S. Cl.: 13

Reg. No. 1,472,833

United States Patent and Trademark Office Registered Jan, 19, 1988

TRADEMARK
PRINCIPAL REGISTER

ARP

AUTOMOTIVE RACING PRODUCTS, INC.
(CALIFORNIA CORPORATION)

8565 CANOGA AVENUE

CANOGA PARK, CA 91304

FOR: HIGH PERFORMANCE METAL FAS-
TENERS, NAMELY, BOLTS, STUDS, WASHERS
AND NUTS USED PRIMARILY IN THE AUTO-

MOTIVE RACING INDUSTRY, IN CLASS 6
(US. CL. 13).

FIRST USE 42-0-1975; IN COMMERCE
12-0-1975.

SER. NO. 662,591, FILED 5-22-1987.

JACQUELINE W. ABRAMS, EXAMINING AT-
TORNEY



