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This case now comes up on applicant’s motion for judgment on the pleadings’,
filed May 6, 2004, and opposer’s motion to compel attendance at discovery depositions
and further answers to interrogatories and requests for production, filed March 19, 2004.
The other party has opposed each of these motions.

Motion for Judgment

As grounds for its motion for judgment, applicant states that the subject marks are
dissimilar; they are in different international classes; that there is no likelihood of
confusion, no likelihood of dilution and no genuine issue of material fact.

In opposition to the motion, opposer states that, in light of the notice of
opposition, there are numerous factual and legal issues that clearly cannot be disposed of

solely on the pleadings. The Board agrees.

' Applicant is advised of the format requirements for submissions to the Trademark Trial and Appeal
Board. These requirements are set out in 37 CFR § 2..126. In particular Trademark Rule 2.126((a)(1)
which requires double spacing.




A motion for judgment on the pleadings, as argued by opposer, is a test solely of
the undisputed facts appearing in all the pleadings, supplemented by any facts of which
the Board will take judicial notice. Further, for purposes of the motion, the Board must
accept all well pleaded factual allegations of opposer, the nonmoving party, as true.
Applicant has not pointed to any item that it seeks the Board to take judicial notice of,
and in that applicant has denied all of the salient allegations in the notice of opposition’,
all of the issues upon which applicant relies are disputed. Additionally, applicant’s
statements that “there is no likelihood of confusion” and “there is no likelihood of
dilution” are conclusions of law, which are not taken as admitted. See Baroid Drilling
Fluids Inc. v. Sun Drilling Products, 24 USPQ2d 1048 (TTAB 1992). Thus, judgment on
the pleadings can only be granted where, on the facts as deemed admitted, there is no
genuine issue of material fact to be resolved, and the moving party is entitled to
judgment, on the substantive merits of the controversy, as a matter of law.

In light of the foregoing, in that there are issues of fact, which, I proved, would
establish opposer’s entitlement to judgment, applicant’s motion for judgment on the
pleadings is hereby DENIED.

Motion to Compel

Opposer has moved to compel (1) the attendance of Mr. Pei Hu Lin, President of
applicant, for a discovery deposition; (2) for the designation of a corporate witness to
appear for a discovery deposition; and (3) for applicant to fully answer and otherwise

respond to the outstanding interrogatories served April 21, 2003.

21t is noted that because applicant has been represented by different counsel throughout this proceeding,
and is now continuing pro se, there are two separate answers of record, both of which deny all the salient
allegations of the notice of opposition.
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Applicant responds, contending it served “full and complete answers” and that
“most of what [opposer] seeks is irrelevant, overly road and unduly burdensome.” (Br. at
1). As for the depositions, applicant contends that the deposition can be taken by
telephone and that “applicant is unable to identify specific individuals with knowledge
for deposition.” (Br. at 3).

A review of the exhibits to opposer’s brief reveals that opposer’s counsel
attempted by letter on February 4, 2004 to work out the deficiencies in applicant’s
discovery responses; that applicant simply failed to appear for a properly noticed a Fed.
R. Civ. P. 30(b)(6) discovery deposition on February 18, 2004 and Mr. Lin’s individual
discovery deposition on February 19, 2004; and that opposer has fully cooperated in
responding to applicant’s discovery requests.

Judging from applicant’s arguments in opposition to the motion to compel,
applicant appears unfamiliar with the scope of discovery in Board proceedings. The
general scope of discovery that may be obtained in inter partes proceedings is governed
by Fed. R. Civ. P. 26(b)(1), which provides, in part:

Parties may obtain discovery regarding any matter, not

privileged, that is relevant to the claim or defense of any party,

including the existence, description, nature, custody, condition, and

location of any books, documents, or other tangible thins and the

identity and location of persons having knowledge of any

discoverable matter. ... Relevant information need not be

admissible at the trial if the discovery appears reasonably

calculated to lead to the discovery of admissible evidence....

Under these rules, a party may take discovery not only as to matters
specifically raised in the pleadings, but also as to any matter which might

serve as a basis for an additional claim, defense, or counterclaim. See J.B.

Williams Co. v. Pepsodent GmbH, 188 USPQ 577, 579 (TTAB 1975) and




Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167, 171 (TTAB
1975). A party may not, by limiting its own discovery and/or presentation
of evidence on the case, thereby restrict another party’s discovery in any
way. Further, each party has a duty not only to make a good faith effort to
satisfy the discovery needs of its adversary, but also to make a good faith
effort to seek only such discovery as is proper and relevant to the specific
issues involved in the proceeding. Fed. R. Civ. P. 26(g).

In applicant’s response to the motion to compel applicant provides
numerous allegations, none of which include a valid reason why it has
failed to provide the requested discovery. Applicant argues that answers
to interrogatories are not required because there is no likelihood of
confusion and the requests for documents are overly broad. As for the
depositions, applicant alleges that “there is no good reason to require
applicant to attend at [sic] deposition” and “likelihood of confusion and a
dilution claim are matters of law.” Applicant is advised that discovery
depositions are a recognized discovery device available to litigants and, as
provided in Fed. R. Civ. P. 26(b)(1), the general scope of discovery
includes relevant information that “need not be admissible at the trial if the
discovery appears reasonably calculated to lead to the discovery of
admissible evidence...” Applicant’s contention that it “does now know
who has knowledge desired by opposer” is not credible. If no one else
other than the president is knowledgeable, then applicant should so state

and have the president appear for a deposition.



Accordingly, opposer’s motion to compel depositions is hereby
GRANTED. Applicant is allowed thirty days from the date of this order
within which to set up mutually agreeable dates for the depositions of its
witnesses, without objection.

After reviewing opposer’s discovery requests, the Board finds the interrogatories,
requests for production, to be relevant and within the scope of the proceeding. The Board
further finds that applicant’s responses to be insufficient and the objections are not well
taken. Accordingly, opposer’s motion to compel further answers is hereby GRANTED.
Applicant is allowed thirty days from the mailing date of this order to provide full and
complete answers to the outstanding interrogatories and request for production of
documents, without further objection.

Trial dates, including the close of discovery, are hereby reset as follows:

DISCOVERY PERIOD TO CLOSE: 1/15/2005
Thirty-day testimony period for party in position 4/15/2005
of plaintiff to close:

Thirty-day testimony period for party in position 6/14/2005
of

defendant to close:

Fifteen-day rebuttal testimony period to close: 7/29/2005

- In each instance, a copy of the transcript of testimony together with copies of

documentary exhibits must be served on the adverse party within thirty days after completion

of the taking of testimony. Trademark Rule 2.125.
Briefs shall be filed in accordance with Trademark Rule 2.128(a) and (b). An oral

hearing will be set only upon request filed as provided by Trademark Rule 2.129.
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