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I hereby certify that this correspondence is being deposited with the United
states Postal Service "Express Mail Post Qffice To Addressee" service under
37 C.F.R. 1.10 on the date indicated below and is addressed to the
Commissioner of Trademark, 2900 Arlingten, VA 22202-3513:

Express Mail No. Ey BFosgXE 20 yS
on Jume 21, 2002, by Delbert J. Barnard ®Q£M%MW/

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of the trademark application of: Gebr. Hoffmann AG.
Serial No.: 25use553 <[5 45 553
For the mark: CONFIGURATION OF A METAL LID
FOR CANS
Published in the official Gazette on: April 23, 2002
Private Label Executive Gifts, Inc. v NOTICE OF OPPOSITION
OPPOSER ) :
V. )
Gebr. Hoffmann AG., )
APPLICANT )

Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513

Dear Sir/Madam:

The above-identified Opposer believes that it will be damaged by registration of the mark
shown in the above-identified application, and hereby opposes the grant of a registration, for the
reasons that follow: |

1. The Opposer Private Label Executive Gifts, Ine. is a corporation organized and
existing under the laws of the state of California and does business under the name "Private
Label", and has a place of business at 1506-C Dell Avenue, Campbell, California 95008.

2. The Applicant Gebr. Hoffmann AG. is a corporation incorporated in the Swiss
Confederation of Switzerland and its business address is Eisenbahnstrasse 71, CH-3601 Thun,
Swiss Confederation, Switzerland. |

3. Applicant's domestic representative is Carl Hormann, having a place of business
at 86 Spark Street, Cambridge, MA 02138-2216, U.5.A.
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4, Applicant's application Serial No. 75/545,553 was filed on August 31, 1998, as an

intent-to-use application. It claims a foreign application priority date of July 3, 1998.
5. In application Serial No. 75/545,553, the mark is described as follows:

The mark consists of the configuration of the KLICK-KLAK metal lid for cans.
The KLICK-KLAK lid has acquired distinctiveness under Section 2(f) of the
Trademark Act to distinguish origin because of the unique sound created when the

7 77 1lid is ‘opénéd or closed, KLICK 1o open, KIUAK t0 ¢lose. The mark, therefore,

consists of the sound created by the non-functional shape of the goods.

6. The Opposer opposes the grant of a registration for the reason that the shape of

Applicant's metal lid for cans is de jure functional and the sounds created when the lid is opened

and closed are products of the lid performing its function.

7. Opposer is one of a number of companies who are and have been selling candy

mints in containers that include a metal lid of substantially the same configuration that applicant

is seeking to register. These companies are:

(8

(b)

(©

CY)

(e)
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Areka Corporation
CD 158

F - 78930
Guerville, France

Del Rey Gourmet

12926 S. Broadway

Los Arigeles, CA 90061
Phone: 310-527-0011

Clik Clak Tin Co.

36 East 20" St.

New York, NY 10003
Phone: 212-260-6882

Independent Can Company
1300 Brass Mill Rd.
P.O.Box 370

Belcamp, MD 21017
Phone: 410-272-0090

Lanco

115 Commerce St.
Hauppauge, NY 11788
Phone: 631-231-2300

18]
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® Playtex Products, Inc.
Corporate Headquarters

-—— 300 Nyala Farms Rd.- - — - - S
Westport, CT 06880
Phone: 202-341-4000

() Private Label Executive Gifts, Inc.
S v ——1506-CDellAvenue——— .. . . _. - —
Campbell, CA 95008
Phone: 408-866-5500

(h) Ragold, Inc,
4840 South St. Louis Ave. o
Chicago, IL 60632 '
Phone: 773-376-2165

(1) Taylor & Grant
Box 406 .
908 Niagara Falls Blvd.
North Tonawanda, NY 14120-2060

G) Webb Company
Rosemount, MN 55068
Phone: 651-423-1400

(k)  World Packaging Corporation
36 East 20" St.
New York, NY 10003
Phone: 212-260-6882

8. Opposer's metal lid and container are shown by the photograph that is attached

hereto as Exhibit A, and by the following drawing figures:

(V%)
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5. Fig. 1 above is a top plan view of Opposer's metal lid and container in a closed

like Fig. 2 but showing a finger being used to push down on the top of the lid so as to cause the

substaatially along line 4--4 of Fig. 1. Fig. 5 is a view like Fig. 4 but showing the lid after its top

|

top to snap dowpwardly. Fig. 4 is a sectional view taken through the container and lid }
has been pushed downwardly to cause the leaf springs to swing outwardly away from a girth |
groove in the sidewall of the bottom of the container. Fig. 6 is a view like Fig. 2, showing a j
person's finger about to press inwardly on the sidewall of the lid so as to cause the top of the lid 1
to snap upwardly and the clamps to swing inwardly into the position shown by Fig. 2. Fig. 7 is !
an enlarged fragmentary view of a leaf spring in the groove. |
10. The design of the metal lid of Opposer's container is dictated by the function of

the lid 10 during opening and closing of the container. The lid top 12 is surrounded by a lid
sidewall 14 which is composed of leaf springs 16 separated by slots between the leaf springs 16.
The leaf springs 16 all depend from the lid top 12 and they are normally biased by the top
inwardly against the sidewall 18 of the bottormn 20 of the container. The lower edges of the
springs 16 fit into a girth groove 22 formed in the sidewall 18. When a downward force is
applied to the center of the lid top 12, the lid top 12 "oil Eans", viz. it snaps downwardly into a
new position. This movement caﬁses the leaf springs 16 to swing outwardly and release their t !
grip on the sidewall 18 of the bottom 20. This allows the lid 10 to be easily picked up and
removed from the bottom 20. When i.t is desired to secure the lid 10 to the bottom 20, the lid 10
is set down on the sidewall 18 of the bottom 20. Then, a squeezing force is applied to the leaf
springs 16 at diametrically opposite locations. This causes the leaf springs 16 to swing back
inwardly and the lid top 10 to spring upwardly back into its Fig. 2 positionn. As the lid top 12
moves, it pulls the leaf springs 16 back into a gripping enéagement with the sidewall 18 of the
bottom 20. The lower comer regions of the leaf springs 16 are rounded so as to eliminate sharp
edges that could cut a user if it were allowed to exist. The top 12 of the lid 10 has a center
portion and a surrounding portion that are separated by a circular boundary line 24. The center
portion is flat and the surrounding portion slopes from the boundary line 24 downwardly to
where the upper ends of the leaf springs 16 are connected to the lid top 12, This configuration of
the lid top 12 is what gives the lid top 12 a natural upwardly bowed configuration. This

construction is also what allows the lid top 12 to snap downwardly into the position show by Fig.
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5 and in the process swing the leaf springs 16 outwardly and remove their lower edges from the

girth groove 22. Itis also what causes the lid 10 to say in the position shown by Fig. 5 until the
leaf springs are pushed inwardly as shown in Fig. 6. This configuration is also what pulls:. ihe B
leaf springs 16 inwardly when the lip top 12 is bowed upwardly, causing the lower edges of the
leaf springs 16 to enter into and engage the girth groove 22.  Thus, the circular shape of the
container, the lid top shape, the normally upwardly bowed configiration ‘of the lid top~12;"and
the shape of the leaf springs 16, including their rounded lower corners are all functional shapes.

11, When the lid top 12 is pushed downwardly, it moves from an upwardly bowed
position into a downwardly bowed position where it stays until the sides of the leaf springs 16
are 'squeezed inwardly. This movement is a "snap” action and it makes a noise which the
applicant calls 2 "KLICK" sound. When the leaf springs 16 are squeezed inwardly, this force on
them causes the lid top 12 to "snap” back‘into its upwardly bowed position. As it moves, the top
10 of the lid 12 makes a sound that is similar to the sound that was created when a downward
force is applied to the top 12 of the lid 10. This second sound is what the Applicant refers to as
"KLAK" sound.

12.  The two sounds, i.e. the "KLICK and "KLAK" sounds, are caused by the top 12
of the lid 10 performing its function of swinging the leaf sﬁrings 16 first outwardly and then back
inwardly.

13. The sound created by the top 12 of the lid 10 is a sound created by a functional
part of the lid 10 performing its function. The sound does not consist of sounds created by a
non-functional shape of the goods.

14.  The number of leaf springs 16, the shape of the leaf springs, and the shape of the
lid top 12 are all essential to an economical manufacture of the container and an effective
operation of the lid 12 during its movement to open and close the container.

18, Opposer uses its container to package (a) small mint candies which may be
described as breath mints and (b) lip balm. Opposer's customers are companies who buy
products from Opposer and then give them away to their customers. The companies' names are
placed on the containers and the containers are used to advertise the companies.

16. The container is not merely a container for the mints or other contents of the
container but is a substantial part of the item that is handed out for advertisement purposes. The

“push down" and "squeeze in" operation provides a quick and easy way of opening and closing
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the container. It also makes the product a novelty item owing to the way that the lid is operated
to open and close the container.

17. The lid 10 used on Opposer's containers is a very old lid construction as
evidenced by U.S. Patents Nos. 1,074,907; 1,580,544 and 4,535,905 (Exhibits B, C and D). The

container that Opposer is marketing incorporates technology that is disclosed in these expired

patents and in particular in U.S. Patent No. 1,074,907 (Exhibit B); and by virtue-of-these-patents- - -
having expired, that technology is now in the public domain. As clearly described in the expired
patents, the lid design and construction provides a quick and easy way of opening the container
and a quick and easy way of closing the container.

18. - Applicant does not have an enforceable trade dress right as to the lid design that it
is seeking to register because th;a: lid and the container of which the lid is a part together from a
de jure functional device that have been ix} the public domain for many years, free to be used by
Opposer and any other member of the public.

19. Applicant does not possess any trade dress rights respecting the lid design that it
is secking to register because in the past five years the lid design has been used, and is currently
being used, by a large number of others in the United States. Accordingly, Applicant is barred
from claiming exclusive use of, and exclusive rights to, the lid design in question.

20. The lid design that Applicant seeks to register is not being used as a trademark by '
Applicant and has never been used as a trademark by Applicant. The lid design has not been
used and is not being used as an indicator of source, but rather it is used to promote the
functional features of the container for the purpose of enticing customeérs to purchase the
container from Applicant.

For the reasons set forth above, Opposer prays that this opposition be decided in favor of
Opposer and that application Serial No. 75/454,553 be rejected and that no registration be
granted to Applicant.

Opposer hereby appoints Barnard & Pauly, P.S., a law firm composed of Delbert J,
Bamard, Registration No, 20,515 and Joan H. Pauly, Registration No. 30, 207, both members of
the Bar of the State of Washington, and having a mailing address of P.O. Box 58888, Seattle,
Washington 98138, to act as attorneys for the Opposer herein, with full power to prosecute the
opposition and transact all relevant business with the Patent and Trademark Office and to receive

all official communications in connection with this opposition.
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Dated this 21* day of June, 2002.

Private Label Executive Gifts, Inc.

et e

Delbert J. Bamnard, Reg. No. 20,515
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BARNARD & PAULY
The Commissioner for Trademarks

Priv. Label Not of Opp to Ser. No. 75/454,533

Bank of Amenca ‘: Pn""‘m Label v. Hoffman-Not of Opp fee

* Receivedrom < > 9202 24045 PH Eastem Dt Te] ~

THIS WILL ACKNOWLEDGE RECEIPT OF A MOTION TO SUSPEND ACTION

Private Label Executive Gifts, Inc. )
)

)
D)

—- I Oppaser. S -

V.

) opposition No.

Gepr. Hoffmann A.G. ) )

Applicant. )

i No. 75/454,533

iiﬁcﬁ:‘l CONFIGURATION OF A METAL LID FOR CANS
published in the Official Gazette: Bpril 23, 2002
Including:

Cover lettex; ) '
Netice of Oppositien (in triplicate);

Check in the amount of 5200 for fee: and .
Receipt postcard )

Mailed to the Trademark office on June 21, 2002
Express Mail E0580588860US

e te m e et s = ———————— | S

18828
200.00

06/21/2002

200.00
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I hereby certify rhat this correspondence 13 being deposited with the United States Postal
Service "BExpress Mail Pest Office To Addressee® gervice under 37 C.F.R. 1.10 on the date
indicated below and is addressed to the Commissioner of Trademark, 2900 Arlington, Va 22202~

3513: Express Mail No. EU $8058886QUS
on, June 21, 2002, by Dslbert J. Barnard L g’l 'g._f_ 70‘.’5 Glrs d—(,é
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE \
TRADEMARXK TRIAL AND APPEAL BOARD 1

Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

In the matter of the trademark application of: Gebr. Hoffmann ?G. _ |
Serial No.: | I5us4533 s [sHS, 553
For the mark: CONFIGURATION OF A METAL LID |
FOR CANS |

Published in the official Gazette on: April 23, 2002 “
|

Private Label Executive Gifts, Inc. ) OPPOSITION NO. |
) OPPOSER ) |
v, ) ‘

Gebr. Hoffimann AG, ) 1
APPLICANT ) {

COVER LETTER |

|

|

- Dear Sir/Madam:

In the matter of the above-identified trademark application, please find enclosed:

4] a Notice of Oppesition, (in triplicate)

#)) a check for $200.00, and

3 a receipt postcard.

The Trademark Office is hereby authorized to charge further government fees required

for filing the above-identified documents to Deposit Account No. 02-0915.
Respectfully submitted, |
Private Label Executive Gifts, Inc. ;
: \

Delbert J. Barnard, P?g No.20,515 |
Bamard & Pauly, P.
P.0O. Box 58888

Seattle, WA 98138
(206) 246-0568
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