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v.

Rexam Image Products Inc.

Before Karyn K. Ryan, Interlocutory Attorney
Trademark Trial and Appeal Board.

By the Board:

On May 1, 2003, applicant filed a response to the Board’s

April 21, 2003 order which included an allegation of opposer’s

consent to applicant’s January 31, 2003 proposed amendment to

the involved application Serial No. 76/339,397 and a statement

of applicant’s understanding that opposer has not conditioned

its February 6, 2003 withdrawal of the opposition on the

Board’s acceptance of the proposed amendment. The record

shows no response by opposer to the Board’s April 21, 2003

order.

Turning our attention to applicant’s request to amend the

involved application, we observe that applicant seeks to

change the identification of goods from:

"Wound Dressings" in International Class 5; and

“Permeable plastic films for medical use” in
International Class 10;
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to the following:

“Adhesives for use in the manufacture of wound
dressings, foam sheets for use in the manufacture
of wound dressings” in International Class 5; and

“Breathable films and adhesive coated breathable
films supplied to manufactures and converters of
wound care dressings” in International Class 10.

The proposed identification of goods raises the

question as to whether applicant still intends to cover

composite pharmaceutical or medical products classified in

International Classes 5 and 10, respectively. The original

identifications identify composite goods, while the proposed

new language, when considered overall, identifies the

component materials which may be manufactured into the

composite pharmaceutical or medical goods - - goods that

clearly fall outside the scope of the original

identification and goods that may be classified in other

International Classes. See Trademark Rule 2.71(a).

As we consider the proposed amendment to the

International Class 5 identification, we note that

“adhesives for use in the manufacture of surgical bandages”

denotes goods properly classified in International Class 1.

Additionally, “foam sheets” for use in manufacturing of

specific goods denotes goods appropriately classified in

International Class 17.
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Looking at the proposed amendment to the International

Class 10 identification, we observe that applicant has

deleted the limiting terms, “plastic” and “for medical use”

in favor of new language that specifies the channels of

trade for the goods as those “supplied to manufacturers and

converters of wound care dressings.” The proposed

identification no longer identifies composite medical goods

and no longer describes the nature and intended uses of

applicant’s goods with sufficient particularity. See TMEP

§1402.01, 1402.01(a), 1402.03, 1402.05(a) and (b),

1402.07(c). Consequently, the proposed amended

identification may logically encompass goods that fall

outside the scope of the original identification and may

encompass goods classified outside of International Class

10. See Trademark Rule 2.71(a). See also TMEP §1402.07(d).

In view thereof, and inasmuch as the Board will not

approve any proposed amendments that impact the

classification of applicant’s goods, the Board finds the

proposed amendment unacceptable for entry into the record

and hereby denies applicant’s January 31, 2003 request to

amend. See Trademark Rule 2.133(a) and TBMP §514 et seq.

We turn our attention next to the opposer’s February 6,

2003 withdrawal of opposition with prejudice. The record

includes no statement by opposer that its withdrawal was

intended to be contingent on the Board’s acceptance of
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applicant’s proposed amendment and accordingly, we are not

treating it as contingent thereon.

In view thereof, the opposition is hereby dismissed

with prejudice. Application Serial No. 76/339,397 will go

forward to allowance without amendment to the current

identification of goods.

By the Trademark Trial and Appeal Board 


