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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

White Castle Management Co.,

Opposer,
Opposition No. 91153937
Opposition No. 91155241
Opposition No. 91163066

V.

AFC Enterprises, Inc.

R S N e W

Applicant.

APPLICANT’S, AFC ENTERPRISES, INC.’S,
MOTION TO AMEND
APPLICATION SERIAL NO. 78/037,737 FOR THE MARK “CRAVE APPEAL”
PURSUANT TO TRADEMARIK RULE 2.133

COMES NOW Applicant, AFC Enterprises, Inc., (hereinafter, “AFC” or “Applicant™),
hereby moves, pursuant to Trademark Rule 2.133, to amend its application for trademark
registration having serial no. 78/037,737 for the mark “CRAVE APPEAL” (hereinafier, “the
737 Application™). Opposer, White Castle Management Co., has consented to the amendment
respectfully requested herein.

1. Statement of Facts

1. On December 12, 2000, Applicant filed a trademark application, later assigned serial no.

78/037,737 (“the *373 Application”), seeking registration of the mark “CRAVE APPEAL” in the

following classes:

Class 021 for “Earthenware dishes; glassware, namely beverage glassware, mugs and
cups; porcelain-ware, namely dishes;”

Class 029 for “Prepared chicken; prepared meals consisting primarily of chicken for

consumption on or off the premises; dairy-based food beverage for consumption on or off the



premises; prepared side dishes made primarily of vegetables for consumption on and off the
premises;”

Class 030 for “Prepared meals consisting primarily of pasta or rice for consumption on or
off the premises; chicken sandwiches; baked goods, namely biscuits, breads and muffins;
desserts, namely ice cream, cookies, cobbler and bakery desserts; coffee; coffee beans, ground
coffee and coffee blends and mixtures; non-alcoholic coffee-based beverages; confectionery
products, namely candy and pastries, chocolate products, namely candy, chocolate bars and
chocolate coated coffee beans; coffee flavored confectionery; namely wafers; bakery goods for
consumption on and off the premises, namely biscuits, muffins and breads; spices; and prepared
side dishes made primarily of pasta and rice for consumption and off the premises;”

Class 032 for “Beverages, namely fiuit beverages and soft drinks;”

Class 035 for “Franchise services, namely providing technical assistance in the
establishment and operation of restaurants, bakeries, cafes and coffee bars; and retail bakery
shops;”

(Class 040 for “Coffee roasting and processing;” and

Class 042 for “Restaurant services, self-service restaurants; cafes and coffee bars; retail
restaurant services; and take-out restaurant services.”

See Application Serial No. 78/037,737.

2. Opposer filed a Notice of Opposition against the 737 Application on August 21, 2005.
The opposition was assigned opposition serial no. 91153937 (hereinafter, “the *937 opposition™).
3. Through Orders dated January 26, 2005 and January 31, 2005 issued by the Board, the

‘037 opposition was consolidated with opposition serial nos. 91155241 (“the ‘241 opposition”)



and 91163066 (“the ‘066 opposition™) (all three oppositions collectively hereinafter,
“Consolidated Oppositions™)'.

4. On May 16, 2005, Opposer and Applicant executed a Settlement Agreement aimed to
settle the Consolidated Oppositions, in which the parties agreed, infer alia, that Applicant can
pursue a service mark application for “CRAVE APPEAL” solely in classes 035 and 0432

Il. Argument

A class or classes may be deleted from a multiple class trademark application. The
application may then be prosecuted only in the remaining class or classes. See TMEP
1403.02(a). “An application involved in a proceeding may not be amended in substance ...
except with the consent of the other party or parties and the approval of the Trademark Trial and
Appeal Board, or except upon motion.” 37 C.FR. 2.133 (emphasis added).

The ‘737 Application currently seeks registration of the mark “CRAVE APPEAL” in
international classes 021, 029, 030, 032, 035, 040, and 042. See ‘737 Application. Applicant
respectfully requests herein mere deletion of six (6) of the seven (7) classes in which the 737
application currently seeks trademark registration. More specifically, Applicant respectfully
requests deletion from the 737 Application of international classes 021, 029, 030, 032, 040, and
042. Applicant desires to continue prosecution of the *737 Application in international class 035
only for “[fJranchise services, namely providing technical assistance in the establishment and

operation of restaurants, bakeries, cafes and coffee bars; and retail bakery shops.”

l Opposition No 91153937 was designated by the Board as the parent opposition
* Applicant will pursue an application for the mark CRAVE APPEAL in class 043 in a separate application to be
newly filed with the United States Patent and Trademark Office



Applicant respectfully asserts that the requested amendment is in compliance with all
statutory provisions and rules and merely serves to narrow the “737 Application. Furthermore,
Applicant has obtained oral consent of Opposer through its counsel.

III.  Conclusion

For at least the above stated reasons, Applicant respectfully submits that its Motion to

Amend the ‘737 Application by the deletion of classes 021, 029, 030, 032, 040, and 42 should be

granted.

This 9th day of June, 2005.

Respectfully Submitted,

/s/

James W. Kayden, Reg. No. 31,532

Georgia Bar No. 409404

J. Scott Culpepper, Reg. No. 41,692
Georgia Bar No. 200950

Jennifer M. Gruber, Reg. No. 42,601
Georgia Bar No. 314498

Thomas, Kayden, Horstemeyer & Risley LLP
100 Galleria Parkway, N.W.

Suite 1750

Atlanta, Georgia 30339

Tel.: 770-933-9500

Fax: 770-951-0933



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

White Castle Management Co., )
)
Opposer, )

) Opposition No. 91153937

V. ) Opposition No. 91155241

) Opposition No. 91163066
AFC Enterprises, Inc. )
)
Applicant. )

CERTIFICATE OF SERVICE

I hereby certify that I have this day served a true and correct copy of APPLICANT’S,
AFC ENTERPRISES, INC.’S, MOTION TO AMEND APPLICATION SERIAL NO.
78/037,737 FOR THE MARK “CRAVE APPEAL” PURSUANT TO TRADEMARK
RULE 2.133 on the following counsel of record:
Karen K. Hammond, Esq.
Porter Wright Morris & Arthur LLP
41 South High Street
Columbus, Ohio 43215
by depositing a copy of the same in the United States mail, in a properly addressed envelope with
sufficient First Class postage affixed thereto.
This 9th day of June, 2005.
Is/
Jennifer M. Gruber

Reg. No. 42,601
Georgia Bar No. 314498
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