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David Mernel stein, Attorney:

This matter now conmes up on opposer’s notions to
excl ude testinony and to quash applicant’s notices of
testinoni al depositions. Opposer has requested that the
Board resolve its notions by tel ephone conference. On June
6, 2005, the Board held a tel ephone conference.
Participating were Matthew H m ch for opposer, Eslanda
Dasher for applicant, and the above Board attorney.

Backgr ound

The essential facts are not disputed. During
di scovery, opposer propounded the follow ng interrogatories
(among ot hers):

7. | dentify each person whose testinony Applicant

intends to offer as evidence during this proceeding

either at trial or by deposition.

8. | dentify each person who has know edge relevant to

this proceeding as defined in Fed. R Cv. P. 26(b)(1).

[ enphasis in original]

20. ldentify all persons Applicant may call as an
expert to testify in these proceedings and identify the
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field of specialization, if any, of each expert, the
subject matter on which each such expert may testify,
t he opinions held by each such expert regardi ng such
subject matter, the basis and reason of such opinions,
the facts known and i nformation used to form such
opi nions, the qualifications of such expert, the
conpensati on such expert has or will be paid in regard
to these proceedi ngs, any other cases or proceeding in
whi ch the expert has testified as an expert at trial or
by deposition during the past four years, and all other
information listed in Fed. R CGv. P. 26(a)(2)(B).!!

In response to interrogatories 7 and 20, applicant
originally responded that the information was “[u] nknown at
this time but subject to change.” Applicant added that it
woul d suppl enent its responses should answers becone known.
Applicant’s response to Interrogatory 8 was “Ki schenna L
Col ey, Joann D. Coley and Linwood D. Coley.”

Pursuant to the trial schedule, discovery closed on
Decenber 20, 2004. After a further extension,? opposer’s
thirty-day trial period was set to close on April 19, 2005,
t hus opening on March 20, 2005. On March 14, 2005,
appl i cant served upon opposer supplenental responses to
interrogatories 7 and 20. Applicant’s suppl enental
responses designated several fact and expert w tnesses it

may call at trial, and provided the report of the designated

experts.

1 Fed. R CGv. P. 26(a)(2)(B) is not applicable to Board

proceedi ngs. See TBMP § 401 (2d ed. rev. 2004).

2 The parties disagreed as to the reason for the consent notion
to extend testinony periods, filed February 18, 2005. It is
clear fromthe notion itself, as well as the e-mail exchange

bet ween counsel (which was subnmitted by applicant) that the
parties were still resolving at | east sone discovery issues, thus
necessitating a postponenent of trial.
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Opposer proceeded with its trial period, filing a
notice of reliance on March 24, 2005. Then, on April 19 -
the | ast day of opposer’s trial period — opposer filed a
nmotion to exclude the testinony of applicant’s |ate-

di scl osed expert and |lay witnesses. Qpposer argued that the
W tnesses were not tinely disclosed in response to opposer’s
interrogatories and their testinony, if offered, should

t heref ore be excl uded.

In connection with its trial period, applicant noticed
the testinonial depositions of the expert and |l ay w tnesses
disclosed in its March 14 suppl enental discovery responses,
wher eupon opposer contacted the Board seeking to quash the
notices and for a tel ephone conference to decide the matter.
For its notion to quash, opposer essentially relies on the
argunents set out in its notion to exclude.

Pendi ng resol uti on of opposer’s notion, the parties
agreed to postpone the testinonial depositions of
applicant’s w tnesses.

Di scussi on

As a prelimnary matter, we note that opposer’s notion
to exclude is essentially a notion in Iimne, which the
Board does not typically entertain. G eenhouse Systens |Inc.
v. Carson, 37 USPQd 1748, 1750 (TTAB 1995)(“It is not the
Board's practice to nmake prospective or hypotheti cal

evidentiary rulings such as those requested by applicant,
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nor will the Board undertake to screen all of opposer's
proffered evidence to see whether it mght fall wthin one
of applicant's suggested categories of excludable
evidence.”). Nonethel ess, given applicant’s notices of
deposition of the wtnesses in question, the matter is no
| onger a hypot hetical question, and we consider the notion
now ri pe for consideration.

Turning to the interrogatories in question, it is clear
t hat opposer has received at |east as nuch as it is entitled
to with respect to interrogatories 7 and 8, even w thout
applicant’s supplenental response. Interrogatory 7 calls
for the disclosure of fact wi tnesses, which is not required
in Board cases. See TBWMP 8§ 414(7) (2d ed. rev. 2004), and
cases cited therein (“A party need not, in advance of trial,
specify in detail the evidence it intends to present, or
identify the witnesses it intends to call, except that the
names of expert witnesses intended to be called are
di scoverable.”).

Further, while applicant partially responded to
interrogatory 8, that interrogatory is extrenely broad, and
requires the applicant to make the | egal determ nation of
what information is relevant to this proceeding. Wile
applicant’s response to this interrogatory nmay have been
sonewhat wanting in retrospect, it is not entirely clear

what information opposer was seeking. It is not the job of
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the responding party in discovery to both formulate the
guestions and answer them

The gravanmen of opposer’s notions is apparently that it
has been deni ed discovery with respect to applicant’s
W t nesses because they were not disclosed until after the
cl ose of discovery.® Qpposer’s actions, however, indicate a
different notivation. Applicant’s supplenental discovery
was served prior to the opening of opposer’s testinony
period. (The copy opposer attached to its notion to exclude
bears a date stanp from opposer’s office of March 18, 2005.)
But instead of seeking a reopening of discovery to depose
the new witnesses (and a tel ephone conference for the
i mredi ate resolution of the notion), opposer proceeded with
its testinony period. |ndeed, opposer did not respond in
any way to applicant’s late disclosure until it filed its
nmotion to exclude on the |ast day of its own testinony
period, nore than thirty days after applicant’s suppl enental
response.

Clearly, any prejudi ce opposer may suffer by
applicant’s recent suppl enental discovery responses could

have been mtigated or elimnated by a reopening of

3 Applicant argued that its |ate disclosure was occasi oned by
opposer’s |l ate disclosure of responses to discovery propounded by
applicant. Applicant explained that, with nmeager financial
resources, it could not afford to engage in extensive planning
for trial until it received opposer’s full discovery responses.
W need not decide this issue, however, because it is tangential
to the nmatter at hand. W repeat, however, that it is clear that
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di scovery — had it been immediately sought. |In response to
the Board s questioning on this point, opposer’s counsel
responded that he did not believe that the Board woul d grant
such a request. On the contrary, the Board is generally
liberal in granting extensions and even the reopening of
di scovery when appropriate, and there is no indication in
this file that the Board woul d have been unwilling to do so
inthis case.*

By proceeding with its testinony period instead of
seeking imedi ate resolution of this matter and any
di scovery to which it nmay have been entitl ed, opposer
el ected to take its chances with its notion to exclude and
to sinultaneously make it considerably nore burdensone to
reopen di scovery. >

We are not unsynpathetic to opposer’s conpl ai nt that
applicant’s suppl enental discovery responses shoul d have

been served earlier. However, because opposer did not

the parties were engaged in sone further exchanges of discovery
after the close of discovery. See supra note 2.

* There is, of course, no guarantee that discovery woul d have
been reopened had opposer sought such relief. However, if the
Board had found reopening to be inappropriate because applicant’s
suppl enent al di scovery requests were untinely (and the | ateness
was not the result of excusable neglect), opposer would have been
virtually assured of prevailing on a notion to quash any attenpt
to take the testinmony of the witnesses at issue.

> Prior to the opening of opposer’s trial period, discovery could
have briefly been reopened for the purpose of taking any
necessary depositions with a delay of a few weeks at nobst. Now

t hat opposer’s testinony period has opened (and closed), it would
be necessary to repeat that period, as well, delaying resolution
of this matter by several nonths.
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tinely seek to renedy or mtigate its alleged prejudice,
opposer has waived its conplaint.

Opposer’s notion to quash is accordingly DEN ED.®

Dat es Reset

Proceedi ngs are RESUMED. Trial dates are reset as
fol |l ows:

DI SCOVERY PERI CD TO CLOSE: CLGSED

Thirty-day testinony period for party in CLOSED
position of plaintiff to close:

Thirty-day testinony period for party in August 12, 2005
position of defendant to cl ose:

Fi fteen-day rebuttal testinony period to Sept enber 26, 2005
cl ose:

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, must be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.125. Briefs
shall be filed in accordance with Trademark Rul e 2. 128(a)
and (b). An oral hearing will be set only upon request

filed as provided by Trademark Rule 2.1 29.

. 000.

® Needl ess to say, since the date originally set for the
testinonial depositions in quesstion has passed, opposer mnust
provi de opposer notice of the reschedul ed depositions. See
Trademark Rule 2.123(c).



