IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of: Mobius Venture Capital, Inc. (formerly known as SBVC, Inc.)
ITU Application Serial No.: 76/324,455
Mark: MOBIUS VENTURE CAPITAL
Filed: October 11, 2001
Published for Opposition: ~ July 2, 2002
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ITU Application Serial No. 76/338,115
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Pursuant to Trademark Rule 2.117(a),’ Mobius Management Systems, Inc.
(“Opposer” or “Mobius™) hereby requests that the above-captioned Opposition Proceeding
pending before the Trademark Trial and Appeal Board (“TTAB”) be suspended pending
resolution of Civil Action No. 03 CV 870 (JSR) now pending in the United States District Court
for the Southern District of New Yorkl(“Civil Action”). A copy of the Complaint in such action,
filed on February 6, 2003 by Opposer and served on Applicant Mobius Venture Capital, Inc.
(formerly known as SBVC, Inc.) on February 20, 2003, is attached as Exhibit 1 to the
accompanying Affidavit of Randy Lipsitz, Esq.

As indicated by the Complaint, as well as the »attached Affidavit of Randy Lipsitz,
Esq., the issues presented in the Civil Action are essentially the same as those in this Opposition
Proceeding. Specifically, the Complaint alleges, inter alia, that Applicant’s use of the marks
MOBIUS VENTURE CAPITAL and MOBIUS VENTURE CAPITAL and Design constitute
trademark infringement and false designation of origin in violation of Lanham Act, 15 U.S.C. §§
1051 et seq. and other violations based on related causes of action. Accordingly, the Civil
Action will likely determine Applicant’s right to use and therefore the right to obtain U.S.
service mark registrations for the marks MOBIUS VENTURE CAPITAL and MOBIUS

VENTURE CAPITAL and Design.

! Rule 2.117(a) provides: “Whenever it shall come to the attention of the Trademark Trial and
Appeal Board that parties to a pending case are engaged in a civil action which may be
dispositive of the case, proceedings before the Board may be suspended until termination of the
civil action.” See also General Motors Corp. v. Cadillac Club Fashions Inc.,22 U.S.P.Q.2d
1933 (T.T.A.B. 1992), abrogation on other grounds recognized in Gaylord Entertainment Co. v.
Calvin Gilmore Productions Inc., 59 U.S.P.Q.2d 1369 (T.T.A.B. 2000); see also The Other
Telephone Co. v. Connecticut Nat’l Telephone Co., Inc., 181 U.S.P.Q. 125 (T.T.A.B. 1974).
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In view of the above, since the Civil Action will likely be dispositive of the
Opposition Proceeding, it is respectfully requested that all further proceedings in this Opposition
Proceeding, including all pending discovery requests, be suspended until the Civil Action is

resolved.

Respectfully submitted,

Dated: February 26, 2003 By:

Randy Li@ltz, Esq. |

Kevin M. Moss, Esq.

Amanda J. Pestcoe, Esq.

KRAMER LEVIN NAFTALIS & FRANKEL LLP
919 Third Avenue

New York, New York 10022

(212) 715-9100

Attorneys for Opposer

Mobius Management Systems, Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of: Mobius Venture Capital Inc. (formerly known as SBVC, Inc.)
ITU Application Serial No.: 76/324,455
Mark: MOBIUS VENTURE CAPITAL
Filed: October 11, 2001
Published for Opposition: July 2, 2002
In re Application of: Mobius Venture Capital Inc. (formerly known as SBVC, Inc.)
ITU Application Serial No. 76/338,115
Mark: MOBIUS VENTURE CAPITAL and Design
Filed: November 13, 2001 R
Published for Opposition:  July 2, 2002 (R AR R
02-26-2003

) U.6. Patent & TMOfe/TM Mall Rept Dt #7C
MOBIUS MANAGEMENT SYSTEMS, INC., )

)

Opposer, )
)
V. ) OPPOSITION NO.: 91153383
MOBIUS VENTURE CAPITAL, INC., (formerly known g
as SBVC, INC.), )
Applicant. ;

AFFIDAVIT OF RANDY LIPSITZ, ESQ. IN SUPPORT OF
OPPOSER’S MOTION TO SUSPEND FURTHER PROCEEDINGS

STATE OF NEW YORK )
) ss.
COUNTY OF NEW YORK )

Randy Lipsitz, Esq., being duly swom, deposes and states as follows:

1.~ Iam an attorney for Opposer Mobius Management Systems, Inc.
(“Mobius”) in connection with the above-captioned proceeding. [ make this Affidavit in support
of Opposer’s Motion to Suspend Further Proceedings on Consolidated Notice of Opposition_.

2. On February 6, 2003, Mobius commenced a civil action against the

Applicant in this proceeding, Mobius Venture Capital, Inc. (formerly known as SBVC, Inc.) in
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the United States District Court of the Southern District of New York under Civil Actioni No. 03
CV 870 (JSR) (the “Civil Action”). The Complaint in the Civil Action against Mobius Venture
Capital, Inc. alleges trademark infringement and false designation of origin in violation of the
Lanham Act, 15 U.S.C. §§ 1051 et seq., and related causes of action, arising inter alia, by reason |
of its use of the marks MOBIUS VENTURE CAPITAL and MOBIUS VENTURE CAPITAL

and Design. The Complaint was served on Mobius Venture Capital, Inc. on February 20, 2003.

A true copy of the Complaint is attached hereto as Exhibit 1.

3. The Civil Action is currently pending. Mobius Venture Capital, Inc.’s

time to answer the Complaint has not yet expired. A decision by the District Court in the Civil !
1

1

Action will likely be dispositive of the issues in this Opposition Proceeding.

4. My office has communicated with counsel for Applicant in this
proceeding to obtain their consent to this Motion to Suspend. While Applicant’s counsel will not
so stipulate, it has advised us that it will not oppose the Motion. Applicant’s counsel has also

agreed to extend Opposer’s time to respond to discovery requests until the present Motion has

been decided.

5. Further deponent sayeth not.
Sworn to before me this

Rand&/fpsitz ﬂ %
Al,day of February, 2003.
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

RIR '
| JUDGE RAKOFE
MOBIUS MANAGEMENT SYSTEMS, INC., :

03 Civ.
Plaintiff, :
Complaint
- against - : '
MOBIUS VENTURE CAPITAL, INC., ~ i 1? . (T5R)
03 v  87C
Defendant. F o '

X

Plaintiff Mobius Management Systems, Inc. (‘fIV»lO'!b,.i,.‘”:‘TS“"”?)L'\"b'}"ﬂi‘{ws 5ﬁ6mey‘sdkrmer
S Fip Ba 002

Levin Naftalis & Frankel LLP; for its complaint alleges:

Nature of this Action

1. Mobius brings this action for trademark infringement and false
designation of origin in violation of the Lanham Act, 15 U.S.C. §§ 1051 et seq., and for

violations of state statutory and common law. As set forth below, defendant Mobius Venture

Capital, Inc. (“MVC™), in an effort to trade on and misappropriate Mobius’ hard-earned |

|
reputation and goodwill built up in its valuable “Mobius™ trademark for its computer software !
and related products and services, is using that mark to promote its venture capital investment ‘

services, including advice to and funding for technology-related companies.

2. By this action, Mobius seeks a halt to defendant’s activities, and requests
an injunction barring MVC from infringing Mobius’ trademark rights and causing any further
irreparable harm to Mobius’ business and goodwill. Mobius also seeks damages arising from

defendant’s violation of Mobius’ trademark rights.
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The Parties, Jurisdiction and Venue

3. Mobius is a Delaware corporation with its principal place of business in
Rye, New York. Mobius develops, licenses and supports computer softwaré and related
products designed to optimize the storége, retrieval and presentation of data, principally
transactional information. Founded in 1981, Mobius has since growh to one of the leaders in
its ﬁe.ld, with revenues of over $74 million in fiscal year 2001. Mobius is a publicly traded

company, listed on the NASDAQ exchange by the symbol “MOBL”

4. Upon information and belief,.defendant MVC is a California corporation
with its principal place of business in Mountain View, California. Upon informatfon and
belief, MVC regularly solicits and conducts business in New York. According to its website,
MVC has over $2 billion under its management, and ﬁﬁe‘en percent of MVC’s investments are

in the New York, Washington D.C. and Boston areas.

5. The Court has jurisdiction over the subject matter of this action pursuant
to (i) 15 U.S.C. § 1121 and 28 U.S.C. §§ 1331 and 1338(a) for claims arising from violations
of the trademark laws of the United States, 15 U.S.C. §§ 1051-1 127, (ii) and 28 U.S.C. §§ 1332
and 1338(b) for claims arising from the common law of unfair competition, and (iii) principles

of supplemental jurisdiction.

6. Venue is properly laid in this district puréuant to 28 U.S.C. § 1391
because this is an action brought pursuant to the trademark laws, MVC conducts business in

this judicial district, and events giving rise to the claims occurred in this district.

K13:2231880.2




The Mobius Trademark

7. Beginning in 1981 and continuing through today, Mobius has marketed
and sold its software and related‘ products and services under its name and trademark
“Mobius.”  Mobius also operates a website under the registered domain name
<www.mobius.com>. The name, mark and domain name “Mobius” are all used in connection
with Mobius’ business, which principally involves providing sophisticated data processing
solutions for high volume content, data management and network applications. Mobius’
packaged computer software products support a broad range of content-intensive electronic
business requirements, business-to-business and business-to-customer applications, including
customer relationship management, enterprise resource planning, Intern.et presentment and
payment and imaging and workflow. Mobius’ products .are sold and licensed throughout the

United States and the world.

8. Mobius® computer software and related products and services have been
licensed and sold to customers in a wide range of industries, including banking,
telecommunications, retail, utilities, financial, healthcare, government, = insurance,
manufacturing and transportation. Mobius’ products and services are currently being used by
over 1300 major private or public organizations, including more than sixty percent of the
Fortune 100 companies, as.well as governmental organizations such as the Commonwealth of
Massachusetts. In conjunction with its software products, Mobius also offers training and

consultation services.

9. Mobius also uses a distinctive logo in connection with its “Mobius”
trademark (the “Mobius Logo”). The Mobius Logo is protected by two valid and subsisting

federal trade/service mark registrations. The Mobius Logo is synonymous with the “Mobius”

-3-
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trademark and the goods and services provided thereunder. Copies of each of Mobius’

registrations showing status of and title to the registrations are attached as Exhibit A.

10.  Mobius has been using its mark and its Mobius Logo in interstate
commerce regularly since 1981. In addition, over the years Mobius has spent considerable
time and effort, as well as a substantial amount of money, promoting its “Mobius” mark,
Mobius Logo and the products and services it sells under that mark and logo. Mobius has
likewise spent substantial sums in advertising for products and services bearing the “Mobius”

trademark. The mark and logo embody the goodwill ‘that Mobius has created through its

- promotion, sale and licensing of goods and services under that mark and logo.

11.  Mobius’ trademark is an arbitrary, distinctive and strong mark. In
addition, through extensive use the mark has acquired secondary meaning. Mobius’ sofiware
and related products -- in particular, products for high-volume document archiving and
retrieval -- bearing the mark and the Mobius Logo have become well-known and have been

sold throughout the United States and the world.

12. Mobius has diligently policed its marks against infringement. When
appropriate, Mobius has commenced litigation to protect its marks, and has in the course
thereof obtained agreements from defendants to cease infringing those marks including, most

recently, in Mobius Management Systems, Inc. v. Symbol Technolgies, Inc. 02 Civ. 8515

(RWS) (S.D.N.Y. filed October 24, 2002).

MVC’s Infringement of the “Mobius” Mark and Mobius Logo

13. Upon information and belief, MVC was founded in 1995 under the name

“Softbank,” 4 United States affiliate of a Japanese venture capital firm of the same name. In

-4-
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2002, the domestic Softbank changed its name to Mobius Venture Capital. Today, MVC is a
domestic private equity venture capital firm which specializes primarily in early-stage
investments in areas such as communications systems software and services, infrastructure
software and services, 'professional services, enterprise applications, healthcare information,
consumer and small business applications, components and emerging technologies. In addition
to its use of the “Mobius” name, MVC also uses a logo that is confusingly similar to the

Mobius Logo.

14.  MVC claims on its website at <www.mobiusvc.com> that it
“provide[s]...entrepreneurs with access to an influential 'audience of Fortune 500 CIOs as wellb
as senior level business development executives with leading technology companies _such as
Microsoft, Cisco, IBM and SOFTBANK.” MVC, in its own words, “exist{s] to build the

leading technology companies of tomorrow.”

15.  MVC’s venture capital investment services involve providing advice to
and funding for many technology-related companies. As described in MVC’s web-site, some

of the technology-related companies in MVC’s portfolio include:

e ADIR Technologies - according to its website, ADIR “offers proven,
carrier-scale VoIP management software and complete VoIP solutions for
telecommunications, Internet, wireless, broadband and next generation
service providers and enterprises worldwide."

e Comergent Technologies - according to its website, Comergent provides a
“comprehensive suite of customer-facing enterprise software applications”
and services. MVC’s website describes Comergent as “the premiere
provider of collaborative partner marketplace solutions for enterprises with
complex selling models.”

e Contrado - according to its website, Contrado “provides enterprise-level

infrastructure software that enables companies to deliver complex software
applications, configurations, and upgrades to any device at any time.”

-5-
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¢ NPULSE Software (now known as Alignment Software) - according to its
website, Alignment software “builds management solutions that are easy to
implement, highly scalable, and targeted toward providing the greatest level
of application detail possible.”

o Stratify - according to its website, Stratify is the “emerging software leader
in unstructured data management... By structuring previously difficult-to-
organize information so it can be integrated with structured data, Stratify
increases the value of existing corporate applications such as enterprise
search solutions, CRM and SFA tools, content management software, lead
generation tools, document systems and corporate portals.”

o Xythos Software - according to its website, Xythos “is the leading developer
of Internet file management software for secure file access and sharing.”

16.  MVC’s services also involve providing access to established companies
and executives. As such, the services offered by MVC target and affect the same channels of
trade as those which are and have been used by Mobius. In addition, at least one Mobius
competitor financed by MVC has publicly advertised that it obtained financing from “Mobius

Venture Capital.”

17.  This similanty in marks and in channels of trade creates a substantial
likelihood of confusion, mistake and deception in the marketplace. In fact, there have already

been instances of actual confusion with respect to Mobius and MVC.

18.  In October and November 2001, MVC applied to "th.e United States
Patent and Trademark Office to register “Mobius Venture Capital” and “Mobius Venture
Capital” with a logo as trademarks. Those proposed marks were published for opposition in
the Trademark Official Gazette, in July 2002. In its applications, MVC disclaimed the terms
"‘Venture Capital”, such that the only term to which MVC claimed exclusive rights in the mark
is “Mobius.” Indeed, the term “Mobius™ is the dominant portion of MVC’s mark. The Mobius

Logo and the logo shown in the MVC application are likewise confusingly similar.
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19. Mobius filed an opposition to the registration of the “Mobius Venture
Capital” marks on October 25, 2002. Upon information and belief, MVC has not withdrawn
its trademark applications for “Mobius Venture Capital” and “Mobius Venture Capital” with a

logo.

20.  MVC’s decision to use the “Mobius” mark and its logo has been without

Mobius’ authorization or consent.

21.  Mobius also notified MVC of the infringement and sought an amicable

resolution. MVC refused to pursue any acceptable resolution.

First Claim for Relief

22.  Mobius repeats and realleges the allegations contained in paragraphs 1

through 21 above.

23.  Defendant’s use of the Mobius Logo or any similar mark as a trademark
is likely to create confusion, mistake and deception as to the source or sponsorship of its
products and constitutes an infringement of Mobius’ federally registered trademark, in

violation of Section 32 of the Trademark Act, 15 U.S.C. §1114,

24.  Defendant’s acts of trademark infringement will cause irreparable harm

to the business and goodwill of Mobius unless restrained by this Court.
25.  Mobius has no adequate remedy at law.

Second Claim for Relief

26.  Mobius repeats and realleges the allegations contained in paragraphs 1

through 25 above.

KL3:2231880.2



27. Defendant’s use of “Mobius’ or the Mobius Logo or any similar mark 'IS
a trademark is likely to create confusion and/or mistake, and divert and appropriate to
defendant the goodwill created by Mobiqs in its trademark, and is likely to deceive consumers
as to the source, origin, sponsorship, or authorization of defendant’s serviceé, in violation of

Section 43(a) of the Lanham Act, 15 U.S.C. §1125(a).

28.  Defendant’s use of “Mobius” or the Mobius Logo or any similar mark as
a trademark constitutes a false representation as to the source of those products or services and
a false designation of origin, in violation of Section 43(a) of the Lanham Act, 15 U.S.C.

§ 1125(a).

29.  Defendant’s acts of trademark infringement and false representation and
false designation of origin will cause irreparable harm to the business and goodwill of Mobius

unless restrained by this Court.

30.  Mobius has no adequate remedy at law.
Third Claim for Relief
31.  Mobius repeats and realleges the allegations contained in paragraph 1
through 30 above.

32.  In using the name “Mobius” and the Mobius Logo, defendant has
willfully traded on Mobius’ trademark, logo and reputation, thereby diluting as a matter of law
the distinctive quality of Mobius’ famous trademarks, in violation of Section 43(c) of the

Lanham Act, 15 U.S.C. § 1125(c).
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33. Defendant’s act will cause irreparable harm to the business and

reputation of plaintiff unless restrained by the Court.
34. Plaintiff has no adequate remedy at law.

Fourth Claim for Relief

35.  Mobius repeats and realleges the allegations set forth in paragraphs 1

through 34 above.

36.  Defendant’s use of “Mobius” or the Mobius Logo or any similar mark as
a trademark is likely to dilute the distinctive quality of plaintiff Mobius’s trademark, in

violation of Section 368(d) of the General Business Law of the State of New York.

37. Defendant’s dilution of plaintiff Mobius’ valuable rights in its “Mobius”
trademark will cause irreparable harm to the business and goodwill of Mobius unless restrained

by this Court.

38.  Mobius has no adequate remedy at law.

Fifth Claim for Relief

39.  Mobius repeats and realleges the allegations set forth in paragraphs 1

through 38 above.

40.  Defendant’s use of “Mobius” or the Mobius Logo or any similar mark
constitutes unfair competition under the laws of New York and any other state in which

defendant’s infringing products and/or services are marketed.
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41.

Mobius has suffered and will continue to suffer irreparable harm unless

defendant is restrained.

KL3:2231880.2

42.

Mobius has no adequate remedy at law.

Wherefore, Mobius respectfully requests that the Court:

(i)

(i)

(iii)

issue a preliminary and permanent injunction ordering that defendant
and its officers, agents, servants, employees, and all persons acting in
concert or participation with them, refrain from using in connection with
the sale, offering for sale, distribu‘tion, promotion or advertising of its
services, including using in any domain names or URLs for its Internet
site, the trademark “Mobius,” ’the Mobius Logo, or any other mark
incorporating the term “Mobius” or any other confusingly similar term

or mark;

issue a preliminary and permanent injunction ordering that defendant
deliver up to the Court for destruction all merchandise, labels, signs,
prints, packages, receptacles, advertisements and promotional materials
bearing the trademark or trade name “Mobius,” or the Mobius Logo, or
any mark confusingly similar thereto: and all plates, molds, matrices and

other means of making the same;

issue a preliminary and permanent injunction ordering that defendant
and its officers, agents, servants, employees and all persons acting in

concert or participation with them, refrain from any other acts likely to

-10-
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@v)

v)

(vi)

confuse, mislead, or deceive Mobius' customers or members of the
public that defendant’s services emanate from Mobius or are connected

with, sponsored by or approved by Mobius;

issue a preliminary and permanent injunction ordering that defendant
and its officers, agents, servants, employees and all persons acting in
concert with them, refrain from assisting, aiding, or abetting any other
person or business entity in engaging in or performing any of the

wrongful activities described above;

issue a preliminary and perrhanent injunction ordering that defendant, in
accordance with 15 U.S.C. § 1116, file with the Court and serve on
plaintiff within thirty days after the service on defendant of any
injunction issued in this action a report in writing setting forth in detail
the manner and form in which defendant has complied with the

injunction,;
award Mobius

(a) all of defendant’s profits, gains and advantages derived
from defendant’s unlawful conduct, and that such sﬁms
be trebled pursuant to 15 U.S.C. § 1117,

(b) all damages sustained by Mobius by reason of
defendant’s unlawful conduct and that such damages be

trebled pursuant to 15 U.S.C. § 1117,
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(c) exemﬁléry and punitive damages as the Court ﬁnds
appropriate to deter any future willful conduct; and
(d) interest on the foregoing sums;
(vil) award Mobius damages in an amount no less than $500,000;
(viil) award Mobius attorneys’ fees and costs and disbursements of this action;
and
(ix)  grant such other and further relief as the Court deems just and proper.

Dated: New York, New York
February 4, 2003

Kramer Levin Naftalis & Frankel LLP

- By: (ZD/M% W')

;%athan M. Wagner (JW-71 97')

andy Lipsitz (RL-1526)
Gabrielle Gould (GG-9407)

919 Third Avenue

New York, New York 10022

(212) 715-9100

Attorneys For Plaintiff
Mobius Management Systems, Inc.
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10) AL TO) WHOM THESE; PRESENTS; SHALE, COM®:3

UNITED STATES DEPARTMENT OF COMMERCE
" United States Patent and Trademark Office

October 23, 2002

THE ATTACHED U.S. TRADEMARK REGISTRATION 2,177,766 1S -
CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 10 YEARS FROM August 04, 1998

SAID RECORDS SHOW TITLE TO BE IN:
MOBIUS MANAGEMENT SYSTEMS, INC.
A DELAWARE CORP

By Authority of the
COMMISSIONER OF PATENTS AND TRADEMARKS
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CERTIFICATE OF SERVICE

I hereby certify that on this date I caused a true copy of the within OPPOSER’S MOTION TO
SUSPEND FURTHER PROCEEDINGS ON CONSOLIDATED NOTICE OF OPPOSITION
and AFFIDAVIT OF RANDY LIPSITZ, ESQ. IN SUPPORT OF OPPOSER’S MOTION TO
SUSPEND FURTHER PROCEEDINGS to be served on Applicant, Mobius Venture Capital,
Inc. (formerly known as, SBVC, Inc.), by sending the papers via Federal Express overnight
courier, next day delivery to its counsel of record, Susan D. Berney-Key, Esq., Cooley Godward

LLP, Five Palo Alto Square, 3000 El Camino Real, Palo Alto, CA 94306-2155.

Dated:  February 26, 2003 @Ww%gﬁ NS
Amanda.]. PestCoe, Esq.
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