-

R

02-13-2003

Us. PateTt & TMOfc/TM Mail Rept Ot. #01

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JOSEPH E. SEAGRAM & SONS, INC.

Opposer, In re Application
Serial No. 78/052,753
Published: June 25, 2002
v. Opposition No. 9115333
Mark: CANNE ROYALE RUM

EASTERN CARIBBEAN RUM COMPANY
LTD.,

Applicant.

ANSWER TO NOTICE OF OPPOSITION

Applicant, through its attorney, Samuel Friedman, Esq.,

alleges in response to the Notice of Opposition as follows:
1. Applicant has insufficient knowledge upon which to form

a belief concerning the allegations of paragraph 1 and |leaves
Opposer to its proofs, except that it admits the issuance|of the
pleaded registrations.
2. Applicant has insufficient knowledge upon which to form

a belief concerning the allegations of paragraph 2 and | leaves
Opposer to its proofs.

|
3. Applicant has insufficient knowledge upon which to form

a belief concerning the allegations of paragraph 3 and| leaves
Opposer to its proofs.
4. Admitted.
5. Admitted.
6. Adnitted.

7. Admitted.




8. Admitted.
9. Denied.
10. Denied.
11. Denied.
12. Denied.
13. Denied.
14. Denied.
15. Denied.
16. Denied.
17. Denied.

AFFIRMATIVE DEFENSES

18. As and for a first defense, the “ROYAL” element of

Opposer's alleged mark is widely used by unrelated third p

|
arties

on a wide variety of goods and services and/or has been

registered by third parties such that Opposer's mark is en

to a narrow scope of protection.
19. As and for a second defense, the “CROWN” e

of Opposer's alleged mark is widely used by unrelated

titled

lement

third

parties on a wide variety of goods and services and/or has been

registered by third parties such that Opposer's mark is en

to a narrow scope of protection.
20. As and for a third defense, the “Design
Crown” element of Opposer's alleged mark is widely us

unrelated third parties on a wide variety of goods and se
and/or has been registered by third parties such that Opp

mark is entitled to a narrow scope of protection.

titled

of a

ed by

rvices

oser's
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21. As and for a fourth defense, Opposer's alleged

mark is a weak mark not entitled to a broad scope of protection.

22. As and for a fifth defense, the “ROYAL” element

of Opposer's alleged mark has been adjudicated and found b
Tribunal to be laudatory, highly suggestive and weak; ar

“CROWN” and “design of a crown” elements of Opposer's a

mark are closely related to “ROYAL” and are highly 1laud

highly suggestive and weak.
23. As and for a sixth defense, the resp

consumers of the parties' goods and services are highly fa

y this
nd the

lleged

atory,

ective

miliar

with the English word “CROWN” in the Opposer's alleged mark and

are not familiar with the French word “CANNE” in the Appli

mark.

cant's

24. As and for a seventh defense, the commercial

impression projected by Opposer's mark is separate and di

from the commercial impression projected by Applicant's mar

stinct

k.

25. As and for an eighth defense, upon information and

belief, the respective consumers of the parties' goods and

services are discriminating purchasers.

26. As and for a ninth defense, the opposition is

barred by the doctrines of estoppel, acquiescence and laches.

27. As and for a tenth defense, the opposition fails
to state a claim entitling the Opposer to relief.
28. As and for an eleventh defense, in the

alternative, to the extent that this Tribunal may find that there

is some possibility of confusion, the marks at issues are
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dominated by the words “CROWN ROYAL” and “CANNE ROYALE”|.

As

between the dominant elements of the respective marks, there can

be no confusion for the reasons set forth above.

29. As and for a twelfth defense, in the alternative,

to the extent that this Tribunal may find that there

is a

likelihood of confusion, the Applicant respectfully reguests

registration with an amendment.

WHEREFORE, Applicant prays that the Notice

Opposition initiated by the Opposer against Application Ser|

of

No.,

78/052,753 be dismissed, and Applicant be granted a regist#ation

|
for the mark applied for. '

Respectfully submitted,

<R

Samuel Friedman, Esq.
Attorney for Applicant
225 Broadway, Suite 1804
New York, New York 10007
Tel: (212) 267-2900

Dated: February 13, 2003




CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the

foregoing ANSWER TO NOTICE OF OPPOSITION in Joseph E. Seagram &

Sons, Inc. v. Eastern Caribbean Rum Company, Ld. Opposition No.

78/052,753 was forwarded by first class postage pre-paid mail by

depositing the same with the U.S. Postal Service on this
|

13t11

day of February, 2003 and also by facsimile transmission,'to the

attorneys for the Opposer at the following address:

James R. Sims III, Esq.
Morgan, Lewis & Bockius, LLP
1111 Pennsylvania Avenue, N.W.
Washington D.C. 20004

Fax: (202) 739-3001

DATED: February 13, 2003 <§2£Sifffiii,il-—-___

Samtel Friedman

CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited with
the United States Postal Service as EXPRESS MAIL Post Office to
Addressee, No. ET878241139US Postage Prepaid in an envelope addressed to:

Commissioner for Trademarks, BOX TTAB NO FEE, 2900 Crystal Drive
Arlington, Virginia 22202.

Date of deposit: February 13, 2003 i
Name of Applicant, Assignee,
or Registered Representative: Samuel Friedman
< <0
Signature:
Date of Signature: February 13, 2003
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SAMUEL FRIEDMAN
'
>

ATTORNEY AT LAW |

225 BROADWAY - SUITE 1804
NEW YORK, N.Y. 10007 |

TELEPHONE (212) 267-2500
FAX (212) 587-0570

February 13, 2003
|

Via U.S. Express Mail (Label No. ET878241139US)

Commissioner for Trademarks
BOX TTAB NO FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

Attention: Trademark Trial and Appeal Board

Re: Answer to Notice of Opposition against
Application to Register CANNE ROYALE RUM
Plus Crown Design
Serial No. 78/052,753 ;
Opposition No. 91153332
Published for Opposition: June 25, 2002
Filing Date: March 13, 2001

Dear TTAB:

I represent Applicant Eastern Caribbean Rum Company
Ltd. in the above-referenced matter.

Enclosed please find the original plus one copy of
Applicant's Answer to Notice of Opposition which is being duly
served upon the attorneys for Opposer Joseph E. Seagram & Sons,
Inc. i

Thank you for your consideration. Please contact me if
you have any questions.

Respectfully SubmiLted,

SF: esq Samuel Friedman
Encs. ;
Cc: James R. Sims III, Esq. _ ‘
Morgan, Lewis & Bockius, LLP (w/encs) |
Ecrumco\ttab.le2 |
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