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08-26-2002 D STATES PATENT AND TRADEMARK OFFICE BEFORE THE
U.S. Patent & TMOfc/TM Mali Ropt Dt. #70 TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application
Serial No. 76/335,477

Filed November 7, 2001

For the Mark LAVA

Published in the Official Gazette

on May 28. 2002

1, Lesley Miokovich, hereby certify that this
correspondence is being deposited with the US
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Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir:

In the matter of the application for registration of the trademark LAVA (“Applicant’s
Mark™) for pens, pencils, crayons, markers, colored pencils, and highlighters in International

Class 16, Serial No. 76/335,477, filed November 7, 2001 by Rose Art Industries, Inc.,




(“Applicant™) and published for opposition in the Trademark Official Gazette of May 28, 2002,
Haggerty Enterprises, Inc., an Illinois corporation, located at 5921 West Dickens Avenue,
Chicago, IL 60639, (“Opposer”) believes it would be damaged by such registration and hereby
opposes the registration of Applicant’s Mark. The grounds for opposition are as follows:

1. Opposer is the owner of the following trademarks and the United States
registrations therefore:

a. LAVA, Reg. No. 2,121,684 a true and correct copy of which is attached

hereto as Exhibit A;

b. LAVA LITE, Reg. No. 852,625 a true and correct copy of which is

attached hereto as Exhibit B;

c. LAVA LARRY, Reg. No. 1,913,221 a true and correct copy of which is

attached hereto as Exhibit C;

d. LAVA WORLD INTERNATIONAL, Reg. No. 2,334,107 a true and

correct copy of which is attached hereto as Exhibit D.

2. As a result of Opposer’s registration of its marks and because Opposer has
complied with Sections 8 and 15 of the Trademark Act, Reg. No. 852,625 is now incontestable
and constitutes conclusive evidence of Opposer’s exclusive right to use the mark shown therein
in commerce on and in connection with the goods specified in the registration, and the remaining
registrations cited above are prima facie evidence of the validity of those trademarks and
Opposer’s exclusive right to use those marks in commerce on and in connection with the goods
specified in the registrations.

3. Since long prior to Applicant’s first use of Applicant’s Mark, Opposer has
continuously used the LAVA and LAVA LITE marks on and in connection with ornamental

novelty lamps and related goods and services. Opposer is still using these marks in interstate




commerce and has used these marks continuously on its packaging and advertising literature in
connection with these goods since at least as early as November 1, 1965.

4. As a result of Opposer’s widespread use of the LAVA and LAVA LITE marks,
and in particular the LAVA trademark, on and in connection with its goods for over 35 years,
those marks are famous to the relevant customers and signify Opposer, and said marks achieved
fame prior to Applicant’s filing date. Opposer’s goods sold under the LAVA and LAVA LITE
marks have been prominently featured in films, on television, and in the media for decades and
have become a cultural icon symbolic of the 60’s and 60’s-themed merchandise. While Opposer
initially used the LAVA and LAV A LITE trademarks on and in connection with a particular type
of ornamental novelty lamp known as a motion lamp, prior to Applicant’s stated date of first use,
Opposer began using and now uses LAVA as a house mark for its entire line of products,
including novelty fountains, motion machines, and glitter lamps.

5. Opposer has an extensive licensing program whereby it licenses third parties to
use the LAVA and LAVA LITE marks on and in connection with a wide variety of goods,
including dolls and related accessories sold in connection with The American Girl Collection®
and Barbie® trademarks, casino gaming machines, and keychains, as well as with pens and other
writing instruments. In particular, on October 5, 2001, Opposer authorized the use of these
marks in connection with pens to a third party. In addition, Opposer markets its products via a

web site found at www.lavaworld.com and uses a cartoon character called Lava Larry® to

promote these products.

6. Applicant’s Mark is identical Opposer’s LAV A mark and the dominant portion of
Opposer’s LAVA LITE mark. In addition, Applicant’s Goods are identical to those sold by
Opposer’s licensee and are substantially related to Opposer’s other goods, particularly because

Applicant has dressed its goods in a psychedelic, 60’s theme packaging to intentionally trade on




Opposer’s reputation and goodwill. As a result, Applicant's use of its mark on and in connection
with Applicant's Goods is likely to cause confusion, mistake and deception as to the source and
sponsorship of Applicant's Goods, all to the damage of Opposer.

7. Applicant’s Goods are likely to be sold through the same trade channels to the
same classes of customers and in the same geographical areas. As a result, purchasers and
prospective purchasers of Applicant's Goods marketed and sold under Applicant's Mark are
likely to be confused, mistaken, and deceived into believing that Applicant's Goods originate
with or are sponsored or licensed by Opposer, all to the damage of Opposer.

8. Applicant’s use of Applicant’s mark is likely to dilute, will dilute and is diluting
Opposer’s LAVA and LAVA LITE marks by blurring the distinctive nature of those marks and
lessening their ability to serve as source-indicators for Opposer’s goods.

9. If Applicant is granted the registration herein opposed, it would be placed in a
position to harass and cause annoyance to Opposer and its customers and licensees as the
registration would give Applicant prima facie rights to Applicant's Mark and all confusingly
similar marks, thereby causing damage and injury to Opposer.

10.  Due to Opposer’s priority as to its use of Opposer’s Mark and the likelihood of
confusion and dilution alleged above, Applicant is not entitled to the registration sought, and said
registration, if allowed, would be a source of injury and damage to Opposer.

11.  Applicant does not have permission from Opposer to use or register Applicant’s
Mark.

WHEREFORE, Opposer prays that this opposition be sustained and the registration

sought by Applicant be refused.




Dated this_ A3 day of August, 2002,

MICHAEL, BEST & FRIEDRICH LLP
Attorneys for Opposer

N S 722

Dyann L. Kostello
Lori S. Meddings

P.O. ADDRESS:

100 East Wisconsin Avenue
Milwaukee, Wisconsin 53202
(414) 271-6560
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United States Patent and Trademark Office  Rigisersd Doc. 16, 1997
TRADEMARK
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' . Prior U8, Cla 21 -
. » & . Reg. No, 853,625
e Unlited States Patent and Trademnrlg Office Registered July 16, 1963
Renswa) OG Dats'Sep, 26, 1989

TRADEMARK -
PRINCIPAL REGISTER .o
' LAVA LITE y

HAQGERTY ENTERPRISES, INC. (ILL)- THE WORD “LITE" IS DISCLAIMED
NOIS CORPORATION) APART FROM THE MARK AS SHOWN,
. 2321 NORTH KEYSTONE AVENUE FOR: ORNAMENTAL BLECTRICAL
. CHICAGO, IL 60633, ASSIGNEE BY  DEVICE IN THE FORM OF A LIOHT-
. . MESNE ~ASSIGNMENT, MERGER  ING UNIT OR LAMP, IN CLASS 21 (INT.

. AND CHANGB OF NAME LAVA  cpL ), : X .
, x CORPORATION (ILLINOIS CORPORA- FIRST USE 11-1-196% IN COMMERCE

TION) DES-PLAINES, IL 11-1-1963, .

SER. NO. 259,746, FILED 11-30-1946.

In testimony -whereof I have hereunto set my hand
and caused the seal of The Patent and Tradernark
Office to be affixed on Sep. 26, 1989,

COMMISSIONER OF PATENTS AND TRADEMARKS

EXHIBIT
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Int. Cls.: 14 and 28

Prior U.S. Cls.: 22 and 27 O
. . Reg. No. 1,913,221
United States Patent and Trademark Office Registered Aug. 22, 1995

TRADEMARK
PRINCIPAL REGISTER
LAVA LARRY
HAGGERTY ENTERPRISES, INC. (ILLINOIS FIRST USE 1-15-1993; IN COMMERCE
CORPORATION) 1-15-1993.
2321 NORTH KEYSTONE AVENUE
CHICAGO, IL 60639 OWNER OF U.S. REG. NO. 852,625.
FOR: WATCHES, IN CLASS 14 (U.S. CL. 27). SER. NO. 74-543,969, FILED 6-30-1994.
FIRST USE 1-1-1993; IN COMMERCE
1-15-1993, .
FOR: INFLATABLE TOYS, IN CLASS 28 (U.S. SUSANA BEATRIZ MIRABALLES, EXAMIN-
CL. 22). h ING ATTORNEY
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Int. Cls.: 35 and 40

Prior U.S. Cls.: 100, 101, 102, 103 and 106
United States Patent and Trademark Office

Reg. No. 2,334,107
Registered Mar, 28, 2000

SERVICE MARK
PRINCIPAL REGISTER

'

LAVA WORLD INTERNATIONAL

HAGGERTY ENTERPRISES, INC. (ILLINOIS
CORPORATION)

5921 WEST DICKENS AVENUE

CHICAGO, IL 606394032

FOR: WHOLESALE AND RETAIL DISTRIB-
UTORSHIPS OF ORNAMENTAL ELECTRIC
LIGHTS AND OF NOVELTY DISPLAY DE-
VICES COMPRISING CLEAR, ELONGATED
CONTAINERS HOLDING LIQUIDS AND
MOUNTED ON FULCRUMS FOR FORMING
WAVE PATTERNS WHEN TILTED AND
FRAMED ARTWORK COMPRISING SUSPEN-
SIONS OF LIQUID AND SOLIDS WHICH DE-
VELOP RANDOM SCENES BY SEDIMENTA-
TION OF SAME WHEN DISTRIBUTED, IN
CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 9-0-1995; IN COMMERCE
9-0-1995.

FOR: CUSTOM MANUFACTURE TO THE
SPECIFICATION OF OTHERS OF ORNAMEN-
TAL ELECTRIC LIGHTS AND OF NOVELTY

DISPLAY DEVICES COMPRISING CLEAR,
ELONGATED CONTAINERS HOLDING LIQ-
UIDS AND MOUNTED ON FULCRUMS FOR
FORMING WAVE PATTERNS WHEN TILTED
AND FRAMED ARTWORK COMPRISING SUS-
PENSIONS OF LIQUID AND SOLIDS WHICH
DEVELOP RANDOM SCENES BY SEDIMEN-
TATION OF SAME WHEN DISTURBED, IN
CLASS 40 (U.S. CLS. 100, 103 AND 106).

FIRST USE 9-0-1995; IN COMMERCE
9-0-1995.

OWNER OF U.S. REG. NOS. 852,625, 1,913,221,
AND 1,989,173.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “INTERNATIONAL”, APART
FROM THE MARK AS SHOWN.

SER. NO. 75-219,800, FILED 12-30-1996.

GEORGE POLOGEORGIS, EXAMINING AT-
TORNEY

EXHIBIT
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www.mbf-law.com Milwaukee, Wisconsin 53202-4108 Madison, Wisconsin
Waukesha, Wiscousin
FAX (414} 277-0656 Manitowac, Wisconsin
Telephone (414) 271-6560 Chicago, Hlinois

(Michael Best & Friedrich LLC)

M Author: Lori S. Meddings Lehigh Vailley, Pennsylvania
Writer’s Direct Line: (414) 277-3464
Email: Ismeddings@mbf-law.com Member: Lex Mundi,
A Global Network of more than

150 Independent Firms

08-26-2002
U.6. Patant & TMOSE/TM Mail ReptDt. #70 August 23,2002

Box TTAB FEE I, Les!ey A. 'Miokovich, hereby certify that tbis paper or fee is b;ing

. .. deposited with the United States Postal Service as first class mail on
Assistant Commissioner for the date of my signature and is addressed to the Assistant

Trademarks ggzn(x)?iigilo;er for Trademarks, 2900 Crystal Drive, Arlington, VA
2900 Crystal Drive ’
Acingion, VA 222023513 sty 0. uottrne X
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Date: ?’33‘(}3

Re:  Trademark Opposition to Serial No. 76/335,477

Dear Sir:

Enclosed please find the original and two copies of a Notice of Opposition and a check in
the amount of $300.00 for the requisite fee. Please charge any underpayment or credit any
overpayment to Deposit Account No. 13-3080.

Very truly yours,

MICHAEL BEST & FRIEDRICH LLP

43376-9228
Enclosures



