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U8 Patont & TMOte/Tut gy Rept Dt #26
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/034,555
Published in the Official Gazette of January 22, 2002

___________________________________________ x
SANOFI-SYNTHELABO, INC. :
Opposer, :

v. : Opposition No.
Sexual Medicine Labatories :
Applicant. :
____________________________________________ x

NOTICE OF OPPOSITION

SANOFI-SYNTHELABO, INC., a corporation organized and
existing under the laws of Delaware, located and doing business at
90 Park Avenue, New York, New York 10016, believes it will be
damaged by registration of the mark shown in Serial No. 78/034,555,

and hereby opposes the same.

The grounds for opposition are as follows:

1., (a) By the application herein opposed, Applicant
seeks to register the mark DEFEROL for a "Dietary Supplement" in

Class 5 (hereinafter "opposed goods®).
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(b) The opposed application was filed under Section

1(a) of the Act on November 9, 2000.

(c) Upon information and belief, the mark DEFEROL
was not used on the opposed goods in the United States prior to

July 1, 2000.

2. Since long prior to the claimed date of first use of
the opposed application, Opposer has been engaged in the business
of manufacturing and selling, throughout the United States, a large

variety of medicinal and pharmaceutical preparations.

3. Opposer 1is the owner of the trademark DEMEROL.
Since long prior to the claimed date of first use of the opposed
apélication, Opposer has continuously marketed, in interstate
commerce, an antispasmodic and analgesic pharmaceutical preparation

identified by the trademark DEMEROL.

4, Opposer’s trademark DEMEROL isgs registered on the
Principal Register in the United States Patent and Trademark Office
under No. 381,130 of September 10, 1940 for an "antispasmodic and
analgesic preparation" in Class 5. A printout of that registration
from the U.S. Patent and Trademark Office’s TESS database is
annexed hereto as Exhibit A. Said registration is wvalid,

subsisting, uncancelled and unrevoked. Opposer is the owner of



said registration, the trademark shown therein, and the good will

of the business connected with and symbolized by said trademark.

5. Opposer, and its predecessors in business, have
substantially advertised and promoted the antispasmodic and
analgesic preparation under the trademark DEMEROL in the United
State and have marketed extensive quantities of that product under
the DEMEROL trademark. By reason thereby, and by reason of the
extensive and long continuous sale of the goods, and due to the
excellent quality thereof, a very valuable good will has been built

up in Opposer’s mark DEMEROL.

6. The mark DEFEROL shown in the opposed application so
closely resembles Opposer’s prior mark DEMEROL as to be likely,
when applied to Applicant’s goods, to cause confusion or to cause

mistake, or to deceive.

7. All the acts complained of herein by Opposer have

occurred without its consent.

8. If Applicant were permitted to use and register the
mark DEFEROL, confusion would be caused by reason of the close
similarity between the mark DEFEROL and Opposer’s prior mark
DEMEROL, which are applied to dietary supplements and

pharmaceutical preparations respectively. Such confusion may



result in injury to the health of patients and may damage the
reputation which Opposer has established for its antispasmodic and
analgesic pharmaceutical preparation identified and distinguished

by its prior mark DEMEROL.

9. If Applicant were granted the registration applied

for, it would thereby obtain the prima facie exclusive right to use

the opposed mark, and all marks likely to be confused therewith,
for the dietary supplements specified in the opposed application
and all related preparations. Such registration would be a source

of damage and injury to Opposer.

10. Opposer cannot control the quality of Applicant’s
goods. The use of the opposed mark would, therefore, place in
jeopardy, Opposer’s reputation symbolized by its well-known and

invaluable trademark DEMEROL.

WHEREFORE Opposer prays that Application Serial No.
78/034,555 be rejected and that the registration of the mark shown
therein for the opposed goods be denied.

von MALTITZ, DERENBERG, KUNIN,
JANSSEN. & GIORDANO

w K~ 000,

Ronald S. Kadden

A Member of the Firm

60 East 42nd Street

New York, New York 10165
Telephone: (212) 661-1400
Attorneys for Opposer

May 21, 2002



s - % ‘ 4 - £
FESS - Document Display Page 1 of |

rO Home NeWUSER. | STRUCTURED [Frre o] Browsr o

*
LisPTo

TESS was last updated on Tue May 21 04:10:43 EDT 2002

lease logout when you are done to release system resources allocated for you.

Record 1 out of 1

Typed Drawing

s

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date

Registration
Number

Registration
Date

Owner

Assignment
Recorded

Attorney of
Record

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

(CART cosntalns current status, correspondence address qad pitorney of reesed il ks Do
TEaeh” button of the Interner Browser fo vetues (o TESS)

DEMEROL

IC 005. US 018. G & S: Antispasmodic and Analgesic Preparation. FIRST USE: 19400430. FIRST USE
IN COMMERCE: 19400430

(1) TYPED DRAWING

71431897
May 14, 1940

0381130

September 10, 1940

(REGISTRANT) Alba Pharmaceutical Company, inc. CORPORATION NEW YORK 80 Varick Street
New York NEW YORK 10010

(LAST LISTED OWNER) SANOFI-SYNTHELABO INC. CORPORATION BY ASSIGNMENT, BY
CHANGE OF NAME, BY MERGER, BY CHANGE OF NAME, BY ASSIGNMENT, BY CHANGE OF
NAME, BY CHANGE OF NAME DELAWARE 90 PARK AVENUE NEW YORK NEW YORK 10016

ASSIGNMENT RECORDED

DIANE DONNELLY

TRADEMARK

PRINCIPAL

SECTION 8(10-YR) 20010222.
3RD RENEWAL 20010222

LIVE
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Notice of Opposition by Sanofi-Synthelabo, Inc.
Against Application Serial No. 78/034,555
Filed by Sexual Medicine Labatories

CERTIFICATE OF EXPRESS MAIL UNDER 37 CFR 1.10

"Express Mail" mailing label number EL 910671711 US
Date of Deposit May 21, 2002

I hereby certify that this Notice of Opposition and fee, are
being deposited with the United States Postal Service "Express Mail
Post Office to Addressee” service under 37 CFR 1.10 on the date
indicated above and is addressed to Box TTAB/FEE, Assistant
Commissioner for Trademarks, 2900 Crystal Drive, Arlington,

Virginia 22202-3513,
“%(214&%&4AL5(£;277°’\2/Z£%

Rosemary Donkelly
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60 EAST 42ND STREET
NEW YORK, N. Y. 10185 TELEPHONE (212) 661-1400
FAX (212) 370-1819

EXPRESS MAIL

May 21, 2002

Box TTAB/FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

Sir:

In the matter of the opposition by Sanofi-Synthelabo, Inc. against Serial No.
78/034,555 filed by Sexual Medicine Labatories and published in the Official Gazette on
January 22, 2002, we enclose the following:

Q) Original and duplicate original of the opposition with Exhibit A;

2) Our check in the amount of $300.00 in payment of the statutory fee;

3) Acknowledgement postcard.

Please stamp and return the postcard as your acknowledgement' of safe receipt.

Also, please charge our Patent and Trademark Office Deposit Account No. 22-0560
for any additional fees that may be required.

All correspondence or communications concerning this opposition should be directed
to the undersigned.

Very truly yours,

PassDs JHRQ,

Ronald S. Kadden

RSK:RD
Enclosures

IC



