IN THE UNITED STATES -PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Keds Corporation and
SR Holdings, Inc.

Opposers,

SALOMON S.A,,

Respondent.

/x
| R -+

08-05-2002

U.S. Patent & TMOfe/TM Mail Rept Dt. #74
Opposition No. 91151690

Mark: MISCELLANEOUS DESIGN
Serial No. 75/634512

Transmitted herewith is/are the following;

X ANSWER AND COUNTERCLAIMS (w/ certificate of mailing);

X - Check for $900.00; and

X Other Acknowledgament Postcard

<

>

Dated: August 1, 2002

The Commissioner is Authorized to charge any additional fees required, or to credit any
overpayment to Account No. 02-1435. A duplicate copy of this sheet is enclosed.

A check in the amount of $ is enclosed.

| hereby certify that this correspondence is being deposited with the United States
Postal Service as First Class Mail, postage prepaid, in an envelope addressed to:
Assistant Commissioner for Trademarks - BOX TTAB - FEE - 2900 Crystal Drive,
Arlington, VA 22202-3513 on August 1, 2002.

Respectfully submitted,
- HART, BAXLEY, DANIELS & HOLTON

Pl ads
CHARLES E. BAXLEY
Attorney of Record
59 John Street, Fifth Floor
New York, New York 10038
Tel: (212) 791-7200
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Salomon S.A,, x ' ANSWER AND COUNTERCLAIﬁS o=

Respondent. i "g

- [

Respondent ‘and counterclaimant Salomon S.A., by and through its
undersigned attorneys, Haﬁ, Baxley, Daniels & Holton, without waiving any rights due to
insufficiency of the Notice of Opposition filed by Opposer and saving unto itself all
defenses at law and in éduity,_ and denying all matters pleaded in said Notice of
Opposition, unless expressly admitted hereby, Answer and allege Counterclaims as
follows:

1. Respondentis without_sufﬁcient knowledge or information to form a belief as
to truth of allegations contained in Paragraph 1 of the Notice of Opposition and therefore
denies same leaving Opp_c;:c,er to its proofs.

2. Resrpondent is with‘out-sufficient knowledge or information to form a belief as
to truth of allegations contéined in Paragraph 2 of the Notice of Opposition and therefore
denies same leaving Opposer to its proofs.

3. Respondent is without sufficient knowledge or information to form a belief as
to truth of allegations contéined in Paragraph 3 of the Notice of Opposition and therefore
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denies same Ieavihg Oppoéér to its proofs.

4, Respondent is without sﬁfﬁcient knowlédge or information to form a belief as
to truth of allegat-ions contair;ed in Paragraph 4 of the Notice of Opposition and therefore
denies same leaving Opposérto its proofs.

5. Respondent is without sufficient knowledge or information to form a belief as
to truth of aIIegationscontaiﬁed in Paragraph 5 of the Notice of Opposition and theréfore

denies same leaving Opposer to its proofs.

0. Respondent admits allegations contained in Paragraph 6 of the Notice of
Opposition.

7. Respondent d'énies allegations contained in Paragraph 7 of the Notice of
Opposition. | |

8. Respondent admits that the United States Supreme Court decided Wal-Mart
Stores, Inc. v. Samara B_fos., 'Inc., 529 U.S. 206 (2000), prior to May 19, 2000.
Respondent is without sufficient knowledge or ihformation to form a belief as to remaining
allegations contained in Ra_fagraph 8 df the Notice of Opposition and therefore denies
same leaving Opposer to its proofs.:

9. Respondent :c;ienies allegations contained in Paragraph 9 of the Notice of
Opposition. |

10. Respondent denies allegations contained in Paragraph 10 of the Notice of
Opposition. )

WHEREFORE, Respondent requests that Opposer's Notice of Opposition be
dismissed with prejudice aﬁd that judgment be entered in favor of Respondent.
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COUNTERCLAIMS

Respondent and counterclaimant Salomon S.A., organized and existing under laws
of France, having a principal address at Lieu-dit La Ravoire 74370 Metz-Tessy, France,

by and through its undersigned attorneys, believes it is being and will be damaged by

- registration of the following:

U.S. TM Reg. (Supp.) 1,819,585 MISCELLANEOUS DESIGN
issued February 1, 1994

U.S. TM Reg. (Supp.) 1,819,586 MISCELLANEOUS DESIGN
issued February 1, 1994

US. T™ Reg'.'(Supp.) 1,819,587 MISCELLANEOUS DESIGN
issued February 1, 1994

and hereby petitions to cancel said registrations. The grounds for cancellation and
Respondent’s counterclaims are asrf‘ollows:
" FIRST COUNTERCLAIM FOR

CANCELLATION OF
U.S. TRADEMARK REGISTRATION No. 1,819,585

1. Counterclaimant believes and therefore alleges that the design mark depicted
in United States Trademark:Registration No. 1,819,585 does not function and is incapable
of functioning as a trademark inasmhch as said mark (a) merely is ornamental, (b) serves
a purely aesthetic fdnction’,f(c) serves a purely utilitarian function, and (d) is incapable of
acquiring distinctiveness abs: an identification of source.

2. Counterclaimant believes and therefore alleges that Opposer’s des_ign mark
depicted in United States Trademark Registration 1,819,585, so resembles

Counterclaimant’s previously used trademark depicted in United States Trademark




Application Serial No. 75/634,512 MISCELLANEOUS DESIGN as to be likely, when used
onorin connection'with 'Opquser’s goqu, to cause conﬂjsion, or to cause mistake, or to
deceive. 15 U.S.C. § 1052(d).

éECOND COUNTERCLAIM FOR

: CANCELLATION OF
U.S. TRADEMARK REGISTRATION No. 1,819,586

3. Counterclaimant believes and therefore alleges that the design mark depicted
in United States Trademark Registration No. 1,819,586 does not function and is incapable
of functioning as a trademark inaémtjch as said mark (a) merely is ornamental, (b) serves
a purely aesthetic function,f(c) serves a purely utilitarian function, and (d) is incapable of
acquiring distinctiveness asjgén idenﬁ_ﬁcation of source.

4. Counterclaimant believes and therefore alleges that Opposer’s design mark
depicted in United Stafes Trademark Registration 1,819,586, so resembles
Counterclaimant’s previously us'ed- trademark depicted in United States Trademark
Application Serial No. 75/634,512 MISCELLANEOUS DESIGN as to be likely, when used
on or in connection with Opi;-:)oser’s goods, to cause confusion, or to cause mistake, or to
deceive. 15 U.S.C. § 1052'(_‘d).

THIRD COUNTERCLAIM FOR

_ CANCELLATION OF
U.S. TRADEMARK REGISTRATION No. 1,819,587

5. Counterclaim_ént believes and therefore alleges that the design mark depicted
in United States Trademark-Registration Nc‘). 1,819,587 does not function and is incapable
of functioning as a trademark inasmuch as said mark (a) merely is ornamental, (b) serves
a purely aesthetic function, (c) sérves a purely utilitarian function, and (d) is incapable of
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acquiring distinct'i\)eness as an identiﬁcatibn of source.

6. Counterclaimant believes and therefore alleges that Opposer’s design mark
depicted in United States Trademark Registration 1,819,587, so resembles
Counterclaimant;s pre\)iously used trademark depicted in United States Trademark
Application Serial No. 75/634,512 MISCELLANEOQOUS DESIGN as to be likely, when used
on or in connection with Op’poser‘s goods, to cause confusion, or to cause mistake, or to
deceive. 15 U.S.C. § 1052(d).

WHEREFORE‘, Respondenf and Counterclaimant requests that United States
Trademark Registration No}.l_1 ,819,585, No. 1,819,586 and No. 1,819,587 be cancelled.

Enclosed herewith is a check for $900.00 to cover-the required fee. The
Commissioner is authorizéd to charge any additional fees required, or to credit any
overpayment to Account Nq. 02-145.

- HART, BAXLEY, DANIELS & HOLTON

Dated: August1,2obz - @X A / / g

Ct@Zs E. Baxley
Joseph T. Murray
Attorneys for Respondent/Counterclaimant

- 59 John Street - Fifth Floor
New York, New York 10038
 Tel: (212) 791-7200
Fax: (212) 791-7276

Enclosure
$900.00 Check




MAILING CERTIFICATE

| hereby certify that this correspondence is being
Bepos»ted with the United.States Postal Service as first-
class mail in an envelope addressed to: Assistant
Commissioner for Trademarks, 2900 Crystal Drive,
Arhngton, VA 22202-3513, on the date indicated below:

Joseph T. Murray

~Attorney's Name
VA
igpature
& g/t [0%

T Date




.CERTIFICATE OF SERVICE
~ (Opposition No. 91151690)

| hereby certify that on August 1, 2002 a true and exact copy of the foregoing
ANSWER AND COUNTERCLAIMS was served on Opposer by United States Postal
Service Express Mail, postagé prepéid ,inan envelope addressed to attorneys for Opposer
as follows:

John A. Mizhir, Jr., Esq.

Fish & Richardson P.C.

4350 La Jolla Village Dr., Ste. 500
San Diego, CA 92122

Rz
4




