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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of: Sirius Satellite Radio, Inc.

Serial No. 76/184,574 K_,/-——//”“
Date Filed: December 21, 2000 A
Date Published: January 1, 2002
Mark: DOG DESIGN 04-09-2002
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PANAMSAT CORPORATION

Opposer,

V. Opposition No.

SIRIUS SATELLITE RADIO, INC,,

T o B T S g TR S e

Applicant.

NOTICE OF OPPOSITION .

D

PanAmSat Corporation, a corporation organized and existing under -
the laws of Delaware (“Opposer”), believes that it will be damaged by':.t-;he':
registration of the mark shown in Serial No. 76/184,574 as it relates to goods and
services in International Classes 9, 35, and 38, namely, equipment for receiving
broadcast radio transmissions, namely, radios, tuners, decoders, demodulators,
receivers and antennas; computerized online retail services in the field of music;
and broadcasting services, namely, a multi-channel radio service broadcast directly
to vehicles and stationary objects, and hereby opposes registration of the DOG
DESIGN mark. As grounds therefor, it is alleged:

1. Opposer, PanAmSat Corporation, is a corporation incorporated
under the laws of Delaware with its principal place of business at 20 Westport

Road, Wilton, Connecticut 06897. Applicant, Sirius Satellite Radio, Inc. is a
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Delaware corporation with its principal place of business at 1221 Avenue of the
Americas, 36th floor, New York, New York 10020.

2. Opposer PanAmSat Corporation, by it and through its
predecessors, has been engaged for approximately ten (10) years in the provision of
satellite communications services. Today, Opposer is a leading provider of global
video and data broadcasting services, including radio broadcasting services, via
satellite. It builds, owns and operates networks that deliver entertainment and
information to cable television systems, TV and radio broadcast affiliates, direct-to-
home TV operators, Internet service providers, telecommunications companies and
corporations. Its customers include radio and television broadcasters and car
companies. Opposer has twenty-one (21) spacecraft in orbit today and has the
world’s largest commercial geostationary satellite network.

3. In the early 1980’s, the founder of Opposer PanAmSat
Corporation, Mr. Rene Anselmo, created Spot the Dog in connection with his
campaign to end the governmental bureaucfacy in the satellite communications
industry and to dismantle the monopoly held by the government-backed Intelsat,
and its brand Comsat, that refused to allow other companies to enter the
commercial satellite business. For example, Spot was used in the highly-publicized
letter-writing campaigns by Rene Anselmo to federal regulators and Presidents
Reagan and Bush.

4. Since at least as early as 1991, Opposer PanAmSat Corporation

and its predecessors have used as a designation of origin of its satellite



communications services throughout the world a cartoon character known as “Spot
the Dog.”

5. Shortly after the creation of the Spot the Dog cartoon character,
Spot appeared in a variety of print media publicizing Mr. Anselmo’s efforts to
liberalize the satellite communications market, including in: (i) posters depicting
Spot puddling with the logo “Truth and Technology Will Triumph over Bullshit and
Bureaucracy,” which Rene Anselmo brought with him when he testified before
Congress; (ii) cartoon strips, placed in nationally cirgulated publications such as the
New York Times newspaper, symbolizing the fight of Mr. Anselmo and his dog Spot
against a powerful monopolistic corporation and government lobbyists; and
(111) advertisements.

6. Opposer PanAmSat Corporation includes a depiction of Spot the
Dog on the nosecones of many of its satellites, launches for which are widely
publicized and attended by Opposer’s customers, and models of which are on
current display for Opposer’s customers. Additionally, since the early 1990’s,
Opposer has used Spot the Dog character, and various designs for that character, on
a range of promotional products like T-shirts, watches, key chains, pins, stress
balls, stickers, luggage tags, mousepads and stuffed animals. Those products are
given away to potential customers at trade shows and to actual PanAmSat
customers by their salespeople.

7. As a result of Opposer’s widespread use and publicity of the Spot

the Dog character, Spot the Dog became famous for Opposer’s revolutionary strides
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within the satellite communications business. In fact, well known and widely

circulated publications, newspapers, and magazines, such as Business Week, The

Economist, Aviation Week and Space Technology, Edge Publishing, Crain

Communications, Federal News Service, Communications Daily and the New York

Times have acknowledged Spot’s fame.

8. The Spot the Dog character has played a unique role in Opposer
PanAmSat Corporation’s history and today serves as a distinctive symbol of
Opposer and its technological advancements and innovations in the satellite
communications business. Indeed, Opposer adopted Spot’s name as the symbol for
Opposer’s listing on the National Association of Securities Dealers (‘NASDAQ”) and
Spot’s name has been incorporated in various PanAmSat-branded services such as
Internet connections services called SPOTbytes, cable services called SPOTcast and
voice and data services called SPOTel.

9. To protect the fame and goodwill of the Spot the Dog character
and design thereof, Opposer obtained a federal registration for one design of Spot
the Dog (hereinafter referred to as the “Spot the Dog Design”): the federal
registration issued on March 22, 1994, under Registration No. 1,827,748, for
“satellite communications services.” In this mark Spot the Dog appears with one
leg up and is peeing. A true and correct copy of the Registration is attached hereto
as Exhibit 1.

10.  The federal trademark registration described above is valid and

subsisting and remains in full force and effect. Moreover, pursuant to the



provisions of Section 14 of the Lanham Act, 15 U.S.C. § 1065, Registration No.
1,827,748, for this Spot the Dog Design is now incontestable as that term is defined
in Section 15 of the Lanham Act.

11.  Opposer also owns federal registrations for other Spot the Dog
Design marks for satellite communications services, including Registration No.
2,627,335, issued January 8, 2002, for Spot the Dog kicking a soccer ball (Exhibit 2);
Spot the Dog in a space outfit, Registration No. 2,529,728 (Exhibit 3); PANAMSAT
and SPOT THE DOG DESIGN mark, Registration No. 2,333,288 (Exhibit 4); and
THE TRIUMPH OF TRUTH AND TECHNOLOGY PANAMSAT and SPOT THE
DOG DESIGN, Registration No. 2,527,334 (Exhibit 5).

12. Opposer has used its federally registered Spot the Dog Design
marks, as well as numerous variations thereof (Exhibit 6), in connection with the
provision of satellite communications services. As a result of this use, Opposer built
valuable goodwill in the Spot the Dog Design mark in the United States and
throughout the world.

13.  Since prior to any acts of Applicant Sirius Satellite Radio, Inc.
complained of herein, and by virtue of the foregoing widespread use and promotion
of the marks using the Spot the Dog Design, Opposer has become widely known
throughout the United States and the world for its use of that design; that design is
now famous, and has become synonymous with and distinctive of Opposer, its
businesses and services. The goodwill associated with the character Spot the Dog

and variations thereof, is one of Opposer’s most valuable assets.
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14. The Spot the Dog character and design has become generally
recognized as associated exclusively with the satellite communications services of
Opposer. In the past, Opposer has taken active steps to protect the design of Spot
the Dog so that it would continue to be associated with and denote said Opposer’s
satellite communications services in the United States and elsewhere.

15. Opposer has expended substantial sums in advertising and
promotion of its mark Spot the Dog design and has engaged in extensive advertising
of its services using the design.

16. The satellite communications services sold, rendered and
promoted by Opposer have enjoyed a high degree of public recognition over the
years so that consumers, including but not limited to radio and TV broadcasters and
car companies, have associated and will continue to associate the quality and
reputation for excellence of Opposer’s satellite communications services with the
Spot the Dog design.

17.  Applicant has filed its application to register the Design of a
Dog, serial no. 76/184,574, for equipment for receiving broadcast radio
transmissions, namely, radios, tuners, decoders, demodulators, receivers and
antennas in International Class 9; computerized online retail services in the field of
music in International Class 35; and broadcasting services, namely, a multi-channel
radio service broadcast directly to vehicles and stationary objects in International
Class 38. The mark was published for opposition in the Official Gazette of January

1, 2002.
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18. While the Dog Design depicted in Applicant’s trademark

application is not used on Applicant’s Internet site located at www.siriusradio.com,

several other variations of the same Dog Design mark do appear (Exhibits 7, 8 and
9). The Dog Design in the trademark application and these other Dog Design marks
are virtually identical in appearance to Opposer’s Spot the Dog Design marks. Like
Opposer’s Spot the Dog Design, Applicant’s Dog design depicts a cartoon-like dog
with floppy ears and a black circle around one eye, and in the case of Exhibit 9,
Applicant’s Dog even has its hind legs lifted in a similar position to Opposer’s Spot
the Dog designs appearing at Exhibits 1 and 2. In addition, as in the case of
Opposer’s Spot the Dog Design, Applicant promotes its Dog design as a symbol of
the “revolutionary” aspects of Applicant’s satellite communications-related goods
and services. Among its many partners are Opposer’s direct customers, TV and
radio broadcasﬁers and major U.S.' and foreign car companies.

19. It is apparent that well after Opposer established its right to its
Spot the Dog design, and variations thereof, by its use and federal applications,
Applicant chose confusingly similar dog design marks for its satellite
communications-related goods and services without permission or license from
Opposer.

20. It is apparent that Applicant plans to use its marks consisting of
the Spot the Dog;like designs with the intention of causing confusion and/or
wrongfully trading on the goodwill and reputation of Opposer. In either event, it

will have the inevitable result of causing confusion and uncertainty.




21.  Upon information and belief, Applicant’s adoption and use of the
Spot the Dog-like designs is intended to cause damage to Opposer, to confuse
customers as to the source of origin of its satellite communications-related goods
and services and to trade on the goodwill and reputation associated with Opposer’s
Spot the Dog design, and variations thereof, and, further, is done in willful and
deliberate disregard of Opposer’s prior and superior rights, and of the obvious
likelihood of confusion of the consumer engendered by Applicant’s use of a Spot the
Dog-like design that is confusingly similar to Opposer’s Spot the Dog design, and
variations thereof, and registered service marks.

22.  Opposer would be damaged by Applicant’s registration of the
DOG DESIGN mark in that any use by Applicant of the mark in connection with
the goods and services applied for by Applicant, which are satellite communications-
related, is likely to cause confusion, mistake or deception as to the source or
sponsorship of Applicant’s goods and services, and has caused and will continue to
cause serious and irreparable damage to the reputation and goodwill of Opposer in
its SPOT DOG DESIGN mark, for which Opposer is without an adequate remedy at
law.

23.  If Applicant is granted the registration herein opposed, it would
thereby obtain at least a prima facie exclusive right to the use of the DOG DESIGN
marks for satellite communications-related goods and services. Such a registration

would be a source of damage and injury to Opposer.




WHEREFORE, Opposer deems that it is or will be damaged by the
registration of the mark shown in Serial No. 76/184,574 and opposes the
registration thereof.

A duplicate Notice of Opposition is being filed herewith, along with the
filing fee required in Section 2.6 of the Rules of Practice. Should the filing fee prove
to be inadequate or become detached from this filing, please charge the same to
Deposit Account No. 501542.

Respectfully submitted,

HOLZND&KNIGHT , W/
By: ‘

Deborah L. Kramm

2099 Pennsylvania Avenue, N.-W.
Suite 100

Washington, D.C. 20006

(202) 955-3000

Attorneys for Opposer
PanAmSat Corporation

Dated: W\S, MJ/Z/

WAS1 #1074523 v1
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‘ Int. Cl: 38 . @ | )
Prior U.S. CL: 104 | | |
. . Reg. No. 1,827,748
United States Patent and Trademark Office Registered Mar. 22, 1994
SERVICE MARK

PRINCIPAL REGISTER

7-27-1992; IN COMMERCE

PANAMSAT, L.P. (DELAWARE LIMITED FIRST USE
PARTNERSHIP) - 7-27-1992.
ONE PICKWICK PLAZA, SUITE 270 o ‘
SER. NO. 74-383,446, FILED 4-27-1993.

GREENWICH, CT 06830
i FOR: SATELLITE COMMUNICATION SERV-  PATRICIA HORRALL, EXAMINING ATTOR-
ICES, IN CLASS 38 (U.S. CL. 104). NEY o

"\._:"
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Int. Cl.: 38
Prior U.S. Cls.: 100, 101 and 104

) Reg. No. 2,527,335
United States Patent and Trademark Office  Registered Jan. 8, 2002

SERVICE MARK
PRINCIPAL REGISTER

" PANAMSAT CORPORATION (DELAWARE COR- OWNER OF U.S. REG. NOS. 1,827,748, 2,333,288
PORATION) AND OTHERS. - :

ONE PICKWICK PLAZA, SUITE 270 ,

GREENWICH, CT 06830

FOR: SATELLITE COMMUNICATIONS SERVI-
CES, IN CLASS 38 (U.S. CLS. 100, 101 AND 104).

FIRST USE 6-0-1997; IN COMMERCE 6-0-1997, KIM SAITO, EXAMINING ATTORNEY

SER. NO. 76-217,737, FILED 3-1-2001.




Int. Cl.: 38

Prior U.S. Cls.: 100, 101 and 104 |
‘ Reg. No. 2,529,728
United States Patent and Trademark Office  Registered Jan. 15, 2002

SERVICE MARK
PRINCIPAL REGISTER

PANAMSAT CORPORATION (DELAWARE COR- OWNER OF U.S. REG. NOS. 1,827.748, 2,333,288
PORATION) AND OTHERS.

ONE PICKWICK PLAZA, SUITE 270
GREENWICH, CT 06830 ..

FOR: SATELLITE COMMUNICATIONS SERVI-
CES, IN CLASS 38 (U.S. CLS. 100, 101 AND 104).

FIRST USE | 1-0-i997; IN COMMERCE 11-0-1997. KIM SAITO, EXAMINING ATTORNEY

SER. NO. 76-217,735, FILED 3:1-2001.
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Int. Cl.: 38
Prior U.S. Cls.: 100, 101 and 104

Reg. No. 2,333,288

United States Patent and Trademark Office  Registered Mar. 21, 2000

SERVICE MARK
PRINCIPAL REGISTER

PANAMSAT CORPORATION (DELAWARE

CORPORATION)
ONE PICKWICK PLAZA, SUITE 270
GREENWICH, CT 06830

FOR: SATELLITE COMMUNICATIONS
SERVICES, IN CLASS 38 (U.S. CLS. 100, 101
AND 104).

FIRST USE
3-0-1997.

OWNER OF U.S. REG. NO. 2,014,640.

THE STIPPLING CONSTITUTES SHADING.

3-0-1997; IN COMMERCE

SER. NO. 75-736,665, FILED 6-24-1999.
AUMA REGGY, EXAMINING ATTORNEY




Int. Cl.: 38
Prior U.S. Cls.: 100, 101 and 104 .

Reg. No. 2,527,334
United States Patent and Trademark Office Registered Jan. 8, 2002

SERVICE MARK
PRINCIPAL REGISTER

$PanAmSat.
PANAMSAT CORPORATION (DELAWARE COR- OWNER OF U.S, REG. NOS. 201,640, 2,333,288 AND
PORATION) _ OTHERS. :
ONE PICKWICK PLAZA, SUITE 270
GREENWICH, CT 06830 THE MARK CONSISTS, IN PART, OF THE STY-

LIZED LETTERS PP.
FOR: SATELLITE COMMUNICATIONS SERVI- ' :
CES, IN CLASS 38 (U.S. CLS. 100, 101 AND 104). - SER. NO. 76-217,734, FILED 3-1-2001.

. FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. KIM SAITO, EXAMINING ATTORNEY .
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CERTIFICATE OF MAILING

I hereby certify that this Notice of Opposition is being mailed by first class
mail, postage prepaid, to the Trademark Trial and Appeal Board, 2900 Crystal
Drive, South Tower Building, 9th Floor, Arlington, Virginia 22202 this 8th day of

April, 2002.

~

Kimberly Hogter




