IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

VOO

PIZZ.A DONINI, INC. (Massachusetts),

11-27-2002

U.S. Patent & TMOfc/TM Mail Rept Dt. #30

Opposition No. 151,014

Opposer,
V.

PIZZA DONINI, INC. (Canada),
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Applicant.

ANSWER TO AMENDED NOTICE OF OPPOSITION

Applicant, Pizza Donini, Inc., hereby answers the Amended Notice of Opposition herein, as
follows.

1. Applicant DENIES each and every allegation of the Amended Notice of Opposition
which Opposer pleads as “grounds” for the opposition.

AFFIRMATIVE DEFENSES ‘ :

In addition to the foregoing, Applicant pleads the following affirmative defenses:ﬁf‘;

2. Applicant has priority, based on Applicant’s registration no.2,101,141, fo;’IZZA
DONINI, for restaurants and restaurants featuring fast food for carry out and home deliverﬁ{,ﬁwhich_
has a priority date, and confers upon Applicant a constructive use date, of June 28, 1996. - \

3. Opposer lacks standing to bring the present opposition.

4. Opposer sold any “rights” it had in PIZZA DONINI as of May, 1998.

5. Opposer has not used the PIZZA DONINI mark for at least three years prior to filing
the Amended Notice of Opposition.

6. Opposer has abandoned any “rights” in the PIZZA DONINI mark.

7. Opposer has committed fraud on the U.S. Patent and Trademark Office.
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8. Opposer copied Applicant’s prior PIZZA DONINI mark.

9. Any use by or on behalf of Opposer of the PIZZA DONINI mark was/is an
infringement of Applicant’s prior rights in, and federal registration of, the PIZZA DONINI mark.

10.  Any use by or on behalf of Opposer of the PIZZA DONINI mark was/is in violation
of Applicant’s prior rights in its PIZZA DONINI trade name and commercial name, under §44(g)
of the Lanham‘Act, 15 U.S.C. §1126g. |

11.  Any use by or on behalf of Opposer of the PIZZA DONINI mark
constituted/constitutes unfair competition with respect to Applicant’s prior rights in, and federal
registration of, the PIZZA DONINI mark, under §44(h) of the Lanham Act, 15 U.S.C. §1126h.

12.  Opposer never made any lawful use of the PIZZA DONINI mark.

13.  The Amended Notice of Opposition must be denied, pursuant to 15 U.S.C. §1126g.

14.  The Amended Notice of Opposition must be denied, pursuant to 15 U.S.C. §1126h.

15.  Opposer is estopped by the doctrines of laches, acquiescence, unclean hands, and
equitable estoppel from bringing and/or maintaining the present opposition.

WHEREFORE, Applicant prays that:

A. Judgment herein be entered in favor of Applicant and against Opposer;

B. The Amended Notice of Opposition be dismissed with prejudice;

C. A Notice of Allowance issue for application serial no. 76/105,450.

PIZZA DONINI, INC.

By: ./%éz%

Marsha G. Gentner
JACOBSON HOLMAN, PLLC
400 Seventh Street, N.W.
Washington, D.C. 20004
(202) 638-6666

Dated: November 27, 2002 Attorneys for Applicant




CERTIFICATE OF SERVICE

I hereby certify that on this 27" day of November, 2002, a true copy of the foregoing Answer
to Amended Notice of Opposition was served by first-class mail, postage prepaid, upon counsel for
Opposer:

Maggie A. Lange, Esquire
Perkins, Smith & Cohen, LLP
One Beacon Street

Boston, Massachusetts 02108




