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Opposition No. 150,652

Mario Valente Collezioni, Ltd.

Applicant. :

OPPOSER’S REPLY TO APPLICANT’S OPPOSITION TO OPPOSER’S
MOTION REQUESTING AN ORDER 1) FOR APPLICANT TO SUPPLEMENT
ITS RESPONSES TO OPPOSER’S FIRST SET OF INTERROGATORIES AND

FIRST REQUEST FOR ADMISSIONS:; 2) FOR A SUSPENSION OF THE

PROCEEDINGS; AND 3) FOR SANCTIONS; OPPOSER’S OPPOSITION TO
APPLICANT’S CROSS MOTION TO COMPEL OPPOSER TO RESPOND TO
APPLICANT’S SECOND SET OF DISCOVERY REQUESTS

Opposer Mario Valentino S.p.A. (“Mario Valentino” or “Opposer”) submits this
reply to Applicant’s opposition to Opposer’s motion seeking an order 1) compelling
supplementation of responses by Applicant to Opposer’s First Set of Interrogatories and
First Request for Admission, 2) to suspend proceedings; and 3) for sanctions; and in
opposition to the cross motion filed by Applicant Mario Valente Collezioni, Ltd. (“Mario
Valente” or “Applicant”) for an order compelling Mario Valentino to respond to

Applicant’s Second Set of Interrogatories.



L Opposer’s Reply to Applicant’s Opposition to Opposer’s Motion to Compel
Applicant to Supplement Its Responses to Opposer’s First Set of Interrogatories
and First Request for Admissions

A. Interrogatory Nos. 6 and 17

Applicant appears to claim that Opposer’s motion to compel with regard to
interrogatory nos. 6 and 17 is moot, because “Applicant intends to supplement its
response.” The simple fact is that as of this date, Applicant has not yet supplemented its
response to these two interrogatories. Hence, notwithstanding Applicant’s self-serving
statement of intention and the failure to assert any excuse for its failure to provide this
discovery previously, Opposer respectfully requests that the Board order the service of a
supplemental response to these two interrogatories. Otherwise, Opposer will be required

to file yet another motion for these discovery requests at a later date.

B. Opposer’s Requests for Admission Nos. 1-6

As Opposer recounted in greater detail in its moving papers, these Requests relate
to the issue of Applicant’s adoption of its purported trademark, MARIO VALENTE,
which appears to be the name of a living individual. If this proves to be true, and
Applicant had not secured this individual authorization to use his name, this could serve
as a further basis for opposing Applicant’s application. Applicant has not contested the
validity of this legal principle.

Second, Applicant’s prior discovery responses suggest that Applicant’s mark does
reference a living individual and that Applicant had not obtained this individual’s consent
to register his name as a trademark for Applicant’s goods. Applicant has not contested

the validity of these facts.




Rather, Applicant’s sole basis for objecting to these Requests is that the existing
“Notice of Opposition [ ] relies on alleged likelihood of confusion as the sole basis for
this proceeding [and] [nJowhere does Opposer assert any challenge to the [sic]
Applicant’s ownership of the mark or the validity of the application or the statements
therein.” Applicant’s Reply in Support of Its Cross-Motion to Compel Opposer to
Respond to Outstanding Discovery Demands and Applicant’s Response to Opposer’s
Motion Requesting an Order: 1) to Compel; 2) for a Suspension of the Proceedings; and
3) for Sanctions (“Applicant’s Reply”), p. 15. However, Applicant’s claimed limitation
on the scope of discovery, namely limiting it just to the specific issues alleged in the
pleading, is a misstatement of the applicable legal scope of discovery. Rather, “[a] party
may take discovery not only as to matters specifically raised on the pleadings, but also as
to any matter which might serve as the basis for an additional claim, defense, or
counterclaim.” TBMP 402.01 (footnotes omitted) (emphasis supplied); J.B. Williams
Co., Inc. v. Pepsodent G.m.b.H., 188 U.S.P.Q. 577, 579 (T.T.A.B. 1975) (Applicant
posed interrogatories on issue of abandonment, a non-pleaded issue; the Board held that
these were proper, for “[iJn the event such information were revealed, applicant could
then amend its pleadings . . . .”).

As the foregoing demonstrates, these discovery requests are not a “fishing
expedition” -- Applicant has produced facts that suggest the viability of this “living
person” defense. These Requests simply seek to determine whether or not the defense is
legally viable and thus would support Opposer’s right to amend. Accordingly, Applicant

should be ordered to provide responses to these Requests.1

! As Opposer noted in its moving papers, depending on the substance of Applicant’s response,

Opposer may seek leave to amend its Notice of Opposition to add this legal defense. As Opposer has no



C. Opposer’s Request’s for Admission Nos. 7-9

As Opposer recounted in greater detail in its moving papers, these Requests seek
Applicant’s admissions that it sells women’s clothing using the MARIO VALENTE trade
name, in close conjunction with the sales of the men’s clothing under the MARIO
VALENTE trademark. These Requests thus seek to elicit admissions from Applicant that
these sales activities are in close proximity to each other.

Applicant seeks to escape Opposer’s formulation of the Requests by stating that
Applicant does not sell women’s clothing under the MARIO VALENTE trademark.
Applicant’s Reply, p. 16. However, that was not asked in the Request. Alternatively,
Applicant seeks to avoid the submission of a factual response by referencing sales made
by Applicant’s customers (retailers) (/d.) -- again, not a fact included with the Request.
Opposer is entitled to a factual response to the specific Requests posed by it, and not a
legal argument of avoidance. In sum, Applicant may not “re-write” the Requests to give
the answer that it wants to present, and instead should be compelled to respond to the
Requests as written, and save its legal arguments of avoidance for the post-trial briefing

period.

IL. Opposer’s Motion for Sanctions

Opposer notes that Applicant appears to have made an attempt to correct its

violation of the Protective Order. Nevertheless, the cavalier method through which the

further information at this time that pertains to this defense, Applicant’s inability to serve discovery on
Opposer (due to the fact that the Discovery Period has closed) is not prejudicial. Further, if Applicant
asserts a need to take third party discovery on this issue, Opposer would have no objection to the re-
opening of the Discovery Period solely for this purpose. In any event, Applicant has not claimed any
prejudice to it in the event that an amendment to the Notice of Opposition is sought.



correction has been sought -- allowing the confidential material to continue to remain
exposed on the public record for more than two weeks since Applicant received actual
notice of its violation of the Board’s Order -- underscores Applicant’s lack of sensitivity
towards the protection of Opposer’s confidential information and Applicant’s need to
comply with Orders issued by the Board. One wonders whether Applicant would have
exhibited such a lack of sensitivity had its confidential information been exposed to the
public. Opposer’s confidential information deserves no less respect.” In short, having
been apprised of its violation of the Order and the public availability of Opposer’s
confidential information, Applicant should have immediately taken steps to correct this
wrongdoing, and not await the convenience of the due date for its response to Opposer’s

motions to correct the conduct resulting in Opposer’s ongoing injury.’

2 Opposer notes that as of this date, this material continues to remain on the public record. In view

of the fact that Applicant is responsible for this material to have been inserted on the public record, it is
incumbent upon Applicant to insure that it is removed. Burying the request to remove the confidential
materials within Applicant’s Reply papers, with the knowledge that they are not reviewed until, at the
earliest, the briefing process is completed, does not satisfy its obligations. This is one further example of
Applicant’s callous disregard of the rules governing practice before the Board and the Board’s orders.

3 Finally, while Opposer’s request for a suspension is somewhat moot in view of the entry of an
Order to that effect, Opposer nevertheless requests that the suspension be dated as of the date of the filing
on Applicant’s Motion to Compel (March 31, 2004), so that when proceedings are eventually resumed in
this proceeding, Opposer will have sufficient time to prepare for its Testimony Period.



I1I. Opposition to Applicant’s Motion to Compel Responses to Its Second Set of
Interrogatories

Applicant originally moved to compel responses to Applicant’s Second Set of
Interrogatories based on the fact that Opposer had sought a single, 30 day extension of
time to respond. Opposer then responded by serving an objection to the set of
interrogatories in its entirety based on the fact that, when combined with Applicant’s First
Set of Interrogatories, Applicant exceeded the 75 interrogatory limit contained in
T.M.R.P. 2.120 (d)(1).

First, nowhere has Applicant claimed -- nor could it -- that it has made any
attempt to meet and confer with Opposer with regard to this issue, other than a demand
that Opposer withdraw the objection. See Declaration of Julius Rabinowitz (Second),

9 2. Among other things, such a conference would have permitted both sides an
opportunity to present their respective calculations as to the number of subparts in the
two sets of interrogatories. Had Applicant complied with this basic principle of
discovery practice (which it had also abandoned in mid-stream with regard to Opposer’s
First Discovery Requests, notwithstanding Opposer’s efforts initiating discussions trying
to resolve the issues, and instead pre-emptorily sought the Board’s involvement), the

parties would have been able to review their respective positions, and possibly reach a

4 Opposer acknowledges that its submission with regard to Applicant’s Motion to Compel relating

to Applicant’s Second Set of Interrogatories could be characterized as a sur-reply and hence not permitted.
However, the specific issue raised regarding the validity of Opposer’s objection to making any responses to
this set, namely whether Applicant had exceeded the 75 interrogatory limit set forth in TM.R.P.
2.120(d)(1), was first briefed by Applicant in its “reply” papers (dated April 29, 2004) dealing with this
motion. Previously, Applicant had moved to compel responses to the Second Set of Interrogatories based
solely on Opposer’s having sought an extension of time to respond to these interrogatories. Thus, as
Opposer has not had an opportunity to respond to this critical aspect of this portion of Applicant’s motion,
Opposer respectfully requests the opportunity to submit its substantive position on this issue; or if this
request is denied, to strike Opposer’s reference to this issue for the first time in its “reply” papers.



compromise that would avoid imposing the burden of adjudication of this issue on the
Board.’

Second, Applicant claims that Opposer did not assert the objections within the
initial 30 day period following Applicant’s service of the Second Set of Interrogatories.
This argument fails to note that Opposer, in good faith, timely filed a motion to extend its
time to respond to this second set for thirty days.6 This single extension request can
hardly be viewed as having been made in bad faith, when consideration is given to the
need to explain the objectionable nature to Opposer, an Italian company, as well as
Opposer’s Italian counsel.

Third, Applicant conclusorily claims that its two sets of interrogatories, including
consideration of subparts, results in a finding that the two sets of interrogatories amount
to only 44 interrogatories. As Applicant has not deigned to disclose the method of its
calculation to the Board, one can only guess as to how this was done. In contrast,
attached hereto as Exhibit 6 to the Declaration of Julius Rabinowitz (Second) is
Opposer’s calculation of the two sets demonstrating the validity of its 75 interrogatory
objection. This calculation was made in accordance with the method of calculation
outlined in article entitled: Carla Calgano, Tips from the TTAB: Discovery Practice
Under Trademark Rule 2.120(d)(1), 80 Trademark Rep. 285 (1990), a formula which has
been specifically adopted by the Board. See, e.g., Jan Bell Marketing, Inc. v. Centennial

Jewelers, Inc., 1990 TTAB LEXIS 74 (T.T.A.B. 1990).

5 Applicant’s failure to satisfy the meet and confer requirement with respect to this set of

interrogatories should also serve to deny Applicant the right to re-serve a truncated set of additional
interrogatories at a later time.
6 Opposer’s objections were filed prior to the expiration of this single, thirty day extension request.



Fourth, Applicant, recognizing that its two sets of interrogatories exceed the 75
interrogatory maximum, now requests leave from the Board to serve a set that exceeds
the limit. Applicant’s Reply, p. 7. However, Applicant’s failure to have sought leave
prior to service of the excessive interrogatories, dooms that request at this stage of the
proceedings. Towers, Perrin, Forster & Crosby, Inc. v. Circle Consulting Group, Inc.,
16 U.S.P.Q. 2d 1398 (T.T.A.B. 1990) (“. . . Rule 2.120(d)(1) clearly contemplates that a
motion for leave to serve in excess of seventy-five interrogatories should be filed prior to
service of the proposed interrogatories.”)

Fifth, even if Applicant’s request for leave to serve in excess of the 75
interrogatory limitation were timely, Applicant has not shown any good cause therefore.
Applicant’s claim of prejudice based on the fact of Opposer being located in Italy and
thus not subject to a live deposition in the United States (Applicant’s Reply, p. 7), fails to
explain why Applicant could not have proceeded by way of a deposition upon written
questions. Equally, Applicant’s claim that this second set of interrogatories is not
duplicative of Applicant’s first set of interrogatories (Applicant’s Reply, p. 7-8), directly
contradicts Applicant’s prior statements in the context of briefing these motions.’

Conclusion
For the following reasons and for all of the facts and arguments set forth in
Opposer’s previous submissions on the parties’ various motions, Opposer respectfully

requests the following:

7 With regard to Applicant’s Motion to Compel regarding its first Set of Interrogatories, any further

briefing on Opposer’s part would clearly be a sur-reply and thus not permissible. Nevertheless, Opposer
moves to strike Applicant’s attempt to include relief seeking a further response to Document Request No.
22, as Applicant had not sought relief for this Document Request in its originally-filed motion.



(A)

(B)
©

D)

E)

Date: May 19, 2004

that its motion extending the time to respond to Applicant’s
Second Set of Interrogatories for a period of thirty days, be
granted;

that Applicant’s Motion to Compel be denied in its entirety;

that Opposer’s Motion to Compel be granted in its entirety, and
that Applicant be ordered to answer without objection,
Interrogatory Nos. 6 and 17, and Request for Admission Nos. 1-9,
and to do so within 30 days of the issuance of an order to that
effect;

that the Board suspend the proceedings herein as of March 30,
2004, and to eventually re-set the Testimony Periods such that
Opposer’s initial testimony period not be set to commence until the
later of 60 days from the date of the Board’s Order resolving the
existing motions or the complete satisfaction of all further
discovery responses ordered by the Board; and

that Applicant be sanctioned for its violation of the Protective
Order.
Respectfully submitted,

Hughes Hubbard & Reed LLP

lius Rayxowitz
Attorneys’for Opposer
Mario Valentino S.p.A.
One Battery Park Plaza
New York, NY 10004-1482
(212) 837-6000



CERTIFICATE OF MAILING

I hereby certify that an original of the foregoing Opposer’s Reply To Applicant’s
Opposition To Opposer’s Motion Requesting An Order 1) For Applicant To Supplement
Its Responses To Opposer’s First Set Of Interrogatories And First Request For
Admissions; 2) For A Suspension Of The Proceedings; And 3) For Sanctions; Opposer’s
Opposition To Applicant’s Cross Motion To Compel Opposer To Respond To
Applicant’s Second Set Of Discovery Requests, and accompanying Declaration of Julius
Rabinowitz (Second) with exhibit, are being deposited with the United States Postal
Service as overnight mail in a postage prepaid envelope addressed to: Box TTAB -- FEE,
Assistant Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513
on May 19, 2004.

Dated: May 19, 2004
New York, New York

V " Julius RaBfinowitz

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Opposer’s Reply To Applicant’s
Opposition To Opposer’s Motion Requesting An Order 1) For Applicant To Supplement
Its Responses To Opposer’s First Set Of Interrogatories And First Request For
Admissions; 2) For A Suspension Of The Proceedings; And 3) For Sanctions; Opposer’s
Opposition To Applicant’s Cross Motion To Compel Opposer To Respond To
Applicant’s Second Set Of Discovery Requests, and accompanying Declaration of Julius
Rabinowitz (Second) with exhibit, were served on May 19, 2004, by overnight mail,

addressed as follows:

10



Dated: New York, N.Y.
May 19, 2004

Janet Dore
Ericka Dewey
Morgan & Finnegan, L.L.P.
345 Park Avenue
New York, NY 10154

By

/ Julius Ra@nowitz
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mario Valentino S.p.A.
Opposer,
V.
Opposition No. 150,652
Mario Valente Collezioni, Ltd.

Applicant.

DECLARATION OF JULIUS RABINOWITZ (SECOND)

Julius Rabinowitz declares and says:

1. I am Special Intellectual Property Counsel for the firm of Hughes Hubbard
& Reed LLC, counsel for Opposer herein, Mario Valentino S.p.A. (“Mario Valentino” or
“Opposer”). I make this Declaration in support of Opposer’s Motion to Extend Time to
Respond to Applicant’s Second Set of Interrogatories, filed and served on March 11,
2004 (“Opposer’s Motion to Extend”); Opposer’s Motion to Compel Applicant to
Supplement its responses to (1) Opposer’s First Set of Interrogatories and (2) Opposer’s
First Request for Admissions (“Opposer’s Motion to Compel”); Motion to Suspend
Proceedings as of March 30, 2004; and Opposer’s Motion for Sanctions as a result of
Applicant’s failure to comply with the Protective Order; and opposition to Applicant’s
Cross-Motion to Compel Opposer to (1) Supplement its Response to Applicant’s First Set
of Discovery Demands, and (2) Respond to Applicant’s Second Set of Interrogatories,
filed and served on March 30, 2004 (“Applicant’s Motion to Compel”). The facts stated

herein are based on my personal knowledge, unless otherwise noted.



2. On or about April 27, 2004, counsel for Applicant contacted me regarding
Opposer’s General Objection To Applicant’s Second Set Of Interrogatories, served on
April 8, 2004, demanding that Opposer withdraw its objection and agree to provide
substantive responses. I offered to explain Opposer’s basis for concluding that Applicant
had exceeded the 75 interrogatory limitation contained in T.M.R.P. 2.120(d)(1) but
Applicant’s counsel declined my offer and insisted only that Opposer withdraw the
objection.

3. Attached hereto as Exhibit 6 is a copy of Applicant’s First and Second Set
of Interrogatories showing the manner in which Opposer has calculated the number of
interrogatories, including subparts, in accordance with the principles outlined in an article
entitled, Carla Calgano, Tips from the TTAB: Discovery Practice Under Trademark Rule
2.120(d)(1), 80 Trademark Rep. 285 (1990).

I declare under penalty of perjury that the foregoing is true and correct.

Executed this 19th day of May, 2004.

/)

(& Julius R&binowitz
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MARIO VALENTINO Sp.A,,
Opposer, : OPPOSITION NO. 150,652
v. § Serial No. 75/922,669

MARIO VALENTE COLLEZIONL LTD.,

Applicant.
Box TTAB/NO FEE
Assistant Commissioner of Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

APPLICANT MARIO VALENTE COLLEZIONI, LTD.’S
FIRST SET OF INTERROGATORIES

Pursuant to the Federal Rules of Civil Procedure, Applicant Mario Valente
Collezioni, Ltd., by its undersigned attorneys, requests that Opposer Mario Valentino S.p.A.
answer under oath, the Interrogatories propounded herein within thirty (30) days of the date
hereof.

Opposer’s attention is further drawn to its continuing duty to supplement its
responses to these Interrogatories in accordance with Provision 26(¢) of the Federal Rules of
Civil Procedure.

DEFINITIONS AND INSTRUCTIONS

The definitions and instructions below are intended to assist you in responding in
accordance with the liberal policy underlying the Federal Rules. Unless the context indicates

otherwise, the following words and phrases have the meaning given:

728593 v1




1. “Applicant” or “Valente” means Applicant Mario Valente Collezioni, Ltd.
and its parents, subsidiaries, affiliated companies, predecessors in interest, officers, directors,
shareholders, employees, agents, representatives, attorneys, and all other persons acting on its
behalf, as the context hereof may require.

2. “Opposer,” “you,” “your,” or “Mario Valentino” means Opposer Mario
Valentino S.p.A. and its parents, subsidiaries, affiliated companies, officers, directors,
shareholders, employees, agents, representatives, attorneys, and all other persons acting or
purporting to act on its behalf, as the context may require.

3. “Applicant’s Mark™ means the mark MARIO VALENTE shown in U.S.
Trademark Application Serial No. 75/922,669.

4. “Applicant’s Class 25 Goods” refers to the goods in International Class 25
described in application Serial No. 75/922,669.

5. “Opposer’s Common Law Trademark and Trade Name” shall mean
MARIO VALENTINO.

6. “Opposer’s Collective Marks” or “Opposer’s Marks” shall mean the
marks MARIO VALENTINO (Reg. No. 1,622,609); MARIO VALENTINO (Reg. No. 978,649);
and MARIO VALENTINO (Serial No. 73/653,513) as well as Opposer’s Common Law
Trademark and Trade Name.

7. “Opposer’s Class 25 Goods” refers to the International Class 25 Goods
described in Opposer’s Collective Marks.

8. The term “document” is used in the broadest possible sense as interpreted
under the Federal Rules of Civil Procedure and includes, without limitation, all originals and

copies, duplicates, drafts, and recordings of any written, graphic, or otherwise recorded matter,
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however produced or reproduced, and all “writings and recordings” as defined in Federal Rule of
Evidence 1001, including without limitation the following: abstracts, advertisements, agendas,
agreements, analyses of any kind, articles, blueprints, brochures, charts, compilations, computer
files, runs, printouts and back-ups, letters, reports (including reports or notes of telephone or
other conversations), memoranda, brochures, books, ledgers, drawings, photographs,
specifications, drafts, e-mail, voice-mail, catalogs, invoices, bills of materials, purchase orders,
proposals, contracts, and other writings of whatsoever nature, whether on paper or magnetic tape
or other non-paper information storage means, including film and computer memory devices;

and where any such items contain any marking not appearing on the original or are altered from
the original, then such items shall be considered to be separate original documents.

9. The term “thing” as used here, refers to any tangible object other than a
document, and includes objects of every kind and nature such as, but not limited to, models,
samples, prototypes and commercial units, in each case, whether complete or not, or functional
or not.

10.  The terms “person” or “persons” refers to natural persons, corporations
and any other form of business entity including, without limitation, partnerships, firms, ventures
and associations, and shall include divisions, departments, subsidiaries, directors, officers,
owners, members, employees, agents, attorneys, or anyone else acting on the person’s or entity’s
behalf.

11.  The term “communication” shall include any meeting, telephone call,
conversation, letter, memorandum, document, or other form of communication, whether verbal
or nonverbal.

12. The term “use” shall mean use in the United States.
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13. The terms “concerning,” “referring,” “relating,” or “describing” include
referring to, alluding to, responding to, relating to, connected with, commenting upon, in respect
of, about, regarding, discussing, showing, describing, reflecting, analyzing, touching upon,
constituting, and being.

14. “United States” or “U.S.” shall refer to the United States, its territories and
possessions.

15.  “Each” includes both “each” and “every.”

16.  The term “and/or” is to be read in both the conjunctive and disjunctive,
and shall serve as a request for all information and documents which would be responsive under
a conjunctive reading, in addition to all information and documents which would be responsive
under a disjunctive reading.

17. Asused herein, the singular form of a noun or pronoun will include within
its meaning the plural form of a noun or pronoun, and vice versa; the use of the masculine form
of a pronoun will include within its meaning the feminine form of the pronoun, and vice versa;
the use of the tense of a verb will include all other tenses of the verb so used; and the use of
“and” will include “or” and vice versa.

18.  Wherever there is a request in these interro gatories to “identify” or to state

the identity of a natural person, please state, as to such person, the following information:

a. name;

b. present or last known residence address and telephone number;

c. present or last known business title and business address and telephone
number;

d. business title and business address and telephone number during the time

period to which the interrogatory relates; and
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€. whether there is, or has ever been, an employer /employee relationship,
principal/agent relationship, licensor/licensee relationship, or other relationship between such

person and Opposer and, if so, the nature of the relationship and the dates during which it
existed.

19.  Whenever there is a request in these interrogatories to “identify” or state

the identity of a person other than a natural person, please state the following concerning such

entity:
a. its full name;
b. its form of organization, to the extent known,;
c. the address and telephone number of its principal place of business; and
d. whether there is, or has ever been, an employer/employee relationship, a

principal/agent relationship, alicensor/licensee relationship, or other relationship between such
entity and Opposer and, if so, the nature of the relationship and the dates during which it existed.

20.  Whenever there is a request in these interrogatories to “identify” or to state
the identity of a document, please state, as to each such document, the following information:

a. its date;

b. its title and/or all identifying numbers or other identifying or categorizing
designations and, if not apparent in the title, a brief description of the general nature and subject

matter of the document;

c. the name, title, address and telephone number of each author, signatory or
preparer;

d. the name, title, address and telephone number of each addressee and any
other person who was sent, or who received, a copy thereof;

e. its present location, and the name, address and telephone number of its
present custodian;

f. if the document is not an original, the name, address and telephone
number of the custodian of the original; and

g any other designation necessary to sufficiently identify the document so
that a copy thereof may be ordered or obtained from the custodian thereof,
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21.  Wherever there is a request in these interrogatories to “identify” a
communication, please provide, if the communication was written, all the information requested
in subparagraph (a) through (g) of Paragraph 20 of these instructions and definitions. But if said

communication was oral, please provide the following information with respect to said

communication:

a. its date;

b. the name, title, address and telephone number of each party to the
communication;

c. the name, title, address and telephone number of each person hearing said

communication or having personal knowledge thereof: and

d. where said communication took place.

22. Where an interrogatory is broken out into subsections containing lettered
sub-headings, or lettered and numerical sub-headings, answer each sub-heading separately, and
treat each subheading independently from each other sub-heading.

23.  If you cannot answer any particular interrogatory, please:

a. identify any documents which you believe to contain material relevant to
the answers sought; and

b. identify any persons who you believe might have knowledge of material
relevant to the answers sought.

24.  These interrogatories cover the period of time extending up to the date of
your response to them, and are continuing. In the event that any information or any document
comes to your attention, possession, custody, or control subsequent to the filing of your
responses to these interrogatories, which information or document is responsive to any
interrogatory, but which was not included in your initial response thereto, please promptly

furnish said additional informational materials to the attorneys for Applicant.
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INTERROGATORIES

Interrogatory No. 1: Edentify Opposer’s date of first use of each of the Collective
Marks on each of Opposer’s Class 25 Goods in the U.Saan(@' there has been any cessation of
LS

use identify the dates between which there was no use for each of the marks and each of the

good%.ud e reason for such non-lﬁ

Interrogatory No. 2: To the extent not set forth in response to Interrogatory No. 1,
(i.dentify all goods on which each of Opposer’s Collective Marks are or have been used in the

5
U.S}and& each of the marks and goods, state their dates of use and non-u~s3

Interrogatory No. 3: [I:lentify all goods on which Opposer intends to use the
Collective Marks in the U.S}an for each of the marks and goo:i-;,, state what Opposer’s plans ara
Ed what steps hzre been taken to implement those planﬂ

Interrogatory No. 4: El‘o the extent not set forth in response to Interrogatory Nos. 1
and 2, set forth all the products on or inionnection with which Opposer has used MARIO

VALENTINO in the U.S:}
\© (
Interrogatory No. 5: [I_dentify the dat andEn-ann%in which Opposer acquired its

alleged rights to the name and/or mark MARIO VALENTINO.

Y
Interrogatory No. 6: [I_dentify the date on which Opposer first began to use MARIO
VALENTINO as its trade nama
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Interrogatory No. 7:  As to each of the goods set forth in response to Interrogatory

( .
Nos. 1, 2 and 4, identify the following: Ea) the classes of customers to which Opposer sells such

(9

\
goods-i(b) he channels of trade in which goods are so@ including byjname at least five
representative customers for each different class of customer or channel of trade (e.g., five

wholesale distributors, five retail custom% (c)the section or department within a store where

M

the products are sold| and (d)@e person or persons, by name, employment and address, who are

most knowledgeable about Opposer’s marketing and distribution of such goodg

(§a. |
Interrogatory No. 8: CIilentify by typ-e]and‘-c-li)llar acr‘noun all expenses incurred by

Opposer in developing, advertising and promoting Opposer’s Collective Marks in connection
20 al
with the goods identified in response to (a)Interrogatory No._l] (b)\-I_nterrogatory No. 2}(c)
Py
[Iiterrogatc%y No. ﬁand (d)%ientify the person or persons at Opposer most knowledgeable about

o
sales of the goods identified in response t({S::) Inter%)%atory NO.B (b Interroga:lry No. 2;}
ER
(c)\Interrogatory No. 4 under Opposer’s Collective Marka and (d&ientify the person or persons

most knowledgeable about this top’iB

30
Interrogatory No. 10: Q.dentify all actions and/or proceedings including litigation,

interferences, conflicts, oppositions, cancellation proceedings or any other inter parte proceeding
. : : (
participated in by Opposcﬂ)r bjections received or sc% by Opposer relating or referring to any

of Opposer’s Collective Markian identify the person or perzs'ons most knowledgeable about this

topic-:&
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Interrogatory No. 11: ‘I_)escribe in detail all surveys, investigations, market research,

trademark searches or other inquiries conducted by or on behalf of Opposer in connection with

any of Opposer’s Collective Marl%o{m connection wéx pplicant’s marﬂand[i‘dentifyaegh

person with knowledge of each such survey, investigation, market research, trademark search or

other inqu%

Interrogatory No. 12:  Describe in detail any opinion received by Opposer concerning
6 B
Ehe availability (ﬁelthe rlg.h—tl to use]the marks MARIO VALENTINO or MARIO VALENTE
alone or in conjunction with any other term andElentify the person of persons most

knowledgeable regarding this topia

Interrogatory No. 13:  Identify by date, author and recipient any communications
qo
between Opposer and any third party concernin{the use 0} wnership rights 1.3 or Eglstrablhty
«\
of any of Opposer’s Collective Marks or the marks VALENTINO or MARIOJ anc{.dentlfy the

person or persons most knowledgeable regarding this toplca

43

Interrogatory No. 14: Edentify all advertising, catalogs, brochures, price lists and any

other advertising and/or promotional materials that have ever been used by Opposer in
connection with any of Opposer’s Collective Marks and any of Opposer’s goods as identified in
response to Interrogatory Nos. 1, 2 and Zkand identify the person or persons most knowledgeable

regarding this top;;}

-—

Y5
Interrogatory No. 15: Edentlfy all media pubhcatlons whether print or otherwise,

which have mentioned Apphca.tﬂ%l—)-phcant s Maﬂ%pposelg @pposer’s Collective Marks}

End identify all documents relating to such appearances in publicationa
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Lo
Interrogatory No. 16: [Set forth all circumstances in Opposer’s knowledge of any use

or application or registration by any third party of any mark which Opposer considers to be
confusingly similar to any of Opposer’s Collective Marks including but not limited to the

(
identity of the third—part}knd&e identity of the i‘r'-?.dividual at Opposer with such knowledg%

S

Interrogatory No. 17: [Set forth all agreements, contracts and/or licenses entered into

by Opposer and any third party relating to the use of any of Opposer’s Collective Marks or any
other mark containing the term MARIO VALENTINO or VALENTINO or MARIO\ and

identify each by the following: a)Eame of contracting partles to the agreement, contract or

55

S
hcens-e}b) date of execution (cLarks covered)(d)|goods covereczand (e)Ehe person(s) most
knowledgeable of each transactnj

Interrogatory No. 18: {_State when and how Opposer first became aware of

Applicant’s use of Applicant’s Mar and(vihat, if anything was done by Opposer at the request of

acquiring such knowled%
S
Interrogatory No. 19: Identify all instances in which any person has inquired of

Opposer whether or not it or its goods or services is/are sponsored, authorized or endorsed by or

affiliated or otherwise connected in any way with Applicant or Applicant’s goads or services) or

[v:hether Opposer or its goods is/are sponsored, authorized or endorsed by or affiliated or

otherwise connected in any way with Applicant or Applicant’s goods or services“or in wh1(31 any
person has indicated such person’s belief that Opposer or its goods or services is/are sponsored,
authorized, or endorsed by or affiliated or otherwise connected in any way with Applicant or

Applicant’s goods, and, for each such instance:

a) &lentify the person(s) having knowledge thereoﬂ

-10-
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b) Lstate all facts and circumstances, including all communications relating to

each such instanc%

c) Eate whether a record was made of such instance and, if so, identify such

reco:c-ll and "

d) Yiilentify all documents concerning the response to this interrogatora

G

Interrogatory No. 20: | To the extent not identified in response to the prior
interrogatory, identify any inquiries or other instances of actual confusion or mistake known to
Opposer between any of Opposer’s Collective Marks for any products or goods and Applicant’s

Mark for any goods or produc‘%nd Eentify the person or persons most knowledgeable
regarding this to%

Interrogatory No. 21: Edentify the persons most knowledgeable concerning the filing
and prosecution and current status of Opposer’s registrations or applications to register

Opposer’s Collective Marks for any goods or services in the United States Patent and Trademark

Ofﬁcel
10

Interrogatory No. 22: EIdentify all persons whom Opposer intends to call as fact

witnesses during the testimony period of this proceedingan{s;tate the subject matter of his or her

testimmﬂ

Interrogatory No. 23: [Identify all persons whom Opposer intends to call as expert

witnesses during the testimony period of this proceeding cluding the name of all individuals
1
who have prepared any opinions or reports on behalf of the Oppose}and tate the subject'matter

on which the expert is expected to testify and include a summary of the grounds for each

opinio%

728593 v1

-11-



2h

Interrogatory No. 24: E)escribe in detail any marketing plans and other manifestations

of any intention to expand Opposer’s use of any of Opposer’s Collective Marks to products/
goods not listed in Opposer’s Collective Marks andf:if,ntify the person or persons most

knowledgeable regarding this topia

11

Interrogatory No. 25: Yﬁientify cach person who has furnished information or

otherwise assisted in the preparation of an answer to one or more of these interrogatories{and

[igentify each spe;!ignswer or answers for which each such person provided information or

other assistance.s

Interrogatory No. 26: E‘or each person 1denet§ied in response to these interrogatories

who does not reside or work in the United States, state whether and when they intend or plan to

be in the United States at any time during the pendency of these proceedings]

Respectfully submitted,

)

Janet Dore

Ericka K. Dewey W
MORGAN & FINNEGAN, L.L.P.
345 Park Avenue

New York, NY 10154

(212) 758-4800

Dated: October ] , 2002

Attorneys for Applicant

-12-
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CERTIFICATE OF MAILING

i

I hereby certify that a copy of the foregoing INTERROGATORIES was served on

October 9, 2002 via hand delivery at the address set forth below:

Dated: October 9, 2002

Julius Rabinowitz

Hughes, Hubbard & Reed, LLP
One Battery Park Plaza

New York, New York 10004-1482

Ericka K. Dewey

C
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

MARIO VALENTINO S.p.A,,

Opposer, | Opposition No. 150,652
...v-
MARIO VALENTE COLLEZIONI, LTD.,

Applicant.

APPLICANT ’S SECOND SET OF INTERROGATORIES

Applicant, Mario Valente Collezioni, Ltd. (“Applicant”) by and through its attorneys
hereby requests that Opposer Mario Valentino S.p.A., pursuant to 37 C.F.R. § 2.120 and Rules
26 and Rule 33 of thé.Federal Rules of Civil Procedure, answer separately, fully in writing and
under oath, the following interrogatories within thirty (30) days of service hereof. Pursuant to
Federal Rules of Civil Procedure 26(e), these interrogatories are continuing in nature and require

Opposer to furnish supplemental answers whenever appropriate.

DEFINITIONS AND INSTRUCTIONS

Applicant incorporates by reference the definitions and instructions set forth in

Applicant’s First Set of Interrogatories.
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INTERROGATORIES

INTERROGATORY NO. 27 ?O
EFor each store identified in Opposer’s response to Interrogatory No. 7(b) amended

response to identify the years in which the store sold Opposer’s good}n%‘lenﬁfy the each
I

type of good and number of goods sold, distributed or otherwise placed into interstate

commerce for each stor-e3

RESPONSE TO INTERROGATORY NO. 27

INTERROGATORY NO. 28

T > -

Il-dentify by dollar amount all of the annual revenues for sales of each type of good
identified in response to Interrogatory Nos. 1 and ﬂand or each good, n?me the address of

each store selling these Class 25 goodﬂand&e years in which eaci store sold each

particular good3

RESPONSE TO INTERROGATORY NO. 28

INTERROGATORY NO. 29 ? S
Edentify by name, address and telephone number the publicist/marketing companies

listed on materials supplied to Applicant by Opposer in a partial response to Interrogatory

-2-
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No. l‘iknd dentify any other publicists/advertising agencies or other agent/parties

responsible for collecting all articles and advertisements relating to Opposer’s Collective

Marksl

RESPONSE TO INTERROGATORY NO. 29

INTERROGATORY NO. 30 A
Edentify by name and address the press services (such as Burrelle’s, and L’Eco Della

Stampa) used by Oppose%ud any press books compiled by such agent on behalf of

Opposea

RESPONSE TO INTERROGATORY NO. 30

INTERROGATORY NO. 31

[Identify each of Opposer’s Int. Class 25 goods by name and gender type (i.e.
women’s shoes, men’s pants) which is alleged to be sold in the United States amﬁdentify
the store from which each ;\t%in was so@&e date, invoice numb%ndEdvise whether such

invoice has been produced to Applicant, and if so, the Bates number!

RESPONSE TO INTERROGATORY NO. 31

808174 v1



C» INTERROGATORY NO. 32 g ‘5
» [From Opposer’s production of enclosure 10, Identify each Int. Class 25 good by

name and gender type (i.e. women’s shoes, ‘;nen’s pants) which is alleged to be sold in the

United State:s)amﬂi‘dentify the store from which each item was soﬂ&e date, invoice
C\ ﬁmber@and&lvise whether any such invoice have been produced to Applicant, and if so,

the affiliated Bates number for such Invoicwg

RESPONSE TO INTERROGATORY NO. 32

Dated: February 6, 2004 Respectfully submitted,

4//’
Janet Dore, Esq.
Ericka K. Dewey, Esq.
MORGAN & FINNEGAN, LL.P.
345 Park Avenue
New York, New York 10154-0053
Phone: (212) 758-4800
Fax: (212) 751-6849

Attorney for Applicant
MARIO VALENTE COLLEZIONI, LTD.

808174 v1



M

CERTIFICATE OF SERVICE

I hereby certify that on this 6™ day of February, 2004, the foregoing APPLICANT’S
SECOND SET OF INTERROGATORIES was served upon Opposer’s counsel of record, by First
Class Mail, postage prepaid, addressed as follows:

Julius Rabinowitz, Esq.

One Battery Park Plaza
New York, New York 10004-1482

(212) 837-6000
Ericka K. Dewey /
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