IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mario Valentino S.p.A.

Opposer, :

V.
Opposition No.

Mario Valente Collezioni, Ltd.

Applicant. :
c2

Notice of Opposition C
Ko

Mario Valentino S.p.A., a joint stock company organized and existing under the léwsi of

g that it will be damaged by registration of the mark shown in Application Se{rl)al

Italy, believin
P

No. 75/922,669 in Class 25, by its undersigned attorneys, alleges on knowledge as to Opposer
and otherwise on information and belief, as follows:
. 1. Applicant seeks to register the mark MARIO VALENTE as a trademark in

International Class 25, as is evidenced by the publication of the mark in the Official Gazette of

June 5, 2001.

2. Since at least as early as 1957 and continuing to this date, Opposer has used in the
United States the mark MARIO VALENTINO, in connection with footwear and clothing

products (collectively referred to as “Opposer’s Goods”).

3. Opposer and the entities re-selling Opposer’s Goods, have advertised and
promoted the goods sold under the MARIO VALENTINO mark. By reason of the foregoing

efforts, as well as the quality of goods sold under thé MARIO VALENTINO mark, the relevant

public has come to associate and identify the MARIO VALENTINO mark with Opposer and
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Opposer’s MARIO VALENTINO mark. Persons familiar with Opposer’s MARIO
VALENTINO mark would be likely to avail themselves of Applicant’s goods, believing them to

be offered by Opposer. Likewise, persons exposed to Applicant’s alleged mark who

subsequently become acquainted with Opposer’s MARIO VALENTINO mark are likely to

conclude that the goods offered by Opposer under its MARIO VALENTINO mark are in some
manner related to the goods that Applicant offers under its alleged mark. Any such con_fusion :
inevitably would result in damage and injury to Opposer.

9. | Opposer will be damaged by registration of the mark shown in the applicatibn

here opposed because such registration will support and assist Applicant in the confusing and

misleading use of Applicant’s alleged mark, and will give color of rights to Applicant in

violation of Opposer’s prior and superior statutory and common-law rights in the mark MARIO

VALENTINO.
WHEREFORE, Opposer prays that Application Serial No. 75/922,669 be rejected, and

that the alleged mark therein sought for the goods specified in the class sought to be registered

by Applicant herein, be denied and refused.
Respectfully submitted,

HUGHES HUBBARD & REED LLP

Wl

Date: November 1, 2001 |
L/ Perla M. Kuhn

Julius Rabinowitz

Attorneys for Opposer

Mario Valentino S.p.A.

One Battery Park Plaza

New York, New York 10004-1482
(212) 837-6000
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CERTIFICATE OF MAILING

I hereby certify that an original and one copy of the foregoing Notice of Opposition is
being deposited with the United States Postal Service as Express Mail in a postage prepaid
envelope addressed to: Box TTAB -- FEE, Assistant Commissioner for Trademarks, 2900
Crystal Drive, Arlington, VA 22202-3513 on November 1, 2001.

Dated: November 1, 2001
New York, New York

Julius Ra\fQinowitz
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THE PATENT AND TRADEMARK OFFICE ACKNOWLEDGES RECEIPT

OF THE: FOLLOWING: DATE:
REF. NO:

APPLICANT/REGISTRANT Mar o \Ja\ah'\( CelLQL\oM
SER. NO./REG. NO. 'i\c\'ax\otp"\
MARK: IWAQUe VRLTLTE

DUE DATE __Check# _____amt. $. . 0O0.OQ)

)

(
(G
()
( )} Statement of Use

( ) Amendment or reply to official communication
() Assignment or change of name

() Request for Extension of Time

(- ) Section 8 Declaration, Specimen

( ) Section 15 Declaration,

( ) Renewal application

Cy()Nonce of Opposition orPenUonforCanceHanon

=S em—



THE PATENT AND TRADEMARK OFFICE ACKNOQWLEDGES RECHIP
OF THE: FOLLOWING: DATE: D
REF. NO:

APPLICANT/REGISTRANT Mear o ‘\Jo\\m:\( \wufaz.\m«(
SER. NO./REG. NO. SYC\ :Jo(ﬁx
MARK: MAQLC  VRALELTE

DUE DATE . Check # ___ Amt. $. 2 0O0.QQ)

()

‘) O

( ) Statement of Use

() Amendment or reply to official commt 11-01-2001

() Assignment or change of name U.S. Patent & TMOfc/TM Mall Rept Dt. #01
( ) Request for Extension of Time

( ) Section 8 Declaration, Specimen

{ ) Section 15 Declaration,

( ) Renewal application

()( Notice of Opposmon or Petition for Cancellatron
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New York, New York 10004-1482

Hughes Hubbard & Reed Lip One Batcery Park Plaza

Telephone: 212-837-6000
Facsimile: 212-422-4726

o
T Julius Rabinowiz

E-mail: rabinowi@hugheshubbard.com
212-837-6524
01-10-2002

U.S. Patent& TMOfc/TM Mail Rept Dt #76 :

January 8, 2002

VIA TELECOPY AND MAIL

Ms. Veronica White

Trademark Trial and Appeal Board
2900 Crystal Drive

Arlington, VA 22202

Re: Mario Valentino S.p.A. v. Mario Valente Collezioni, Ltd.

Dear Ms. White:

As per our conversation of this date, | am enclosing the following materials that we
caused to be filed with the Trademark Trial and Appeal Board on November 1, 2001:

-- Notice of Opposition, with a Certificate of Mailing dated November 1, 2001;
-- Check for $200.00; and
-- Postcard requested acknowledgement of receipt.

In addition, I am enclosing a copy of the postcard received from the TTAB acknowledging
receipt of these materials.

I understand that you will be reviewing these materials, and if proper, you will cause this
opposition to be docketed and commenced. We authorize you to deduct the fees necessary for
the institution of this opposition from our firm’s deposit account: 08-3264; and if possible,
would appreciate it if you could indicate the following client matter no. on the deduction from
our account: 70440.1723.

47, Avenue Georges Mandel 1775 I Street, N.W. 350 South Grand Avenue 201 South Biscayne Boulevard
75116 Paris, France Washington, D.C. Los Angeles, CA Miami, FL
(33) (1) 44.05.80.00 20006-2401 90071-3442 33131-4332

202-721-4600 213-613-2800 305-358-1666
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If you have any questions, please feel free to contact me directly. Thank you in advance
for your assistance in this regard.

Very truly yours,

Enclosure

cc: Perla M. Kuhn, Esq. (w/o enclosure)



