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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
HUMANA, INC,
Opposer,

V. Opposition No.

_ 778

TEXAS HEALTH CHOICE, L.C., O O O e

10-31-2001

U.S. Patent & TMOfc/TM Mail Rept Dt. #11

Applicant.

NOTICE OF OPPOSITION

In the matter of an application to register a trademark under the Trademark Act of 1946,
Serial No. 75/907,095, filed February 1, 2000, in the name of Texas Health Choice, L.C., published
for opposition in the Trademark Official Gazette of July3, 2001, Volume 1248, No. 1, at page
TM 95, for the mark TEXAS HEALTH CHOICE & Design, the Opposer, Humana, Inc., believes
it will be damaged by registration of said alleged trademark, and hereby opposes same.

The grounds for opposition are as follows:

1. The Opposer, Humana, Inc. ("Humana") is a corporation duly organized and existing
under the laws of the state of Delaware, and having its place of business at 500 West Main Street,
Louisville, Kentucky.

2. Commencing long prior to the date of first use alleged in the application opposed
herein, Opposer Humana has, and is now, engaged in providing a variety of health care, insurance,
management, administrative, consulting and related services and products throughout the United
States.

3. Prior to the date of first alleged in the application opposed herein, Opposer Humana,

itself, and through its predecessor in interest, continuously has used the trade name and mark
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€HOICECARE, alone and in conjunction with other words and/or designs, as well as the marks
SELECT BY CHOICECARE; CO-CHOICE; CHOICEWISE; and CHOICE BY VOICE
[hereinafter collectively referred to as the “CHOICE Marks”] in commerce to identify and designate
Opposer, its business, Opposer’s wide variety of health care, insurance, business, administrative,
consulting and management services and products, and to distinguish said services, goods and
business from those of others. Since Opposer’s initial use of its CHOICE Marks, Opposer has
continuously used, advertised, promoted and offered its services, products and business under the
CHOICE Marks, to the public through various channels of trade in interstate commerce, with the
result that customers have come to know and recognize Opposer’s CHOICE Marks, and to associate
same with Opposer and/or the services, products and business advertised, marketed, distributed,
and/or sold by or on behalf of Opposer Humana.

4. Opposer Humana is the owner of, and will rely upon herein, the following U.S.

trademark and service mark registrations:

REGISTRATION NO. ISSUE DATE

1,918,549 September 12, 1995
1,937,389 November 21, 1995

2,491,255 September 19, 2001

1,871,553 January 3, 1995

1,743,514 December 29, 1992

2,105,635 October 14, 1997

2,047,884 March 25, 1997




Said registrations operate as prima facie and/or conclusive evidence of Opposer’s ownership of the

CHOICE Marks set forth therein and exclusive right to use same in connection with the goods and

services listed in those registrations. Opposer also is the owner of U.S. Service Mark application
serial no. 75/749,712, filed June 15, 1999; a Notice of Allownace has issued in said application, and
when it matures to registration, Opposer will rely herein on that registration, as well.

5. Upon information and belief, on February 1, 2000, Applicant filed an application for
registration of the mark TEXAS HEALTH CHOICE & Design. Said application was assigned Serial
No. 75/907,095, and was published for opposition in the Official Gazette of July 3, 2001, at page
TM 95, identifying the services as “underwriting insurance for prepaid health care coverage; health
insurance claims administrations and processing; underwriting health insurance for healthcare
services, namely, physicians services, preventive care, surgical services, hospitals, emergency
medical assistance, home health care, hospice and respite care, organ transplant services, fitting of
prosthetics and orthotic devices; maternity services; physical rehabilitation therapy; medical
diagnostic and therapeutic services; medical laboratory services; radiological and nonradiological
diagnostic imaging services; nursing services; and mental health services, namely, individual and
group therapy, bereavement therapy, and chemical dependency counseling” and “healthcare in the
nature of health maintenance organizations and preferred provider organizations.”

6. The mark sought to be registered by Applicant is a colorable imitation of and
confusingly similar to Opposer’s aforesaid CHOICE Marks.

7. The services set forth in the opposed application are the same, similar and/or related

to Opposer’s goods and services, and/or are or will be advertised, promoted and/or sold through the




same and/or similar channels of trade and to the same general class of purchasers as Opposer’s goods
and services offered and sold under Opposer’s CHOICE Marks.

8. The registration and/or use of the TEXAS HEALTH CHOICE & Design mark, as set
forth in the opposed application, is likely to cause confusion, mistake, and/or to deceive as to origin,
sponsorship, and/or association of Applicant's services to be sold under the opposed mark sought to
be registered by Applicant vis-a-vis Opposer and/or Opposer's CHOICE Marks and/or to mislead
purchasers of Applicant's and/or Opposer's goods and services, and/or the public in general, into
believing that Applicant's services are sold by, emanate from, and/or in some way, directly or
indirectly, are associated with Humana, and/or Opposer's CHOICE Marks, or goods and/or services,
or vice versa, to the damage and detriment of Humana.

9. By virtue of the foregoing, Opposer believes it will be damaged by the registration
by Applicant of the TEXAS HEALTH CHOICE & Design mark, as set forth in the application
therefor, serial no. 75/907,095.

1. If Applicant is granted the registration opposed herein, and Applicant obtains such
rights as conferred under the Principal Register of the Trademark Act of 1946, Applicant will obtain
unlawful gain and advantage to which it is not entitled under the Trademark Act of 1946, to the
detriment and harm of Opposer.

WHEREFORE, this Opposer, Humana, Inc., prays that:

a. judgment for Opposer and against Applicant in the present opposition;

b. registration on application Serial No. 75/907,095 be rejected and refused; and




c. the present opposition be sustained.

By:

Date: October 31, 2001

Respectfully submitted,

HUMANA, INC.

M

Marsha G. Gentner
JACOBSON HOLMAN PLLC
400 Seventh Street, N.W.
Washington, D.C. 20004
(202) 638-6666
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KARVEY B. JACOBSON, JR.
JOHN CLARKE HOLMAN
SIMOR-L. MOSKOWITZ
ALLEN S. MELSER
MICHAEL R. SLOBASKY
MARSHA G. GENTNER
JONATHAN L. SCHERER
LRWIN M. AISENBERG
GEORGE W. LEWIS

R

2900 Crystal Drive

Assistant Commissioner for Trademarks
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JACOBSON HOLMAN

PROFESSIONAL LIMITED LIABILITY COMPANY

400 SEVENTH STREET, N. W.

WASHINGTON, D. C. 20004
(202) &638-6666

October 31, 2001

10-31-2001
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Arlington, Virginia 22202-3513

RE: New Opposition
Humana, Inc. v. Texas Health Choice, L.C.

JACOBSON HOLMAN STERN

OF COUNSEL
MARVIN R. STERN
NATHANIEL A. HUMPHRIES

TELEFAX:
(202) 393-5350
202) 393-5351
(202) 393-5352

E-MAIL: IP@JHIP.COM
INTERNET: WWW.JHIP.COM
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TEXAS HEALTH CHOICE (Stylized) and Design
Serial No. 75/907,095 o
Our Ref.: 8421/1-4523 -
=
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Sir: ]
. ~d
We enclose the following for filing in the Patent and Trademark Office: =
e
A _x_ Notice of Opposition (in duplicate) e
~ Notice of Appeal
Also enclosed is our check for the required filing fee in the amount of $600.00. Should this
check become detached, or the amount be insufficient, please charge our Deposit Account, No. 06-
1358.
Respectfully submitted,
Marsha G. Gentner |
MGG/tlb

Enclosures



