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OPPOSER’S COMBINED MOTION TO COMPEL
AND MOTION TO EXTEND DISCOVERY AND TRIAL DATES
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Pursuant to Rules 26 and 37 of the Federal Rules of Civil Procedu%,i and ¢,

Rule 2.120 of the Trademark Rules of Practice, Opposer IGEN Internationa, In<_:

(“Opposer’) respectfully moves the Board for an order compelling Applicafif. &

e
™~ e
=

VerifEye, Inc. (“Applicant”) to respond to Opposer’s First Set of lnterrogatd;ni)es =
T3

(ISR

.

and Opposer's First Requests for the Production of Documents without .

objections.

In addition, Opposer requests an extension of the discovery period for the
limited purpose of allowing Opposer (and not Applicant) time to review
Applicant’s discovery responses as ordered by the Board, and to pursue follow-
up discovery if necessary. Opposer also requests that the testimony period be
re-set to follow close of discovery.

Such an order is appropriate because Applicant has failed entirely to

respond to Opposer's Interrogatories and Document Requests. Counsel for
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Opposer has made repeated good faith efforts to resolve the issues with
Applicant but, to date, such efforts have been unsuccessful.
L BACKGROUND
On October 31, 2001, Opposer filed a Notice of Opposition against
Application Serial No. 78/069,596 for the IGEN mark for “data automation and
collection service using proprietary software to evaluate, analyze and collect
medical prescription data.”’ Opposer asserts, among other things, that it owns
the distinctive marks shown in Registration Nos. 1,577,248; 1,612,717,
1,581,216; 1,504,462; 2,488,797 and Application No. 75/507,973 (the “IGEN
Marks”) for various scientific and medical goods and services. Opposer also
asserts that it has extensively used and promoted the IGEN Marks in the United
States since at least as early as 1985, well prior to the filing date of Applicant’s
application. (Not. of Opp. § 2 -5). As grounds for opposition, Opposer alleges
priority of use and likelihood of confusion under Section 2(d) of the Trademark
Act, 15 U.S.C. § 1052(d) and dilution under Section 43(c) of the Trademark Act,
15 U.S.C. § 1125(c). (Not. of Opp. 1Y 6-8).

On December 27, 2001, the Board instituted this proceeding and set
discovery to open on January 16, 2002, and to close on July 15, 2002.
Applicant’s Answer was due February 7, 2002.

On February 11, 2002, Applicant filed an answer denying the essential

allegations in the Notice of Opposition. The Answer was not signed or dated,

! Application Serial No. 78/069,596, filed June 18, 2001 under Section 1(b), 15 U.S.C.§
1051(b).
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contained no Certificate of Service, and was not served on Opposer. Opposer
learned that Applicant had Answered the Notice of Opposition when the Board
updated its Opposition database (BISX). Opposer obtained a copy of the Answer
from Applicant on March 22, 2002.

On May 1, 2002, Opposer served the Applicant with Opposer’s First
Request for the Production of Documents and Opposer’s First Set of
Interrogatories to Applicant. (Copies of these Requests are attached as Exhibit
A.) Responses to Opposer’s discovery requests were due May 31, 2002.

By the second week of June, Opposer had still received no response to
the requests from Applicant. As Applicant is appearing pro se, Opposer
attempted to contact Applicant directly at the phone number listed on the Answer
(610-827-7637). Opposer left several messages at this number, before reaching
an individual who explained the number was incorrect. Opposer finally found
Applicant’s correct number (610-827-7636), and was able to speak to Applicant’s
President, Mr. Brook Gillespie, on July 9, 2002. Mr. Gillespie explained that he
was working on the responses, and said Opposer could expect to receive them
by July 19, 2002. The parties agreed to extend the discovery period for 30-days,
and Opposer prepared and filed an extension request with the Board on July 9,
2002. The Discovery period is now set to close August 14, 2002, and Opposer’s
testimony period to close November 12, 2002.

By August 12, 2002, Opposer had still not received a response to its
discovery requests, and telephoned Applicant to inquire about the status of the

responses. On August 13 and 14, 2002, Opposer and Applicant spoke on the
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telephone. Applicant informed Opposer that the discovery responses were “not
high on his priority list” and that he would not likely be able to respond for some
time.

To date Opposer has received no response from Applicant.
. MOTION TO COMPEL

A. Opposer Has Made a Good Faith Effort to Work With Applicant

In accordance with Trademark Rule 2.120(e), Opposer submits that it has
made a good faith effort to resolve with Applicant the issues presented in the
motion. Specifically, Opposer has given Applicant ample extensions of time to
respond to the Requests. As detailed above, Applicant has not responded at all
to Opposer’s discovery requests, and has now informed Opposer that such
responses will not be forthcoming in the foreseeable future.

B. Applicant Forfeited its Right to Object

The Trademark Trial and Appeal Board Manual of Procedure (“TBMP”)
provides that a party which fails to respond to discovery interrogatories or
document requests during the time allowed therefore, and which is unable to
show that its failure was the result of excusable neglect, may be found, upon
motion to compel filed by the propounding party, to have forfeited its right to
object to discovery on the merits. See TBMP §§ 403.03 and 407.01, citing Bison
Corp. v. Perfecta Chemie B.V., 4 U.S.P.Q.2d 1718 (TTAB 1987); Luehrmann v.
Kwik Kopy Corp., 2 U.S.P.Q.2d 1303 (TTAB 1987).
Applicant’s discovery responses were due, on or before May 31, 2002.

Accordingly, Opposer respectfully requests that the Board order Applicant to fully
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respond to Opposer’s First Set of Interrogatories and First Requests for the
Production of Documents without objections within twenty days from the mailing
date of the Board’s order on this motion.

lll.  MOTION TO EXTEND

In accordance with Fed. R. Civ. P. 6(b), Opposer hereby moves the Board
for a thirty (30) day extension of the discovery period for the limited purpose of
allowing Opposer (and not Applicant) time to review Applicant’s discovery
responses as ordered by the Board, and to pursue follow-up discovery if
necessary. Opposer also requests an extension of the testimony periods.

As detailed above, Opposer has been diligent during the discovery period.
Opposer served discovery soon after it obtained a copy of Applicant’s late filed,
unsigned Answer to the Notice of Opposition.

Opposer also made a good faith effort to resolve this matter before filing a
motion to compel. Applicant, on the other hand, has had over three months in
which to respond to discovery, but has done nothing.

Opposer does not seek an extension of time for purposes of delay. Itis
requested that the limited thirty (30) day extension run from the date of service of
Applicant’s discovery responses as ordered by the Board, and that the discovery
period be otherwise closed. Opposer also requests an extension of the
testimony period to follow the re-set discovery period.

IV. CONCLUSION
For the reasons stated above, Opposer respectfully requests that the

Board grant Opposer’s motion to compel and order Applicant to respond to
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Opposer’s First Set of Interrogatories and Opposer’s First Requests for the
Production of Documents without objections within twenty days from the mailing
date of the Board'’s ruling on the motion. Opposer also respectfully requests that
the Board grant Opposer’s motion for an extension of the discovery period for the
limited purpose of allowing Opposer (and not Applicant) time to review
Applicant's discovery responses as ordered by the Board, and to pursue follow-
up discovery if necessary. Opposer requests that the extension run from the
date of service of Applicant's discovery responses as ordered by the Board, and
that the discovery period be otherwise closed. Opposer requests that the
testimony period be re-set to follow close of discovery.

Dated: August 14, 2002 Respectfully submitted,

dy /T

Laureﬁgi R. Hefter

Monica A. Riva

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

1300 | Street, N.W.

Washington, D.C. 20005-3315

(202) 408-4000

Attorneys for Opposer,
IGEN International, Inc.




CERTIFICATE OF SERVICE
| hereby certify that on August 14, 2002, a true and correct copy of the
foregoing OPPOSER’S COMBINED MOTION TO COMPEL AND MOTION TO
EXTEND DISCOVERY was served via United States first class mail, postage
prepaid, upon the following counsel for Applicant:
Verifeye Inc.

P.O. Box 272
Burchrunville, PA

FINNEGAN, HENDERSON,
FARABOW,

GARRETT & DUNNER, L.L.P.
1300 | Street, N.W.
Washington, D.C. 20005-3315
Telephone: (202) 408-4000




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
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- IGEN International, Inc. 08-14-2002

g us.Paentd TMOfCIT™ Malt Rcét Dt #67
Opposer, )
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VerifEye, Inc. ;
i Applicant. §

OPPOSER’S FIRST REQUEST FOR THE PRODUCTION OF DOCUMENTS

:5 Pursuant to Rule 34 of the Federal Rules of Civil Procedure and Rule 2.120 of
the Trademark Rules of Practice, Opposer hereby serves this First Request for the
Production of Documents on Applicant, and requests that Applicant respond to this
request and produce the requested documents at the offices of Opposer's counsel,
FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER, L.L.P., 1300 | Street,

N.W., Washington, D.C. 20005-3315, within thirty (30) days of service.

i DEFINITIONS AND INSTRUCTIONS

| Opposer hereby incorporates by reference the definitions and instructions set

FINNEGAN ! ) - ' . '
Lenoerson | forth in Opposer's First Set of Interrogatories to Applicant, served simultaneously
FARABOW i

Sonnirus | herewith.

1300 1 Street, NW
Washington, DC 20005 |
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1.

REQUEST FOR THE PRODUCTION OF DOCUMENTS

All documents identified and requested to be identified in Opposer’s First

Set of Interrogatories to Applicant.

2.

All documents relating or referring to Applicant's selection and adoption of

Applicant's Mark.

i

3.

Documents sufficient to identify each product and service with which

Applicant's Mark has ever been used.

;
I
|
1
B
i
|

4.

Documents sufficient to identify each product and service with which

| Applicant's Mark is now used.

{
"
A

3.

6.

7.

Documents sufficient to identify each product and service with which

Applicant has ever considered using Applicant's Mark.

Documents sufficient to identify each product and service with w‘hich

1 Applicant intends to use Applicant's Mark.

All documents evidencing Applicant's first use of Applicant's Mark for each

product and/or service with which Applicant's Mark has been used and/or is now used.

8.

All documents relating or referring to Applicant's development, marketing,

promotion, advertising, and offering of products and/or services under Applicant's Mark

from Applicant's first use of Applicant's Mark to the present, including, but not limited to,

marketing plans, advertising plans, strategic business plans, and market research.

9.

Representative samples of all advertising and promotional materials in

. each media utilized (e.g., print, television, radio, Internet), evidencing Applicant's use of

Applicant's Mark.

10.

All press releases mentioning, relating, or referring to Applicant’s Mark.

-2-
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11.  Samples of packaging and documentation for all products sold under or in

- connection with Applicant's Mark.

12. Samples of promotional and informational materials for all services offered
in connection with Applicant’'s Mark.

13. Documents relating or referring to the nature, identity, or characteristics of

' each class or type of purchaser to whom Applicant has marketed, now markets, or

intends to market, products and/or services under Applicant's Mark.
14. Documents sufficient to identify all channels of trade in or through which

Applicant has marketed, now markets, or intends to market, goods and services under

| Applicant's Mark.

15.  All documents relating or referring to investigations, research, repofts,
surveys, or studies regarding confusion or the likelihood of confusion between:
Applicant's Mark and any other mark or name, including Opposer’'s Mark, that Applicant
has ever conducted.

16.  All documents relating or referring to or mentioning Opposer or Opposer’s
Mark.

17. -All documents constituting communications to or from any person referring
or relating to Opposer and/or Opposer’s Mark.

18.  All documents constituting communications to or from any person referring
or relating to Opposer and/or Opposer’s customers.

19.  All documents relating or referring to confusion or mistake between

Applicant and Opposer, and between Opposer's Mark and Applicant’'s Mark.
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20. All documents relating or referring to inquiries Applicant has received
regarding Opposer.

é1 . All documents relating or referring to objections Applicant has made to
third parties' use and/or registration of marks or names based on Applicant's Mark.

22. Ali documents relating or referring to objections Applicant has received

1 regarding its use and/or registration of Applicant's Mark other than from Opposer.

23.  All documents relating or referring to all judicial and administrative
proceedings in any forum relating or referring to Applicant’s Mark.
24. All documents relating or referring to trademark searches or investigations

relating or referring to Applicant's Mark.

25.  All documents relating or referring to agreements between Applicaht and

| third parties relating or referring to use and/or registration of Applicant's Mark 6r an

IGEN-formative mark including, but not limited to, licenses, assignments, consent
agreements, coexistence agreements, and settlement agreements.

26. All documents relating or referring to any third parties that use the mark

IGEN, or any variations thereof.

27. All documents relating to any federal or state trademark applications filed

by any third parties for the mark IGEN, or any variations thereof.
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28. Each and every document not already produced in response to these

+ Requests upon which Applicant will rely in this Opposition proceeding.

Respectfully submitted,

' Dated: May 1, 2002 Q}M\A E

Laureqce R. Hefter

Monica A. Riva

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

1300 | Street, N.W.

Washington, D.C. 20005-3315

(202) 408-4000
Counsel for Opposer
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CERTIFICATE OF SERVICE

- | certify that a true and accurate copy of the foregoing OPPOSER'’S FIRST

; REQUEST FOR THE PRODUCTION OF DOCUMENTS Applicant was served by and

First Class mail this 1st day of May 2002, upon Applicant:
Verifeye, Inc.

PO Box 272
Burchrunville, PA 19421

Ty

Monica A%iva 7




