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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

(A

JOHN O. BUTLER COMPANY, ) 04-15-2002
0 ; U.§. Patent & TMOfc/TM Mail Rept Dt #74
pposer, :
)
V. )  Opposition No. 91,150,169
)
DENTACLEAN, LLC, )
)
Applicant. )

OPPOSER’S MOTION TO COMPEL
Pursuant to Rule 2.120(e), Opposer, John O. Butler Company, hereby moves for an order
compelling Applicant, Dentaclean, LLC, to answer Opposer’s First Set of Interrogatories to
Applicant Nos. 1-14 (copy attached as Ex. 1) and Opposer’s First Set for Reqliégts .fo}f:’{
Production of Documents and Things Nos. 1-20 (copy attached as Ex. 2). _._ L
Opposer’s interrogatories and document requests were served by first classzmailgté

P

counsel for Applicant on January 15, 2002. Applicant’s responses were due no :rlé?ter th?g'n
February 19, 2002. This deadline passed without any response from Applicant. On March'%,
2002, Opposer’s counsel, Judith Grubner, wrote to Applicant’s counsel, John Weber, in a good
faith effort to amicably resolve this issue (copy attached as Ex. 3). In that letter, Opposer’s
counsel requested a response to Opposer’s outstanding discovery requests no later than March
22, 2002. Thereafter, on March 26, 2002, having received no response from Applicant,
Oppéser’s counsel telephoned Applicant’s counsel and left a voice mail message requesting a

response in a good faith effort to confer with Applicant’s counsel. Applicant’s counsel did not

reply. To date, Applicant has failed to either request any extension from Opposer, file any




1)

responses to Opposer’s written discovery or provide any explanation for its failure to respond to

Opposer’s discovery.

Accordingly, Opposer respectfully requests that the Board enter an order compelling

Applicant to fully answer, without objection, Opposer’s First Set of Interrogatories to Applicant

Nos. 1-14 (Ex. 1) and Opposer’s First Set of Requests for Production of Documents and Things

Nos. 1-20 (Ex. 2) within fifteen (15) days from the date of such order. See Envirotech Corp. v.

Compagnie Des Lampes, 219 U.S.P.Q. 448 (TTAB 1979); Crane Co. v. Shimano Indus. Co.,

Ltd., 184 U.S.P.Q. 691 (TTAB 1975).

Date: 5{/ Y / o<z

CERTIFICATE OF MAILING
1 hereby certify that this correspondence is being deposited
with the United States Postal Service as first class mail in an

envelope addressed to Assistant Commissioner for

3513 on April 4, 2002.

Date: April 4, 2002

Robert Holland

Trademarks, 2900 Crystal Drive, Arlington, VA 2220 >

Respectfully submitted,

Owdotb SO SNehroy™

Oharles A. Laff

Joseph F. Schmidt

Judith L. Grubner

Michael Best & Friedrich LLC
401 N. Michigan Ave., Suite 1900
Chicago, Illinois 60611-4212
(312) 222-0800

Attorneys for Opposer
John O. Butler Company
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

O

JOHN O. BUTLER COMPANY,
04-15-2002

Opposer,
V. Opposition No. 91150169
DENTACLEAN, LLC,

Applicant.

R I e i i S g i T

OPPOSER’S FIRST SET OF INTERROGATORIES TO APPLICANT. NOS. 1-14

Pursuant to Rules 26 and 33 of the Federal Rules of Civil Procedure and Trademark
Rules 2.116 and 2.120, Opposer hereby requests that Applicant answer separately and fully, in
writing and under oath, each of the following interrogatories, and serve such answers on counsel
for Opposer at the offices of MICHAEL BEST & FRIEDRICH LLC, 401 North Michigan
Avenue, Suite 1900, Chicago, Illinois 60611, within thirty (30) days of service of these
interrogatories. Applicant shall supplement and/or amend its responses to the following

interrogatories in accordance with Rule 26(e) of the Federal Rules of Civil Procedure.

INSTRUCTIONS AND DEFINITIONS

1. In answering these interrogatories, please furnish all information currently known
or available to you or your attorneys.

2. Please record a separate answer for each interrogatory and interrogatory subpart.

3. For each person that is identified in response to an interrogatory, please provide
that person’s last known business address and phone number, and last known residential address

and phone number.

EXHIBIT
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4. If you contend that any document or information requested to be produced is

protected from discovery by the attorney-client privilege, work product immunity or other

ground of privilege or immunity, then identify for each such document:

a. the date of the document;

b. the name and title or position of the author(s) of the document;

c. the name and title or position of all persons designated as addressees or
otherwise receiving copies of the document;

d. the general subject matter of the document;

e. the type of document (e.g. memorandum, letter or report);

f the specific grounds for withholding the document, including the specific
facts upon which they will rely to establish the asserted attorney client
privilege, work product immunity, or other ground of privilege or
immunity; and

g. the specific document requests to which the document is responsive.

5. If you are unable to respond fully to any interrogatory herein, you should respond

to the extent possible and provide an explanation as to why a full response is not possible.

6. All interrogatories are directed to that information or those documents within your

possession, custody or control, or within the possession, custody or control of your agents,

servants, and employees, and unless privileged, your attorney. They are also directed to those

firms, corporations, partnerships, or trusts that you control, and to documents in the possession,

custody or control of the employees, agents, next friends, trustees, guardians and/or

representatives of such entities.

7. These interrogatories shall be deemed to be continuing. Your attention is also

directed to Rule 26(¢e)(2) of the Federal Rules of Civil Procedure which provides as follows:

A party is under a duty seasonably to amend a prior response if a party
obtains information upon the basis of which (a) the party knows that the
response was incorrect when made, or (b) the party knows that the
response though correct when made is no longer true and the
circumstances are such that a failure to amend the response is in
substance a knowing concealment.

8. “Your” or “Applicant” refers to “DENTACLEAN, LLC” and any of its affiliates,

divisions, officers, agents, employees, distributors, predecessors in interest and representatives.
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9. “QOpposer” refers to “John O. Butler Company” and any of its affiliates, divisions,
officers, agents, employees, distributors, predecessors in interest and representatives.
10.  “Opposer’s mark” means the marks set forth in the following registrations and

any other mark that includes the term GUM, used by Opposer:

Mark Appln. Date Reg. No. Reg. Date

G-U-M July 21, 1966 824,430 February 21, 1967
G-U-M September 18, 1992 | 1,826,880 March 15, 1994
G-U-M September 18,1992 | 1,826,950 March 15, 1994
G-U-M September 18, 1992 | 1,850,157 August 16, 1994
G-U-M July 17,1995 | 1,979,787 June 11, 1996
G-U-M July 17,1995 | 2,049,833 April 1, 1997
GUM October 15,1997 | 2,199,875 October 27, 1998

11.  “Applicant’s mark” means the mark set forth in Application Serial No.

76/057,999 and any other mark used by Applicant that includes the term GUM.

12. “Document” means the definition of “document” as set forth in Federal Rule of
Civil Procedure 34 and includes, but is not limited to, writings, drawings, graphs, charts,
photographs, phone records and other data compilations from which information can be obtained
or translated through detection devices into reasonably usable form, and further includes the
original and all nonidentical copies of any written, typed, printed, photocopied, photographed,
tape recorded or e-mailed matter of any kind, which is known by you to exist or to have existed
or which at any time has been in your possession, custody or control, including, but not limited
to, letters, envelopes, forms, affidavits, correspondences, telegraphs, telecopies, telefaxes, e-mail,
paper communications, signed statements, tabulations, charts, checks, appointment books,
records, proposals, memoranda, or other transcripts by mechanical device, by long hand or
shorthand recording, tape recorded or by electronic or by any other means, computer generated

information, computer software, data stored in a computer, intraoffice communications,



interoffice communications, all summaries of oral communications, telephonic or otherwise,
microfiche, microfilm, web pages, lists, bulletins, calendars, circulars, desk pads, opinions,
ledgers, minutes, agreements, journals, diaries, contracts, invoices, balance sheets, telephone
messages or other messages, magazines, pamphlets, articleé, notices, newspapers, studies,
summaries, worksheets, telexes, cables and all other graphic materials, writings and instruments,
however, produced or reproduced. A document includes all documents appended thereto.

13.  “Concerning,” “Relating to” or “relate to” means constituting, discussing,
mentioning, containing, analyzing, embodying, reflecting, identifying, incorporating, describing,
commenting on, referring to, considering, recommending, dealing with or pertaining to in whole
or in part.

14.  “Identify” with respect to individuals means to give the person’s full name and
last know residential address and phone number and last known business address and phone
number.

15.  “Identify” with respect to corporations or other business entities means to give the
corporation’s or business entity’s full name, legal form (i.e. corporation, partnership, etc.) and
state of incorporation or legal formation, present or last known address and principal place of
business, the identity of officers or others having knowledge of the matter with respect to which
the corporation or entity is named, and the connection to Applicant’s response.

16. “Identify” with respect to each document means to give, to the extent known: (a)
the type of document; (b) the general subject matter; (c) the date of the document; and (d) the
author(s), addressee(s) and recipient(s).

17.  “Identify” with respect to oral communications shall mean: (a) the communication

medium, i.e., in person or telephonic; (b) the date of each such communication; (c) the full name



and current business and residence address of those who were present at each communication;
and (d) the substance and nature of each such communication.

18.  “Person” means any natural person or any business, legal or governmental entity
or assoclation. |

19. The connectors “and” and “or” shall be construed either disjunctively or
conjunctively as necessary to bring within the scope of the discovery requests all responses that
might otherwise be construed to be outside its scope.

20.  “Including” means including without limitation.

21.  As used herein, the singular shall always include the plural and the present tense

shall always include the past tense.

INTERROGATORIES

1. Identify the medium/media in which Applicant has advertised goods under
Applicant’s mark in the United States, identify the publications or other outlets in which such
advertisements appeared, identify all persons with such knowledge and identify all documents
relating thereto.

2. Identify by its common commercial name each and every type of product or
service offered and/or sold by Applicant in the United States bearing Applicant’s mark, idéntify
all persons with such knowledge and identify all documents relating thereto.

3. State the date of first use in the United States by Applicant of Applicant’s mark
with respect to each product or service identified in response to Interrogatory No. 2, identify all
persons with such knowledge and identify all documents relating thereto.

4. Identify the person(s) who have the most knowledge with regard to Applicant’s

advertising.



5. State the date and circumstances in connection with which you became aware of
any person, including opposer, using a trademark that includes the term GUM on or in
connection with products or services in the United States and explain how you first became
aware of such use by such other person(é), identify the person(s) having the most knowledge
relating thereto, and identify all documents relating thereto.

6. Describe how Applicant conceived and selected the mark THE GUM LINE IS
THE BATTLE LINE, including reasons for adopting the mark and the date Applicant decided to
adopt the mark THE GUM LINE IS THE BATTLE LINE, identify the person(s) with the most
knowledge with respect thereto, and identify all documents relating thereto.

7. State whether you made any searches concerning the use of the term THE GUM
LINE IS THE BATTLE LINE as a trademark, service mark or trade name, and identify any
reports of such searches and the person(s) with the most knowledge thereof.

8. Identify all inquiries or communications you have received concerning Opposer
or its products or services or Opposer’s use of the mark GUM, identify the person(s) with the
most knowledge thereof and identify all documents relating thereto.

9. Describe in detail all trade channels and classes of customers or prospective
customers in connection with which Applicant markets, promotes, distributeé, offers, sells or
intends to sell its products or services under Applicant’s mark in the United States and identify
the person(s) with the most knowledge thereof.

10.  State the unit and dollar amount of gross sales in connection with each product or
service sold under Applicant’s mark in the United States for each year beginning in the ylear of
Applicant’s first use of Applicant’s mark, identify the persoﬁ(s) with the most knowledge thereof

and identify the documents best reflecting this information.



11.  State the methods used by Applicant to sell any product or service under
Applicant’s mark in the United States including, but not limited to, retail distribution, wholesale
distribution, mail order distribution and Internet distribution, and identify the person(s) with the
most knowledge thereof. |
in the trade or among the public has been confused or mistaken as to the source of Applicant’s
products and services offered under the mark THE GUM LINE IS THE BATTLE LINE, or has
contacted Applicant regarding another’s products or services, identify the person(s) with the
most knowledge thereof aﬁd identify all documents relating thereto.

13. Identify each director, officer, predecessor, parent, subsidiary, and affiliated
company of Applicant.

14. Identify all applications for the mark THE GUM LINE IS THE BATTLE LINE
or any other mark containing “GUM,” filed by applicant in the United States and the states of the

United States or foreign countries.

JOHN O. BUTLER COMPANY

By@,ww‘/vbg Suhrar

{UCharles A. Laff
Joseph F. Schmidt
Judith L. Grubner
Kenneth M. Battle
MICHAEL BEST & FRIEDRICH LLC
401 North Michigan Avenue, Suite 1900
Chicago, Illinois 60611
(312) 222-0800

|
12.  Identify and describe any instance of which Applicant is aware where any person
Date: January /D, 2002



CERTIFICATE OF SERVICE
[ hereby certify that on this '1§H\ day of January, 2002, true and correct copies of the
foregoing

OPPOSER’S FIRST SET OF REQUESTS FOR PRODUCTION
OF DOCUMENTS AND THINGS NOS. 1-20

and
OPPOSER’S FIRST SET OF INTERROGATORIES TO APPLICANT, NOS. 1-14

were sent via first class mail, postage prepaid, to the following counsel of record:

John H. Weber

Kenneth H. Oh

BAKER & HOSTETLER LLP

Washington Square, Suite 1100
1050 Connecticut Avenue N.W.
Washington, DC 20036-5304

Attorneys for Applicant

Oma’”»ﬁ«»w

Ofk of the Attorneys for Opposer
John O. Butler Company




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JOHN O. BUTLER COMPANY, )
) 04-15-2002
Opposer’ ) U.S. Patent & TMOfc/TM Mail Rept Dt. #74
)
V. ) Opposition No. 91150169
)
DENTACLEAN, LLC, )
)
Applicant. )
)

OPPOSER'’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS, NOS. 1-20

Please take notice that pursuant to Rule 34 of the Federal Rules of Civil Procedure and
Rule 2.120 of the Trademark Rules of Practice, Opposer, John O. Butler Company, requests that,
within thirty days from the date of service of this request, Applicant produce for inspection and
copying each of the documents described in the numbered paragraphs below at the offices of
MICHAEL BEST & FRIEDRICH LLC, 401 North Michigan Avenue, Suite 1900, Chicago,

Illinois 60611 or at any other location mutually agreed to by the parties.

INSTRUCTIONS AND DEFINITIONS

1. Please produce all documents in a form that renders the documents susceptible to
copying. Please produce all documents according to the specific request to which the documents
are responsive as they are kept in the usual course of business or organized and labeled to
correspond to the following requests.

2. If you are unable to comply fully with any request herein, please comply to the

extent possible and provide an explanation as to why full compliance is not possible.

EXHIBIT
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3. If any document within the scope of this request is unavailable because it has been
destroyed, identify the document (by date, author, addressee, signatory, subject and length); state
when the document was destroyed and the circumstances under which it was destroyed; and
identify the person who ordered the document destroyed and all persons who participated in or
have knowledge of such destruction.

4. All requests herein are directed to those documents which are in your possession,
custody or control, or within the possession, custody or control of your agents, servants, and
employees and your attorneys. They are also directed to those firms, corporations, partnerships
or trusts that you control, and to documents in the possession, custody or control of employees,
agents, next friends, trustees, guardians and representatives of such entities.

5. Any document falling within the scope of this request that is withheld on the basis
of a claim of privilege, work product, or any other ground is to be identified in writing by title,
addressee, addressor, date, topic covered, and length, and listed with a statement of the ground
alleged for withholding such document and shall identify all persons who have or have had
possession, custody or control of the document (or any portions thereof).

6. This request shall be deemed to be continuing. Your attention is also directed to
Rule 26(e)(2) of the Federal Rules of Civil Procedure which provides as follows:

A party is under a duty seasonably to amend a prior response if he obtains information

upon the basis for which (a) he knows that the response was incorrect when made, or (b)

he knows that the response though correct when made is no longer true and the

circumstances are such that a failure to amend the response is in substance a knowing
concealment.

The definitions set out in Opposer’s First Set of Interrogatories to Applicant are

incorporated herein by reference.



DOCUMENTS AND THINGS TO BE PRODUCED

L. Documents and things identified in Opposer’s First Set of Interrogatories to
Applicant.
2. Representative samples of Applicant’s mark used at any time in connection with

the marketing, advertising, sale or promotion of its products and services.

3. Documents and things concerning any inquiry, search, investigation or market
survey made by Applicant in connection with the development, consideration, selection,
adoption or use of Applicant’s mark.

4. Documents and things concerning the Applicant’s development, consideration,
selection, adoption and use of Applicant’s mark.

5. Documents and things known to Applicant which were relevant to the formulation
of each and every opinion from Applicant’s legal counsel or any other person concerning
possible trademark conflicts with any third party, including Opposer, or the absence thereof.

6. Documents and things concerning any clearance search of the mark THE GUM
LINE IS THE BATTLE LINE, or any variation thereof, prior to the filing of Applicant’s
application for registration of Applicant’s mark.

7. Documents and things conceming any inquiry or communication received by
Applicant concerning Opposer or Opposer’s goods or services.

8. Documents and things concerning instances of confusion, possible confusion or
factual mistakes in identity between Applicant and/or Applicant’s mark, goods or services and
Opposer and /or Opposer’s mark, goods or services.

9. Documents and things concerning any notice received by Applicant that
Applicant’s mark infringes or may infringe a mark, name or other designation owned and/or used

by another, including Opposer and/or Opposer’s mark, goods or services.



10. Documents and things concerning use of the term THE GUM LINE IS THE
BATTLE LINE and/or the term GUM by any third party other than the Applicant.

11.  Documents and things concerning Applicant’s knowledge of Opposer’s
ownership and use of Opposer’s marks including the term GUM or any variation thereof.

12.  Documents and things concerning any notice given by Applicant that use of a
mark, name or other designation by another infringes or may infringe Applicant’s mark.

13.  Documents and things concerning any opposition, cancellation, civil action, or
any other litigation or administrative proceeding involving or relating in any way to Applicant’s
mark, other than this opposition proceeding.

14.  Documents and things concerning any survey, analysis or other investigation of
Applicant’s mark or Opposer’s marks involving purchasers, consumers, customers and/or the
trade.

15. Documents and things showing Applicant’s first use of Applicant’s mark
anywhere and in commerce in the United States.

16. Documents and things concerning any assignment or license agreements
pertaining to the use of Applicant’s mark.

17.  All surveys that refer or relate to the mark THE GUM LINE IS THE BATTLE
LINE and the products and services advertised, marketed, promoted, offered and sold by
Applicant in connection with the mark THE GUM LINE IS THE BATTLE LINE.

18.  Documents and things upon which Applicant intends to rely in this proceeding.

19. Documents and things concemning or comprising statements, inquiries, comments
or other communications by or from Applicant’s customers, distributors, suppliers or others
concerning the similarity of Applicant’s THE GUM LINE IS THE BATTLE LINE mark to

Opposer’s mark or evidencing any mistake, confusion, suspicion, belief or doubt on the part of




any third party as to the relationship between Applicant and Opposer or their respective products

and services sold under their respective marks.
20.  All statements or opinions of any experts retained by Applicant or any person

acting on behalf of Applicant concerning any of the issues involved in the oppositidn proceeding.

JOHN O. BUTLER COMPANY

SO S bron—

V Charles A. Laff
Joseph F. Schmidt
Judith L. Grubner
Kenneth M. Battle
MICHAEL BEST & FRIEDRICH LLC
401 North Michigan Avenue, Suite 1900
Chicago, Illinois 60611
(312) 222-0800

Date: January / S,, 2002



CERTIFICATE OF SERVICE

I hereby certify that on this [Sjﬂ\dﬂy of January, 2002, true and correct copies of the

foregoing
OPPOSER’S FIRST SET OF REQUESTS FOR PRODUCTION
OF DOCUMENTS AND THINGS NOS. 1-20

and

OPPOSER'’S FIRST SET OF INTERROGATORIES TO APPLICANT, NOS. 1-14

were sent via first class mail, postage prepaid, to the following counsel of record:

John H. Weber

Kenneth H. Oh

BAKER & HOSTETLER LLP
Washington Square, Suite 1100
1050 Connecticut Avenue N.W.
Washington, DC 20036-5304

Attorneys for Applicant

Sod S b,

One.of the Attorneys for Opposer
John O. Butler Company
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Artorneys at Law
www.mbf-law.com 401 N. Michigan Avenue
Suite 1900
Chicago, illinois 60611-4274
Telephone (312) 222-0800

FAX (312) 222-0818

Author: Judith L. Grubner
Writer’s Direct Line: (312) 661-2131
March 12, 2002 Email: jigrubner@mbflaw.com

VIA FACSIMILE

John H. Weber, Esq.

Baker & Hostetler LLP
Washington Square, Suite 1100
1050 Connecticut Avenue N.W.
Washington, D.C. 20036-5304

Re:  Opposition No. 91,150,169
By: Dentaclean LLC
Mark: THE GUM LINE IS THE BATTLE LINE

Dear Mr. Weber:

Offices in:

Milwaukee, Wisconsin
Madison, Wisconsin
Manitowac, Wisconsin
Lehigh Vailey, Pennsylvania

According to our records, a response from your client, Dentaclean, LLC (fk/a G.O.I., LLC), was
due February 19, 2002 to Opposer’s First Set of Interrogatories and Opposer’s First Set of
Requests for Production of Documents. However, we have not yet received your responses.

Please provide them no later than Friday, March 22, 2002.
Very truly yours,

MICHAEL BEST & FRIEDRICH LLC

Judith L. Grubner

JLG/th

cc: Michael D. Warnecke
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CERTIFICATE OF SERVICE

I hereby certify that on this H'&'\day of April, 2002, a true and correct copy of the

foregoing
OPPOSER’S MOTION TO COMPEL

was sent via first class mail, postage prepaid, to the following counsel of record:

John H. Weber

Kenneth H. Oh

BAKER & HOSTETLER LLP
Washington Square, Suite 1100
1050 Connecticut Avenue N.W.
Washington, DC 20036-5304

Attorneys for Applicant

~udth R sIhih o

O@ of the Attorneys for Opposer
John O. Butler Company




