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/ IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
| BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Compagq Information Technologies Group )
Opposer, ) Opposition No: 124,177
:‘ )
! V. )
| 1 - >
Ao phean, ) e
Serial Number: 75/908,075 02-26-2002 o
Filing Date: February 3, 2000 U.s. Patent & TMOTG/TM Mall Rcmm. ‘
Mark: DESKPROTO -
Class No.: 09

ASSISTANT COMMISSIONER FOR TRADEMARKS

2900 Crystal Drive
Arlington, Virginia 22202-3513

ATTN: BOX TTAB - NO FEE

APPLICANT’S REQUEST TO SET ASIDE DEFAULT

Pursuant to Rule 55(c) of the Federal Rules of Civil Procedure, Applicant requests the |

Order of Default entered on January 25, 2002 be set aside, and applicant be given sixty (60) days ;
from the granting of such request to answer or otherwise respond to the Notice of Opposition /
I

|

filed in this matter. In support of this Request, Applicant states as follows:

1. As more fully documented herein, Applicant never received notice of any kind that a /
Notice of Opposition had been filed, until on or about December 20, 2001. This was the first date !

|
Applicant’s Domestic Representative became aware of this Opposition Proceeding. Prior to this

time, and according to the USPTO records, no Notice of Opposition was filed and on September

11, 2001, the application matured into a Registration. Thereafter, Applicant was issued a




Certificate of Registration. Until December 20, 2001, no communications or notices received

from the USPTO ever provided any notice whatsoever that an Opposition had been filed.

2. On April 26, 2001, Applicant’s Counsel notified the USPTO that Applicant’s Counsel
had changed its address. A copy of the notification is enclosed (see line #31). Applicant’s
Counsel also duly notified the U.S. Postal Service of the address change, and arranged for the
forwarding of all mail. As the change of address relates to this application, the USPTO seemed
completely unaware of the change until the issue was raised with TTAB Legal Assistant, Clara

Vela, in a telephone conversation on or about February 5, 2002.

3. On or about June 6, 2001, The USPTO issued a Notice of Publication Under 12(a),
stating the application at issue would be published on June 19, 2001. Applicant’s Counsel
received a copy of said notice, which is enclosed as an exhibit. After Applicant, received the

Notice of Publication, no further communications were received from the USPTO until on or

about October 24, 2001.

4. On or about October 24, 2001, Applicant’s Counsel received an envelope from the
USPTO, containing a Certificate of Registration for the mark DESKPROTO (Reg. No.
2,487,0190), a copy of which is enclosed. As of this point in time, neither the Applicant nor

Applicant’s Counsel had received any notice whatsoever of any Opposition.

5. On or about December 20, 2001, Applicant’s Counsel received a communication from
the USPTO, which indicated that a Notice of Opposition had at some point in time been filed,
and that the Certificate of Registration was issued in error. A copy of the communication is
enclosed as an exhibit, and said communication was the very first notice applicant ever received

relating to a Notice of Opposition.

6. It is to be noted that the mailing date of the above referenced exhibit is “Dec 17 2001~
which is nine (9) days after the date Applicant would have had to file an Answer to the Notice of

Opposition if Applicant had been given proper notice. It is evident that even the Commissioner’s




Office was not given proper notice of any Notice of Opposition being filed back in July 2001.

Applicant was therefore already in default when it first had knowledge of the Opposition.

7. On December 28, 2001, Applicant’s Counsel received a communication from the
USPTO, which included a Cancellation Order, TTAB Notice of Opposition, and a copy of the
Notice of Opposition filed by the Opposer. Copies of said documentation are enclosed. This was

the first time Applicant or Applicant’s Counsel had ever seen these documents.

8. Again, it is to be noted that the mailing date of the above referenced exhibit (Cancellation
Order) is “Dec 17 2001” which is eleven (11) days after the date Applicant would have had to

file an Answer to the Notice of Opposition if Applicant had been given proper notice.

9. After receiving the above referenced documentation, Applicant’s Counsel and his staff
placed phone calls to the TTAB and the office of the Commisstoner of Trademarks to find out
the current status of the Opposition and when an Answer would be due. Nobody we spoke with
was able to provide the status of the file or advise when an Answer was due. Subsequently, on or

about January 30, 2002, Applicant’s Counsel received a Notice of Default from the TTAB.

10.  All defaults entered in this matter should be vacated because Applicant received no
notice of any Notice of Opposition, until affer the time to file an Answer had already expired.

Applicant is unable to explain the lack of proper notice and due process, except to state the

record indicates the Commissioner for Trademarks also failed to receive proper notice of any

Opposition.

11. Setting aside the Order of Default will not prejudice the Opposer, but failure to do so will

cause irreparable injury to Applicant.

WHEREFORE, and based on the foregoing, Applicant requests that the Order of Default be
vacated, and Applicant be allowed sixty (60) days from the granting of such request to answer or

otherwise respond to the Notice of Opposition filed in this matter. The additional time to answer




is warranted under the circumstances of this case, because Applicant is located in the

Netherlands, and communication with Counsel is therefore compromised.

Christopher J. Bischoff
Bischoff & Associates, Ltd
1731 Central Street
Evanston, IL 60201
847-491-9800 (PH)
847-491-9801 (FAX)

Respectfully Submitted,
ALEXANDER FREDERICK LENNINGS

By:
Christophet J. Bischoft,




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of )
)
Serial No.:  75/908075 )
Mark: DESKPROTO )
)
Filed: 2/3/00 )

Assistant Commissioner For Trademarks
Box Responses - No Fee

2900 Crystal Drive
Arlington, Virginia 22202-3513 ‘

NOTIFICATION OF CHANGE OF ADDRESS
FOR APPLICANT’S ATTORNEY

Since the filing of the above referenced Trademark Registration Application, Applicant’s
Attorney has moved their business, and relocated to a new address. Please update your

files to include the Applicant’s Attorney’s new address. '

APPLICANT’S ATTORNEY new address is set forth as follows:

Christopher J. Bischoff
BISCHOFF & ASSOCIATES, LTD.
1731 Central Street
Evanston, Illinois 60201

Based on the foregoing, Applicant respectfully requests that its’ application be amended
to reflect the new address. Applicant also requests that any certificate that issues also

reflect the new address.

Date: Y- 2u,-0| By:

Christopher J. Bidghoff
Applicant’s Attorney

|
|
|
|
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

Assistant Commissioner For Trademarks
Box Responses - No Fee

2900 Crystal Drive
Arlington, Virginia 22202-3513
EXPRESS MAIL CERTIFICATE
EL&Z38 |
- Express Mail Label .. 27410Us Date of Deposit _~ -2¢0 -O |

I hereby certify that this correspondence and documents listed below are being deposited with the
United States Postal Service using “Express Mail Post Office to Addressee” service in an envelope
addressed to “Assistant Commissioner For Trademarks, Box Responses - No Fee, 2900 Crystal
Drive, Arlington, Virginia 22202-3513,”on the above date.

Enclosed Documents:

A. 57 Notices of Change of Address for Applicant’s Attorney for
the following 57 Serial Numbers:

1. 75/067995 16. 75/549521 31.75/908075 46. 75/858302
2. 75/557199 17.75/848003 32.75/931972 47.75/858750
3. 75/220882 18.75/870251 33.75/931971 48. 75/839702
4. 76/152278 19.75/931974 T 34.75/931973 49. 75/858751
5. 75/240268 20. 76/094464 35. 75/648992 50. 75/736795
6. 76/049057 21. 76/114043 36. 75/906991 51.75/736796
7. 76/229853 22. 76/047906 37.75/555100 52.75/736795
8. 76/164554 23.75/557175 38. 76/002446 53.75/829976
9. 76/164555 24.76/047907 - 39.75/315696 54.75/916915
10. 76/077945 1 25.76/193649 40. 75/922521 . 55.75/941524
11. 76/077944 26. 76/114044 41. 75/755692 56. 75/205618
12. 76/132047 - 27.75/747925 42.75/323973 57.75/800669 |
13. 75/760610 28.76/047908 43.75/841388 )
14. 75/676062 29. 76/047909 44. 75/979157 :
15. 75/543997 30.76/011136 45. 75/833947 |

e Qo ST

Elisa Cervantes =~




UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

ASSISTANT COMMISSIONER FOR TRADEMARKS

2900 Crystal Drive
Arlington, Virginia 22202~3513

Jun 6, 2001

NOTICE OF PUBLICATION UNDER 12(a)

1. Serial No.: 2. Mark:
75/908,075 DESKPROTO
3. International Class(es):
9
4. Publication Date: 5. Applicant: :
Jun 19, 2001 LENNINGS, ALEXANDEB FREDERIK

The mark of the application identified appears to be entitled to registration. The
mark will, in accordance with Section 12(a) of the Trademark Act of 1946, as
amended, be published in the Official Gazette on the date indicated above for the
purpose of opposition by any person who believes he will be damaged by the
registration of the mark. If no opposition is filed within the time specified by
Section 13(a) of the Statute or by rules 2101 or 2.102 of the Trademark Rules,
the Commissioner of Patents and Trademarks may issue a certificate of
registration.

Copieé of the trademark portion of the Official Gazette containing the publication
. of the mark may be obtained from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954

Pittsburgh, PA 15250-7954
Phone: (202)512-1800

By direction of the Commissioner.

MAEr AN iy A AR A
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States

* Patent and Trademark Office to the named registrant,

The records of the United States Patent and Trademark Office show that
an application for registration of the MaFk shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Director of the
United States Patent and Trademark Office; and that the Applicant is entitled to
registration of the Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are part of

. this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated eatlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

P Ebdel
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Requirements for Maintaining a
Federal Trademark Registration

'SECTION 8: AFFIDAVIT OF CONTINUED USE

The registration shall remain in force for 10 years, except that the
registration shall be canceled for failure to file an Affidavit of Continued
Use under Section 8 of the Trademark Act, 15 U.S.C. §1058, upon the
expiration of the following time periods: :

i) At the end of 6 years following the date of registration.

ii) At the end of each successive 10-year period following the date of

registration..

Failure to file a proper Section 8Ajﬁdavzt at the appropriate time will result in the

cancellation of the registration.

SECTION 9: APPLICATION FOR RENEWAL

The registration shall remain in force for 10 years, subject to the provisions

of Section 8, except that the registration shall expire for failure to file an
Application for Renewal under Section 9 of the Trademark Act, 15 U.S.C.
§1059, at the end of each successive 10-year period following the date of

registration.

Failure to file a proper Application for Renewal at the appropriate time will result in
the expiration of the registration.
3

No further notice or reminder of these requirements will be sent to the
Registrant by the Patent and Trademark Office. It is recommended
that the Registrant contact the Patent and Trademark Office
approximately one year before the expiration of the time periods shown
above to determine the requirements and fees for the filings required to

maintain the registration.
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Int. CL.: 9
Prior U.S. Cls.: 21, 23, 26, 36 and 38

: _ Reg. No. 2,487,019
United States Patent and Trademark Office  Registered Sep. 11, 2001

TRADEMARK
PRINCIPAL REGISTER

DESKPROTO

LENNINGS, ALEXANDER FREDERIK (NETH; FIRST USE 4-14-1995; IN COMMERCE 6-5-1996.

ERLANDS CITIZEN)
CROESELAAN 247
OWNER OF BENELUX REG. NO. 548383, DATED

3521 BP ,
UTRECHT, NETHERLANDS 5-4-1994, EXPIRES 5-4-2004.

FOR: COMPUTER SOFTWARE AND PERIPHER- SER. NO. 75-908,075, FILED 2-3-2000.

AL HARDWARE NAMELY TO CREATE MODELS
AND PROTOTYPES, IN CLASS 9 (U.S. CLS. 21, 23, 26,
MARY CRAWFORD, EXAMINING ATTORNEY

36 AND 38). .

-
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| \ N UNITED STATES
27 PATENT AND
*x o% TRADEMARK OFFICE

/ : Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513
www.uspto.gov

Christopher J. Bischoff
Bischoff & Associates LTD
1333 N. Kingsbury Street
Suite 306

Chicago, IL. 60622-2641

Re: Trademark Registration No. 2,487,019
For: DESKPROTO .

Dear Mr. Bischoff:

Due to a clerical error by the Patent and Trademark Office, Trademark Registration No. 2,487,019, for
the mark DESKPROTO, was inadvertently issued on September 11, 2001, to Alexander Frederik

Lennings.

The registration issued inadvertently after a Notlce of Opposition had been filed with the Trademark
Trial and Appeal Board.

In accordance with the attached order, Registration No. 2,487,019 is hereby cancelled. The
application will be restored to pendency (as application Serial No. 75/908075) and forwarded to the
Trademark Trial and Appeal Board for further action.

Please return the Registration Certificate to this Office.

Sincerely,

Robert M. Anderson
Deputy Commissioner for
Trademark Operations

RMA:CPS

Date:  DEC 1 7 2001

ce: Vanessa J. Cooper, Esq.
Finnegan, Henderson, Farabow, : |
Garrett & Dunner, LLP :
1300 I Street, N.W. . : !
Washington, D.C. 20005-3315




UNITED STATES
PATENT AND TRADEMARK OFFICE

Canceuation Order

!
v

WHEREAS Registration No. 2,487,019 was issued to Alexander Frederik Lennings, on
September 11, 2001, for the mark DESKPROTO; and

WHEREAS due to a clerical error by the U.S. Patent and Trademark Office, Registration
No. 2,487,019 was inadvertently issued after a Notice of Opposition had been filed with

. the Trademark Trial and Appeal Board;

THEREFORE, Registration No. 2,487,019, having been issued inadvertently and not in
accordance with the procedures required by 15 U.S.C. §§1062a and 1063, is hereby

ordered cancelled.

Robert M. Anderson

Deputy Commissioner for
Trademark Operations

DEC 1 7 2001
(Date)

|
|




UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

] YR

PAT. & T.M. OFFICE

Opposition No. 124,177
Serial No. 75/908,075

Compaqg Information
Technologies Group, L.P.

Christopher J Bischoff v.
Bischoff & Associates LTD
1333 N Kingsbury ST STE 306

Chicago IL 60622-2641
Alexander F. Lennings

A notice of opposition to the registration sought in the above-
identified application has been filed. A copy of the notice is

attached. '

ANSWER IS DUE FORTY DAYS after the mailing date hereof. (See
Patent and Trademark Rule 1.7 for expiration date falling on
Saturday, Sunday or a holiday).

Proceedings will be conducted in accordance with the Trademark
Rules of Practice, set forth in Title 37, part 2, of the Code of
Federal Regulations. The parties are reminded of the recent
amendments to the Trademark Rules that became effective October
9, 1998. See Notice of Final Rulemaking published in the
Official Gazette on September 29, 1998 at 1214 TMOG 145. Slight
corrections to the rules, resulting in a correction notice, were
published in the Official Gazette on October 20, 1998 at 1215
TMOG 64. A copy of the recent amendments to the Trademark Rules,
as well as the Trademark Trial and Appeal Board Manual of
Procedure (TBMP), is available at http://www.uspto.gov.

Discovery and testimony periods are set as follows:

Discovery period to open: November 18, 2001




bppoéition No. 124,177 Page 2

Discovery period to close: May 17, 2002

30-day testimony period for party
in position of plaintiff to close: August 15, 2002

30-day testimony period for party
in position of defendant to close: October 14, 2002

15-day rebuttal testimony period
for plaintiff to close: November 28, 2002

A party must serve on the adverse party a copy of the transcript
of any testimony taken during the party's testimony period,
together with copies of documentary exhibits, within 30 days
after completion of the taking of such testimony. See Trademark

" Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule 2.128(a)
and (b). An oral hearing will be set only upon request filed as
provided by Trademark Rule 2.129.

NOTE: The Board allows parties to utilize telephone conferences
to discuss or resolve many interlocutory matters that arise in
inter partes cases. See the Official Gazette notice titled
“pPermanent Expansion of Telephone Conferencing on Interlocutory
Matters in Inter Partes Cases Before the Trademark Trial and
Appeal Board,” 1235 TMOG 68 (June 20, 2000). A hard copy of the
Official Gazette containing this notice is available for a fee
from the Superintendent of Documents, U.S. Government Printing
Office, Washington, D.C. 20402 (Telephone (202) 512-1800). The
notice is also available at http://www.uspto.gov. Interlocutory
matters which the Board agrees to discuss or decide by phone
conference may be decided adversely to any party which fails to

participate.

If the parties to this proceeding are also parties to other Board
proceedings involving related marks or, during the pendency of -
this proceeding, they become parties to such proceedings, they
should notify the Board immediately, so that the Board can
consider consolidation of proceedings.

To the extent that applicant gquestions the institution of this
opposition, in light of the issuance of Registration No.
2,487,019 on September 11, 2001 based on the above-identified
application, the Board notes that the registration issued
inadvertently. The application file will be forwarded to the
Office of the Commissioner for Trademarks for cancellation and
restoration to pending application status. The Commissioner's




|

action may be undertaken independent of this opposition; the
opposition shall proceed concurrently with any action taken by

the Commissioner

James Scott
Legal Assistant,

Trademark Trial and

Appeal Board
(703) 308-9330,

ccC:

David M. Kelly
Finnegan Henderson Farbow

Garrett & Dunner L.L.P.
1300 T Street, N.W.
Washington, D.c.

ext. 140

20005-3315

© Opposition No. 124,177 Page 3
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FINNEGAN HENDERSON, FARABOW, GARRETT 8 DUNNER L.L.P

1300 1 STREET, N. W.
WASHINGTON, DC aooos 33:5

202+ 4084000 - < 0"
FACSIMILE 202 + 408 *» 4400

ATLANTA
404+ 653 +6400
PALO ALTO
6508496600

July 17, 2001
Assistant Commissioner for Trademarks L
2900 Crystal Drive
Arlington, Virginia 22202-3513 07-17.2001

U.S. Patant & TMOTe/TM Mal) Rept Dt #9

ATTN: BOX TTAB FEE

U.S. Trademark Application 75/908,075 1
Mark: DESKPROTO in Class 9 '

Applicant: Alexander F. Lennings

Our Reference: 08180.0266-97404 .

Sir:
We enclose the following for filing in the U.S. Patent and Trademark Office:

1. . Notice of Opposition; and

2. Filing fee of $300.

If the filing fee is found to be msufﬁcnent for any reason, please charge the
deficiency to Deposit Account No. 06-0916.
Respectfully submitted,

|
;
|
|
Vanessa J. Cooper |
|

|

|

|

|

\

|

|

|

VJC/rs
Enclosures: As Stated ' , _ ' /

+168633_1
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U.S. Patent & TMOIC/TM Mail ReptDt. #11 ' ' {

Attorney Docket No 08180 0266 97404

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
- BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD -

/ , Compaq Information Technologies Group, L.P. ) B = PRI & 5] 7
| Opposer, ) Opposition No.: Ao
| V. )
| )
Alexander F. Lennings ) e
f Applicant. ) o
/ ) —
- =
Serial Number: 75/908,075 003
. Filing Date: February 3, 2000
I Mark: DESKPROTO Z=
Class No.: 09 =3
=

ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 Crystal Drive

Arlington, Virginia 22202-3513

&?\(0\ ATTN: BOXTTAB FEE

NOTICE OF OPPOSITION

,In the matter of Trademérk Application Seriai No.ﬂ75/908,075, filed Februafy 3,

2000, by Alexander F. Lennings (“Applicant”) and published in the June 19, 2001 issue

of the U.S. Patent and Trademark Office’s Trademark Official Gazette at Page TM 234.

Compagq Information Technologies Group, L.P., (“Opposer”), through its =
undersigned attorneys, believes that it will be damaged by the registration of Application
Serial No. 75/908,075 for the mark DESKPROTO and hereby opposes same. As

grounds for its opposition, Compag alleges:

Fom Hemeson I e ~Opposer is a Delaware limited partneagﬂ'g;gé@,a@ﬁﬂma“mmmﬁé Of e ,
RABOW, GARRETT,
Lo vt Il business at 20555 State Hwy. 248, Houston, Texas 77070. | 100,00 0 /

HINGTON, DC 20008 g1 FC:377

202-408-4700 l




LAW OFFICES

CAN, HENDERSON,

ABOW, GARRETT,
DUNNER, L.L.P.
3 I STREET, N. W,

Serial No. 75/908,075

2. Upon information and belief, Applicant Alexander F. Lennlngs an

lndlwdual |s located at Croeselaan 247 3521 BP Utrecht Netherlands

3.- | Opposer has sold computers under its trademark DESKPRO from 1984:_.to

the present Opposer s use of the mark DESKPRO is well before the fllmg date of 2t

Apphcant s application for the mark DESKPROTO and Applicant's claimed date of ﬁrst

use.
4, Opposer is the owner of United States Trademark Registration No.

1,330,723 for the mark DESKPRO covering personal computers.

5. As a result of the inherent strength of Opposer's DESKPRO mark, the
duration and extent of Opposer’s use of the mark, the duration and extent of Opposer’s
promotional activities and marketing of its mark, the federal registration of its mark, and
the degree of recognition of Opposer's mark, the DESKPRO mark is famous and it

became famous well before the filing of Applicant’s application.

. 6. Applicant’s mark dilutes the distinctive quality of Opposer’s famous mark -
under Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c).

7. Applicant's DESKPROTO mark so resembles Opposer’s previously used
and registered DESKPRO mark, when used in connection with Applicant's goods, as to
be likely to cause confusion, or to cause mistake, or to deceive under Section 2(d), 15
U.S.C. § 1052(d).

WHEREFORE, Opposer respectfully requests that application Serial No.

75/908,075 be refused, that no registration be issued thereon to Applicant, and that this

-opposition-be sustained in favor-of Opposer:

NGTON, DC 20005
)2-408-4000




LAW OFFICES

EGAN, HENDERSON,
RABOW, GARRETT,
DUNNER, L.L.P.

YO I STREET, N, W.

HINGTON, DC 20005
102-408-4000

Dated: July 19, 2001

Serial No. 75/908,075

Vanessa J. Cooper -

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

1300 | Street, N.W.

Washington, D.C. 20005-3315

(202) 408-4000

Attorneys for Opposer




