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Trademark Trial and Appeal Board
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March 13, 2003
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Carefirst of Maryland, Inc.
d/b/a Carefirst Blue Cross
Blue Shield

v.

Lifecare Technologies, Inc.

Elizabeth A. Dunn, Attorney:

This case comes up on opposer’s motion, filed December
17, 2002, to resume proceedings following the termination of
the bankruptcy proceeding which had occasioned suspension.
On January 3, 2003, counsel for applicant filed a combined
response and motion to withdraw as counsel of record. *

OPPOSER’S MOTION TO RESUME PROCEEDINGS

Preliminarily, the Board notes that Ms. Michelle Burke
of the law firm of Riclefs & Company, P.C., counsel for
applicant, informed counsel for opposer in the course of

discovery conducted in November 2001 that applicant had

! The original motion to withdraw was never matched to the Board
file. Counsel for opposer faxed a copy to the Board on January
30, 2003.



Opposition Nos. 123,576 and 123,884

filed a bankruptcy petition. The information was conveyed
to the Board in opposer’s motion to compel discovery
responses. Based on this information, the Board, on March
12, 2002, ordered applicant to advise the Board as to the
pendency of a bankruptcy petition by applicant. This order
was mailed to Ms. Burke as counsel of record.

Having received no response to its order, the Board
telephoned Ms. Burke at her new law firm of Perkins, Smith &
Cohen, LLP and received confirmation that applicant had
filed a bankruptcy petition. On August 12, 2002, the Board
suspended proceedings pursuant to the automatic stay
provisions of Section 362 of the United States Bankruptcy
Code, 11 U.S.C. §362. Again, as counsel of record, Mé.
Burke was mailed a copy of the order.

In support of its motion to resume, opposer states that
after five unsuccessful attempts to reach Ms. Burke, counsel
for opposer “spoke with [a] person at Lifecare Technologies,
Inc.['] toll free telephone line (800-833-0365) and
determined that Lifecare Technologies, Inc. has been out of
bankruptcy since June of 2002.” Opposer does not provide a
date or time for this call, or the name of the person with
whom counsel for opposer spoke. In its response, counsel
for applicant states that Ms. Burke is no longer employed by

Perkins, Smith & Cohen, LLP, and that the file obtained from
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Riclefs & Company, P.C. has no information “to confirm or
contradict” opposer’s information.

The statement of counsel for opposer as to the
circumstances of counsgel’s call to an 800 number for
applicant does not demonstrate that the bankruptcy
proceeding has concluded and that, as a result, the Board’'s
proceedings are no longer subject to the automatic stay
provided by the Bankruptcy Code.? Accordingly, opposer’s
motion to resume proceedings is denied.

Copies of this order will be provided to applicant, the
bankruptcy trustee, and applicant’s counsel for the
bankruptcy proceeding. Any written confirmation of the
status of Bankruptcy Case No. 01-19477-8Gl should be
submitted to the Board at the above address.

COUNSEL OF RECORD FOR APPLICANT

Before turning to counsel’s motion to withdraw, the

Board addresses the contention made by counsel for applicant

that its “withdrawal or non-entry as attorneys of record”

2 The Board also disagrees with opposer’s alternate assertion
that there is no evidence that applicant has ever been engaged in
bankruptcy proceedings. In addition to the assertions made by
applicant’s counsel of record to counsel for opposer and the
Board, in its motion to withdraw, counsel for applicant states
that “Riclefs & Company, P.C. is a creditor in bankruptcy
proceedings of applicant” and that “Notice of this Request [to
withdraw] is given to opposer’s counsel and to the counsel for
Applicant (debtor) in the bankruptcy proceedings, as well as The
U.S. Trustee and Applicant”. Further, counsel for applicant’s
motion to withdraw was served on counsel for debtor in Bankruptcy
Case No. 01-19477-8G1 (U.S. Bankruptcy Court, Middle District,
Florida, Tampa Division).
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should be recognized because the law firm “had no authority
to act since they were discharged by the Applicant.”

U. S. Patent and Trademark Office Rule 10.40(a) states,
in part:

A practitioner shall not withdraw from
employment in a proceeding before the
Office without permission from the
Office. 1In any event a practitioner
shall not withdraw from employment until
the practitioner has taken reasonable
steps to avoid foreseeable prejudice to
the rights of the client..”

Riclefs & Company, P.C. became counsel of record for
applicant in this proceeding when it filed applicant’s
answer. Because applicant never revoked its power of
attorney, and counsel for applicant never filed a motion to
withdraw, following the merger with the law firm of Perkins,
Smith & Cohen, LLP, which apparently subsumed Riclefs &
Company, P.C., the successor law firm Perkins, Smith &
Cohen, LLP became counsel of record for applicant.

Moreover, the record clearly demonstrates that counsel
for applicant has acted upon applicant’s behalf in this
matter since the alleged discharge. Although counsel did
not state the month and day in 2001 when counsel was
discharged, counsel for applicant informed counsel for
opposer in November 2001 that applicant had filed a
bankruptcy petition. In August 2002, counsel for applicant

confirmed to the Board that applicant had filed a bankruptcy

petition. As a result, counsel for applicant was the
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recipient of the Board’s March 12, 2002 and August 12, 2002
orders in which the Board’s reliance on counsel’s
representations was made clear, and proceedings were
suspended pending the final determination of the bankruptcy
proceeding. As opposer has pointed out, the present
suspended status of this proceeding is based solely on the
actions of counsel for applicant, and through Board orders
counsel for applicant has been specifically informed of the
results of its actions on applicant’s behalf.

Accordingly, the Board finds that the law firm of
Perkins, Smith & Cohen, LLP is counsel of record for
applicant. Board records are amended to reflect the current
correspondence address for applicant:

Jerry Cohen
Perkins, Smith & Cohen, LLP
One Beacon Street
30th Floor
Boston MA 02108-3106
COUNSEL FOR APPLICANT’S MOTION TO WITHDRAW

The motion to withdraw as counsel of record in this case
is hereby denied without prejudice because it fails to comply
with the requirements of Trademark Rule 2.19(b) and Patent and
Trademark Rule 10.40.

Counsel’s motion to withdraw does not include one or more
of the following requirements: (1) a specification of the

basis for the request; (2) a statement that the practitioner

has notified the client of his or her desire to withdraw from
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employment, and has allowed time for employment of another
practitioner; (3) a statement that all papers and property
that relate to the proceeding and to which the client is
entitled have been delivered to the client; (4) if any part of
a fee paid in advance has not been earned, a statement that
the unearned part has been refunded; and (5) proof of service
of the request upon the client and upon every other party to
the proceeding. See Patent and Trademark Rule 10.40, 37 CFR §
10.40. Cf. In re Legendary Inc., 26 USPQ2d 1478 (Comm'r
1992).

In view thereof, counsel is allowed THIRTY DAYS from the
mailing date of this order to submit a motion which complies
with Trademark Rule 2.19(b) and Patent and Trademark Rule
10.40.

Except to the extent indicated above, proceedings remain
suspended pending the final determination of Bénkruptcy Case
No. 01-19477-8Gl in the U.S. Bankruptcy Court, Middle
District, Florida, Tampa Division. The parties will be
notified by the Board when proceedings are resumed,‘and
appropriate dates will be rescheduled in due course.

A copy of this order has been sent to all persons listed

below.
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cC:

U.S. Bankruptcy Trustee

U.S. Bankruptcy Court

(Middle District, Florida, Tampa Division)
Samuel M. Gibbons U.S. Courthouse

801 No. Florida Avenue

Suite 727

Tampa, FL 33602-3899

Jay B. Verona, Esqg.
P.O. Box 41750
St. Petersburg, FL 33760

LIFECare Technologies, Inc.
4908B Creekside Drive
Clearwater, Florida 33760



