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Conpass Hol di ng BV

Conpass Publishing BV
and

Conpass Anerica, Inc.
V.

Vi si onConpass, | nc.

Before Cissel, Hairston, and Bottorff, Adm nistrative
Trademar k Judges.

By t he Board:
Now before the Board are the foll ow ng notions:

e (Qpposer’s notion for summary judgnent, filed
Novenmber 21, 2001

e Applicant’s notion to amend the subject application,
filed Novermber 30, 2001;

e Applicant’s cross-notion for summary judgnent, al so
I

il ed Novenber 30, 2001; and

e Applicant’s notion to strike the brief in support of
opposer’s notion for sunmmary judgnent, filed
Decenber 31, 2001

Al'l notions have been fully briefed.?

Pl eadi ngs/ Procedural History

Applicant seeks registration of the mark

VI S| ONCOMPASS. 2 On Decenber 6, 2000, opposer filed a tinely

! Opposer subnitted a reply brief in support of its notion for
summary judgnent, which we have considered. Tradenmark Rul e
2.127(a) (consideration of reply brief discretionary).
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notice of opposition, alleging priority and a |ikelihood of
confusion with opposer’s pleaded Registration No. 1,678, 290°
and a “likelihood of deception ... by causing the public ..
to believe that Applicant’s goods are in reality Opposer[’ s]
goods or services ...; that such is likely to interfere with
or enbarrass Qpposer[, which] wll result in damge to
Qpposer.” Notice of Opp. 11 11, 24.

The Board instituted this proceeding on Decenber 13,
2000, and applicant filed a tinmely answer on January 22,
2001, denying the salient allegations of the notice of
opposition. As |ast extended, opposer’s thirty-day
testinony period was set to close on Decenber 28, 2001
PENDI NG MOTI ONS

Qpposer’s Motion for Sumrary Judgnent

By its notion, opposer noves for summary judgnent on
the issues of priority and likelihood of confusion. As for
priority, opposer alleges both its pleaded registration and

prior common-|aw use of the nmark.

2 Application Serial No. 75/519,076 for “conputer software for
devel opi ng, nmanagi ng, and collaborating in the field of business
per f or mance neasurenent, nanely, conputer software for tracking,
nmeasuring, and anal yzi ng key busi ness perfornmance indicators,”
filed July 16, 1998, alleging a bona fide intent to use the nark
i n comerce

® Registered March 10, 1992 (88 8 & 15 affidavits accepted and
acknowl edged Decenber 24, 1997, § 8 affidavit accepted and § 9
renewal granted, May 9, 2002), for the mark COVPASS and coveri ng
various goods and services in International O asses 9, 16, 35,
41, and 42 (the conplete identification of goods and services is
set out in an appendi x). Opposer submtted title and status
copies of its pleaded registration as an exhibit to its notice of
opposition. See Trademark Rule 2.122(d)(1).
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As for likelihood of confusion, opposer argues a nunber
of the du Pont factors, see, E.I. du Pont de Nenours & Co.,
177 USPQ 563 (CCPA 1973), and has proffered evidence in
support of its argunent. In particular, opposer urges that
the marks at issue are “at least simlar, if not
substantially identical” and that the parties’ respective
services “are closely related and overl apping.” Further,
opposer argues that an analysis of the channels of trade,
the strength of its mark, applicant’s prior know edge of
opposer’s mark and the extent of potential confusion al
support its conclusion that confusion is |ikely.

In response, applicant argues that genuine issues of
fact remain to be decided regarding the connotation of the
parties’ respective marks and the construction of their
respective identifications of goods. Further, applicant
asserts that the sophistication of the purchasers of both
parties’ goods and service make confusion unlikely.

Applicant’s Mdtion to Arend and Cross-Mtion for
Summary Judgnent

Applicant has filed a notion to anmend the goods in the
subj ect application and for summary judgnment. By its
anmendnent, applicant proposes to anend its identification of
goods to add the underlined words:

Comput er software for devel opi ng, managi ng, and

col l aborating in the field of business perfornmance

nmeasur enent, nanely, conputer software for tracking,
nmeasuri ng, and anal yzi ng key busi ness performance
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i ndicators, sold only through a direct sales force and
t hrough val ue added resell ers.

Motion to Amend at 2.

Applicant argues in its notion for sunmary judgnent
that the marks are dissimlar; that the goods (as anended)
and their channels of trade are different; that the
circunstances of their sale require careful consideration by
sophi sticated purchasers; and that opposer’s nmark is not
entitled to broad protection as a result of fame. Wth
respect to opposer’s claimthat applicant’s mark suggests a
fal se connection with opposer, applicant points out that the
mar ks are not “the same as, or a close approximation of”
opposer’s nane or identity; that the marks do not “point
uni quely and unm st akably” to opposer; and that opposer’s
nane or identity is not so fanbus that a connection with
opposer woul d be presunmed by those encountering applicant’s
mar k.

In response to applicant’s notion to anmend, opposer
argues that the amendnent should be deni ed because it would
not obviate the |ikelihood of confusion which opposer
asserts. Opposer points out that the amendnent does not
narrow t he goods or the custoners to whomthey are directed,

but merely restricts the method of sale.?

* Opposer argues that “[t]he inadequacy of the proposed anendnent
is further evidenced by the fact that beyond the use of sales
forces, the goods and services of Opposers and Applicant are
pronoted through other neans such as websites, advertising, and
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In response to applicant’s notion for summary judgnent,
opposer argues that “substantial and indi sputabl e evidence
establishes the existence of a likelihood of confusion.
Finally, with respect to its Trademark Act § 2(a) claim
opposer states that “no basis exists upon which sunmary
j udgnent can be granted..”

Applicant’s Mdtion to Strike

Applicant has noved to strike the brief in support of
opposer’s summary judgnent notion. Applicant asserts that
the evidence submtted in support of parts of opposer’s
notion is not self-authenticating and was not acconpani ed by
an affidavit. Opposer disagrees with applicant’s prem se
and points out that applicant has not identified or
di scussed its objections with respect to any particul ar

pi ece of evidence.® In any event, as will be seen, in |light

trade shows.” Nonetheless, the Board' s analysis in this regard
is constrained to an examination of the identification of goods
for which applicant seeks registration, and any restrictions
appearing therein. Canadian |Inperial Bank of Conmerce N A v.
Wl |ls Fargo Bank, 1 USPQ2d 1813 (Fed. Gr. 1987). Thus, whether
applicant’s goods are, in reality, restricted to direct sales or
sal es through val ue-added resellers is irrelevant in a Board
proceedi ng.
> Although it is not entirely clear, opposer apparently adnmits
that at |east sonme of the exhibits subject to the notion to
strike are its own docunments which it produced during discovery.
Response to Mdtion to Strike at 1 (“Finally, each of Qpposers
document s used as exhibits was produced to Applicant during
di scovery...”)
For purposes of summary judgnment only, ...a document or thing
produced in response to a request for production ..wll be
considered by the ...Board if any party files, with the
party’s brief on the sunmary judgnment notion ...a copy of the
request for production and the docunments or things produced
in response thereto...



Qpposition No. 91121332

of our decision on the nerits of the summary judgnent
notions, we need not consider applicant’s notion to strike.

Appl i cabl e Law

A party is entitled to summary judgnment when it has
denonstrated that there are no genuine issues as to any
material facts, and that it is entitled to judgnent as a
matter of law. Fed. R Cv. P. 56(c). The evidence nust be
viewed in a light nost favorable to the nonnoving party, and
all justifiable inferences are to be drawn in the
nonnmovant's favor. OCpryland USA, Inc. v. Great Anerican
Miusi ¢ Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir
1993).

Amendnent of an application during an opposition
proceedi ng i s governed by Trademark Rule 2.133. That rule
provi des that an application or registration subject to a
Board proceeding may not be anmended in substance “except
with the consent of the other party .. and the approval of
the ...Board, or except upon notion.” Trademark Rul e
2.133(a). An unconsented anendnent will generally be
deferred until trial, or until consideration of a notion for
summary judgnent; the notion will be granted if the Board
finds that the defendant woul d not be entitled to
registration without the restriction set out in the

anendnent. See, e.g., Space Base Inc. v. Stadis Corp., 17

Tradenmark Rule 2.127(e)(2).
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UsP2d 1216, 1220 (TTAB 1990); see generally, TBMP 8§ 514.03
(2d ed. June 2003), and cases cited therein.

Anal ysi s

After consideration of the cross-notions for summary
judgnent, and the evidence and affidavits submtted in

support thereof,®

we find that neither party is entitled to
summary judgnent on this record. The parties’ subm ssions
denonstrate that there is a genuine issue of material fact
Wi th respect to (at |least) the comercial inpressions of the
mar ks i nvolved. Further, because the marks and the
respective goods and services of the parties are neither so
simlar nor so dissimlar that we can nmake determ nati ons on
this factor as a matter of law, summary judgnent to both
parties is DEN ED.’

We | i kew se defer consideration applicant’s notion to
anmend its identification of goods until trial. W cannot
find on this record that applicant would be entitled to

registration as a matter of law if the anendnent were

entered. Nonethel ess, because of the different standard of

® Because consi deration of opposer’s disputed evidence woul d not
change the result, applicant’s notion to strike is noot. In any
event, the Board | ooks with di sfavor on notions to strike briefs.
Thus, even if the evidence conpl ai ned of were not properly

subm tted, the Board woul d consi der opposer’s brief. The Board

i s capabl e of disregarding any argunment which is not supported by
evi dence.

" Qur discussion of the enunerated issues is not intended to
inply that these are the only genuine issue of material fact at

i ssue.
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proof, applicant may revisit this issue at trial, if
desired.
DATES RESET

Proceedi ngs are RESUVED. Discovery is closed. Trial
dates, including the close of discovery, are reset as

foll ows:
DISCOVERY PERIOD TO CLOSE: CLOSED

Thirty-day testimony period for party in position of plaintiff to close: ~ January 6, 2004

Thirty-day testimony period for party in position of defendant to close: March 6, 2004

Fifteen-day rebuttal testimony period to close: April 20, 2004

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.1 29.

. 000.
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Appendi x

I nternational O ass 9:

Pre- Recorded Magnetic And Optical Discs For Use Wth

Comput ers; Audi ot apes And Vi deot apes Featuring Anal ysis And
Assessnent OF Data Processing Procedures, Performnces And
Ef ficiency; Conputer Prograns For Analyzing And Assessi ng
Dat a- Processi ng Procedures, Performance And Effici ency.

I nternational C ass 16:

Comput er program manual s and instructional materials for
anal yzi ng and assessi ng dat a- processi ng procedures,
performance and efficiency.

I nternational C ass 35:

Busi ness consultation services relating to data-processing
procedures, selection, operation, analysis, performnce and
ef ficiency.

I nternational Cass 41:
I nstruction services for selecting, analyzing, assessing and
operating data-processi ng hardware and software.

I nternational Cass 42:

Consul ting services for the selection, analysis, assessnent
and operation of data-processing hardware and software;
consulting services in the field of conputers.
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New Devel opnents at the Trademark Trial and Appeal Board

Files of TTAB proceedi ngs can now be viewed using TTAB Vue,
accessible at http://ttabvue.uspto.gov. After entering the 8-
digit proceeding nunber, click on any entry in the prosecution
history to view that paper in PDF format. Papers filed prior
to January 2003 may not have been scanned. Unscanned papers
are avail able for public access at the TTAB. For further
information on file access, call the TTAB at (703) 308-9330.

Parties should al so be aware of recent changes in the rules
affecting trademark matters, including the rules of practice
before the TTAB. See Rules of Practice for Tradenark-Rel at ed
Filings Under the Madrid Protocol |nplenentation Act, 68 Fed.
R 55,748 (Septenber 26, 2003) (effective Novenber 2, 2003)
(www. uspt o. gov/ web/ of fi ces/ com sol / notices/ 68fr55748. pdf);
Reor gani zati on of Correspondence and O her Provisions, 68 Fed.
Reg. 48, 286 (August 13, 2003) (effective Septenber 12, 2003)
(www. uspt 0. gov/ web/ of fi ces/ coni sol / noti ces/ 68fr48286. pdf) .

The second edition (June 2003) of the Trademark Trial and
Appeal Board Manual of Procedure (TBWMP) has been posted on the
USPTO web site at ww. uspto. gov/web/ of fi ces/dcom ttab/tbnp/.

10



