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OPPOSERS' RESPONSE TO APPLICANT’S MOTION
TO AMEND DESCRIPTION OF GOODS

I. INTRODUCTION
On November 26, 2001 Applicant filed, along with a Motion for Summary Judgment, a
Motion to amend the identification of goods in the involved application, specifically Serial No.
75/519,076 for the mark “VISIONCOMPASS.” For the reasons set forth below it is respectfully

submitted that Applicant’s Motion to Amend should be denied.



II. THE AMENDMENT PROPOSED BY APPLICANT DOES NOT AVOID OR DIMINISH
THE LIKELIHOOD OF CONFUSION AND CONSEQUENTLY SHOULD BE DENIED.

Applicant’s identification of goods, as published and opposed, reads as follows.

“Computer software for developing, managing, and collaborating in the field of business
performance measurement, namely, computer software for tracking, measuring, and analyzing key
business performance indicators.”

The amendment sought by Applicant includes, verbatim, the identification as set forth above
but adds “sold only through a direct sales force and through value added resellers.” The amendment
proposed by Applicant in no way alters the description of Applicant’s goods. Moreover, the
proposed amendment in no way restricts or limits the types or classes of potential purchasers to
whom Applicant’s goods are offered. ' As the proposed amendment has absolutely no bearing upon
either the description of Applicant’s goods nor the types or classes of potential purchasers to whom
those goods are offered, the suggested amendment in no way diminishes or negates the likelihood
of confusion and thus should be denied.

Finally, in support of its Motion for Summary Judgment Applicant provided a summary of
Opposers’ answer to Interrogatory No. 3 which acknowledged that Opposer’ goods and services are
“offered for sale, and directly sold by, Opposers’ employees.” (App. Summ. Judg. Br. at p. 3).
Consequently, Applicant’s proposed amendment, reflecting its contention that its goods are sold
through “a direct sale force” can do nothing to mitigate the likelihood of confusion. 2

In sum, the Board should deny Applicant’s attempt to amend its identification of goods. The

requested amendment in no way addresses the nature of Applicant’s goods or the market to which

! Applicant’s simultaneously filed Motion for Summary Judgment expressly acknowledges
that “purchasers of Applicant’s goods are companies, organizations, and governmental entities and
personnel of same” and that “purchasers and users of Opposers’ goods ands services include
companies, organizations, and governmental entities, and personnel of same.” (App. Summ. Judg.
Br. at p. 4).

# The inadequacy of the proposed amendment is further evidenced by the fact that beyond
the use of sales forces, the goods and services of Opposers and Applicant are promoted through other
means such as websites, advertising, and trade shows. (See discussion and related documentation

at pp. 9-10 of Opp. Summ. Judg. Br.).
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those goods are directed. In addition, the sales method limitation attempted to be included in the
proposed amendment does not distinguish Applicant’s methods of promoting sales from those of
Opposers so as to avoid a likelihood of confusion.
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