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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

AMERICAN HONDA MOTOR CO. INC,, )
)
Opposer, )
)
V. ) Opposttion No. 121,151
) ,
C CORPORATION, ) A
R & )
N Applicant. ) 03-15-2004
SR
~ U.5. Patent & TMOfc/TM Mail Rept Dt. #78
& NOTICE OF RELIANCE

Pursuant to Rule 2.122(e), Applicant hereby gives its Notice of Reliance on the following
records of the U.S. Patent and Trademark Office (“PTO”):

Application/registration file for U.S. trademark registration no. 2,282,187,
Applicant’s Exhibit 18;

Application/registration file for U.S. trademark registration no. 2,363,335,
Applicant’s Exhibit 19;

Application/registration file for U.S. trademark registration no. 2,285,785,
Applicant’s Exhibit 20;

Application/registration file for U.S. trademark registration no. 2,582,475,
Applicant’s Exhibit 21;

Application file for application serial no. 78/359,569, Applicant’s Exhibit 22;
Application file for application serial no. 76/306,798, Applicant’s Exhibit 23; "
Application file for application ser-ial no. 76/351,833, Applicant’s Exhibit 24,
U.S. registration no. 2,637,198, Applicant’s Exhibit 25;

U.S. registration no. 2,792,453, Applicant’s Exhibit 26;
U.S. registration no. 1,355,210, Applicant’s Exhibit 27;
U.S. registration no. 2,482,400, Applicant’s Exhibit 28;

U.S. registration no. 2,439,088, Applicant’s Exhibit 29;




U.S. registration no. 1,276,878, Applicant’s Exhibit 30;
U.S. registration no. 1,848,178, Applicant’s Exhibit 31;
U.S. registration no. 1,277,972, Applicant’s Exhibit 32;
U.S. registration no. 1,276,876, Applicant’s Exhibit 33;
U.S. registration no. 1,489,233, Applicant’s Exhibit 34;

Cancellation no. 26,171 American Honda Motor Co., Inc. v. Warmaco, Inc.,
Applicant’s Exhibit 35.
The foregoing PTO records are relevant to the issues of alleged likelihood of confusion and
dilution.
Subject to its objections on grounds of relevancy and otherwise as to admissibility, if and
only if Opposer’s Exhibit 1 to its January 14, 2004 Notice of Reliance is admitted into evidence in
this opposition, Applicant gives notice of its reliance on the following additional records for

Opposition No. 91125235, omitted (although long previously filed) from Opposer’s Exhibit 1.

June 10, 2003 TTAB Order; Applicant’s Motion to Suspend; September 20,
2003 TTAB Order suspending opposition, Applicant’s Exhibit 36.
These documents are submitted to correct and complete the record regarding this file, bearing
on the issue of the significance, relevance, and/or probative weight, if any, of Opposer’s January 14,
2004 Notice of Reliance and the exhibits submitted therewith.

Respectfuily submitted,

TBC CORPORATION

BY: T a2 m——
Marsha G. Gentner
JACOBSON HOLMAN PLLC
400 Seventh Street, N.W.
Washington, D.C. 20004
(202) 638-6666

Date: March 15, 2004 ATTORNEYS FOR APPLICANT



)

CERTIFICATE OF SERVICE

I hereby certify that on the 15" day of March, 2004, a copy of the foregoing NOTICE OF

RELIANCE was served on O pposer by mailing s ame, first class and p ostage pre-paid, to the
following counsel:

Anthony L. Fletcher, Esquire
Stacy J. Grossman, Esquire
Fish and Richardson, P.C.

45 Rockefeller Plaza

Suite 2800

New York, New York 10111




CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office, that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Commissioner
of Patents and Trademarks, and that the Applicant is entitled to registration of the
Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are a part of
this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

APPLICANT'S
EXHIBIT

18

Acting Commissinner of Peatents and Tredemetrks

HON 000015




Maintenance Requirements

Section 8:  This registration will be cancelled after six (6) years by the
Commissioner of Patents and Trademarks, UNLESS, before the end of the sixth
year following the date of registration shown on this certificate, the registrant
files in the U.S. Patent and Trademark Office an affidavit of continued use as
required by Section 8 of the Trademark Act of 1946, 15 U.S.C. §1058. as
Amended. It is recommended that the Registrant contact the Patent and
Trademark Office approximately five years after the date shown on this
registration to determine the requirements and fees for filing a Section 8
affidavit that are in effect at that time. Currently a fee and a specimen showing
how the mark is used in commerce are required for each international class of
goods and/or services identified in the certificate of registration and both must

be enclosed with the affidavit.

Section 9:  This registration will expire by law after ten (10) years,
UNLESS, beforetheendofthetenthyearfollowingthedateofregistration shown
on this certificate, the registrant files in the U.S. Patent and Trademark Office
an application for renewal of the registration as required by Section 9 of the
Trademark Act of 1946, 15 U.S.C. §1039, as Amended. It is recommended that
the Registrant contact the Patent and Trademark Office approximately nine
years after the date shown on this registration to determine the requirements
and fees for filing a Section 9 application for renewal that are in effect at that
time. Currently a fee and a specimen showing how the mark is used in commerce
are required for each international class of goods and/or services identified in the

certificate of registration and both must be enclesed with the application for

renewal.

HON 000016
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UMTED STATES DEPARTMENT OF C( AERCE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

Aug 19, 1999

NOTICE OF ACCEPTANCE OF STATEMENT OF USE

™09 ATTORNEY
DAVID N MAKOUS REFERENCE NUMBER:
LEWIS D' AMATO BRISBOIS & BISGAARD LLp
221 N FIGUEROA ST STE 1200 () \?)
LOS ANGELES CA 380015 1N

SERIAL NUMBER: 75/976238

MARK:
OWNER:

SHADOW AMERICAN CLASSIC EDITION
HONDA GIKEN KOGYQ

US REV B/94)

-

HON 000017



I hereby certify that this correspondence is being deposited

with the United States Postal Service “Express Mai{ Post Office
to Addressee" service under
indicated below and in
Comissioner of Pate
2900 Crystal Drive

By:

David N. Makous, Reg. 29,559
or%: q/:as/‘/f?
Express Mail No. EF 740 SBp /57 &5

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/976238
Filed: april 2, 1996
Int’]l Classes: 14, 18

Mark: SHADOW AMERICAN
CLASSIC EDITION

Docket No. 21929-213

B e Nt et Mt Mt Nt et M M Nt Mt S e

Assistant Commissioner of Patents and Trademarks
Bex ITU - FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

Applicant, Honda Giken Kogyo Kabushiki Kaisha, regquests
registration of the above-identified trademark in the United
States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.cC. § 1051 et seq.,

as amended) .

FILA44720.1

HON 000018




Applicant is using the mark in commerce in connection
with the goods identified in the Notice of Allowance dated

| June 2, 1998, is%ued relative to this application.

The mark was first used with the goods in International
Class 14 at least as early as November 1995; was first used in
interstate commerce at least as early as April 1996; and is now

in use in such commerce with these gcods.

The trademark is used with the goods in International
Class 14 by placing the mark on advertisements, marketing and
promotional materials, and in other ways customary in the trade.
Three (3) specimens showing the mark as used in International

Class 14 in commerce is submitted with this Statement of Use.

The mark was first used with the goods in International
Class 18 at least as early as June 1995; was first used in
interstate commerce at least as early as June 1995; and is now in

use in such commerce with these goods.

The trademark is used with the goods in International
Class 18 by placing the mark on the goods, and in other ways
customary in the trade. Three (3) specimens showing the mark as
used in International Class 18 in commerce are submitted with

this Statement of Use.

SFLA-44720.1

HON 000019




St e e Eie et tmemotyame

Please ackno;vlcdge receipt of our Statement of Use by affixing hereon the
Patent and Trademark Office date stamp and return this card to our office.
In re application of:

Mark: SHADOW AMERICAN CLASSIC EDI TION ;
Applicant: Honda Giken Kogyo Kabushiki Kaisha '
Int’l. Classes: 14, 28
Our File No.: 21929.213
Mailed: May 25, 1999
| |
i |
I
99LA-48250.1

HON 000020



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Honda Giken Kogyo )
Kabushiki Kaisha )

(Honda Motor Co., )

Ltd.) )

)

Serial No.: 75/976238 )
)

Filed: April 2, 1996 )
)

Int’l Classes: 14, 18 )
)

Mark: SHADOW AMERICAN )
CLASSIC EDITION )

)

(Specimen Int’l Class 14)

99LA-44720.1

HON 000022
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LEWIS, D'AMATO, BRISBOIS & “'SGAARD o - .=
COST ADVANCE TICKET N® 101679
CHECK REQUEST

1. X Check—date needed_ >~13-93 \Q\ N

2. [ Direct expense— 150 15% 152 153
3 Overtime Dinner O Mileage O Miscellaneous 3] Filing Feo
Reimbursement
154 155 157
[] Witness Fee {1 Deposition O Reproduction
O Firm ekpense Clients advance check
Acctg. vse - . L No. CLASSIC EDITION

Cliettt and file name_Honda Tradamark: SHADCOW AMERICAN Client and mater No.:._ 21929-110

3.

4. Payes or vendor:_ASsistant Camnissioner of Patents & Trademarks Amount $__300.00
m.Inm_m:mnmmﬂn..—agvv_mﬂr?_.mmooSmnm“_._uu..u_.cm.P.n“_.“_.:mﬂo:CbMwmow
o.
q.

Reference on remittance advice: Filing fee re Statmemt of Use for SHADOW AMERICAN CLASSIC EDITION

[1] " n [1] M 1 [1] [t}

Explanation for billing purposes:

\

8. Dispositi f check
m_w.ﬂ”m_o._o o Auth, by Maxga Una VanZandt ; \Mm&s& \\Q& \&xNﬁ\\‘ Date_ 2/12/99
¥ Nams Numbar Q Slgnature
I} Return to_Marga Q

nstructions: {1} Original to data procassing/numeric copy
(2) Second copy [ysllow] aHached to invoico to accounting

(3) Third copy {pink) retain in atornoy's file
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Please acknowledge receipt of our Statement of Use by affixing hereon the
Patent and Trademark Office date stamp and return this card to our office.
In re application of:

Mark: SHADOW AMERICAN CLASSIC EDI TION
Applicant: Honda Giken Kogyo Kabushiki Kaisha

Int"1. Classes: 14, 28

Qur File No.: 21929-213

Mailed: May 25, 1999

o

05-26-1999

.S, Patert & TMOKCITM pail Acpt Dr. #54

99LA-48290.1

HON 000026




LEWIS, D’AMATO, BRISBOIS & BISGAARD wip

SAN DIEGO OFFICE LAWYERS INLANE EMPIRE OFFICE
SUITE 800 TRI-CITY CORPORATE CENTRE
550 WEST “C~ STREET SUITE 1200 SUITE 600
SAN DIEGO, CALIFOANIA 921013540 650 EAST HOSPITALITY LANE
TELEPHONE (61| 233-1006 221 NORTH FIGUEROA STREET SAN BERNARDIND, CALIFORNIA 92408-3508
LOS ANGELES, CALIFORNIA 90012-2601 TELEPHONE (309) 387-1130
COSTA MESA OFFICE TELEPHONE (213) 250-1800 SACRAMENTO OFFICE
SUITE 1460 SUITE 200
650 TOWN CENTER DRIVE 4 . TELEX: 194508 2500 VENTURE GAKS WAY
CENTER TOWER BUILDING : SACRAMENTO, CALIFORNIA 95833.3500
COSTA MESA, CALIFORNIA 82626.1825 TELEPHONE (916) 564-5400
TELEPHONE (714) 545-9200
FACSIMILES:
LOS ANGELES: (213) 250-7900
SAN FRANCISCO OFFICE SAN DIEGO: {619] 233-8527
SUITE 1900 é) COSTA MESA: (714} 850-1030
601 CALIFORNIA STREET

SAN FRANCISCO: {415} 434.0882
SAN FRANCISCO. CALIFQRNIA 94108-2805

’ SAN BERNARDING: {905) 367-1138
TELEPHONE (415) 382-25B0 May 2\ ! l 9 9 g SACRAMENTO: (916} 564-5444

MARGA UMA VANZANDT
DIRECT DIAL {253) 680-604B
E-MAIL: VANZANDT@LDBE.COM

VIA EXPRESS MAIL

Assistant Commissioner of Patents
and Trademarks

Box Trademark Application

2900 Crystal Drive

Arlington, Virginia 22202-3513
Dear Sir or Madam:

Enclosed please find: (1) Amendment to Delete Goods,
and return postcard; and (2) a Statement of Use, a check for the

filing fee, and a return postcard, for the following trademark
application:

Applicant: Honda Giken Kogyo Kabushiki Kaisha
(Honda Motor Co., Ltd.)

Mark: SHADOW AMERICAN CLASSIC EDITION

Classes: 14, 18

Docket No.: 21929-213

Filing Fee: $200

Please date stamp the postcards and return to our
office upon receipt of this correspondence,

Very truly yours,

Unia VGt

Marga Uma VanZandt
Paralegal to David N. Makous, of
LEWIS, D’AMATC, BRISBOIS & BISGAARD LLP

Enclosures

HON 000027

99LA-48275.)



| hereby certify that this correspondence is being deposited
Wwith the United States Postal Service "Express Mail Post Office

to Addressee” service und
indicated below and ip
Commissioner of Pa
Drive, Arlingtan i

By:

Express Mail No.

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.

Serial No.

C.F.R. § 1,10 on the date

2202-3513

&n envélope addressed to: Assistant
ademarks, Box 1TU, 2900 Crystai

ailed:

Filed:

Int’l Clgsses:

Mark:

“David-N. ﬁhfoﬁif Reg, 29,559
sks/9s

EF 740 580 15745

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

75/976238
April 2, 1996
18, 26

SHADOW AMERICAN
CLASSIC EDITION

Docket No.

21929-213

Assistant Commissioner of Patents and Trademarks
Box ITU
2900 Crystal Drive

Arlington, Virginia

22202-3513

AMENDMENT TO DELETE GOODS

UNDER 37 C.F.R.

§ 2.77

Pursuant to 37 C.F.R. § 2.77,

Applicant Honda Giken Kogyo

Kabushiki Kaisha amends the identification of goods cited in the

Notice of Allowance dated July 29, 1997,

to delete goods as

follows;

99LA-44793.1

HON 000028



In International Class 18, delete “wallets, purses,

keyfobs, fannypacks, cases, billfolds, and backpacks” from the
identification of goods. The resulting identification of goods
is as follows:

Int'l Class 18: “Leather goods, namely, bags.”

In International Class 26, for “fancy goods, namely

belt buckles and patches for clothing,” please delete the entire

class from this application.

Respectfnlly Submitted,
Dated: May /& 1999 ////ﬁ

N. Makous ©
ttorneys for Applicant,
Honda Giken Kogyo Kabushiki Kaisha

David N. Makous, Esqg.

LEWIS, D'AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

99LA-44793.1 2

HON 000029



Please acknowledge receipt of cur Amendment to Deleie Goods by affixing
hereon the Patent and Trademark Office date stamp and retumn this card to
our office. In re application of:

Mark: SHADOW AMERICAN CLASSIC EDI TION
Applicant: Honda Giken Kogyo Kabushiki Kaisha

Int’]. Classes: 14, 28

Qur File No.: 21929-213

Mailed: May 25, 1999

05-26-1999

US. Patent & TMOTe/TM Mail Rcpt Ot #54

Q0T A _4%70% 1

HON 000030



UNITE.L LTATES DEPARTMENT OF COMML_.CE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

Dec 23, 1998

NOTICE OF APPROVAL OF EXTENSION REQUEST

M08 ATTORNEY
DAVID N MAKOUS REFERENCE AIUYBER:
LEWIS D’ AMATO BRISBOIS & BISGAARD LLP Sl (i
221 N FIGUEROA ST STE 1200 A /O —
LOS ANGELES CA 90012 9 AN

SERIAL NUMBER: 75/976238

MARK: SHADOW AMERICAN CLASSIC EDITION

OWNER: HONDA GIKEN KOGYOD '

EXTENSION REQUEST NUMBER: f NOTICE OF ALLOWANCE DATE Jun 9, 1998

THE ABOVE NUMBERED EXTENSICON REQUEST FOR FILING A STATEMENT OF USE HAS BEEN APPROVED BY
THIS OFFICE.

THE APPLICANT HAS UNTIL Jun 9, 1999 TO FILE A STATEMENT OF USE OR ANOTHER EXTENSION
REQUEST. THE APPLICANT CAN FILE A TOTAL OF FIVE EXTENSION REQUESTS NOT TC EXCEED 36
MONTHS FROM THE NOTICE OF ALLOWANCE DATE.

IF THERE ARE ANY QUESTIONS REGARDING THIS NOTICE, PLEASE CONTACT THE TRADEMARK
ASSISTANCE CENTER AT (703)308-3000.

| HON 000031




LEWIS, D’ AMATO, BRISBOIS & BISGAARD 1ir

SaN DIEGC OFFICE
SUITE 800
550 WEST “C* STREET
SAN DIEGO, CAUFORNIA 82101-3540
TELEPHONE (618) 233-1006

COSTA MESA DFFICE
SUITE 1400
£50 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORNIA 92626-1925
TELEPHONE [714) 545-8200

SAN FRANCISCO OFFICE
SUITE 1900
601 CaLIFORNIA STREET
SAN FRANCISCO, CALIFORNIA $4108.2805
TELEPHONE (415) 362-2580

MARGA UMA VANZANDT
DIRECT [HAL {213) EBO-6048
E-MAIL: VANZANDTOLDBA.COM

VIA U.S5. EXPRESS MAIL

LAWYERS
SUITE 1200

221 NORTH FIGUEROA STREET
LOS ANGELES, CALIFORNIA 80012-2601

TELEPRONE (213) 250-1800
TELEX: 194508

December 1, 1998

Assistant Commissioner of Patents

and Trademarks
Box ITU

2900 Crystal Drive
Arlington, Virginia

Dear Sir or Madam:

22202-3513

INLAND EMPIRE OFFICE
TR-CITY CORPORATE CENTRE
SUNTE 600
650 EAST HOSPTALITY LANE

SAN BERNARDING, CALIFORNIA 92408-3508

TELEPHONE (908 387-1130

SACRAMENTO OFFICE
SUITE 200
2500 VENTURE OAKS WAY
SACRAMENTO, CAUFORNLA 9§5833-3500
TELEPHONE {8161 564-5400

FACSIMILES:

LOS ANGELES: (213] 250-7900
SAN DIEGO: [61%) 233.B627
COSTA MESA: (714) B50-1030
SAN FRANCISCO: {415] 434-08B82
SAN BERNARDINC: {909) 3871138
SACRAMENTO: [918) 564-5444

EF?405884L0US

Enclosed is a First Request for Extension of Time to
File Statement of Use, a postcard and our check to cover the
filing fee, as follows:

Applicant:

Mark:

Classes:

S/N:

Docket No.:
Filing Fee:

Please date
office upon receipt of this correspondence.

Enclosures

98_1LA-86562.1

Honda Giken Kogyo Kabushiki Kaisha
SHADOW AMERICAN CLASSIC EDITION

14, 18, 26
75/976238
21929-213
$300.00

stamp the postcard and return it to our

Very truly yours,

Marga Uma VanZandt

Paralegal to David N. Makous, of
LEWIS, D/AMATO, BRISBOIS & BISGAARD LLP

HON 000032



! hereby certify that this correspondence is being deposited
with the United States Postal Service "Express Mail Post Office
to Addressee" service under 37 {.F.R. 1.10 on the date
indicated below and in ap envelope essed to: Assistant

nd

Commissioner of-Patents , Box 17U,
2900 Crystal Orive, Ar nia 22202-3513
By:

Daniel C. DeCarle”

Date Mailed: /2-/-93
Express Mail No._ EL 740 588 Y606 Us

-

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In ke Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Int’l Class: 14, 18, 26

Mark: SHADOW AMERICAN

)
)
)
|
Serial No.: 75/976238 )
)
)
)

CLASSIC EDITICON )

Assistant Commissioner of Patents and Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

FIRST REQUEST FOR EXTENSION OF TIME
UNDER 37 C.F.R. § 2.89 TO FILE
STATEMENT OF USE

Sir:

Applicant requests a six-month extension
file the Statement of Use under 37 C.F.R. § 2.89.
a continued bona fide intention to use the mark in
connection with the goods identified in the Notice

in the above-identifiegd application.

9$B.1LA-B!iB06. ]

Our Docket No. 21929-213

of tinme to
Applicant has
commerce in

of Allowance

HON 000033



11,25 "898 16:01 ID:LEWIS D" "MATO FAX: PAGE B

This is the first request for an Extension of Time
following the malling of the Notice of Allowance dated June 9,

1598.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this Firgt Request For Extension
of Time To File a Statement of Use on behalf of the applicant; he
believes the applicant to be entitled to use the mark sought to
be registered; and all statements made of his own xnowledge are
true and all statements made on information and belief are

believed to be true.

Executed this'ggé’day aof bhh@tjbﬁg 1598, at Torrance,

California.

‘'Honda Giken Kogyo Kabushiki Kaisha
(Honda Motor Co., Ltd.)

sy CA /4/7%‘-—

FMr,” hi Hyogo
Director Hon Motor Cco., Ltd.

David N. Makous, Esq.

Lewis, DfAmato, Brisbois & Bisgaard
221 No. Flgueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: (213) 250-1B00

$4.1LA-85806.)

HON 000034




INDOR NO 16142 ASSISTANT “OMMISSIONER OF FATENT &

& TF ME CHECK NO. 181552
INVRIGE INVOICE NO. DESCRIPTION DISh. VOLIGHER ACGRUNTNO. / AMOUNT
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Please acknowledge receipt of our FIRST
REQUEST FOR EXTENSION OF TIME TO FILE
STATEMENT OF USE by affixing hereon the
patent and Trademark Office date stamp and
return this card to our office. 1In re
application of:

Mark: SHADOW AMERICAN CLASSIC
EDITION

Applicant: Honda Giken Kogyo
Kabushiki Kaisha

S/N: 75/976238

Int’l. Classes: 14, 18, 26

our File No.: 21929-213

Mailed: December 1, 1998

ok 1T A RACKT 1
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Please acknowledge receipt of our FIRST
REQUEST FOR EXTENSION OF TIME TO FILE
STATEMENT OF USE by affixing hereon the
Patent and Trademark Office date stamp and
return this card to our office. 1In re
application of:

Mark: SHADOW AMERICAN CLASSIC
EDITION
Applicant: Honda Giken Kogyo
~Kabushiki Kaisha
S/N: 75/976238
Int’l. Classes: 14, 18, 26
Our File No.: 21929-2123
Mailed: December 1, -
ORI A M
12-01-1998

U.S. Patent & TMOR/TM Mail ReptDn. #3p
O 1T & BAKKY 1
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Page 01 of 01

1).S. Patent and Trademark Office (r1'0Q) 2/9a 9-2/3 ‘

NOTICE OF ALLOWANCE T |

(NOTE: If any dawe on this notice is incorrect, please submit a writien reguest for correction of ithe NOA 10: Assistani Commissioner for Trademarks,
Box I1TU, 2930 Crystal Drive, Arhngton VA 22202-3513. Please include the serial number of your application on ALL correspondence with the PTO,

15 U.5.C. 1063(b)2))
ISSUE DATE OF NO&: Jun 9, 1998 /2/7/73 z

GAVID N MAKOUS

LEWIS D'AMATO BRISBOIS & BISGAARD LLP
221 N FIGUEROA 5T STE 1200

LOS ANGELES CA 90012

~

B IMPORTANT INFORMATION 6 MONTH ‘DEADLINE »»

'!'o'avuid ABANDOMENT of “thi app‘lication either' "Statement of Use” (a.k.a. "Allegation of
;:s;.Use") or 2 "Requast for: Extmsiun of :Time: to: Fﬂe 2 Statement -of Use* (a.k.a. "Extension: Request®)
:;r:and the. mppropriato fle( Yomast bo ‘received in-the PTO within six months of the issue date of this
iNotice: 0¥ :ATIowance ((NOA Failure to do S0 w'l!! sresult in the ABANDOMENT of this application '

..Statament of Use" and *Extension Request" have many legal

These r-equ:rements ‘are explaimed in the PTD ‘vovklet "Basic Facts

can-pe: nbtnined uprm equest at . (703)308- 9000. :In addition, there are’
g 'tatements of Use™ and "Extenswn Raquests ) for e

. ;_'r*'eqt.'i'if"emem'ts'.' AR
CAbout Trademarks®
-Z-‘printed fbr‘ms contain
your” GseE. .

The following information should be reviewed for accuracy:

SERIAL NUMBER: 75/976238

MARK: SHADOW AMERICAN CLASSIC EDITION

OWNER: HONDA GIKEN XOGYOD KABUSHIKI KAISHA
2=-1—-1 Minami—Aoyama, Minato—Ku
Tokyo 107, JAPAN

GOODS/SERVICES BY INTERNATIONAL CLASS

Oli—jewelry

01B-leather goods, namely, wallets, purses, keyfobs, fannypacks, cases, billfolds, bags,
and backpacks

026—fancy goods, namely, belt buckles and patches for clothing
ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HON 000041

THRTA(REY @2/0T) ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS



UNITED STATES “EPARTMENT OF COMMERCE
Patent and Trac. ark Office

P
9
ASSISTANT COMMISSIONER FOR TRADEMARKS /
2900 Crystal Drive Q

Arlington, Virginia 22202-3513 9\\0@;@
\

Feb 13, 1998

NOTICE OF PUBLICATION UNDER 12(a)

1, Serial No.: 2. Mark:

75/976,238 SHADOW AMERICAN CLASSIC EDITION
3. International Ciass{es):

14, 18, 26
4, Publication Date: 5. Applicant:

Mar 17, 1998 HONDA GIKEN KOGYO

The mark of the application identified appears to be entitled to registration. The
mark will, in accordance with Section 12{a) of the Trademark Act of 1846, as
amended, be published in the Official Gazette on the date indicated above for the
purpose of opposition by any person who believes he will be damaged by the
registration of the mark. if no opposition is filed within the time specified by
Section 13{a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules,

the Commissioner of Patents and Trademarks may issue a notice of allowance
pursuant to section 13(b} of the Statute.

Copies of the trademark portion of the Official Gazette containing the publication
of the mark may be obtained at $38.00 each for domestic orders, or at $47.50
each for foreign orders from:

The Superintendent of Documents
US Government Printing Office
PO Box 371954

Pittsburgh, PA 15250-79%4
Phone: {(202)512-1800

By direction of the Commissioner.

HON 000042
PCFDLR REV 12/97)



A11AT7 413

I hereby tertify that this correspondence is being deposited
with the United States Postal Service "First Class Mail"
sarvice under 37 C.F.R. § 1.10 on the date

indicated below and in an envelope addressed to: Assistant
Commissioner for Trademarks, 2900 Crystal Drive,

Arlington, Virgsnia 22202-3513 v
By: z”dh4<’<257514/ﬁ = 3 k:'ciﬂ’v:li’“

: Laura B. Kaliser
e

Dm(waa, = ,} 5// [z

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYOQ ) Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine
)
) Law Office 109
Mark: SHADOW AMERICAN CLASSIC )
EDITION )
)
Serial No.: 75/976238 )
)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TO OFFICE ACTION

Applicant has received and reviewed the Office Action dated

June 13, 19827, and hereby responds thereto.
REMARKS
Applicant agrees to accept the Examiner’s request without
prejudice that Applicant disclaim the phrase "AMERICAN CLASSIC

EDITION" apart from the mark as shown.

DATA9TLA: 103937.1

HON 000043




Accordingly, Applicant requests that the mark be published

for opposition.

Respectfully submitted,

LEWIS, D’ . BRISBOIS & BISGAARD

LEWIS, D’AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile Neo. (213) 250-7900

DATASTLA: 103937.1 2
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Please acknowledge receipt of our RESPONSE TO
OFFICE ACTION by affixing hereon the Patent
and Trademark Office date stamp and return
this card to our office. 1In re application

of:

Applicant:

Mark:

S/N:
File No.:
Mailed:

H-D MICHIGAN, INC.

SHADOW AMERICAN CLASSIC
EDITION

75/976238

21829-213

December &, 1997 E&

HON 000045



Please ackn
OFFICE ACTION by affixing hereon the Patent
and Trademark Office date stamp and return

this card to our office. In re application
of:

Applicant: H-D MICHIGAN, INC.
. Mark: SHADOW AMERICAN cLa
EDITION
S/N: 75/976238
File No.: 21929-213
Mailed: December &, 1991G

HON 000046



UNITED S1. {ES DEPARTMENT OF COM. .ERCE
Patent and Trademark Office

SERIAL NO, APPLICANT PAPER NO.

TEORTEZID HONDA FIKEN EIHIYO ETC
MARK

SHADOW AMERICAN CLASSIC ERITION ADDREESSS;“”( Commissioner
ADDRESS . ACTI_Q_N NO. for Trademarks

frzvvrz

I
.

L 2900 Crvstal Drive
Arlington, VA 22202-3513

IT'no fees are enclosed, the address should include the word
“Box Responses - No Fee
Please provide in all correspondenye:

1. Filing Date, serial number. mark and
Applicant’s name.

FORM PTO-1525 (5-80) U.5. DEPT. OF COMM, PAT. & TWM OFFICE 2. Mailing date of this Office action.
1 Fyamuning Altormey's name and

TRADEMARE LAW DFFICE 109 ¥ Office number.
FICE - . ar telephone number and ZIP code,

S@rral Niambozro: 7
Flome e SHATOW AaME

-

AR

MOCLASSIO EDITION
o2 an Upper Right Cotrgr s IVED WITHIN ¢

vime bo OFFice Actice ONLY * v ABANDONMENT.
} L _ : ) has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or type
the Trademark Law Office No., Serial No., and Mark in the upper right corner of your response.

RE: Serial Number: 759/762358

The Request to Divide is complete and applicant’s response mailed on March 31, 1997 has been
received and entered. Applicant’s arguments have been received and considered. The refusal based
on Geographic misdescriptiveness is withdrawn as the goods are made in America. The Section 2(d)
Refusals are withdrawn due to the new description of goods.

Fees

The request for appropriate fees is repeated and made FINAL. Applicant has not paid sufficient fees.
Applicant originally paid for only one class but had applied for goods in six international classes.
Since the division, this application now contains three classes and only one fee. Applicant must pay
$245 per class. An additional $490 is required.

Disclaimer Request

The Request for a disclaimer of the phrase AMERICAN CLASSIC EDITION is repeated and
continued. Applicant argues that only AMERICAN and EDITION need to be disclaimed because
the term CLASSIC is not used in relation to motorcycles. Enclosed are excerpts from the
Lexis/Nexis Research Database showing that the term AMERICAN CLASSIC is used in relationship
10 motorcycles.

HON 000047



759/762358 -2-

See the Story No. 16, Petersen Publishing Company Hot Rod, October 1995 where it states; “Honda
was blatant in its Harley copying. The “American Classic Edition” pretty much spells it out, don’t
you think?”

See also Story No. 1 Waikato Times, January 31, 1997 where it states in pertinent part: “American
classic motorcycles made before 1976.”

Story No. 3, St. Petersburg Times, July 4, 1996, where it states in part: *..although the Harley-
Davidson motorcycles is an American classic,...”

Story No. 7, The Dallas Morning News, April 15, 1996, where 1t states; “Connoisseurs have
compared the lighters to such other American classics as Levi jeans and Harley Davidson
motorcycles.”

Story No. 10; USA Today, May 26, 1995 where it states; “...a display of American classic cars and
motorcycles,...”

Story No. 11, The National Law Journal, May 15, 1995, where it states in part; “...motorcycles as
all-American classics...” :

Story No. 19, The San Diego Union-Tribune, September 10, 1994, where it states in part, “. has built
a motorcycle that lives up to its name. It truly is an American Classic.”

Additional stories are enclosed to further substantiate this evidence. See also the dictionary definition
of Classic which is enclosed from Websters /I, New Riverside Dictionary where it states “3.
Something typical or traditional”.

Accordingly, the request for the disclaimer of the entire phrase and the request for appropriate
fees is repeated and made FINAL.

HON 000048




759/762358 -3-

Please note that the only appropriate responses to a final action are either (1) compliance with
the outstanding requirements, if feasible, or (2} filing of an appeal to the Trademark Tnal and
Appeal Board. 37 C.F.R. Section 2.64(a). If the applicant fails to respond within six months of
the mailing date of this refusal, this Office will declare the application abandoned. 37 C.F.R.
Section 2.65(a).

Jacqueline A. Lavine
Senior Attorney, Law Office 109
(703) 308-9109 Ext. 145

(703) 308-7194 FAX

HON 000049




Page !

MAIL-IT REQUESTED: JUNE 12, 1997 ' 10083K
CLIENT: JAL
LIBRARY: NEWS
FILE: ALLNWS

YOUR SEARRCH REQUEST AT THE TIME THIS MAIL-IT WAS REQUESTED:
AMERICAN CLASSIC EDITION

NUMBER OF STORIES FOUND WITH YOUR REQUEST THROUGH:
LEVEL l... 30

LEVEL 1 PRINTED

THE SELECTED STORY NUMBERS:
16,24

DISPLAY FORMAT: KWIC

MULTIPLE DOCUMENTS ON A PAGE

SEND TO: COLE, JACQUELINE
U.S. DEFARTMENT OF COMMERCE
PTO - TRADEMARK
2900 CRYSTAL DRIVE
7TH FLOCR, LAW OFFICE 11
ARLINGTON VIRGINIA 22202-3600

**t**i*fi***t*i***t*tt**t*********oso;;si*!*ti**************i*Qt'***t*****

HON 000050




Page 2

LEVEL 1 - 16 OF 30 STORIES
Copyright 1935 Information Access Company, a Thomson Corperation
Company
ASAP
Copyright 1995 Petersen Publishing Company
Hot Rod
October, 1995
SECTION: Vol., 48 ; No. 10 ; Pg. 106; ISSN: 001B-6031
LENGTH: 2333 words

HEADLINE: Rising sons: riding impressions of four cruisers not built in
Milwaukes; motorcycles; includes related article

BYLINE: Kinnan, Rob
BODY:

so we had four HOT ROD staffers spend gquality time on each one. Honda
supplied the 1100cc Shadow American Clagsic EBditlon, Kawasaki gave us the Vulcan
1500, Suzuki provided an Intruder 1408, and from Yamaha came a Virago 1100. As .
we

narrower bars that make lane-splitting easier.

The Honda is a different story, however. Honda was blatant in its Harley

copying. The "American Classic Edition" pretty much spells it out, don't you
think? This hike had 98 percent of four-wheeled-vehicle drivers and probably

LEVEL 1 - 24 OF 30 STORIES

Copyright 1995 The Daily Yomiuri
The Daily Yomiuri

January 23, 1995, Monday
SECTION: Pg. 5
LENGTH: 307 words
HEADLINE: New Products

BODY:
Harleyesque cruiser powered by an 1,099cc V-twin liquid-cooled engine.

The low, sleek motorcycle has been dubbed the "American Clasaic Edition"
since it was created at Honda's California design studic and is assembled at the

HON 000051




Page 3
The Daily Yomiuri, Japuary 23, 1995

company's factory in Marysville, Chio.

The ...

HON 000052
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SEND TO: COLE, JACQUELINE
U.S. DEPARTMENT OF COMMERCE
PTO - TRADEMARK
2500 CRYSTAL DRIVE
7TH FLOOR, LAW OFFICE 11
ARLINGTON, VIRGINIA 22202-3600
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Page t

MAIL-IT REQUESTED: JUNE 12, 19397 10083K
CLIENT: JAL
LIBRARY: NEWS
FILE: ALLNWS

YOUR SEARCH REQUEST AT THE TIME THIS MAIL-IT WAS REQUESTED:
AMERICAN CLASSIC W/8 MOTORCYCLE*

NUMBER AT STORIES FOUND WITH YOUR REQUEST THROUGH:
LEVEL 1... 27

LEVEL 1 PRINTED

THE SELECTED STORY NUMBERS:
1,3,7,9-12,19,22,23,24

DISPLAY FORMAT: KWIC

MULTIPLE DOCUMENTS ON A PAGE

SEND TO: COLE, JACQUELINE
U.s. DEPARTMENT OF COMMERCE
PTO - TRADEMARK
29200 CRYSTAL DRIVE
7TH FLOOR, LAW OFFICE 11
ARLINGTON VIRGINIA 22202-3600

**"*"l'*i*i‘*tf*"'1’*!!’i’i‘*'t'tI"“t***‘t*iﬁ*05204********************t********titi*
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Page 2

LEVEL 1 - 1 OF 27 STORIES

Copyright 1997 Waikate & King Country Press Limited
Waikato Times (Hamilton}

January 31, 1997

SECTION: FEATURES:; MOTORING; Pg. 36

LENGTH: 218 words

HEADLINE: World champs to race at classic extravaganza

BODY:
more than 250 machines for the two-day festival for British, European and

American classic motorcycles made pefore 1976.

The organisers say the the festival is the biggest of its kind in the
Southern

LEVEL 1 - 3 QF 27 STORIES

Copyright 1996 Times Publishing Company
St. Petersburg Times

July 4, 1896, Thursday, 0 South Pinellas Edition
SECTION: FOOD; Taste; THE NIBBLER; Pg. 1D
LENGTH: 819 words
HEADLINE: A new twist on surf and curf
BYLINE: CHRIS SHERMAN
DATELINE: CLEARWATER

BCDY:
50. And that 22,000 of them helped win a war.

There's not as much history at Renegade Cafe, although the Harley-Davidson
motorcycle is an American clagsic, revered and revved up with patriotic fervor

by many long before it became a restaurant theme.

The cafe is

HON 000055



Page 3

LEVEL 1 - 7 OQF 27 STORIES

Copyright 1996 The Dallas Morning News
THE DALLAS MORNING NEWS

April 15, 1996, Monday, HCME FINAL EDITION

SECTION: TODAY; Pg. 8C

LENGTH: 292 words
HEADLINE: 300 million Zippes: Does that strike up a flicker of interest?

BYLINE: PRNewswire
DATELINE: BRADFORD, Pa.
BCDY:
70,000 Zippos a day isn't enough. After 64 years we're hotter than
ever."
Connoisseurs have compared the lighters to such other American classics as
lLevi jeans and Harley Davidson motorcycles. Collectors the world over publish

newsletters about Zippos. The British percussion/dance troupe Steomp has an
entire number

LEVEL 1 - 9 QF 27 STORIES

Copyright 19596 News & Record (Greensboro, NC)
News & Record {Greensboro, NC)

February 5, 1996, Monday, ALL EDITIONS
SECTION: TRIAD/STATE, Pg. Bl, DOWN THE ROAD / IN ASHEBCRO
LENGTH: B59 words
HEADLINE: ASHEBORO DINER RUNS IN CYCLES
BYLINE: BEN FELLE, Staff Writer
DATELINE: ASHEBORO
BODY :
But we don't just attract Harley riders. We want to attract people who
are interested in the sport of riding.''
The Richs' American Classic Motorecycle Co. museum - featuring Harley

treasures from cycles and leather jackets to combs and coins - has been
attracting tourists since it opened

HON 000056



Page 4

LEVEL 1 - 10 OF 27 STORIES

Copyright 1995 Gannett Company, Inc.
USA TODAY

May 26, 1995, Friday, INTERNATIONAL EDITION

SECTION: NEWS; Pg. 2A
LENGTH: 1117 -words

HEADLINE: Diplomatic corps seeks minorities / Africa gets mest black ambassaders

BYLINE: Evelyn Tan Powers
BODY:

Duxford, England, hosts American theme days on May 28 and May 29. In
addition to a display of American clasasic cars and motorcycles, many of the
historic aircraft based at Duxford will give exhibition £lights. Call: (01223)

835000, ext. 214.

NOTES: LIVING OVERSEAS; Helping inform 1.S.citizens overseas

LEVEL 1 - 11 OF 27 STORIES

Copyright 1995 The New York Law Publishing Company
The Naticnal Law Journal

May 15, 1995
SECTION: EXHIBIT A; On Trial; Pg. AlQ
LENGTH: 1550 words
HEADLINE: Bike Gang Is Called an International Racket
BYLINE: BY LINDA GIBSON, SPECIAL TO THE NATIONAL LAW JOURNAL
DATELINE: TAMPA, FLA.

30DY:
Susan C. Bucklew sustained.

Attorney Richard Cox, representing defendant Charles "Tattoo" Schwarz,
described Harley-Davidson motorcycles as all-American classics and said his
client was drawn to the club by "his common interest in these rare and beautiful
machines." Alsc, Mr. Schwarz was "seeking brotherhood with

HON 000057
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LEVEL 1 - 12 OF 27 STORIES

Copyright 1995 News & Record (Greensboro, NC)
News & Record (Greensboro, NC)

April 21, 1995, Friday, ALL EDITIONS
SECTION: TRIAD/STATE, Pg. Bl, NEWS TO USE
LENGTH: 81 words
HEADLINE: RIDE SET TO BOOST CYCLE AWARENESS

BODY:
Rides will begin in Asheville, Charlotte and Wilmington. Locally, the rides

will stop at 10 a.m. at American Classic Motorecycles on U.S. 64 in Asheboro, and
at 11:30 a.m. at TA Truck Stop, exit 138 off

LEVEL 1 - 19 OF 27 STORIES

Copyright 1994 The San Diego Union-Tribune
The San Diego Unien-Tribune

September 10, 1994, Saturday

SECTION: AUTO; Ed. 1,2,3,4,5,6,7; Pg. AUTO-2
LENGTH: 784 words
HEADLINE: Move over, Harley, Honda's come up with a classic
BYLINE: C.J. MANGEN
Staff Writer C.J. MANGEN is a copy editor at the Union-Tribune and a motorcycle
enthusiast. He bought his first bike -- a Honda CT-7¢ -- at age 12, and has been
riding ever gsince. He competes in motocross at Southern california tracks, and
also enjoys exploring back-country roads aboard
BODY :

first allotment of American Classics, and early indications are that

customers will do the same.

Honda, despite its Japanese roots, has built a motoreyele that lives up to
its name. It truly is an American Classic.

1995 Honda Shadow American Classic Edition Engine type: 1099cc liquid-cooled

V-twin Transmission: Five-
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LEVEL 1 - 22 OF 27 STORIES

Copyright 19%4 News & Record (Greensboroc, NC)
News & Record (Greensboro, NC)

March 17, 1994, Thursday, CITY EDITION

SECTION: TRIAD/STATE, Pg. BG5S
LENGTH: 235 words
HEADLINE: 1,500 N.C. MOTORCYCLISTS TO MEET IN ASHEBORO IN 'S5
BYLINE: SCOT, SCLOMON
DATELINE: ASHEBORO
BODY:
. center of activity will be Randolph County, with events scheduled at the
N.C. Zoo, the Richard Petty Museum, the Seagrove potteries and the American
Classic Motorcycle Museum in Asheboreo.

In addition, a motorcycle race is planned for Caraway Speedway. ;

"We're not talking motorcycle gangs here," Gusler said. "These are attorneys,
accountants, doctors - ...

LEVEL 1 - 23 OF 27 STORIES

Copyright 1993 Investor's Business Daily, Inc.
Investor's Business Daily

August 11, 1983

SECTION: Companies In The News; Pg. 36
LENGTH: 811 words
HEADLINE: Custoem Chrome Gets A Great Ride With Harley-Davidson
BYLINE: By John A. Jones, Investor's Daily
BODY:

As the American classic Harley-Davidson motorcycles grow ever more popular,
Custom Chrome Inc. rides along with the boom by supplying parts and accessories

for them.

Last
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LEVEL 1 - 24 OF 27 STORIES

Copyright 1592 Chicage Tribune Company
Chicago Tribune

November 8, 1992, Sunday, FINAL EDITION
SECTICN: TRANSPORTATION; Pg. 1; ZONE: CN

LENGTH: 823 words

HEADLINE: Down to the nuts and bolts
From airplanes to tractors he's restored ‘'em all

BYLINE: Story by William Sluis

BODY:
busy. Not only did he rebuild the Caterpillar tractor and semi-trailer
truck, but he also began work on the Indian Four motorcycle, another American

classic.

He received the motorcycle, whose main bearings were damaged, from a friend..
The company that built the Indian had stopped production soon after Hornmer's T
model was made,

HON 000060
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clarion ® claw hatchet

clari-on (klirtsn) n [ME clatioun < Ofr. clarion < Med. lat
elario < Lat, clarus, chear.) . A medieval trumper with a cleas, shrill
tone. 2. The sound made by a clarion or a ound resembling it. —edi.
Shrill and elear < beard the clerion call to arms>>

clari-o-net (kirE-s-nét’) o var. of CLARINIT.

clar-i-ty (kiirl) o [ME clerte, brightness < OFr. clarte < Lat.
elaritas, ciearness < clarus, clear.] The quality of state of being clear
T LUCIDITY.

clarkeia (kirkss) o [Niat Clarkio, genus name, afrer William
Clark (1770-1338).) A plant of the geous Clarkia of western Nori
America, bearing red, purple, or pink flowers,

elary (klire) o, pl. -bes. (ME clare, pardy < Med Lat selarea and
pardy < OF slaria ] A European plant of the geous Salvia. esp. &
selares. an aromacc herb with bluish-white flowers.

clash (klish} v. clashed, clash+ing, clash-ss [Imit} —vi. LTo
collide with 4 loud, bash noise. £ To conflict <members of Con-
pess clashing over the budget> —vr. To surike weether with a
barsh, mewtlic noise. —a L A loud, resoundipg menallic noise, as
that made by two obiect colliding 2. A state of disharmony ot dis
agreement. 3, An often heated argument.

clas-mat-o-cyte (kizmit'sr) o (Ck Masmo. Masmat. frag-
ment {< klan, o break) + -CTTE.] Hisoocye. —clas-mat'ocyric
(-sT'tk}) adl,

clasp (kiisp} o (ME claspe, prob. of OF orig] L A fastening, a5 a
hook, used to hold two parn or obiects together. 2 &L An embrace ¢
hug b A grip of grasp of the hand. 3. A small metal bar smached to
1 military decoradon indicating the sction for which it was awarded.
—ve clasped, clasp-ing claape. 1 To fasten with or a1 if with 2
clasp. L To hold in 3 tight gasp : kMMRACE 3. To grip firmly in or
with the hand, —clssy'ar o

clasper (ksrpar) o A modified pan of the pelvic fin of male
elasmobranch fishes that aidy sperm transmission dusing copulagon.
clasp knife n. A pocketknife with a folding blade,

class (klis) o {Fr. classe < Lat classis, class of citizens.] L & A sex,
poup, collection, or configuraton containing members having or
believed to have at least one armibum in common § EIND. b Stasis-
ties, An interval in a frequency distribution, 2 A division by qualiry,
prade, o7 nok 3. & A social smatum whose pembers share similar

litcal, economic, and culnural characienstcs. b. Social rank, esp.

rank 4. & A group of alumni or students paduated in the saoe

year, b A group of smudents srudying the same subject. € The period

during whick such a group meets. 5. & Biol. A taXONOMIC CALEOTY

ranking below a phylum and above an order. B, A subdivision of &

larger group. é & A grade of mail. b The quality of accommodstion

on a public vehicle < travel tounst clazs>> 7. Slany. Great style or

quality <a violinist with claa> —vt. clussed, clase-ing classen

To arrange, group, of rate according to qualides of chanactenisucs :

CLASSIFY

* #yTS; CLASS, CATEGOLY, CLASSIFICATION, ORDEN, $2T 0. core
meaging : 3 subdivision of # larger group < the class of concengoers
who enjoy chamber music>

A word history; Class is from Latin classis, “a division of the Ro-
man people” Clans bad an sdiective, classicus that anginally
meant “belonging 10 a classis” but later meant “belonpng to the
highest-ranking clauis” from which the sense “first-class, supenor”
developed. English classic and clasyical are derived from classicus in
the more general scnse. Because the ancient Creek and Roman au-
thory were considercd models of excellence and were universally
srudied in Is and universities throvghout Europe until recent
times, the 1erms classic and classical came 1o be sxociated first with
ancicnt Greek and Roman literacure of all degrees of excellence and
then with anything pertaining to sncient Greeee of Rome.

class action o A lawsuit in which the plaintiff or plaintiffs bring
sitit bots on theit own behalf and on bebalf of others wbo have the
ame chim spins the defendant.

clasa-con-scious (kirkin'tha) adi. Aware of belonging to 2

ifi - ic clasy =—=class’«con’sciousnesa I

clan-sic (KiTh) adi, 1. Being of the Righes: class of ank. L. &, Serv.
ing a1 an ovomanding representative of 2 kind 3 mopzL b, Well:
tnown and fypical <a clomic Wesern with ambuhes and
shootoun™> 3. Having lasing tignificance or recognized worth
4, CLASICAL la. 5. Of of in sccordance with esublished principles
and methods in the ares and sciences. & Of lasting Literary or histen:
cal significance. —a 1. An arust, author, or work gen. held wo be of
m:hi;hutnnka:mdlmu.!.AllmnwudofmdemGrze::
or Rome. 1 Something typical or traditional

clas-si-cal (klisTksl) adi. L a Of or relating 1o the culture of
nciemy Greece and Rome, esp, the ar, architetrure, and Litzrature.
b Relating to or vened in studies of anuquicy. L & Relating o or
designating European muaic of the latter half of the [8th cent
b. Designating music in the educated European tradidon. 3. Stan-
dard and suthoritative <clastical methods of building consuug.
tion>» 4. Of or relating to nonreladvistic of nODQUaRTUM physics
clasical mechanics> —elassieality (-kAlT-t2), clan'si-cal-
pess 0. —clan‘si~cally adv.

clas-si-cismn (klisTslr'am) 2 1. Acstheric aritudes and principles
bhased on the culrure, ar, and Literarure of ancient Greece and Rome
and characterized by emphasis on form, simplicicy, praportion, and

= Lt P e e et g s PR——)

restrained emotion. & Classical scholanhip, L A Gre
pression or idiom. :

clus-pircist (kisTsist) o A specialist in or sudest

clas-ei-ficca-tion (ks> fi-kdshan) o L Theacte
sifying L Biol. The systematic grouping of enpalcms
based on shated charactenisdcs O Taits I TAXONGMTY.
o'y (kiis's-fi-ka-tarE, torE. klasifT. Xlas>Akd o

claasified advertisement o A us. bper
printed in a pewspaper of maganne riong with ot
category.

clag-si-fy (KUiy'sT) vt -fied, -fying, -Hee LTc
range according to class or catcgury. 1 To designac
ment) a5 secret and availabie omly w avsEe
—clas'si-f'arble adf. —clogal-f'er

clas-ais (klisTs) o, pl -ses (42 [Lat, class o Go
erning body af pastors and ciders in cerain Reromme
ing rurisdiction over local churches 2 The asn
governed by a classis.

class mark n Statistcs MARKD 21

classsmate (kliymiv) o A member of the tame

classroom (kiiysom’, 1bm’} 4. A mom wn i

class*y (klis't) adi. -iex, vwer. Slang. Hepot:s
paint j0b> —elase'i-nese o

clast (ks o [< Ck klamos, broken < klan @
fragment.

clas-tic (kbs'tk} adi. (< Gk kiaseos, broken <
1. Separable inw pars of hanng removable secnons
wmical model> & Geol. Made up of fagmens
—claa'tic O

clathrate (klith’'rat’) adi. [Lat clothrarus, p.pan
Rurnish wath a lamice < Gk kigithron door bas « k
1. Biol. latticelike in structure of appearance. L C
ing o wnclusion pi in which molecules ot o
completely enclosed within the crysal squcrure at
clathrate compound,

clat-ter (kirar) v, -taved, -taring, -ters. [ME
1 To maie a tatding sound & Ta move with a fatu
ralk noisily and rapidly 1 CHATTIL —ve To caute o
sound. —o. L A rarding sound L A loud disturtan
1, Noisy talk ¢ CHATTIL ==clayterer D

clau-dicea-tion (kit'di-ki‘than) a-[ME cloog
elaudicatio < claudicare. to limp < claudus. Lme ]
son's walk : LIMP.

clause (kidz) o (ME < OFr. < Med, Lat clousa cle
period < Lat. cloudere, to close.] 1. A group of word:
and predicace and forming part of 2 compound ot &
2 A distunct article, sdopuladon, or provition
—clans'al (kl&'z3l) adi.

cluus-eral (k&) adf. vor. of CLOISTRAL
claus-tro-pho-biva (kd'seo-dbéa) o [lac cla
place (< claudere, to close) + FHOBIA.] Abnormai
spaces. —clana tro-pho’bic {-fo'bik) adi.

cla-vate (kis'vir) odi, [NLat clovarus < lac clor
ont end thickened : CLUB-SHAFED. —cla‘'vata by &
elave? (kliv) v. Archaic. vor, pt of CLEAVES,
claved (kliv) v. Archaic. var p.r of CLEAVEL.
cla-ver (kli'var) -versd, -varing, »vers. (Perh o
—vi. To gossip or talk idly. —a {die ik : cossr.
clavrichord {kliv1-kssd') n. [Med. Lar clavick
vis, key + lat chorda, sming < Ck. khordZ] Ap ¢
board instrument with a woft sound produced by
horzonul smng.

elawsiscle (klivlhal) o [NLat, claviculs < Lat, <
{from its shape)] A bone linking the steroum
—cin-victo-lar {ki>vik'ys-lar) adi. «—cla-ric'o-la
claw-i-corn (kivIkém?} adf. [NLat Clavicorn
tat ¢lava, chub + Lat, cornu, horn ] Belonpng
proup of beetles of the suborder Polyphara, with
clarvier (kavir, ki'vear, klive-) o (Fr. < OF.
clavis, key.] L A keyboard L A swinged keyboar
harpsichord.

clavvi-form (kldv's(orm”) adi. [Lat. ¢lava club -
cla-vus (kli'vas, ki) o {Lat, mil ] corm
claw (ki8) 0. (ME clave < OE clawar ] L A sharp
on the toe of 3 mammal, bird, or reprile, T & A pi
a3 2 chela, on the limb of a crustacean or other an
terminasng in such a sgucrure. 3. Something res
the cleft end of a bammerbead. 4. Bot, The parr
certatn petals or sepaly. vt & v1. clawed, claw~
or scratch or make digging or seratching moven
with claws. :

claw hammer z. L A hammer with one end
for removing nails, Z A swallow-tailed coat.

claw hatchet n A hatchet with one end o

jpat ipay Iircare Ifather Epet Ebe
Ide lrpier Opot Otoe Opaw, for «
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SEND TQ: COLE, JACQUELINE
U.S. DEPARTMENT OF COMMERCE
PTC - TRADEMARK
2900 CRYSTAL DRIVE
7TH FLOOR, LAW OFFICE 11
ARLINGTON, VIRGINIA 22202-3600

HON 000063



ke
UNITED STATES DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE

ARLINGTON, VIRGINIA 22202-3513

TO: David N. Makous
Lewis, D’ Amato, Brisbois, & Bisgaard, LLP
221 N. Figueroa Street, Suite 1200
Los Angeles, CA 90012

DATE: June 6, 1997
FROM: April Lueders, Legal Assistant
Intent to Use/Divisional Unit
SUBJECT: Divisional Applications
APPLICANT: Honda Giken Kogyo
MARK: SHADOW AMERICAN CLASSIC EDITION

_This letter is to confirm that the divisional request filed on March 31, 1997, has been completed.

“The goods and/or services in International Class(es) 14,18, & 26 have been placed in the newly
created (child serial number 75/ 976238) application. The goods and/or services that are in
International class (es) 16,25.& 28 remain in the original (parent serial number 7%082470)
application. {

If you have any other questions or concerns, please feel free to call ITU at {703) 308-9500
ext. 144,

HON 000064
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Receipt of the divisional application request and filing fee is acknowledged for the MARK identified below. The divisional application has been giv:n\

the DATE QF FILING of ius corresponding PARENT SERIAL NUMBER set forth below. Further processing of the divisionsl application will occur in

accordance with the slandard procedure of the Patent and Trademark Office. When inquiring abou: the divisional applicaion, include the SERIAL
NUMBER, DATE OF FILING, OWNER NAME and MARK.

FILING REC T FOR TRADEMARK DIVISION: APPLICATION

David N. Makous
LEWIS, D'AMATO, BRISBCIS & BISGAARD, LLP ATTORNEY

221 N. Figueroa Street, Suite 1200 REFERENCE NUMBER
Los Angeles, CA 90012

PLEASE REVIEW THE ACCURACY OF THE FILING RECEIPT DATA.

A request for correction 1o the filing receipt should be submitied within 30 days 10 the following address; ASSISTANT COMMISSIONER FOR
TRADEMARKS, 2900 CRYSTAL DRIVE, ARLINGTON, VIRGINIA 22202-3513. The correspondence should be marked 10 the aticntion of the Office

of Trademark Program Cootrol. The Patent and Trademark Office will review the request and make corrections when appropriate.

SERIAL NUMBER: 75/976238 PARENT SERIAL NUMBER: 75/082470
FILING DATE: Apr. 2, 1996

REGISTER: Principal

LAW OFFICE: 109

MARK : SHADOW AMERICAN CLASSIC EDITION

MARK TYPE (S): Trademark

DRAWING TYPE: Words, letters, or numbers in typed form
FILING BASIS: Sect. 1{(b) {(Intent to Use) :

ATTORNEY: David N. Makous
. DOMESTIC REPRESENTATIVE: David N. Makous
OWNER: HONDA GIKEN KOGYO KABUSHIK! KAISHA (JAPAN, Corporation)

2-1-1 Minami—-Aoyama, Minato—Ku
Tokyco 107, JAPAN

FOR: jewelry
INT. CLASS: 014

FOR: leather goods
INT, CLASS: 018

FOR: fancy goods
INT. CLASS: 026

ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HON 000065
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I hereby certify that this correspondence is being deposited
with the United States Postal Service "First Class Mail"
service under 37 C.F.R. § 1.10 on the date

indicated below and in an envelope addressed to: Assistant

commissioner for Trademarks, 2300 Crystal Drive,
Arlington, Virdinia 2220??9 .
By: g G g

WA 1715

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO } Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine
)
) ) Law Office 109

Mark: SHADOW AMERICAN CLASSIC )
EDITICN )
. )
Serial No.: 75/082%70 -. -* )
‘ )

Assistant Commissioner for Trademarks
2900 Crystal Drive

arlington, Virginia 22202-3513

- REQUEST TQ DIVIDE APPLICATION

AND AMEND

Pursuant to the Trademark Manual of Examining Procedure
§1105.06 and 37 CFR §2.87, Applicant respectfully requests this

application be divided as follows:

Please divide out Classes 14, 18 and 26 into cne

application and publish for opposition.

Pursuant to the Office Action dated October 1, 1896,

DATA9TLA: 23795.1
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Applicant responds as follows:
1. Please change the designation of goods in Class 18 to
read in full:
"Leather goods, namely wallets, purses, keyfobs,
fannypacks, cases, billfolds, bags, and
backpacks."
2. Please change the designation of goods in Class 26 to
read in full:
"Fancy goods, namely belt buckles and 'patches for
clothing."

3. Applicant declines to accept the entire disclaimer.

Applicant agrees to disclaim "AMERICAN" and "EDITION", apart-
from the mark as shown. SHADOW AMERICAN CLASSIC EDITION is a
unique moniker as applied to the goods derived from-the
motorcycle and has no particular meaning to the public. It is
not descriptive of the goods. Please see the attached NEXIS
search in which we found no usages of any combinations of this
mark in association with motorcycles. The consuming public is
not likely to associate this phrase ("American Classic Edition")
as descriptive of motorcycles; rather, as discussed below, it
suggests a brand new model of a traditional large displacement
motorcycle for which there may have been many manufacturers (over
80) in the last 100 years.

4, Applicant’s mark is not geographically deceptively

misdescriptive.

The Examining Attorney has refused registration because the

DATASTLA: 23795.1 2
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mark is “primarily geographically deceptively misdescriptive",

Applicant disagrees as the mark SHADOW AMERICAN CLASSIC
EDITION does not expressly state nor impliedly state that the
motorcycle is "made in America'. It simply suggests that the
motorcycle is comprised of uncertain traditional elements of
large displacement motorcycles.

As stated in In re House of Windsor, Inc., 221 USPQ 53, 55

(TTAB 1983), "Where the mark comprises a geographical term but
the geographical meaning of the term is minor, obscure, remote or
unconnected with the goods, the mark is treated as an arbitrary
one and registration is permited..."

Applicant’s goods relate to a specific Honda motorcycle
model of the same name, and however are not an "American
Classic", they are a new "edition" of the Honda SHADOW
motorcycle, that combines uncertain traditional elements of
motorcycles such that it may suggest a classic type of motorcycle
previously sold by Honda and others in the United States.

The SHADOW is a widely recognized Honda motorcycle model
that has been sold by Honda for eighteen years (see attached
Registration and brochure). Nothing in the mark implies that it
is made in America.

Nonetheless, without waiving the above objection, Applicant
confirms that the goods described in this application are in fact
made in the United States.

Accordingly, Applicant requests that the § 2{e) (3) objection

be withdrawn, and the mark be published for opposition.

DATA9TLA: 23795.) 3
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Enclosed is the $100.00 fee for one application.

Respectfully submitted,

LEWIS, D’AMATO, BRISBOIS & BISGAARD

by_ .~ ﬂ /

7 : 7
éﬁjjj"David N. Makous

LEWIS, D’‘AMATO, BRISBOIS & BISGAARD
221 North Figueroca Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800

Facsimile No. (213) 250-7900

DATASTLA: 23795.1 4
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I hereby certify that this correspondence is being deposited
with the United States Postal Service "First Class Mail”
service under 17 C.F.R, § 1.10 on the d
indicated below and ip-an envelope add
Commissionar for Trpddema 7!

Arlington, virgix g202-3

G MAR 311907 <}

o: Assistant

/a-
N
%"'c e I

By:

L&Fid N. Makous, Reg. 29,55%
Dat = g

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO ) Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine

)

) Law Office 109

Mark: SHADOW AMERICAN CLASSIC ) '
EDITION )
. f'ﬁlnﬁi% )
Serial No.: )
)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TQO OFFICE ACTION

Applicant has received and reviewed the Office Action dated

October 1, 1996, and hereby responds .thereto.

AMENDMENT

Please amend the application as follows:

1. Please delete classes 14, 18 and 26 per the Request to

Divide Application. HON 000070
P
\D
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2. Please change the designation of goods in Class 16 to
read in full:

"Printed matter in the nature of publications to be

distributed to purchasers of Honda motorcycles."

3. Please change the designation of goods in Class 25 to
read in full:

"Clothing, namely shirts, sweatshirts, sweaters,

jackets, vests, pants, bandannas, belts, hats, gloves,

footwear, sold through authorized Honda motorcycle
dealers."
4. Please change the designation of goods in Class 28 to
read in full:

"Replicas of the SHADOW AMERICAN CLASSIC EDITION
motorcycle and accessories therefor sold by Applicant and its
authorized dealers."

REMARKS
I.

Applicant declines to accept the entire disclaimer.

Applicant agrees to disclaim "AMERICAN" and "EDITION", apart
from the mark as shown. SHADOW AMERICAN CLASSIC EDITION is a
unique moniker .as applied to the goods derived from the
motorcycle and has no particular meaning to the public. It is
not descriptive of the goods. Please see the attached NEXIS
search iﬁ which we found no usages of any combinations of this
mark in association with motorcycles. The consuming public is

not likely to associate this phrase ("American Classic Edition")

DATAS7LA: 238021 2
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as descriptive of motorcycles; rather, as discussed below, it
suggests a brand new model of a traditional large displacement
motorcycle for which there may have been many manufacturers (over

80) in the last 100 years.

II.

Applicant’s mark is not geographically deceptively

misdescriptive.

The Examining Attorney has refused registration because the
mark is "primarily geographically deceptively misdescriptive”.

Applicant disagrees as the mark SHADOW AMERICAN CLASSIC
EDITION does not expressly state nor impliedly state that the |
motorcycle is "madg in America". It simply suggests that the
motorcycle is comprised of uncertain traditional elements of
large displacement motorcfcles. '

As stated in In re House of Windsor, Inc.. 221 USPQ 53, 55
(TTAB 1983), "Where the mark comprises a geographical term but
the geographical meaning of the term is minor, obscure, remote or
unconnected with the goods, the mark is treated as an arbitrary
one and registration is permited..."

Applicant’s goods relate to a specific Honda motorcycle
model of the same name, and however are not an "American
Classic", they are a new "edition" of the Honda SHADOW
motorcycle, that combines uncertain traditional elements of
motorcycles such that it may suggest a classic type of motorcycle

previously sold by Honda and others in the United States.
DATASTLA: 23802.1 3
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T
The SHADOW is a widely recognized Honda motorcycle medel

that has been sold by Honda for_eighteen vears (see attached
Registration). Nothing in the mark implies that it is made in
America.

Nonetheless, without waiving the above objection, Applicant
confirms that the'goods described in this application are in fact
made in the United States.

ITI.

Section 2{d) obijections

The Examining Attorney has further refused registration
because Applicant’s mark, when used on or in connection with the
identified goods, so resembles the marks in U.S. Registration
Nos. 1,043,492; 1,645,004; 236,950; 1,624,940; 1,604,839;
1,348,246; 1,720,106; and 1,780,427 as to be likely to cause

confusion, or to cause mistake, or to deceive.

A. Class 25: The owner of cited reference mark No.

1,624,940 has abandoned its registration

The § B8 affidavit was due for Reg. No. 1,624,940, on
November 27, 1996. As of March 3, 1997, the Patent and Trademark
Office advised us that it has not received any such affidavit and
the registration will soon be declared abandoned. (see attached

Declaration of Laura B. Kaliser).

B. Class 25: The owner of cited reference mark No.

236,950 has abandoned its registration

DATAS7LA: 23802.1 4
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Upon Applicant’s information and belief, cited mark No.
236,950 is no longer in use by the owner (see attached
Declaration of Laura B. Kaliser). Applicant has therefore filed
a Petition for Cancellation of this mark, a copy of which is

attached hereto.

cC. Class 16: Applicant’s mark is not confusingly similar

to the cited reference mark Nos. 1,645,004 and

1,043,492

Applicant’s mark SHADOW AMERICAN CLASSIC EDITION is not
likely to be confused with the mark THE SHADOW, Reg. No.
1,645,004 for “"posters, lithographs, comic books, and graphic
novels" and Reg. No. 1,043,492 for "novels in paperback form".

When the goods of a cited mark are "not identical or
competitive, and are not related or marketed in such a way that
they would be encountered by the same people in situations that

could create the incorrect assumption that all goods come from

the same source . . . even where the marks are identical,
confusion is not likely." TMEP §1207.01 (citing In re Unilever

Ltd., 222 USPQ 981, 983 (T.T.A.B. 1984))}.

The goods of cited mark are based on THE SHADOW, a plainly
known and recognizable fictitious character in stories.
Applicant’s goods are based on the Honda motorcycle - SHADOW
AMFRICAN CLASSIC EDITION. As discussed earlier, the motorcycle

is an edition of the widely known Honda SHADOW motorcycle. The

DATA97LA: 23802.1 5
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mark SHADOW has been in use by Honda for eighteen years (see
attached registration).

Applicant’s goods consist of publications to be distributed
only to purchasers of Honda motorcycles through direct mail or
through authorized Honda dealerships. This is a narrow and
specialized trade channel greatly diffefing from traditicnal
newsstands and magazine racks. There is no likelihood of

confusion.

D. Class 28: Applicant’s goods are unrelated to the goods

identified in the cited marks in this extremely crowded

class and therefore not likely to cause confusion..

The Examining Attorney has cited the following marks as

being confusingly similar to Applicant’s mark:

1. SHADOW - for "baseball gloves", Reg. No. 1,780,427
2. SHADOW - for "snow skiing device having a single
runner and a seat intended for use by paraplegics, a
water skiing device having 'a single ski and a seat
intended for use by paraplegics, and stationary
trainers for wheelchairs" Reg. No. 1,720,106

3. SHADOW - fof "children’s ride-on bouncing horse
toys", Reg. No. 1,604,839

4, SHADOW - for "golf clubs and golf club shafts",

Reg. No. 1,348,246

DATASTLA: 23802.1 6
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The above marks are totally unrelated to Applicant’s mark,
SHADOW AMERICAN CLASSIC EDITION, for replicas of Honda‘’s SHADOW
AMERICAN CLASSIC EDITION motorcycle. As the above identical
marks have been allowed in the same class, the consuming public
is understood to be able to differentiate these many unrelateqd
products. Therefore, on the basis of the dissimilarity of the
goods, there is no likelihood of confusion.

Accordingly, Applicant requests that the § 2(d) objection be

withdrawn, and the mark be published for opposition.

Respectfully submitted,

LEWIS, D/AMATO, BRISBOAS & BISGAARD

N LN

David N. Makous

LEWIS, D’AMATO, BRISBOIS & BISGAARD
221 North Figuerca Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

DATASTLA: 23802.1 7
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Int, CL: 16

Prior U.S. Cls.: 2, 5, 22, 23, 29, 37, 38, and 50

Reg. No. 2,363,335

United States Patent and Trademark Office Registered June 27, 2000

TRADEMARK
PRINCIPAL REGISTER

SHADOW AERO

HONDA GIKEN KOGYO KABUSHIKI KAISHA
(JAPAN CORPORATION)
2-1-1 MINAMI-AOYAMA

MINATO-KU, TOKYO 107, JAPAN

FOR: PAPER GOODS AND PRINTED MATTER,
NAMELY, MAGAZINES, PAMPHLETS, BROCHURES,
NEWSLETTERS AND BOOKS ON THE SUBJECT OF

APPLICANT'S
EXHIBIT

19

L PO LT S

MOTORCYCLES, POSTERS, AND DECALS, IN
CLASS 16 (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND
50). .
FIRST USE 12-0-1997; IN COMMERCE 12-0-1997.
SN 75-979,264, FILED 2-23-1998.

NICHOLAS ALTREE, EXAMINING ATTORNEY
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Commissioner
of Patents and Trademarks; and that the Applicant is entitled to registration of the
Mark under the Trademark Act of 1946, as Amended. _ -*

A copy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10} years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademari Act of 1946, as Amended.

Commtissioner of Patents and Trademarks

HON 000078




Requirements for Maintaining a
Federal Trademark Registration

SECTION 8: AFFIDAVIT OF CONTINUED USE

The registration shall remain in force for 10 years, except that the
registration shall be canceled for failure to file an Affidavit of Continued
Use under Section 8 of the Trademark Act, 15 U.S.C. §1058, upon the
expiration of the following time periods:
i) At the end of 6 years following the date of registration.
ii) At the end of each successive 10-year period following the date of
registration.

Failure to file a proper Section 8 Affidavit at the appropriate time will result in the
cancellation of the registration.

SECTION 9: APPLICATION FOR RENEWAL

The registration shail remain in force for 10 years, subject to the provisions
of Section 8, except that the registration shall expire for failure to file an
Application for Renewal under Section 9 of the Trademark Act, 15 U.S.C.
§1059, at the end of each successive 10-year period following the date of
registration.

Failure to file a proper Application for Renewal at the appropriate time will result in
the expiration of the registration.

No further notice or reminder of these requirements will be sent to the
Registrant by the Patent and Trademark Office. It is recommended
that the Registrant contact the Patent and Trademark Office
approximately one year before the expiration of the time periods shown
above to determine the requirements and fees for the filings required to
maintain the registration.

HON 000079



UNTI1._ » STATES DEPARTMENT OF COMMcRCE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

May 16, 2000

NOTICE OF ACCEPTANCE OF -STATEMENT OF USE

ATTORNEY

TM103 REFERENCE NUMBER:

DAVID N MAKOQOUS

LEWIS DAMATO BRISBOIS & BISGAARD
221 N FIGUERQA ST STE 1200 21929- 168
[0S ANGELES CA 90012-2646 3@':]!-

SERIAL NUMBER: 75/979264
MARK:  SHADOW AERO
OWNER: HONDA GIKEN KOGYO KABUSHIKI KAISHA

The statemsnt of use filed in regard to the above-identified application has been accepted. This
acceptance signifies that the statement of use is accepted in all respects and that the mark is
entitled to be registered. Accordingly. the registration will issue in due course barring any
extraordinary circumstances.

HON 000080



Page 01 of 01

FILING RECEirT FOR TRADEMARK DIVISIONAI APPLICATION

Receipt of the divisionzl application request and filing fee is acknowledged for the MARK identified below. The divisional application has been given
the DATE OF FILING of its corresponding PARENT SERIAL NUMBER sel forth below. Further processing of the divisional application will occur in
accordance with the standard procedurs of the Patent and Trademark Office, When inquiring about the djvisional applicaion, include the SERJAL
NUMBER, DATE OF FILING, OWNER NAME and MARK.

DAVID N MAKOUS

LEWIS D'AMATO BRISBOIS & BISGAARD ATTORNEY
221 N FIGUEROA ST STE 1200 REFERENCE NUMBER
LOS ANGELES CA 90012 21929-+68

1Y

PLEASE REVIEW THE ACCURACY OF THE FILING RECEIPT DATA.

4 request for correction te the [iling receipt should be submitted within 30 days to the following address: ASSISTANT COMMISSIONER FOR
TRADEMARKS, 2900 CRYSTAL DRIVE, ARLINGTON, VIRGEINIA 22202-3513. The correspondence should be marked to the attention of the Office

of Trademark Program Control. The Patent 2nd Trademark Office will review the request and make corrections when appropriate.

SERIAL NUMBER: 75/97926k PARENT SERIAL NUMBER: 75/438791
FILING DATE: Feb 23, 1998 S
REGISTER: Principal -

LAW OFFICE: 109

MARK : SHADOW AERO

MARK TYPE (S): Trademark
ORAWING TYPE: Words, letters, or numbers in typed form
FILING BASIS: Sect. 1(b) {(Intent to Use)

ATTORNEY: DAVID N MAKOUS
DOMESTIC REPRESENTATIVE: LEW!S D'AMATO BRISBOIS & BISGAARD
OWNER: HONDA GIKEN KOGYC KABUSHIKI KAISHA (JAPAN, Corporation)

2—1-1 Minami—Aoyama
Minato—Ku, Tokyo 107, JAPAN

FOR: Paper goods and printed matter, namely, magazines, pamphlets, brochures, newsletters
and books on the subject of motorcycles, posters, and decals
INT. CLASS: 016

FIRST USE: Dec 1997 USE IN COMMERCE: Dec 1997
ALL OF THE GOODS/SERVICES I[N EACH CLASS ARE LISTED

HON 000081 Q_’&
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SUT OF
& WC%’ UNITEDST: s pEPARTMENT OF COMMERCE

% | Patent and Trademark Office
| OFFICE OF ASSISTANT COMMISSIONER FOR TRADEMARKS

%% % &1 2900 Crystal Drive

o+ Artington, Virginia 22202-3513

David N. Makous

Lewis D'Amato Brisbois & Bisgaard
221 N. Figueroa St. Ste. 1200

los Angeles, CA 90012

Rev. No. 1
RE: Serial Number: 75/979264 April 3, 2000
Applicant: Honda Giken Kogyo Kabushiki
Kaisha

Mark: SHADOW AERO

Dear Sir or Madam:

This letter is to confirm that the divisional request filed on November 18, 1999 has been
completed. The goods and/or services in use in commerce as indicated by the Statement of Use
have been placed in the newly created (child serial number(75/ 979264 Dapplication. The goods
and or/services that are not in use remain in the original (parent serial number 75/438791)
application. Any further extensions of time or Statements of Use should be filed in the original
serial number.

NOTE: The reason for this procedure is that more than one child application may be created
from the parent file and the ITU/Divisional Unit prefers to photocopy from original papers. If
you have any other questions or concerns, please feel free to call ITU.

Richarnd Roy

Richard Roy

Paralegal Specialist

[TU/Divisional Unit
(703) 308-9500 Ext. 114

HON 000082



I hereby certify that this correspondence is being deposited with
the United States Postal Service as "Express Mail Post Office to
Addressee" service under 37 CFR § 1.10 on the date indicated

below and in an envelope addressed to: istant Commissioner

of Patents and Trademarks, Box ITY - PEE, 2900 Crystal Drive,
Arlington, Virginig”22262-3513
By: / /C/

David N. Makous

Expr ail No.: E¢ 153 628 Q10 s
Date Mailed: /-12-45
IN THE UNITED STA NT AND TRADEMARK ICE
Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA
Mark: SHADOW AERO

Serial No.:  75\438,791

Filing Date: February 23, 1998
Docket No. 21929-168
Int'l ClL.: 16

e i T T e

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

LA99_1:15122.1
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Applicant, Honda Giken Kogyo Kabushiki Kaisha, requests registration of the
above-identified trademark in the United States Patent and Trademark Office on the Principal

Register established by the Act of July 5, 1946 (15 U.S.C. § 1051 et seq., as amended).

Applicant is using the mark in commerce in connection with paper goods and
printed matter, identified in the Notice of Allowance dated July 6, 1999, issued relative to this

application.

The mark was first used with the goods in International Class 16 at least as early
as December 1997; was first used in interstate commerce at least as early as December 1997;

and is now in use in such commerce with these goods.

The trademark is used with the goods in International Class 16 by placing the
mark on the goods, and in other ways customary in the trade. Three (3) specimens showing
the mark as used in International Class 16 in commerce is submitted with this Statement of

Use.

The fee prescribed by Section 2.6(a)(3) is enclosed herewith.

The undersigned being hereby wamed that wiliful false statements and the like
so made are punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that

such willful false statements may jeopardize the validity of the application or any resulting

LA99 1:15122.1 2
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registration, declares that he is properly authorized to execute this Statement of Use on behalf
of the Applicant; he believes the Applicant to be the owner of the trademark sought to be
registered; the trademark is now in use in commerce; and all statements made of his own

knowledge are true and all statements made on information and belief are believed to be true.

Dated: November 5 , 1999 By:%ﬁ%ﬁ@
r. Atsuyoshi yQ{o

Director, Honda Motor Co., Ltd.

David N. Makous, Esq.

Daniel C. DeCarlo, Esq.

Lewis, D'Amato, Brisbois & Bisgaard
221 No. Figueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: (213) 250-1800
Facsimile: (213) 250-7500

LA99_[:15122.1 3
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant:  Honda Giken Kogyo )
Kabushiki Kaisha (Honda )
Motor Co., Ltd.) )
)
Serial No.:  75/438791 )
)
Filed: February 23, 1998 )
)
Int'l Class: 16 )
)

Mark: SHADOW AERO ) Docket No. 21929-168
: )

(Specimen Int'l Class 16)
LA99_1:15122.1 4
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1999 VT1100C3 Service Manual Conversion Stickers
The 1998 VT1100C3 Service Manual can be used to service and maintain the ‘g9

VT1100C3.
s  Apply the 1998-99 front cover and spine stickers to your 1998 VT1100C3 Service
P - Manual(s) so that the stickers show 1998-89 in baoth places.
- e  Apply the ‘99 part number sticker over the old number on the lower left cornef of
the rear cover. IMSV 8233 49809)

1998-99 1998-99

1998-99
1898-99

61MBHO1

——

61MBHO1

MANUAL
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HOW TO USE THIS MANUAL

This service manual describes the service procedures
for the VT1100C3.

Follow the Maintenance Schedule (Section 3) recom-
mendations to ensure that the vehicle is in peak oper-
ating condition and the emission levels are within the
standards set by the U.S. Environmental Protection
Agency and California Air Resources Board.

Performing the first scheduled maintenance is very
important. It compensates for the initial wear that
occurs during the break-in period.

Sections 1 and 3 apply to the whole motorcycle.
Section 2 describes procedures for removalfinstalla-
tion of components that may be required to parform
service described in the following sections.

Sections 4 through 19 describe parts of the motorcy-
cle, grouped according to location.

Find the section you want on this page, then turn to
the table of contents on the first page of the section.

Most sections start with an assembly or system illus-
tration, service information and troubleshooting for
the section. The subsequent pages give detailed pro-
cedures,

If you don’t know the source of the trouble, go to sec-
tion 21, Troubleshooting.

ALL INFORMATION, ILLUSTRATIONS, DIREC-
TIONS AND SPECIFICATIONS INCLUDED IN
THIS PUBLICATION ARE BASED ON THE LAT-
EST PRODUCT INFORMATION AVAILABLE AT
THE TIME OF APPROVAL FOR PRINTING.
HONDA MOTOR CO., LTD. RESERVES THE
RIGHT TO MAKE CHANGES AT ANY TIME
WITHOUT NOTICE AND WITHOUT INCURRING
ANY OBLIGATION WHATEVER. NO PART OF
THIS PUBLICATION MAY BE REPRODUCED
WITHOUT WRITTEN PERMISSION. THIS MAN-
VAL IS WRITTEN FOR PERSONS WHO HAVE
ACQUIRED BASIC KNOWLEDRGE OF MAINTE-
NANCE ON HONDA MOTORCYCLES, MOTOR
SCOOTERS OR ATVS.

HONDA MOTOR CO., LTD.
SERVICE PUBLICATION OFFICE

CONTENTS

GENERAL INFORMATION

FRAME/BODY PANELS/EXHAUST
SYSTEM

MAINTENANCE

ENGINE AND DRIVE TRAIN

LUBRICATION SYSTEM

FUEL SYSTEM

COOLING SYSTEM

ENGINE REMOVAL/INSTALLATION

CYLINDER HEAD/VALVE

CYLINDER/PISTON

CLUTCH/GEARSHIFT LINKAGE

CRANKSHAFT/TRANSMISSION

FINAL DRIVE

CHASSIS

FRONT WHEEL/SUSPENSION/STEERING

REAR WHEEL/SUSPENSION

HYDRAULIC DISC BRAKE

ELECTRICAL

CHARGING SYSTEM/ALTERNATOR

IGNITION SYSTEM

ol
~J

ELECTRIC STARTER/STARTER CLUTCH

LIGHTS/METERS/SWITCHES

{

)
3lalz[a[s(5]2[2[3]2(5 o[ ololalul ]

WIRING DIAGRAM

TROUBLESHOOTING

B

INDEX

Date of Issue: December, 1997
© HONDA MOTOR CO., LTD.
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SYMBOLS

The symbols used throughout this manual show specific service procedures. tf supplementary information is required per-
taining to these symbols, it would be explained specifically in the text without the use of the symbals.

@ Replace the partis) with new onels} before assembly.
- E Use recommended engine oil, unless otherwise specified.
E Use molybdenum ail solution {mixture of the engine ¢il and molybdenurn grease inaratioof 1: 1.
,_ﬁm Use multi-purpose grease {Lithium based multi-purpose grease NLGI #2 or equivalent}.
Use molybdenum disulfide grease {containing more than 3 % molybdenum disulfide, NLG! #2 or
/@ equivalent),
Example: Molykote® BR-2 plus manufactured by Dow Corning, U.5.A.
Multi-purpase M-2 manufactured by Mitsubishi Oil, Japan
Use molybdenum disulfide paste {containing more than 40 % moiybdenum disulfide, NLGI #2 or
equivalent). . _
/@ Example: Molykote® G-n paste manufactured by Dow Corning, U.S.A. z

Honda Moly 60 (U.S.A. only}
Rocol ASP manufactured by Rocol Limited, UK. _
Racol Paste manufactured by Sumico Lubricant, Japan

,@ Use silicone grease.

Dm Apply a locking agent. Use a middle strength locking agent unless otherwise specified.

.“'m Apply sealant.

Use DOT 4 brake fluid. Use the recommended brake fluid uniess otherwise specified.
lm Use Fork or Suspension Fluid,

HON 000089
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INDOR NO. 16142 ASSISTANT COMMISSIONER OF PATENT & TRADE CHECK NO. 198587

INVOICE INVOICE NO. DESCRIPTION B5he  YREER ARG AMOUNT
11/11/99 135831 STATEMENT OF USE 5 512976 21929-168 109.0
|
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLp TOTAL
@Eﬁgﬁ;; AMOUNT 160 .9
. LOS ANGELES DOWNTOWN
LEWIS, D'AMATO, BRISBOIS & BISGAARD us SR AR o h e M1t anle 1w, I
ATTORNEYS
271 NORTH RGUEROA STREET CHECK NO 1 g 8 5 8 7
surTe 1200 DATE  11/11/99
LOS ANGELES, CALIFORNIA 90032
21y 2501800
PAY suxeswxsxxis DOLLARS, AND 10/100%%%

ASSISTANT. ‘COMMISSIONER -OF
FATENT & TRADEMARK
TO THE
ORDER
OF

i LOB5B " 1thccc0akLils WO 7w098 7 e3ue

HON 000090



re application of:
Mark:

. Applicant:

Serial No.:

Our File No.:
Mailed:

Please acknowledge receipt of our Statement of Use by affixing hereon the
Patent and Trademark Office date stamp and return this card to our office. In

SHADOW AERO

Honda Giken Kogyo Kabushiki Kaisha
75/738,791

21929-168 2

November 17 1999

W‘laf
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Please acknowledge receipt of our Statement of Use by affixing hereon the
Patent and Trademark Office date stamp and retum this card to our office. In
re application of:

Mark: SHADOW AERO
Applicant: Honda Giken Kogyo Kabushiki Kaisha
Sernial No.: 75/738,791 -
Our File No.: 21929-168 2. -
Mailed: November 147 1999

"

L

11-13.1999
U-S. Patent & TMOC/TM Mall Aept D, 4o

HON 000092




[ herehy certify that this correspondence is being deposited with the
United States Postal Service “Express Mail” servico under
3I7CFR §1.100n indi ang in an envelope

by:

/"42%& y-12-97  EG153L282L0US
Express Mail No. S 153 428 dio ys

¢,

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark: SHADOW AERO

In Re Application of )
)
Honda Giken Kogyo Kabushiki Kaisha )
(Honda Motor Co., Ltd.) )
)
Serial No. 75/438791 )
)
Filed: February 23, 1998 )
) Docket No.
Int'l Classes: 14, 16, 18, 25, 28 ) 21929-168
)
)
)
2

Assistant Commissioner for Trademarks
Box ITU

2900 Crystal Drive

Arlington, Virginia 22202-3513

REQUEST TO DIVIDE APPLICATION UNDER 37 CFR § 2.87
AND
DELETION OF GOODS UNDER 37 CFR §2.77

Pursuant to the Trademark Manual of Examining Procedure § 1105.06 and 37 CFR

§ 2.87, Applicant respectfully requests that this application be divided as follows:

LA99_1:28287.1
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Please divide out, into a separate application, the following goods in International
Class 16: '"Paper goods and printed matter, namely, magazines, pamphlets, brochures,
newsletters and books on the subject of motorcycles, posters . .. and decals.”" A Statement

of Use for these goods is enclosed herewith,

Applicant requests the deletion of goods under 37 CFR § 2.77 of the following goods in

International Class 16; "'Writing instruments, namely pens and pencils."

An extension of time to file the Statement of Use is enclosed herewith for the remaining
classes cited in the original application (no. 75/438791): 014 - Jewelry; 018 - Leather goods, etc;; -

025 - Clothing, etc.; 028 - Toys, etc.

The fee of $100 for one new application (file wrapper ) is enclosed.

Respectfully submitted,
LEWIS, D'AMATO, BRISBOIS & BISGAARD

Dated: November _[L 1999 By =
~~~"  David N. Makous -
Attorneys for Applicant

DAVID N. MAKOUS -
LEWIS, D'AMATO, BRISBOIS & BISGAARD

221 North Figueroa Street, Suite 1200

Los Angeles, California 50012

Telephone No. (213) 250-1800

Facsimile No. (213) 250-7900

LA99_1:28287.1
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ENDOR NO. 16142 ASSISTANT COMMISSIONER OF PATENT & TRADE CHECKNO. 198588

INVQILE INVOICE NO. DESCRIPTION D138, VOUGHER ACCOUNT NO./ AMOUNT
] ]
11/11/9F 1358&2 DIVIDE & DELETION REQUEST S 312977 21929-148 16d.¢
i
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLp TOTAL 00.0
@Qﬁgﬁﬁ;n | | | AMOUNT 100.%
LOS ANGELES DOWNTOWN
LEWIS, D'AMATO, BRISBOIS & BISGAARD we S Socamert s et 3 it bacigeound s, _memwen
ATTORNEYS
221 NORTH FIGUEROA STREET ' CHECK NO. 198588
SUITE 1200 DATE 11/711/99

LOS ANGELES, CALIFORNLA 90012

PAY

PATENT & TRADEMARK

TO THE
| ORDER
OF

™ L985880 L2 e0MLL L 0?3388 723n
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Please acknowledge receipt of our Request to Divide Application & Deletion
of Goods by affixing hereon the Patent and Trademark Office date stamp and
return this card to our office. In re application of:

Mark: SHADOW AERO
Applicant: Honda Giken Kogyo Kabushiki Kaisha
Serial No.: 75/738,791
Our File No.: 21929-168 12
Mailed: November ™., 1999
"

HON 000096
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derny

Please acknowledge receipt of our Request to Divide Application & Deletion
of Goods by affixing hereon the Patent and Trademark Office date stamp and
return this card to our office. In re application of:

Mark: SHADOW AERO
Applicant: Honda Giken Kogyo Kabushiki Kaisha
Senal No.: 75/738,791
Cur File No.: 21929-168 1%
Mailed: November TN, 1999
"

O D L O

11-13-1899
.S, Patent & TMON/TM Mall Rept DL #40

HON 000098



LEWIS, D’AMATO, BRISBOIS & BISGAARD e

SAN DIEGO OFFICE
SUITE a0Q
580 WEST "C” STREET
SAN DIEGQ, CALIFORNIA 2101
TELEPHONE {818} 233-10008

COSTA MESA OFFICE
SUITE 1400
650 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORNIA 926828
TELEPHONE (714) 545-8200

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSOME STREET
SAN FRANCISCO, CALIFORNIA 94104
TELEFHONE (415) 382-2580

NANCY QUINTERO
PARALEGAL
DIRECT DiaL: {213) 880-6123
E-MAIL: QUINTERO@LOBE.COM

VIA U.S. EXPRESS MAIL

LAWYERS
SUITE 1200
221 NORTH FIGUEROA STREET
LOS ANGELES, CALIFORNIA 80012
TELEPHONE (213) 2B0-1800
WWW.LDBB.COM

January 7, 2002

Assistant Commissioner of Patents

and Trademarks
Box ITU
2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir or Madam:

INLAND EMPIRE OFFICE
TRI-CITY CORPORATE CENTRE
SWUITE BoQ
880 EAST HOSPITALITY LANE
SAN BEANARADING, CALIFORNIA 52408
TELEPHONE (80%) 387-1130

SACRAMENTO OFEICE
SUITE 200
2500 VENTURE DAKS WAY
SACAAMENTQ, CALIFCRNiA 95833
TELEPHONE (218) 564-5400

FACSIMILES:

LOS ANGELES: (213) 25Q-7309
SAN DIEGO: (819) 233-8827
COSTA MESA: (714) B80-1030
SAN FAANCISCO: {418) 434-0882
SAN BEANARDING: (809) 337-1138
SACRAMENTO: (P18} B84-6444

OUA FILE NO.

21929-112 Q
N

Enclosed is a Statement of Use, specimens, postcard and our check to cover the

fee, as follows:

Applicant:
Mark:
Serial No.:

Int'l. Class:

Filing Fee:

$100.00

Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)
SHADOW
75/082469

Please date stamp the postcard and return it to our office upon receipt of this

correspondence.

LA2001:146828.1

Paralegal to David N. Makous, of
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLP

HON 000099



i hereby certify that this correspendence is being depousited with
the United States Postal Service as “Express Mail Post Office to

Addressee” service ar 37 CFR § 1.10 on the date indicated
below and in an e pe addressed tor nssistant Commissioner
of Patents and Tfa ma Box FEE 2900 Crystal brive,
Arlingten, Virgipia 202 35

Exprass aid wo.: ELBUE??EWHIUS

Date Mailed: ;h]j]nﬂn,‘ 2| m]&

IN _THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/08248&9
Filed: April 2, 19%6

Docket No.

Int'l Class: 16 21929-112 :

Mark: SHADOW

N et Mt Ml St Nt St et Mot e Nt e St

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

Applicant, Honda Giken Kogyé Kabushiki Kaisha, requests
registration of the above-identified trademark in the United
States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S5.C. § 1051 et seg.,

as amended) .

LA2001:134710.1

HON 000100



Applicant is using the mark in commerce in connection
with the goods associated with Class 16 as identified in the
Notice of Allowance dated January 23, 2001, issued relative to

this application.

The mark was first used with the goods “printed matter
in the nature of publications to be distributed to purchasers of
Honda motorcycles” in International Class 16 at least as early as
September 2000; was first used in interstate commerce at least as
early as September 2000; and is now in use in such commerce with

these goods.

One (1) specimen showing the mark as used in
International Class 16 and in commerce is submitted with this

Statement of Use.

The fee prescribed by Section 2.6(a)(3) is enclosed

herewith.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this Statement of Use on behalf of

LA2001:134710.1 2

HON 000101




the Applicant; he believes the Applicant to be the owner of the
trademark sought to be registered; the trademark is now in use in
commerce; and all statements made of his own knowledge are true
and all statements made on information and belief are believed to

be true,

Dated: January 4;23 2002 By:

. g
Mr . Atsuyd§h37H§ o
Director, Honda Motor Co.,
Ltd. '

David N. Makous, Esg.

lewis, D'Amato, Brisbois & Bisgaard
221 No. Figuerca St., Ste. 1200

Los Angeles, California 50012
Telephone: (213) 250-1800
Facsimile: (213) 250-7900

LA2001:134710.1 3

HON 000102
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyoc Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469

Filed: April 2, 1996
Docket No.

Int'l Class: 16 21929-112

)
)
)
)
)
)
)
)
)
)
)
Mark: SHADOW )
)

(Specimen Int'l Class 16)

LA2001:134710.1 4

HON 000104



Honda Giken Kogyo Kabushiki Kaisha

75/082469

16

Janvary 7] , 2002

SHADOW
21929-112

Please acknowledge receipt of our STATEMENT OF USE, FILING FEE by

affixing hereon the Patent and Trademark Office date stamp and return this

card to our office. In re application of:

Applicant:
Serial No.:
Int’l. Class:
Qur File No.:
Mailed:

Mark:

99LA-48290.1

WARING - Do ol cash unless yod can verily a color chan

CHECK NO. 238534

ge - Rub Briskly to Verits
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LEWIS, D'AMATO, BRISBOIS & BISGAARD e
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7/
UNITEL »FATES DEPARTMENT OF COMML.._E 99\ A
ASSISTANT COMMISSIONER FOR TRADEMARKS A
2900 CRYSTAL DRIVE (a\; £
ARLINGTON, VIRGINIA 22202-3513 e/
Oct 23, 2001
NOTICE OF APPROVAL OF EXTENSION REQUEST
ATTORNEY
TM109 REFERENCE NUMBER:

DAVID N MAKOQOUS

LEWIS D’ AMATC BRISBOIS & BISGAARD LLP
221 N FIGUERODA 57 STE 1200

LOS ANGELES CA 90012

SERIAL NUMBER: 75/082469

MARK:  SHADOW

OWNER: HONDA GIKEN KOGYO KABUSHIKI KAISHA

EXTENSION REQUEST NUMBER: 1 NOTICE OF ALLOWANCE DATE: Jan 23, 2001

THE ABOVE NUMBERED EXTENSION REQUEST FOR FILING A STATEMENT OF USE HAS BEEN APPROVED.BY
THIS OFFICE. :

THE APPLICANT HAS UNTIL Jan 23, 2002 TO FILE A STATEMENT OF USE OR ANOTHER EXTENSION
REQUEST. THE APPLICANT CAN FILE A TOTAL OF FIVE EXTENSION REQUESTS NOT TO EXCEED 36
MONTHS FROM THE NOTICE OF ALLOWANCE DATE.

IF THERE ARE ANY QUESTICNS REGARDING THIS NOTICE, PLEASE CONTACT THE TRADEMARK
ASSISTANCE CENTER AT {703)308-9000.

it

TMEXT2 (REV 7/98) . HON 000107
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UNITED STA. S /\\/l/
£ 0\69\

7" PATENT AND

r v+ TRADEMARK OFFICE

Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513
WWw . uspto,gov

David N. Makous

Lewis D'Amato Brisbois & Bisgaard, LLP
221 N. Figueroa Street

Suite 1200

Los Angeles, CA 90012

Rev. No. 1
RE: Serial Number: 75/082469 September 1. 2001
Applicant: Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)
Mark: SHADOW

Dear Mr. Makous

The Request to Divide the above identified trademark application has been received. For your
information, the cost for processing a Request to Divide is $100.00 for each new file created. If you
want to divide some, but not all, of the goods or services in a class, a new application fee of $325.00
must be submitted for each new application created, in addition to the $100.00 divisional fee. For
example, the fee for dividing within a class is $425.00, a new application fee of $325.00 plus a $100.00
divisional fee.

When a divisional request is filed together with a Statement of Use (5100 per class fee) and/or and
Extension of Time to File a Statement of Use (3150 per class). the fees for those documents must be
filed with the Request to Divide.

to its previous status.

l&[l{c] O-\;'? . P

Frederick J. Turner
Paralegal Specialist
[TU/Divisional Unit :
(703) 308-9550 ext. 219 e

\_/‘\ AN
~

HON 000108



Please acknowledge receipt of cur TRANSMITTAL LETTER ENCLOSING
FEES OWED by affixing hereca the Patent and Trademark Office date stamp
_ and refumning it to our office. In re application of:

Applident: Honda Giken Kegyo Kabushiki Kaisha
Mark: SHADOW '
Classes: 25 & 28
Serial No.: 75/082469
Filed Date: April 2, 1996 T LR AR R
File No.: 21929-112
Mailed: September 26, 2001 09-26-2001
us. pawnt & TMOT/TM Mall Rcpt Ot #57

HON 000109
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Customer Copy
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— _ Naal —-‘ Secund —
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Iba. - ozs.
> Delivery Acceptance Clark initials Total Postage & Fees
' - .-

- Weekand [T Hosdar ) s g
{:EWANERDF SIGMWHE(WW]wmmhﬂHMdmhM
mmmmwmmmam'smmmmm-

“ETHOD OF PAYMENT:

1 wish Gedeery ta be
mtmmmmmmmammwimmmwm'smmwmevu'npfodoh

cpreey M S =t M
ebvary.
‘.;.sze;: ] f:‘;j.‘:NT: < NO DELIVERY E Weskbr D Holkday z z
FROM: (PLEASE PRINT PHONE { ) TO: pLEasE PRINT PHONE { )
[l ) A ro.oo... . . L A
. - 3%
L d " J
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H 957 .

Page : 001 ﬁ?d

Date & Time: Aug-16-01 10:31am
Line ] : 213 680 5195
Machine |D : Lewis, D'Amato, Brisbois & Bisgard

Confirmation Report

Nbr. Job Date Tine Duration  pgs__To Dapt.nbr Account Comm. code Statys

561 683 Aug-16 10:24am  06/17 70337292583333333333 EC 502 0

iy Doie
\)A\C UQ{& g’b\fm\,\

HON 000111




B8/16/81 13:33:33

P1D->

Auto-Reply Facsimile Transmission

Ta:
From:

Fax information...
Date Received:
Total Pages:

A
2136885195 B tFaX )\ug C‘“ﬁ}é‘?a:
7
Fax Sender at 2136805195 {V

United States Patent and Trademark Office

8/16/01 1:32:15 PM [Eastern Daylight Time]
17 (including cover page)

DISCLAIMER: This facsimile transmission Is part of a fax pilot program at the U.S. Patent and
Trademark Office designed lo increase the ease and speed by which the Office can cornmunicate. The
fax number used to transmit this docurnent should not be used to submit responses to Office Actions or
any other official communications with the Patent and Tradernark Office. This fax is only intended to
serve as a confirmation that a fax was received by this system and no other claims are made or implied.

Received
Cover

LEWIS. D’AMATO, BRISBOIS & BISGAARD w»
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— TELLETY O MO AT
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e AEALL TunnEnBta SUL
Paoas Numbrr Fax Murober
Tae Mr. Ficd Tuner (703) J0%-9550 {703 ¥72-925%
Assiwant C i of ion 219
Peteots and Trademaric
1TU Divisioa
From: Jef¥ Turke, Partlagal to {213) d40-304%
David Makous
Pagm: 17
Re: 21028-112
ra—
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LEWIS, D’ AMATO, BRISBOIS & BISGAARD ve

SAN DIEGO OFFICE
SUITE 800
S50 WEST "C* STREET
SAN DIEGD, CALIFCRNIA 92101
TELEPHONE (818) 2331008

COSTA MESA OFFICE
SUITE 1400
850 TOWN CENTER DRIVE
CENTER TOWER SUILDING
COSTA MESA. CALIFORANIA 02628
TELEPHONE (714} 343-0100

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSQME STREET
SAN FRANCISCO, CALIFORNIA 24104
TELEPHONE {413) 302-23R0

LAWYERS

SUITE 1200

221 NORTH FIGUEROA STREET
LOS ANGELES. CALIFORNIA 20012
TELEPHONE {(213) 250-1800

WWW.LOBB.COM

INLAND EMPRE OFFICE
TRI-CITY CORPORATE CENTRE
SWTE 800
850 EAST HOSFITALITY LANE
SAN BERNARDINOG, CALIFORNIA 92408
TELEPHONE (@09} 387.3130

SACRAMENTO OFFICE
SUITE 200
2500 VENTURE QAKS WAY
SACRAMENTO, CALIFOANIA 95833
TELEPHONE [@10) 304-5400

FACSIMILES:

LOS ANGELES: (213) 230-7000
SAN DIEGOQ: (810) 233-8827
COSTA MESA: (714) §30-1030
SAN FRANCISCQO: (413) 434-0882
SAN BERNARDINQ: {Q0Q} 387-1138

JEFF M. TURK SACRAMENTOQ: (910) 504-5444

PARALEGAL QUR PILE NG
DIRECT DiAL: {213) 880-5048 “Zieze.iiz
E-MAIL: TURK@LOBB.COM AUgUSt 16, 2001

VIA FACSIMILE {703) 872-9258

Mr. Fred Tumer .
Assistant Commissioner of Patents and Trademarks .
Box ITU

2900 Crystal Drive

Arlington, Virginia 22202-3513

RE: Applicant: Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)
Mark: SHADOW
Serial No.; 75/082469
Int’i. Classes: 16, 25 & 28
Our File: 21929-112

Dear Mr, Turner;

Pursuant to your telephone message of August 15, 2001, attached please find the
following documents originally filed on July 19, 2001 with the USPTO:

Statement of Use with specimens for Classes 25 and 28;

First Extension of Time to File Statement of Use for Class 16;
Request to Divide Application; and

Stamped PTO Card

bW -

Please do not hesitate to advise if you have any more questions.

Very truly yours,

Turk
aralegal to David N. Makous, of
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLP

LA2001:50842.1 HON 000113
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LEWIS, D’AMATO, BRISBOIS & BISGAARD w1»

SAN DIEGO OFFICE LAWYERS INLAND EMMRE OFFICE
SUITE 800 TRI-CITY CORPORAATE CENTRE
930 WEST “C® STREET SUITE 1200 SUITE 800

SAN DIEGO, CALIFORNIA 92101
TELEPHONE (818) 233-1008

COSTA MESA QFFICE
SWITE 1400
630 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORNIA 02828
TELEPHONE {714) 3435-0200

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSOME STREET
SAN FRANCISCO, CALIFORNIA @4104
TELEPHONE (419) 302-2380

NANCY QUINTERO
PARALEGAL
DiRECT DIAL;: (213) 880-5123
E-MAIL: QUINTERC@LDBR,COM

VIA U.S. EXPRESS MATL

Assistant Commissioner of Patents

and Trademarks
Box ITU
2900 Crystal Drive

221 NOATH FIGUEROA STREET
LOS ANGELES, CALIFORNLA 00012
TELEPHONE (213) 250-1800
WWW. LDBB. COM

July 18, 2001

Arlington, Virginia 22202-3513

Dear Sir or Madam:

fee, as follows:

230 EAST HOSPITALITY LANE
SAN BERNARDING, CALIFORNIA 02408
TELEPHONE (S0 387-1130

SACRAMENTO QFFICE
SUITE 200
2300 VENTURE QAKS WAY
SACRAMENTQ. CALIFQANIA @5833
TELEPHCNE (018) 354-5400

FACSIMILES:

LOS ANGELES: [213) 290-7000
SAN DIEGO: (819) 233-2027
COSTA MESA: (714) 850-1020
SAN FRANCISCO: (413) 434-0282
SAN BERNARDING: (Q0G) 287-1138
SACRAMENTO: (010) 384-5444

QUR FILE NO.
21639-112

Enclosed is a Statement of Use, specimens, postcard and our check to cover the

Applicant:  Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)
Mark: SHADOW

Serial No.:  75/082469

Int’l Classes: 25 & 28

Filing Fee:  $200.00

Please date stamp the postcard and return it to our office upon receipt of this

correspondence.

LA2001:77909.1

Paralegal to'David'N. Makous, of
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLP

HON 000114



I hereby certify that this correspondence is being deposited with
the United States Postal Service as "Express Mail Post Office to
Addressee” service undep CFR § 1.10 the dates indicated
balow and in an enve As3zistant Commissioner

of Patents and Tradgh 900 Crystal Drive,
Arlingten, VirginiA

b

By:

David N. Makous

cognre.. EJ1T4810325US _

Date Mailad: J!\q !OI

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469

Filed: April 2, 1996
_ Docket No.
Int'l Classes: 25 & 28 21929-112

)
)
)
)
)
)
)
)
)
)
)
Mark: SHADOW )
)

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

Applicant, Honda Giken Kogyo Kabushiki Kaisha, requests
registration of the above-identified trademark in the United
States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. § 1051 et seq.,

as amended).

LA2001:72129.1

HON 800115




Applicant is using the mark in commerce in connection
with the goods identified in the Notice of Allowance dated

January 23, 2001, issued relative to this application.

The mark was first used with the goods “clothing,
namely, shirts, sweatshirts, sweaters, jackets, vests, pants,
bandannas, belts, hats, gloves, footwear, sold through authorized
Honda motorcycle dealers” in International Class 25 at least as

early as July 1995; was first used in interstate commerce at

least as early as July 1995; and is now in use in such commerce

with these goods.

One (1) specimen showing the mark as used in
International Class 25 and in commerce is submitted with this

Statement of Use.

The mark was first used with the goods *metallic and
plastic replicas of the Shadow motorcycle sold by Honda and
accessories therefor” in International Class 28 at least as early
as February 1997; was first used in interstate commerce at least
as early as February 1997; and is now in use in such commerce

with these goods.

LA2001:72129.1 2

HON 000116



One (1) specimen showing the mark as used in
International Class 28 and in commerce is submitted with this

Statement of Use.

The fee prescribed by Section 2.6(a) (3) is enclosed

herewith.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by finelor
imprisonment, or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is -
properly authorized to execute this Statement of Use on behalf of
the Applicant; he believes the Applicant to be the owner of the
trademark sought to be registered; the trademark is now in use in
commerce; and all statements made of his own knowledge are true
and all statements made on information and belief are believed to

be true.

Dated: 3hl¥ lé v 2001 By: ;ij'<:;¥%éﬁﬂ§§
Mr. AtsuyosHi ¥iogo

Director, Honda Motor Co.,
Ltd.

David N. Makous, Esg.

Lewis, D'Amato, Brisbois & Bisgaard
221 No. Figueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: {213) 250-1800
Facsimile: (213) 250-7900

LA2001:72129.1 3
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha {Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int'l Classes: 25 & 28 21929-112

Mark: SHADOW

}
)
)
)
)
)
)
)
)
)
)
}
)

! e

{Specimen Int'l Class 25)

LA2001:72129.1 4
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 199%e6

Docket No.

Int'l Classes: 25 & 28 21%29-112

Mark: SHADOW

(Specimen Int'l Class 28)

LA2001172129.1 5
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the United States Postal Service as "“Express Mail Post Office to
Addressee” service under 37 CFR § 0 on the date {ndicated

below and in an envelppy Aasistant Commiasioner
of Patents and Trada k3
Arlingten, Virginih d

E, 2300 Crystal Drive,
By:
1. Malkous

David
Expreo . BJ \q '-'{3'105?. SUB

Date Mailed:  July 19 2001

I hereby certify that this correspondence is being deposited with ‘<1SF)

IN THE UNITED STATES_ PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int'l Class: 16 21929-112

Mark: SHADOW

Nt St Nagat® St Nt Vst St St Nna N S Vit gt

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive ’

Arlington, Virginia 22202-3513

FIRST REQUEST FOR EXTENSION OF TIME
UNDER 37 C.F.R. § 2.89 TO FILE
STATEMENT OF "USE

Applicant requests a six-month extension of time to
file the Statement of Use under 37 C.F.R. § 2.89. Applicant has
a continued bona fide intention to use the mark in commerce in
connection with the goods in Class 16 as identified in the Notice

of Allowance in the above-identified application.

LA2001:72685.1
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This is the first request for an Extension of Time
following the mailing of the Notice of Allowance dated January

23, 2001.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this First Request For Extension
of Time To File a Statement of Use on behalf of the applicant; he
believes the applicant to be entitled to use the mark sought to
be registered; and all statements made of his own knowledge aré
true and all statements made on information and belief are

believed to be true.

Executed this |(,;""day of July 2001, at Torrance,

California.

Honda Giken Kogyo Kabushiki Kaisha
(Honda Motor Co., Ltd.)

By:

Mr &~ AtSuyoshi ﬁygﬁo
Director, Honda Motor Co., Ltd.

David N. Makous, Esq.

Lewis, D'Amato, Brisbois & Bisgaard LLP
221 No. Figueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: (213) 250-1800

Facsimile: (213) 250-7%00

LA2001172685,1 2
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I hereby certify that this correspondence is being deposited with the
United States Postal Service “Expresa Mail® service under /éa
37 CFR § 1.10 on the date) ipdicated belgw and in an eavelope

addressed to: Assi odfiingiogér fof 1'rademarks,

Aun: Box ITU - EEE, 2908 Corgll Briyé , Arlington VA 222023513

by:

Express Mait No. _E5 VYAY B0 32503

D PATENT A DEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki Kaisha
{Honda Motor Co., Ltd.)

Docket No.
21929-112

Serial No. 75/082469
Filed: April 2, 1996
Int’l Classes: 16, 25 & 28

Mark: SHADOW

Assistant Commissioner for Trademarks
Box ITU

2900 Crystal Drive

Arlington, Virginia 22202-3513

RE TO DIVIDE APPLICATI

Pursuant to the Trademark Manual of Examining Procedure §1105.06 and 37 C.F.R.
§2.87, Applicant respectfully requests that the above-identified application be divided as

follows:

LA2001:77925.1
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Applicant respectfully requests International Class 16 be divided out into a separate

application, and, a Statement of Use for Classes 25 and 28 is enclosed herewith.

In addition, Applicant requests International Class 16 to be kept in the originally filed
application, and, an extension of time to file a Statement of Use for said class is enclosed

herewith,

Enclosed is the $100.00 fee for the divisional.

Respectfully submitted, :
LEWIS, D'AMATO, BRISBOIS & BISGAARD

Dated: J ul{ _EOOI By

avid N. Makous
Attorney for Applicant

DAVID N. MAKOUS

LEWIS, D' AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200

Los Angeles, California 90012

Telephone No. (213) 250-1800

Facsimile No. (213) 250-7900

LA2001:77925.1
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Please acknowlpdge receipt of viz Sistamest of T, You! Regquast for
Extension of Time fo File a Statamont of Use, and Lapuest to Divide by
affixing herecn the Patent and Trademark Office date sizmp and returm this
card to our office. In re application of:

Mark: SHADOW

Applicaat: Honda Giken Kogyo Kabushiki Kaisha
Serial No.: 75/082469

Int'l. Classes: 25 & 28

OQur File No.: 21929-112

Mailed: July 19, 2001 IO TRECAAR AR

07-18-2001

U.5. Ramnt & TMOIETM Meil_Rcpt Dt M

HON 000128



SUITE sc0

LEWIS, D’ AMATO, BRISBOIS & BISGAARD 11»

SAN DIEGO OFFICE

950 WEST “C° STREET
SAN DIEGQ. CALIFORNIA 02101

TELEPHCNE (8t0) 233-1008

COSTA MESA OFFICE
SUITE 1400
830 TOWN CENTER DRIVE
CENTER TOWER BUILDING

COSTA MESA. CALIFORNIA 92020
TELEPHONE {714} 343-0200

SAN FAANCISCO OFFICE

SUITE 1400

ONE SANSCME STREET
SAN FRANCISCO, CALIFORNIA Q4104
TELEPHONE (41%5) 382-2580

JEFF M. TURK

PARALEGAL

LAWYERS
SUITE 1200
'221 NORTH FIGUERQA STREET
LOS ANGELES, CALIFORNIA 90012
TELEPHONE {213} 250-1800

WWwW.LDBB.COM

August 16, 2001

DIRECT DiAL: {213) 680-.5048
E-MAIL: TURK@LDRB.COM

To:

From:

Pages:

Re:

Message:

Mr. Fred Turner

Assistant Commissioner of
Patents and Trademarks
1TU Division.

Jeff Turk, Paralegal to
Dawvid Makous

17
21929-112

Phone Number

(703) 308-9550
extension 219

(213) 680-5048

INLAND EMPIRE QFFICE
TRI-CITY CORPORATE CENTRE
SUITE oop
as0 EAST HOSPITALITY LANE
SAN BERNARDINO, CALIFORNIA 02408
TELEPHONE {909Q) 387-1130

SACRAMENTO OFFICE
SUITE 200
2500 VENTURE OAKS WAY
SACRAMENTO. CALIFORNIA 93833
TELEPHONE {910) 384-5400

FACSIMILES:

LOS ANGELES: {213) 259-7000
SAN DIEGO: (819) 233-8827
COSTA MESA: (714) 830-1030
SAN FRANCISCO: (415) 434-0882
SAN BERNARDINO: (200) 387-1138
SACRAMENTO: {910] 504-3444

T21020-112
Ve,
Fax Number

(703) 872-9258

PLEASE CALL (213) 250-1800 IMMEDIATELY {F THERE ARE ANY PROBLEMS WITH THIS TRANSMISSION.

The information contained in this facsimite message is intended only for the personal and confidential uss of the designatad recipients
named above. This message may be an attorney-client communication, and as such, is privileged and confidential, If the reader of
this message is not the intended recipient or an agent responsible for delivering it to the intanded recipient, you are hersby notified
that you have received this document in error, and that any review, dissemination, distribution, or copying of this mesaage i3 strictly
prohibited. February 5, 2001

LA2001:6635.1

HON 000129
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Puge OL of O

U.S. Patent and Trademark Office (PTO)
{NOTE: [l any data on this aouce is incorrect, please submil 4 wrillen request Lar correction of the NOA to: Assistent Commussioner tor Trademarks,
Bax 1TU, 2900 Cryxual Drive. Arhinglon. VA 22302-3313. Pleusc nelude the seral number of vour application on ALL correspondence with the PTO

15 USC 106300020

ISSUE DATE OF NOA: Jan 23, 2001

ﬂ’/ﬁ
DAVID N MAKOUS 17
LEWIS B'AMATO BRISBOIS & BISGAARD LLP //
221 N FIGUERQA ST STE 1200 2
LOS ANGELES CA 30012 /

—
e IMPORTANT INFORMATION: GO.NTH DEADLINE ks L

: \"Sfat-mant of Use” (a.k.a. "Anegatton of Use"}
.:j.-‘ar a. "Request for: Extension of Tlme to File a Statement of lse® {a.k.a. "Extension ‘Request®}

- and“the appr-opriate ‘fae(s}: must ‘be recsived in the PTD within six months of the issue date of this
T""':,-Hotica Of Allwmm {NOA) for: those goods and/or- services based on intent to use. Failure to:.do.
-3--so UHI result 1n the‘.ABANDDNHENT of this appltcaticon.

the ;"Stateﬂ:ent of Use* and "Extension Request® have many legal requinements
H Tinc!uding‘ t‘ees .hesa requlrements are-expiatned 1n the PTO booklet. “BasiciFacts About _
‘:—Tr'ademar‘ks '_"..‘.which cénibe. obtamed upon reguest at (703)305-9000 . In-agdition, there are: printed
L farmscontatned in tMs booklet {fbr *Stataments of Use® and "Extension Requests®) for your: ‘usa.

The following information shouid be reviewed for accuracy:
SERIAL NUMBER: 75/082469

MARK: SHADOW

OWNER: HONDA GIKEN KOGYO KABUSHIK| KAISHA
2-1-1 Minami—Aoyama
Minato—Ku

Tokyo 107, JAPAN

This application has the following bases, but not necessarily for all listed goods/services:
Section 1(a): NO Section 1(b): YES Section LL{e): NO

GOODS/SERVICES BY INTERNATIONAL CLASS

Ol6é—printed matter in the nature of publications to be distributed to purchasers of Honda
motorcycles

025~clothing, namely, shirts, sweatshirts, sweaters, jackets, vests, pants, bandannas,
belts, hats, gloves, footwear, scld through authorized Honda motorcycle dealers

028-metallic and plastic replicas of the Shadow motorcycle sold by Honds and accessories
therefor

'ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HON 000130

turrrs {10/591)

ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS




LINITED. STATES® "ARTMENT OF COMMERCE
Patent and Tracd.....ck Office

ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 Crystal Drive
Arlington, Virginia 22202-3513

Sep 29, 2000

L1729~

NOTICE OF PUBLICATION UNDER 12{a)

1. Serial No.: 2. Mark:
75/082,469 SHADOW
3. International Class{es):
16, 25, 28
4, Publication Date: 5. Applicant: .
Oct 31, 2000 HONDA GIKEN KOGYQO KABUSHIKI KAISHA

The mark of the application identified appears to be entitled to registration The
mark will, in accordance with Section 12(a) of the Trademark Act of 1948, as
amended, be pubiished in the Official Gazette on the date indicated above for the
purpose of opposition by any person who believes he will be damaged by the
registration of the mark. If no opposition is filed within the time specified by
Section 13(al of the Statute or by rules 2.101 or 2.102 of the Trademark Rules,
the Commissioner of Patents and Trademarks may issue a notice of allowance
pursuant to section 13ib) of the Statute.

Copies of the trademark portion of the Official Gazette containing the publication
of the mark may be obtained from:

The Superintendent of Documents
US. Government Printing QOffice
PO Box 371954

Pittsburgh, PA 15250-7954
Phone: (2021512-1800

By direction of the Commissioner.

HON 000131
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Please acknowledge receipt of our Response to Office Action by affixing
hereon the Patent and Trademark Office date stamp and return this card to our

office. In re application of:

Mark: SHADOW
Applicant: Honda Giken Kogyo Kabushiki Kaisha
S/N: 75/082469
{ lasses: 16, 25, 28
C-ur File No.: 21629.112
al .
b atled June 27, 2000 R

06-30-2000

U.4. Prtwnt & TMOTe/TM Mall Rept Ot el

HON 000132




I hereby certify that this correspondence is being deposited with the
United States Postal Service *"First Class Mail* service under

37 CFR § 1.8 on the dated indicated below and in an envelope
addressed to: Assistant Commissioner ofy Patents and Trademarks,

Attention: L fice gfal Drive,
Arlington VA,[22202-3513 /’
/ 6/ /
;
by: N (] (_//

Daniel C. DeCarlo

June 27, 2000

Date Mailed:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO ) Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine
{Honda Motor Co., Ltd.) )
) Law Office 105
Mark: SHADOW ) :
Serial No.: 75/082469 ) -
Class: 16, 25, 28 )
Filing Date: April 2, 1986 ) Our File No.:21929-112
)
)

To the Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

RESPONSE TO QOFFICE ACTION

5

APPLICANT REQUESTS THAT THIS MATTER BE_REMOVED FROM THE

INACTIVE STATUS AND REACTIVATED FOR PROSECUTION.

This application was initially filed on April 2, 1996. The

LA2000:47830.1
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application now ceoncerns the goods as identified in Class 16, 25 and
28.

2. The Applicant filed a response to the Office Action of
March 4, 1997.% The Examiner had previously cited the trademark
registration SHADOW (Registration No. 236,950} as a block to
applicant’s efforts to register its mark in Class 25. As a
ceonsequence, Applicant filed a petition to cancel Registration No.
236,950 and as a result this matter was stayed pending the outcome of
that petition to cancel.

3. The petition to cancel has since been withdrawn and as such

it is requested that this matter be placed on active status and that

the application be published for opposition.?

REGISTRATION NO. 236,950 DOES NOT CREATE A LIKELTIHOOD OF CONFUSION.

Applicant will not repeat its arguments put forth in its
original Respcnse to Cffice Action filed on March 4, 1997.
Concerning Registration No. 236,950 for .SHADOW, a mark which the
Examiner cited as a block, the owner of ‘said mark, has agreed that
there is no likelihood of confusion as between Applicant’s proposed

registration and the other registration. As such, there is no

Y Attached hereto as Exhibit "A" is a true and accurate
copy of Applicant’s Response to Office Action filed on March 7,
1997.

2/ attached hereto as Exhibit "B" is a trué and accurate
copy of "Petitioner’s Notice of Withdrawal Petition to Cancel
Without Prejudice."

LA2000:47830.1 2

HON 000134



likelihood of confusicon as to Applicant’s proposed mark and

Registration No. 236, 950.

CONCLUSION
For the aforementioned reasons, Applicant contends that the
application is in condition to be published for opposition and

requests that the examiner so publish the mark.

Dated: Junefg’?, 2000 Respectfully submitted,
-~

LEWIS, D'AMATO, BRI%ﬁ@lS & BISGAARD LLP
v - -

— A

/
BY=K01

Daniel C\ DeCarlo “

Daniel C. DeCarlo, Esq.

LEWIS, D'AMATO, BRISBOIS & BISGAARD LLP

221 N. Figueroa Street, Suite 1200

Los Angeles, CA 90012 Telephone: (213) 250-1800

LA2000:47830.1 3
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Please acknowledge receipt of our RESPONSE TO

OFFICE ACTION b
and Trademark O

y affixing hereon the Patent
ffice date stamp and return

this card to our office. In re application

of:
Applicant:

Mark:
S/N:

File No.:
Mailed:

HONDA GIKEN KO G
KABUSHIKI KAIg(y
SHADOW

75/082469
21929-112
March 4, 199

HON 000136
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1 hereby certify that this :orrespondence is being depos;ted
with the United States Postal Service “First Class Mail’

service under 37 C. F.R. § 1.10 on the dite
indicated below and an envelope adgdfessed to! Assistant
Commissioner for Tradqm 2990 Cr ca' rive,
Arlingten, V.qut]a/z ZflﬂS ’

L~ Davigd ﬁ Fakc;s feg. 23,359

r/
Date Ntd/fleii’: 3 /.U/? 7
A S

FleF1-1

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

)
)
)
)
Mark: SHADOW )
)
Serial No.: 75/082469 )

)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TGO QFFICE ACTION

Law Office 109

Examining Attorney:
Jacqueline A. Lavine

Applicant has received and reviewed the Office ACtan dated

September 10, 1996, and hereby responds thereto.

AMENDMENT

Please amend the application as follows:

1. Please delete classes 14, 18 and 26 per the Redquest to

Divide Application.

DATATLA: 173731
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2. Please change the designation of goods in Class 16 to

read in full:
"Printed matter in the nature of publications to be
distributed to purchasers of Honda motorcycles.'
3. Please change the desighation of goods in Class 25 to
read in full:
“Clothing, namely shirts, sweatshirts, sweaters,
jackets, vests, pants, bandannas, belts, hats, gloves,
footwear, sold through authorized Honda motorcycle
dealers."
4. Please change the designation of goods in Class 28 to.
read in full: ‘
"Metallic and plastic replicas of the SHADOW motorcycle

sold by Honda and accessories therefor.”
REMARKS

The Examining Attorney has refused registration because
Applicant’s mark, when used on or in connection with the
identified goods, so resembles the marks in U.5. Registration
Nos. 1,043,492; 1,645,004; 236,950; 1,624,940; 1,604,839;
1,348,246; 1,720,106; and 1,780,427 as to be likely to cause

confusion, or to cause mistake, or to deceive.

A. Class 25: The owner of cited reference-mark No. 1,624,940

has abandoned its registraticn

DATA9TLA: 123723 .1 2
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The § 8 affidavit was due for Reg. No. 1,624,940, on
November 27, 1996. As of March 3, 1997, the Patent and Trademark
Office advised us that it has not received any such affidavit and
the registration will soon be declared abandoned. (see attached

Declaration of Laura B. Kaliser).

B. Class 25: The owner of cited reference mark No. 236,950 has

abandoned its registration

Upon Applicant’s information and belief, cited mark No.
236,950 is no longer in use by the owner (see attached
Declaration of Laura B. Kaliser). Applicant is therefcre filiﬁé
a Petition for Cancellation of this mark along with this Response

to Office Action.

C. Class 16: Applicant’s mark is not cdnfusinqlv similar to

the cited reference mark Nos. 1,645,004 and 1,043,492

Applicant’s mark SHADOW is not likely to be confused with
the mark THE SHADOW, Reg. No. 1,645,004 for "posters,
lithographs, comic books, and graphic novels" and Reg. No.
1,043,492 for 'novels in paperback form".

When the goods of a cited mark are "not identical or
competitive, and are not related or marketed in such a way that
they would be encountered by the same people ‘in situations that

could create the incorrect assumption that all goods come from

DATASTLA: 17371.1 3
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the same source . . . even where the marks are identical,
confusion is not likely." TMEP §1207.01 {(citing In re Unilever
Ltd., 222 UsSpPQ 981, 983 (T.T.A.B. 1984) ).

Applicant’s goods censist of publications to be distributed
only to purchasers of Honda motorcycles through direct mail or
through authorized Honda dealerships. This is a narrow and
specialized trade channel greatly differing from traditional
newsstands and magazine racks. There is no likelihood of

confusion.

b. Class 28: Applicant’s goods are unrelated to the goods

identified in the cited marks in this extremely crowded class aﬁd

therefore not likelv to cause confusion.

The Examining Attorney has cited the following marks as

being confusingly similar to Applicant’s mark:

1. SHADOW - for "baseball gloves", Reg. No. 1,780,427
2. SHADOW - for "snow skiing device having a single
runner and a seat intended for use by paraplegics, a
water skiing device having a single ski and a seat
intended for use by paraplegics, and staticnary
trainers for wheélchairs" Reg. No. 1,720,106

3. SHADOW - for “children‘’s ride-on bouncing horse

toys", Reg. No. 1,604,839

DATASILA: 173731 4
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4. SHADOW - for "golf clubs and golf club shafts"
Reg. No. 1,348,246
The2 zbove marks are totally unrelated to Applicant’s mark,
SHADOW, for replicas of Honda’s SHEZDOW metorcycle. As the above
identical marks have been allowed in the same class, the
consuming public is unders;ood to be able to differentiate these
many unrelated products. Therefore, on the basis of the

dissimilarity of the goods, there is no likelihood of confusion.

Accordingly, Applicant requests that the § 2(d) objection be

withdrawn, and the mark be published for opposition.

Respectfully submitted,

LEWIS, D/AMATO, BRISBO & BISGAARD

N2

D%v1d N. Makous

LEWIS, D’AMATO, BRISBOIS & BISGAARD
221 North Figueroca Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

DATAS7LA: 17373.1 5
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Mark: SHADOW

Registratiop No. : 236,950

Petitioner. American Honda Motor Co., Inc.
Cancellation No.: 26-171

Our File No. : 21%29-112

Mailed.

May 10, 2000
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F liereby certify thar dus correspendence 15 baing deposited with e
Linited States Bostal Service *First Class Mail™ service vikder

37 CFR § 1.8 on the duted indicated helow and in an envelaps
addressed to: Assistam Conmssioner of Paterzs and Trademarks,
2900 Crysial Dfive, Arhingtan VA 227023512

hy: o

D;l:l;cl C. ‘D;'Curiu
May 10, 2009

Date Mailed:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAT, BOARD

AMERICAN HONDA MOTOR co., Cancellation No. 26-171
INC. _
Trademark: SHADOW :
Petitioner, Registration No.236,950 -
vs.

WARNACO, INC., Our File No.: 21929-112

Registrant.

i o

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, V& 22202-3513

PETITIONER’S NOTICE OF WITHDRAWAL OF PETITION TO

CANCFL WITHOUT PREJUDICE

Petitioner American Honda Motor Co., Inc., filed a Petition for

Cancellation of the mark SHADOW, Registration No. 236,950. Pursuant

LA2000:34328.1
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to 37 C.F.R. § 2.114(c), Petciticner hereby withdraws its Petition to

Cancel without prejudice.

Dated: May 8, 2000 Respectfully submitted,

LEWIS, D'AMATO, BRISBOIS

Ry

Daniel C. éeCarlo

AARD LLP

Daniel C. DeCarlo, Esqg.

LEWIS, D‘AMATO, BRISBOIS & BISGAARD LLP
221 N. Figueroa Street, Suite 1200

Los Angeles, CA 90012

(213) 250-1800

LAZ000:34328.1 2
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PROOF OF SERVICE

STATE OF CALIFORNIA, COUNTY OF LOS ANGELES

I am emplilcyecd in the County of Los Angeles, State of California.
I am over the age of 18 and not a party to the within action. My
business address is 221 North Figuerca Street, Suite 1200, Los
Angeles, California 90012.

On May 10, 2000, I served the foregoing document described as
PETITIONER’S NOTICE OF WITHDRAWAL OF PETITION TO CANCEL WITHOUT
PREJUDICE on all interested parties in this action by placing (X] a
true copy [ } the original thereof enclosed in sealed envelopes
addressed as follows:

Beth Kotran, Esq. .

Amster, Rothstein & Ebenstein

90 Park Avenue :
New York, New York 10016

[X] (BY MAIL, 101i3a, 2015.5 C.C.P.)

{(X] I deposited such envelope in the mail at Los Angeles,

California., The envelope was mailed with postage thereon fully
prepaid.

[X] (STATE) I declare under penalty of perjury under the laws of
the State of California that the above is true and correct.

Executed on May 10, 2000, at Los Angeles, California.

(i [plimon

1e Contreras

PROGF . FRM
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EXHIBIT A

CONSENT AGREEMENT

This agreement in entered into by and bertween Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.) (hereinafter "Honda™), a Japanese corporation with its
principal offices at 2-1 Minami-Aoyama, Minato-Ku, Tokyo 107, Japan; Warmaco, Inc. a
Delaware corporadon with its principal offices at 90 Park Avenue, New York, New York
10016; and Warnaco U.S,, Inc., a Delaware corporation with its principal offices at 470
Wheelers Farms Road, Milford, Connecticut 06460 (collectively or individually,
“Warnaco”).

A. Warmnaco is the owner of the mark SHADOW (United States Registratdon
No. 236,950 issued on December 27, 1927) for “corsets, girdles, brasiers, combination
corset-bandeaux and combination girdie bandeaux.”

B. Honda is the applicant for the United States Trademark Application, Serial
No. 75/082,469 filed April 2, 1996 for the trademark SHADOW for “jewelry” in Class 14;
“printed matter in the nature of publicatdons to be distributed to purchasers of Honda
- motorcycles” in Class 16; “leather goods” in Class 18; “clothing, namely shirts,
sweatshirts, sweaters, jackets, vests, pants, bandannas, belts, hats, gloves, footwear, sold
through Honda motorcycle dealers” in Class 25; “metallic and plastic replicas of the
- SWOW motorcycle sold by Honda. and accessories therefore” in Class 28.

C. After careful consideration, investigaton and discussion, the partes agree

that there is no likelihood of confusion between Honda’s proposed usage and registration

114546.1
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of SHADOW as described in “B” above with the goods described in Warnaco’s trademark

registration (No. 236,950), identified in “A” above.

WARNACO U.S, C. WARNAC

=
By By

Its:w — SN

HONDA, GIKEN, KOGYO, KABUSHIKI, KAISHA
(HONDA MOTOR COMPANY, LTD.)

By
Its:

114546.1
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cc:
Laura Cuddy, Esqg.

Honda North America, Inc.
700 Van Ness Avenue
Building 300-2-1D
Torrance, CA 90501

LA2000Q:47830.1
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. UNITED s ATES DEPARTMENT OF CO**"MERCE
~atent and Trademark Office

Q_
af\ ;q ..\\?/

PAPER NO.

Assistant Commissioner
for Trademarks

SERIAL NO. APPLICANT

FE/0E246% HONDA GIKEN KOGYD EARUSHIEID EAISHA
MARK

SHADIW
ADDRESS

DAVEID N MARGUS

LEWIS D'AMATD BRISEOIS % BISGAARD LLF

ACTION NO.

2900 Crystal Drive
Arlington, VA 22202-3513

If no fees arc enclosed. the address should include the

221 N FIGUERDA ST STE 1200

-y - - - o s MAILING-DAT crds "Box R - NoFee*
LOS ANGELES CA 200132 CD e/1a/ % Pleast provide in sl sormespondence)
REF. NO. [ 1. Filing Date, serial number, mark and i
Applicant's name. :
} q 7 2. Mailing date of this action.
FORM FTO-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE &0 3. Examining Attomey’s name and

Law Office number.
4. Your telephone number and ZIP code.

RE: Serial Number: 75/082469

(1 The examining attorney has searched the Office records and
has found no similar registered mark which would bar
registration under Trademark Act Section 2(d), 15 U.5.C.
Section 1052(d). TMEP section 1105.01.

[X] 1. Action on this application 1s suspended pending the
disposition of:

[X] Cancellation No(s)_for Reg. No. 236,950

[] Opposition No(s).
[1 Civil Action No(s).
[1 Concurrent Use No(s).
If the applicant is a party to the above proceeding, the
applicant should advise the Examining Attorney of the
outcome of the proceeding when it is terminated.

{} Application Serial No{s}.

Since applicant's effective filing date is subsequent to the
effective filing date of the above-identified application(s),
the fatter, if and when it registers, may be cited against this
application. See 37 C.F.R. §2.83. A copy of information
relevant to this pending application(s) O is attached U was
sent previously,

The applicant may request that the application be removed

from suspension by presenting arguments related to the potential
conflict between the relevant applications or

other arguments related the ground for suspension. The
applicant's election to present or not to present arguments

at thus time will not affect the applicant's nght to present
arguments later.

Jacqueline A. Lavine 109

[] 2. Action on this application is suspended pending
receipt of a certification or certified copy of the
registration in the country of origin of applicant,

If the registration is in a foreign language, an English
translation must be submitted. The certification or
certified copy of the registration should be forwarded to
the Examining Attomey as soon as possibie. 1f the
foreign application is abandoned, the Examining
Attomney should be advised.

(] 3. It is noted that an assignment involving this
application is presently pending before the Office.
Action is suspended on this application pending
recordation of the assignment. This application will be
removed from suspended status upon recordation of the
assignment. Notification of recordation is normally
done through Office channels. However, upon receipt
of the reet and frame number of the assignment,
applicant should advise the Examining Attorney. See
37 CF.R Part 3.

[] 4. Action on this application is suspended for
months until the Examining Attorney can determine
whether the cited registration will be canceled under §8
or expire under §9. 37 C.F.R 2.67.

[] 5. The following refusals/requirements are continued:

E INING ATTORNEY NAME LAW OFFICE
- ﬂ .
ING ATTORNEY SIGNATURE

(703) 308-9109
PHONE 10N 000150

Form PTOL-373 (Rev. 8-94)




UNITED .«TES DEPARTMENT OF C QIERCE

d
Patent and Trademark Office
’ SERIALNO. ___ APPLICANT PAPER NO.
7/ BEEAET HONDA GIFEN KOEYD HABUSHIFI KAl SHA (1\5\ ,’;Q ) \1. 7_,
MARK vl WA
SHADOW ADDRESS:
Assistant Commissioner
A{[_J_DRESS o ACTION NO. for Trademarks
david No Makogs B iv
Iy - oo e @1 2900 Crystal Drive
L_,lfw [S5. D'AMATO, BRISBOIS 2 RISGAGRD . LLH Arlington, VA 22202-3513
221 N Figuzras Strest, Syite 120m
o= riﬁr'p_:»_-'_- == . DA Sz MAIE'IQS;E%A/T;EF If no fees are enclosed, the address should inelude the word
- - "Box Responses - No Fee.”
Please provide in al! correspondence:
REF. NO.
1. Filing Date, serial number, mark and
Applicant's nane.
FORM PT0-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE 2. Mailing date of this Office action.
. 3. Examining Attomey’s name and
Law Office number.
4. Your telephone number and ZIP code.

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.
For your convenience and to ensure proper handling of your response, a label has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or
type the Irademark Law QOffice No., Serial No., and Mark in the upper right corner of your
response.

RE: Serial Number; 75/082469

The assigned examining attorney has reviewed the referenced application and determined the
following.

Prior Registrations
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the marks in U.S. Registration Nos. 1,043,492; 1,645,004; 0236,950; 1,624940
1,604,839, 1,348,246, 1,720,106 and 1,780,427 as to be likely to cause confusion, or to cause
rmustake, or to deceive. TMEP section 1207, See the enclosed registrations.
Registration Nos. 1,043,492 and 1,645,004 are cited against the goods in Class 16.
-—>» Registration Nos. 0236,950; 1,624940 are cited against Class 25.
Registration Nos. 1,604,839, 1,348,246; 1,720,106 and 1,780,427 are cited against Class 28.

There are to be no confusingly similar marks for Classes 14, 18 and 26.
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75/082469 — -2-

Prior Pending Applications

The examining attorney encloses information regarding pending Application Serial Nos. 75/083,260
and 75/083261. The filing dates of the referenced applications precede the applicant's filing date.
There may be a likelihood of confusion between the applicant's mark and the referenced marks
under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). If one or more of the referenced
applications matures into a registration, the examining attorney may refise registration in this case
under Section 2(d). 37 C.F.R. Section 2.83; TMEP section 1208.01. This applies to the Class 25
goods only.

Possible Responses
The applicant may respond to the stated refusals by doing one of the following:
(1) amending the application to delete the class to which the refisal pertains;
(2) traversing the refusal of the combined application as a whole; or
(3) filing a request to divide the application, so that the mark may be published for
opposition in the class to which the refusal does not pertain (37 C.F.R. Section 2.87;

TMEP sections 1105.06 and 1113.03),

Please note, however, that failure to respond to a refusal which pertains to fewer than all classes in
an application will result in abandonment of the combined application in its entirety.

Informalities

If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities.

Additional Fees required

The application identifies goods that may be classified in several international classes. Effective
December 3, 1993, the filing fee is $245.00 for each class. 37 C.F.R. Section 2.6(a)(1). Therefore,
the applicant must either: (1) restrict the application to the number of classes covered by the fee
already paid, or (2) pay the required fee for each additionai class. 37 C.F.R. Section 2.86(b); TMEP
sections 810.01 and 1113.01.

Identification of goods indefinite
The identification of goods is indefinite and requires amendment. Jewelry in Class 14 is acceptable.
However, in all the other classes, applicant must specifically list each item using the common

commercial name.

Please note that, while an application may be amended to clarify or limit the identification, additions
to the identification are not permitted. 37 CF.R. Section 2.71(b); TMEP section 804.09.
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75/082469 - -3- =

Therefore, the applicant may not amend to include any goods or services that are not within the
scope of the goods and services recited in the present identification.

If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

é‘.queline A, Lavine
Senior Attorney, Law Office 109

(703) 308-9109 Ext. 145
(703) 308-7194 FAX

NOTE: The Trademark Office 15 committed to improving the quality of our service. The
Assistant Commissioner for Trademarks would like to have your comments and suggestions
on ways we can improve the quality of the examination process. In the event there are any
areas causing you recurrent problems, please let us know of them.

COMMENTS SHOULD NOT BE INCLUDED WITH THE RESPONSE TO AN OFFICE
ACTION, BUT SHOULD BE SENT IN A SEPARATE COMMUNICATION TO THE
FOLLOWING ADDRESS:

Office of Trademark Quality Review
¢/o Commissioner of Patents and Trademarks
Washington, DC 20231.

Please note that this address differs from the mailing address for the response to this
Office action.
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***'User: EX817099 **% & <« .1 Number: 75083261 *x* r,

s

Word Mark
SHADOW

Goods/Services
IC 025; US 022 039; G & §8: footwear, namely snowbcard boots

Mark Drawing Cecde
(1) TYPED DRAWING

Serial Number
75-083261

Filing Date
1996.04.03

Owne)r Name/Address
{APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchener, Ontario CANADA N2G 4J8

Section 44

SECT 44
Type of Mark

TRADEMARK :
Register

PRINCIPAL

HON 000154
¥** Search: S5 *** Document Number: 9 *+*
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**% User: EX817099 *** & 7 ] Number: 75083260 ***

—

Word Mark
SHADOW-BIO

Goods/Services
IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75-083260

Filing Date
1996.04.03

Owner Name/Address
({APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchener, Ontario CANADA N2G 4J8 '

Section 44
SECT 44

Type of Mark :
TRADEMARK :

Register
PRINCIPAL

HON 000155
**% Search: 5 *** Document Number: 10 #**+



. %%+ User: EX817099 *** ©-r~ 11 Number: 73687586 *++ ¢

—

L

Word Mark
SHADOWS

Goods/Services
IC 025; US 033; G & S: MEN'S AND LADIES' TEE-SHIRTS; LADIES' TANK TOPS,
SLACKS AND SHORTS, CARDIGANS, HATS; FIRST USE DATE: 1984.01.18; FIRST USE
IN COMMERCE: 1984.01.18

Mark Drawing Code
(L) TYPED DRAWING

Serial Number
73-68758¢6

Filing Date
1887.10.02

Registration Number
1624940

Registration Date
1950.11.27

Owner Name/Address .
(REGISTRANT) IKEDA, SHAYNE INDIVIDUAL UNITED STATES 743-C WAIAKAMILO ROAD
HONOLULU HAWAII 96817

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000156
**% Search: 5 *** Document Number: 164 *#*%
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s+ Uger: EX817099 *#+ & < 1 Number: 71251252 ***

-

Word Mark
SHADOW

Goods/Services
IC 025; US 039; G & S: CORSETS, GIRDLES, BRASSIERES ([ , BANDEAUX,
COMBINATION CORSET-BRASSIERES, COMBINATION GIRDLE-BRASSIERES, COMBINATION
CORSET-BANDEAUX, AND COMBINATION GIRDLE-BANDEAUX ]; FIRST USE DATE:
1926.11.01; FIRST USE IN COMMERCE: 1926.11.01

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
T71-251252

Filing Date
1927.06.28

Change in Registration
CHANGE IN REGISTRATION HAS CCCURED

Registration Number
0236950

Registration Date
1927.12.27

Owner Name/Address
(REGISTRANT) WARNER BROTHERS COMPANY, THE CORPORATION CONNECTICUT 347
MADISON AVE. NEW YORK NEW YORK

Owner Name/Address
(LAST LISTED OWNER} WARNACO INC. CORPORATION BY CHANGE OF NAME FROM
DELAWARE 90 PARK AVENUE NEW YORK NEW YORK 10016 _ e
Type of Mark
TRADEMARK

Register
PRINCIPAL

Fenewal
3RD RENEWAL 1987.12.27

HON 000157
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w%% User: EX817099 *** & <« 1 Number: 73827363 *++ ¥

i

Word Mark
THE SHADOW

Goods/Services
IC Q0l6; US 038; G & S: POSTERS, LITHOGRAPHS, COMIC BOOKS, AND GRAPHIC
NOVELS; FIRST USE DATE: 1940.03.00; FIRST USE IN COMMERCE: 1940.03.00

Goods/Services
IC 009%; US 036; G & S: PRERECORDED AUDIO CASSETTE TAPES AND PHONOGRAPH
RECORDS FEATURING STORIES FROM RADIO PROGRAMS; FIRST USE DATE:
1972.00.C0; FIRST USE IN COMMERCE: 1972.00.00

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
73-827363

Filing Date
1989.098.25

Registration Number
1645004

Registration Date
1891.05.21

Owner Name/Address
{(REGISTRANT) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK 350
MADISON AVENUE NEW YORK NEW YORK 10017

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000158
*** Search; 7 *** Document Number: 141 **+*




%% User: EXBL7099 *** & « 11 Number: 73038765 *** ¢

— ~—

Word Mark
THE SHADOW

Goods/Services
IC 016; US 038; G & S: NOVELS IN PAPERBACK FORM; FIRST USE: 1963.09.00;
FIRST USE IN COMMERCE: 1963.09%.00

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
73-038765

Filing Date
1974.12.05

Registration Number
1043492

Registration Date
1976.07.13

Owner Name/Address _
(REGISTRANT) CONDE NAST PUBLICATIONS INC., THE CORPORATION NEW YORK 350
MADISON AVE. NEW YORK NEW YORK 10017 )

Qwner Name/Address
(LAST LISTED OWNER) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK
350 MADISON AVENUE NEW YORK NEW YORK 10017

Prior US Registration
0534805

Type of Mark
TRADEMARK

Register
PRINCIPAL
Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

Renewal
1ST RENEWAL 1996.05.16

HON 000159
*#* Search: 7 *** Document Number: 178 *+*#



«%#% Usar: EXB17099 *** & < 1 Number: 74323342 **+ 4

-
rF 4

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: baseball gloves; FIRST USE DATE:
USE IN COMMERCE: 1992.07.00

Mark Drawing Code
{5} WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Serial Number
‘ T4-323342

Filing Date
1992.10.19

Registration Number
1780427

Registration Date
1993.07.06

Owner Name/Address

1992.07.00; FIRST

(REGISTRANT} GLOVESMITH, Inc. CORPORATION MISSOURI 20 Village Plaza Arnold

MISSOURI 63010

Type of Mark
TRADEMARK

Register
PRINCIPAL

**t* Search: 16 *** Document Number: 31 **%
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*x% Ugser: EX8170935 *** c-#".]1 Number: 74141861 #*** <

Word Mark
SHADOW

Goods/Services
IC 012; US 019; G & S: wheelchairs, racing wheelchairs, and sports
wheelchairs; FIRST USE DATE: 1981.02.1%; FIRST USE IN COMMERCE:
1981.04.25

Goods/Services
IC 028; US 022; G & S: snow skiing device having a single runner and a
seat intended for use by paraplegics, a water skiing device having a
single ski and a seat intended for use by paraplegics, and stationary
trainers for wheelchairs; FIRST USE DATE: 1988.01.21; FIRST USE IN
COMMERCE: 1988.01.21

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
74-141861

Filing Date
15991.02.25

Registration Number
1720106

Registration Date
1992.09.29

Cwner Name/Address
{REGISTRANT) Magic In Moticn, Inc. CORPORATION WASHINGTON 20604 - g84th
Avenue So. Kent WASHINGTON 98032

Type of Mark
TRADEMARK

Fegister
PRINCIPAL

. HON 000161
*** Search: 16 *** Document Number: 32 **#




x%+ User: EX817099 *** <-4~ .1 Number: 74003218 *** € T

-

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & 8: CHILDREN'S RIDE-ON BOUNCING HORSE TQYS; FIRST USE:
1989.08.22; FIRST USE IN COMMERCE: 1989.08.22

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
74-003218

Filing Date
1989.11.16

Rzgistration Number
1604839

Registration Date
1590.07.03

Cwner Name/Address
(REGISTRANT) HEDSTROM CORP. CORPORATION ILLINOIS P.O. BOX 432 BEDFQRD
PENNSYLVANIA 15522

Owner Name/Address _
(LAST LISTED OWNER) HEDSTROM CORPORATION CORPORATION DELAWARE SUNNEYSIDE
ROAD, BOX 432 BEDFORD PENNSYLVANIA 15522

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit
SECT 8.; SECT 15.; COMBRINED SECT 8 AND SECT 15.

HON 000162
*** Search: 16 *** Document Number: 38 kx|




w*% User: EX817099 *** S« 1 Number:

Word Mark
SHADOW
Goods/Services
IC 028; US 022;
1983.09.20; FIRST USE IN COMMERCE:

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
73-504102

Filing Date
1984.10.16

Registration Number
1348246

Registration Date
1985.07.09

Owner Name/aAddress

73504102 *+*¥*

-

G & S: GOLF CLUBS AND GOLF CLUB SHAFTS; FIRST USE DATE:

1983.09.20

(REGISTRANT) TI ACCLES AND POLLOCK LIMITED COMPANY UNITED KINGDOM PADDOCK
WORKS OLDBURY, WARLEY, WEST MIDLANS ENGLAND

Owner Name/Address

(LAST LISTED OWNER) TI APOLLO LIMITED COMPANY ASSIGNEE OF UNITED KINGDOM

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit

SECT 8.; SECT 15.;

*k* Search: 16 *** Document Number:

COMBINED SECT 8 AND SECT 15.

HON 000163
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UNITED STATES DEPARTMENT OF COMMERCE
" PATENT AND TRADEMARK OFFICE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

TO: David N. Makous
Lewis D’ Amato Brisbois & Bisgaard LLP
221 N. Figueroa St. Ste. 1200

Los Angeles, CA 90012
DATE: June 6, 1997
FROM: Catherine Crush, Legal Assistant
Intent to Use/Divisional Unit
SUBJECT: Divisional Applications
APPLICANT: Honda Giken Kogyo Kabushiki Kaisha i
MARK: SHADOW |

This letter is to confirm that the divisional request filed on March 7, 1997 has been completed.

The goods and/or services in International Class(es) 14, 18, 26 have been placed in the newly
created (child serial number 75/976234) application. The goods and/or services that are in
International class (es) 16,25,28 remain in the original (parent serial number 74/08246%)
application.

If you have any other questions or concerns, please feel free to call ITU at (703) 308-9500
ext. 144.

HON 000164



UNITED ™ * TES DEPARTMENT OF CC*7" “ERCE
1 atent and Trademark Office

Q_
S

N

SERIAL NO. APPLICANT
7E/02z487 HONDA GIKEM KOGYD HABUSHIKI HAISHA PAPER NO
MARK
SHATDW Assistant Commissioner
for Trademarks
At?ﬁ?\? IE IS SN SO ACTION NO. 2900 Crystal Drive
' AT 0z Arlington, VA 22202-3513

LEWISZ D'AMATO BRISBOIS % BISGAARD LLF

If 00 fees are enclosed. the address should include the

D21 N FIGUERSA ST STE (IZon
LIS ANGELES Ca 2010

San1z

waords "Box Responses - No Fee.*

Please provide in all correspondence:

FORM PTO-1525 (5-90)

U.S. DEPT. OF COMM. PAT. & TM OFFICE

1. Filing Date. serial number. mark and
Applicant's name.

Mailing date of this action.
Examining Atiorney's name and

Law Office number.

Y our telephone number and ZIP code.

2.
3.

4,

RE: Serial Number: 75/082469

[] The examining attorney has searched the Office records and
has found no strlar registered mark which would bar
registration under Trademark Act Section 2(d), 15 US.C.
Section 1052(d). TMEP section 1105.01,

[X] L. Action on this application is suspended pending the
disposition of:

[X] Cancellation No(s)_for Reg. No. 236 950

(] Opposition No(s}.
{} Civil Action Nofs).
{] Concurrent Use No(s).
If the applicant 1s a party to the above proceeding, the
applicant should advise the Examining Attorney of the
outcome of the proceeding when it is terminated.

{] Application Serial No(s).

Since applicant's effective filing date is subsequent to the
effective filing date of the above-identified application(s),
the latter. if and when it registers, may be cited against this
application. See 37 C.F.R. §2.83. A copy of information
relevant to this pending application(s) O is attached J was
sent previously.

The applicant may request that the application be removed

from suspension by presenting arguments related to the potentiat

conflict between the relevant applications or

other arguments related the ground for suspension. The
applicant's election to present or not to present arguments
at this time will not affect the applicant's right to present
arguments later.

Jacqueline A. Lavine

109

[] 2. Action on this application is suspended pending
receipt of a certification or certified copy of the
registration in the country of origin of applicant.

If the registration is in a foreign language, an English
translation must be submitted. The certification or
certified copy of the registration should be farwarded to
the Examining Attorney as soon as possible. "If the
foreign application is abandoned, the Examining
Attorney should be advised.

[] 3. It is noted that an assignment involving this
application is presently pending before the Office.
Action is suspended on this application pending
recordation of the assignment. This application wil! be
removed from suspended status upon recordation of the
assignment. Notification of recordation is normally
done through Office channels. However, upon receipt
of the reel and frame number of the assignment,
applicant should advise the Examining Attorney. See
37CF.R Part3.

[] 4. Action on this application 1s suspended for
months until the Examining Attorney can determine
whether the cited registration will be canceled under §8
or expire under §9, 37 C.F.R 2.67.

[1 5. The following refusals/requirements are continued:

(703) 308-9109

E INING ATTORNEY NAME LAW
- ﬂ .
XA ING ATTORNEY SIGNATURE

OFFICE PHONE
HON Q00165

Form PTOL-373 (Rev. 8-94)
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A U.S. DEPARTMENT OF COMMERCE
% £
“ & Patent and Trademark Office
‘9747;5 of T
ALY - '
N~
SERIAL NO. APPLICANT PAPER NO. -~
FE/AA2T46% HONDEG GIEEN HOGEYD KABUSHIWI FATSHA
ADDRESS
MARK Assistant Commissioner of Trademarks
R T 2900 Crystal Drive
SHADUW Arlington, VA 22202-3513
If no Tees are enclosed, the address
AJE?‘ R1ETSS; 1 omE LS ACT&%N NO. shouid include the words “Box 5.7
LEWIS D'aSMATD BRISEOIS & EBISGAARD LLF Please provide in all correspondence:
oy b FIGEUERDS ST ETE 1299 =
LS AnEELES D8 paTrlv B ey MAIHR‘P;,%A;I};E}' I. Filing date, serial number, mark, and
applicant’s name.
REF. NO. 2. Mailing date of this Office action.
3. Your telephone number and ZIP code.
FORM PTO-1525 {5-90) U.5. DEPT. OF COMM. PAT, & TM QFFICE o
nining attormney's name and law office
TeADEMARE Law OFFICE 199 ber.
Saprixnl Number: TER/AT24ET
[ Mark: SHADGW is suspended pending receipt of a
} *¥FP ) aase Place o Uepeer Biakh Coreese #d f the registration in }he country of
t #¥nf Raesponse o OFFios Actiorn DMLY #¥ ceg  ation is in a foreign language, an
Tumaass  tirina sotuun Livova. s e smsssmmarns swue we wwonlitted. The certification or

& 1. Action on this application is suspended pending the disposi-
tion of:

@. Cancellation No(s). -Tnf Rﬂ—g N» 523(,,', 350

T Opposition No(s).
{3 Civil Action Nogs).
J Concurrent Use No(s).
If the applicant is a party to the above proceeding, the applicant
should advise the Examining Attorney of the outcome of the
proceeding when it is terminated.

O Application Serial No(s).

Since applicant’s effective filing date is subsequent to the effec-
tive filing date of the above-identified application(s), the latter, if
and when it registers, may be cited against this application. See
37 C.FR. §2.83. A copy of information relevant to this pending
application(s) (O is attached (0 was sent previously.

The applicant may request that the application be removed from
suspension by presenting arguments related to the potential
conflict between the relevant applications or other arguments
related the ground for suspension. The applicant’s election to
present or not to present arguments at this time will not affect the
applicant’s right to present arguments later.

/}’Q.OUJJ.MJ > %W

certified copy of the registration should be forwarded to the
Examining Altorney as soon as possible. [f the foreign application
is abandoned, the Examining Attorney should be advised.

O 3. 1tis noted that an assignment involving this application is
presently pending before the Office. Action is suspended on this
application pending recordation of the assignment. This applica-
tion will be removed from suspended status upon recordation of
the assignment. Notification of recordaticn is nermally done
through Office channels. However, upon receipt of the reel and
frame number of the assignment, applicant should advise the
Examining Attorney. Seec 37 C.E.R. Part 3.

O 4. Action on this application is suspended for months
until the Examining Attorney can determine whether the cited
registration will be cancelled under §8 or expire under §9. 37
C.ER. 267

¥ 5. The following refusals/requirements are continued:

; Ne 1 by, Yo . ot
: 247, £ ne is fauvnd -
HON 000166
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EXAMINING ATTORNEY' NAME
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Please acknowledge receipt of our REQUEST TO
DIVIDE APPLICATION by affixing hereon the
Patent and Trademark Office date stamp and
return this card to our office. 1In re
application of:

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Mailed: March 4, 1997
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this card to our office. 1In re application
of:

Applicant: HONDA GIKEN KO
KABUSHIKTI KAIg

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Mailed: March 4, 199
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I hereby certify that this correspondence is being deposited
with the United States Postal Service "First Class Mail®

service under 17 C.F.R. § 1.10 on the
indicated below and .in an envelope a
Commissioner for adamaeks, 2900 Cr,
Arlington, Viqu;.!f' 03~8513

By: =7

7 4
David H. Makous, Reg. 29,359
o st 3]

IN THE UNITED STATES PATENT AND TRADEMARK CFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Examining Attorney:
Jacqueline A. Lavine

Law Qffice 109
Mark: SHADOW

Serial No.: 75/082469

R R B S N )

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TQ OFFICE ACTION

Applicant has received and reviewed the Office Action dated

September 10, 1996, and hereby responds thereto.

AMENDMENT

Please amend the application as follows:

1. Please delete classes 14, 18 and 26 per the Request to

Divide Application.

DATA9TLA: 37373.1
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2. Please change the designation of goods in Class 16 to
read in full:
"Printed matter in the nature of publications to be
distributed to purchasers of Honda motorcycles."
3. Please change the designation of goods in Class 25 to
read in full:
"Clothing, namely shirts, sweatshirts, sweaters,
jackets, vests, pants, bandannas, belts, hats, gloves,
footwear, sold through authorized Honda motorcycle
dealers."
4, Please change the designation of goods in Class 28 to
read in full:
"Metallic and plastic replicas of the SHADOW motorcycle

sold by Honda and accessories therefor."
REMARKS

The Examining Attorney has refused registration because
Applicant’s mark, when used on or in connection with the
identified goods, so resembles the marks in U.S. Registration
Nos. 1,043,492; 1,645,004; 236,950; 1,624,940; 1,604,839;
1,348,246; 1,720,106; and 1,780,427 as to be likely to cause

confusion, or to cause mistake, or to deceive.

A. Class 25: The owner of cited reference mark No. 1,624,940

has abandoned its registration

DATA97LA: 17373.1 2
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The § 8 affidavit was due for Reg. No. 1,624,940, on
November 27, 1996. As of March 3, 1997, the Patent and Trademark
Office advised us that it has not received any such affidavit and
the registration will soon be declared abandoned. (see attached

Declaration of Laura B. Kaliser).

B. Class 25: The owner of cited reference mark No., 236,950 has

abandoned its registration

Upon Applicant’s information and belief, cited mark No.
236,950 is no longer in use by the owner (see attached
Declaration of Laura B. Kaliser). Applicant is therefore filing
a Petition for Cancellation of this mark along with this Response

to Office Action.

C. Class 16: Applicant’s mark is not confusingly similar to

the cited reference mark Nos. 1,645,004 and 1,043,492

Applicant’s mark SHADOW is not likely to be confused with
the mark THE SHADOW, Reg. No. 1,645,004 for "posteré,
lithographs, comic books, and graphic novels" and Reg. No.
1,043,492 for "novels in paperback form".

When the goods of a cited mark are '"not identical or
competitive, and are not related or marketed in such a way that
they would be encountered by the same people in situations that

could create the incorrect assumption that all goods come from

DATASTLA: 17373.1 3
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the same source . . . even where the marks are identical,
confusion is not likely."” TMEP §1207.01 (citing In re Unilever
Ltd., 222 USPQ 981, 983 (T.T.A.B. 1884)).

applicant’s goods consist of publications te be distributed
only to purchasers of Honda motorcycles through direct mail or
through authorized Honda dealerships. This is a narrow and
specialized trade channel greatly differing from traditiocnal
newsstands and magazine racks. There is no likelihood of

confusion.

D. Class 28: Applicant's‘qoods are unrelated to the goods

identified in the cited marks in this extremely crowded ¢lass and

therefore not likelv to cause confusion.

The Examining Attorney has cited the following marks as

being confusingly similar to Applicant’s mark:

1. SHADOW - for "baseball gloves", Reg. No. 1,780,427
2. SHADOW - for "snow skiing device Having a single
runner and a seat intended for use by paraplegics, a
water skiing device having a single ski and a seat
intended for use by paraplegics, and stationary
trainers for wheelchairs" Reg. No. 1,720,106

3. SHADOW - for "children‘’s ride-on bouncing horse

toys", Reg. No. 1,604,839

DATASTLA: 17371.% 4
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4. SHADOW - for "golf clubs and golf club shafts",
Reg. No. 1,348,246
The above marks are totally unrelated to Applicant’s mark,
SHADOW, for replicas of Honda‘’s SHADOW motorcycle. As the above
identical marks have been allowed in the same class, the
consuming public is understood to be able to differentiate these
many unrelated products. Therefore, on the basis of the

dissimilarity of the goods, there is no likelihood of confusion.

Accordingly, Applicant requests that the § 2(d) objection be

withdrawn, and the mark be published for opposition.

Respectfully submitted,

LEWIS, D‘AMATO, BRISBO & BISGAARD

ey

Dhvid N. Makous

LEWIS, D‘AMATQO, BRISBQIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

DATASTLA: 17373.1 5
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Examining Attorney:
Jacqueline A.
Levina

Mark: SHADOW
Law Qffice 109
Serial No.: 75/08246€9

e e Yt MmNt et

DECLARATION OF LAURA B. KALISER IN SUPPORT
OF APPLICANT’S RESPONSE TO OFFICE ACTION

I, Laura B. Kaliser declare as follows:

1. I am an attorney licensed to practice in the State of:
california, representing Applicant in this matter.

2. Oon March 3, 1997, I telephoned the Patent and Trademark
Office Trademark Assistance Center and asked them if a § 8
affidavit (due November 11, 1996) had been filed for Reg. No.
1,624,940. The unidentified man responding to my request stated
"no affidavit had been filed" and that the registration would
most likely be declared abandoned.

3. On March 3, 1997, I telephoned the corporate offices of
Warnaco Inc. and inquired as to whether the Trademark SHADOW was
still in use by Warnaco (Reg. No. 236,950). The unidentified
woman in the customer service department informed me that this
mark was no longer in use.

The undersigned being hereby warned that willful false

statements and the like so made are punishable by fine or

DATAS?LA: 17781.1
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imprisonment, or both, under 18 U.S$.C. 1001, declares that all
statements made of his own knowledge are true and all statements

made on information and belief are believed to be true.

Date: March , 1997 By:

Laura B. Kaliser
Attorney for Applicant

DATASTLA: 17781 .1 2
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Please acknowledge receipt of our RESPONSE TO
OFFICE ACTION by affixing hereon the Patent
and Trademark Office date stamp and return
this card to our office. In re application
of:

>ﬁﬁwwnmdﬂn HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Mailed: March 4, 1997
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I hereby certify that this correspondence is being deposited
with the United States Postal Sarvica "First Class Mail™
service under 37 C.F.R, § 1.10 on the date

indicated below and in an envelope addregsed to: Assistant

Commissioner fo agemarks, 2900,Cry Driva,
Arlinqton.a %3513
By:

/ Davtd? Makous, Reg. 29,559

L

D Mailed: 51

IN THE UNITED STATES PATENT AND TRADEMARK QFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISEA

Examining Attorney:
Jacqueline A. Lavine

Law Cffice 109

)
}
)
)
Mark: SHADOW g
)
Serial No.: 75/082469 }

)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

REQUEST TQ DIVIDE APPLICATION

Pursuant to the Trademark Manual of Examining Procedure
§1105.06 and 37 CFR §2.87, Applicant respectfully requests this

application be divided as follows:

Please divide out Classes 14, 18 and 26 into one

application and publish for opposition.

DATA9TLA: 17744.1
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Enclosed is the $100.00 fee for one application.
Respectfully submitted,

LEWIS, D’/AMATO, BRISBOIS & BISGAARD

by //4
U// (
avid N. Makous

LEWIS, D’AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800

Facsimile No. {213) 250-7900

DATASTLA: 177441 2
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Please acknowledge receipt of our REQUEST TO
DIVIDE APPLICATION by affixing hereon the
Patent and Trademark Office date stamp and

return this card to our office. 1In re
application of:

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA
Mark: SHADOW
S/N: 75/082469
File No.: 21929-112
Mailed: March 4, 1997
™
3

R R S G S A A O R

HON 000180



UNITED S....ES DEPARTMENT OF COM.+v.£RCE

Patent and Trademark Office —
’ SERIALvNO ) APPLICANT PAPER NO.
TR Ay HilkDe GIFER ROGYD LARISHTI L Al aus -~ o
"} \\..-. o
MARK
T he .:a {’.:’!:'iu" ADDRESS
Assistant Commissioner
ADDRESS =~ ACTION NO. for Trademarks
TE e i ol 2900 Crystal Drive
LA Arlington, VA 22202-3513
MAI%’EG.?AT_JEL If o fees are enclosed. the address should include the word

*Box Responses - No Fee
Please provide in all correspondence:

REF. NO.
1. Filing Date, serial number, mark and
Applicant's name.

FORM PY0-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE 2. Mailing date of this Office action.

3. Exaptining Attorney's name and
Law Office number.
4. Your telephone number and ZIP code.

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE QF THIS ACTION IN ORDER TQO AVOID ABANDONMENT.
For your convenience and to ensure proper handling of your response, a label has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or:
type the Trademark Law QOffice No., Serial No., and Mark in the upper right corner of your

response.

RE: Serial Number: 75/082469

The assigned examining attorney has reviewed the referenced application and determined the
following,

Prior Registrations
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the marks in U.S. Registration Nos. 1,043,492; 1,645,004; 0236,950; 1,624540
1,604.839; 1,348,246; 1,720,106 and 1,780,427 as to be likely to cause confusion, or to cause
mistake, or to deceive. TMEP section 1207. See the enclosed registrations.
Registration Nos. 1,043,492 and 1,645,004 are cited against the goods in Class 16.
Registration Nos. 0236,950; 1,624940 are cited against Class 25.
Registration Nos. 1,604,839; 1,348,246; 1,720,106 and 1,780,427 are cited against Class 28.

There are to be no confusingly similar marks for Classes 14, 18 and 26.

HON 000181




75/082469 iy
Prior Pending Applications

The examining attorney encloses information regarding pending Application Serial Nos. 75/083,260
and 75/083261. The filing dates of the referenced applications precede the applicant’s filing date.
There may be a likelihood of confusion between the applicant's mark and the referenced marks
under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). If one or more of the referenced
applications matures into a registration, the examining attorney may refuse registration in this case
under Section 2(d). 37 C.F.R. Section 2.83; TMEP section 1208.01. This applies to the Class 25
goods only.

Possible Responses
The applicant may respond to the stated refusals by doing one of the following:
(1) amending the application to delete the clas§ to which the refusal pertains,
(2) traversing the refusal of the combined application as a whole; or
(3) filing a request to divide the application, so that the mark may be published for
opposition in the class to which the refusal does not pertain (37 C.F.R. Section 2.87,

TMEDP sections 1105.06 and 1113.03).

Please note, however, that faiture to respond to a refusal which pertains to fewer than all classes in
an application will result in abandonment of the combined application in its entirety.

Informalities

[f the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities.

Additional Fees required

The application identifies goods that may be classified in several international classes. Effective
December 3, 1993, the filing fee is $245.00 for each class. 37 C.F.R. Section 2.6(a)(1). Therefore,
the applicant must erther: (1) restrict the application to the number of classes covered by the fee
already paid, or (2) pay the required fee for each additional class. 37 C.F.R. Section 2.86(b), TMEP
sections 810.01 and 1113.01.

Identification of goods indefinite
The identification of goods is indefinite and requires amendment. Jewelry in Class 14 is acceptable.
However, in all the other classes, applicant must specifically list each item using the common

commercial name,

Please note that, while an application may be amended to clarify or limit the identification, additions
to the identification are not permitted. 37 C.F.R. Section 2.71(b); TMEP section 804.09.
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Therefore, the applicant may not amend to include any goods or services that are not within the
scope of the goods and services recited in the present identification.

If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

é:queline A. Lavine
Senior Attorney, Law Office 109

(703) 308-9109 Ext. 145
(703) 308-7194 FAX

NOTE: The Trademark Office is committed to improving the quality of our service. The
Assistant Commissioner for Trademarks would like to have your comments and suggestions
on ways we can improve the quality of the examination process. In the event there are any
areas causing you recurrent problems, please let us know of them.

COMMENTS SHOULD NOT BE INCLUDED WITH THE RESPONSE TO AN OFFICE
ACTION, BUT SHOULD BE SENT IN A SEPARATE COMMUNICATION TO THE
FOLLOWING ADDRESS:

Office of Trademark Quality Review
c/o Commissioner of Patents and Trademarks
Washington, DC 20231.

Please note that this address differs from the mailing address for the response to this
Office action.
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**% [Jger: EXB817099 #*#+* Se- - Number: 75083261 ***

Word Mark
SHADOW

Goods/Services
IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75-083261

Filing Date
1996.04.03

Owner Name/Address
{APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchener, Ontario CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Ragister
PRINCTIPAL

'HON 000184

*** Search: 5 *** Document Number: § ***




*** Jser: EXB17099 ***x Se- Numbexr: 75083260 ***

Word Mark
SHADOW-BIO

Goods/Services
IC 025; US 022 039; G & 8: footwear, namely snowbocard boots

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
75-083260

Filing Date
1956.04.03

Owner Name/Address
{APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 XKing Street

West Kitchener, Ontario CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000185

***% Search: 5 *** Document Number: 10 ***




*x* IJser: EX817099 *** Se- - Number:

Word Mark
SHADOWS

Goods/Services

IC 025; US 639; G & S: MEN'S AND LADIES'
SLACKS AND SHORTS, CARDIGANS, HATS; FIRST USE DATE:

IN COMMERCE: 1984.01.18

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-687586

Filing Date
1587.10.02

Registration Number
1624940

Registration Date
1990.11.27

Owner Name/Address

73687586 ***

1884.01.18; FIRST

TEE-SHIRTS; LADIES' TANK TOPS,

UseE

(REGISTRANT) IKEDA, SHAYNE INDIVIDUAL UNITED STATES 743-C WAIAKAMILO ROAD

HONOLULU HAWAII 96817

Type of Mark
TRADEMARK

Register
PRINCIPAL

*** Search: 5 *** Document Number:

164 +x*
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*** [Jser: EXB817099 ***x gGe- Number: 71251252 **x*

Word Mark
SHADOW

Goods/Services
IC 025; US 039; G & S: CORSETS, GIRDLES, BRASSIERES [ , BANDEAUX,
COMBINATION CORSET-BRASSIERES, COMBINATION GIRDLE-BRASSIERES, COMBINATION
CORSET-BANDEAUX, AND COMBINATION GIRDLE-BANDEAUX ]; FIRST USE DATE:
1926.11.01; FIRST USE IN COMMERCE: 1926.11.01

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
71-251252

Filing Date
1927.06.28

Change in Registration
CHANGE IN REGISTRATION HAS OCCURED

Registration Number
0236950

Registration Date
1927.12.27

Ovner Name/Address
{REGISTRANT) WARNER BROTHERS COMPANY, THE CORPORATION CONNECTICUT 347
MADISON AVE. NEW YORK NEW YORK

Owner Name/Address
{({LAST LISTED OWNER} WARNACO INC. CORPORATION BY CHANGE OF NAME FROM
DELAWARE 90 PARK AVENUE NEW YORK NEW YORK 10016

Type of Mark
TRADEMARK

Register
PRINCIPAL

Renewal
3RD RENEWAL 1987.12.27

HON 000187
**x* Search: 5 *** Document Number: 198 #***




*** Jser: EXB17099 **+* Ze- ' Number: 73827363 **x

Word Mark
THE SHADOW

Goods/Services
: IC 016; US 038; G & S: POSTERS, LITHOGRAPHS, COMIC BQOCKS, AND GRAPHIC
NOVELS; FIRST USE DATE: 1940.03.00; FIRST USE IN COMMERCE: 1940.03.0¢

Goods/Services
IC Q009; US 036; G & S: PRERECORDED AUDIO CASSETTE TAPES AND PHONOGRAPH

RECORDS FEATURING STCRIES #¥RCM RADIO PROGRAMS; FIRST USE DATE:
1972.00.00; FIRST USE IN COMMERCE: 1972.00.00

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-827363

Filing Date
1989.09.25

Registration Number
1645004

Registration Date
1991.05.21

Owaer Name/Address
(REGISTRANT) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK 350
MADISON AVENUE NEW YORK NEW YORK 10017

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000188
*** Search: 7 *** Document Number: 141 *#**



**k Ugser: EXB17099 *** Sa - Number: 73038765 ***

Word Mark
THE SHADOW

Goods/Services
IC 016; US 038; G & S: NOVELS IN PAPERBACK FORM; FIRST USE: 1963.09.00;

FIRST USE IN COMMERCE: 1563.09.00

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-038765

Filing Date
1974.12.05

Registration Number
1043492

Reglistration Date
1976.07.13

Ovner Name/Address . .
(REGISTRANT) CONDE NAST PUBLICATIONS INC., THE CORPORATION NEW YORK 350

MADISON AVE. NEW YORK NEW YORK 10017

Owner Name/Address
{LAST LISTED OWNER} ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK
350 MADISON AVENUE NEW YORK NEW YORK 10017

Prior US Registration
0534805

Type of Mark
TRADEMARK

Fegister
PRINCIPAL

Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

Renewal
18T RENEWAL 1996.05.16

HON 000189
*** Search: 7 *** Document Number: 178 *#+*
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**#% User: EX817099% **+* Se '~ Number: 74323342 ***

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: baseball gloves; FIRST USE DATE: {992.07.00; FIRST
USE IN COMMERCE: 1992.07.00

Mark Drawing Code
{5} WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Serial Number :
74-323342 : d

Filing Date
1992.10.19

Registration Number
1780427

Registration Date
1983.07.06

Cwner Name/Address
{REGISTRANT) GLOVESMITH, Inc. CORPORATION MISSOURI 20 Village Plaza Arnold
MISSOQOURI 63010

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000190
*** Search: 16 **+ Document Number: 31 **%*



*** {Jger: EX817099 *** Se Number: 74141861 ***

Word Mark
SHADOW

Goods/Services
IC 012; US 015; G & S: wheelchairs, racing wheelchairs, and sports
wheelchairs; FIRST USE DATE: 1981.02.1%; FIRST USE IN COMMERCE:
1581.04.25

Goods/Services
IC 028; US 022; G & S: snow skiing device having a single runner and a
seat intended for use by paraplegics, a water skiing device having a
single ski and a seat intended for use by paraplegics, and stationary
trainers for wheelchairs; FIRST USE DATE: 1988.01.21; FIRST USE IN
COMMERCE: 1988.01.21

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
74-141861

Filing Date
1981.02.25

Registration Number
1720106

Ragistration Date
1992.09.29

Cwner Name/Address
(REGISTRANT) Magic In Motion, Inc. CORPORATION WASHINGTON 20604 - B84th
Avenue So. Kent WASHINGTON 98032

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000191
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*** {Jger: EX817089 *** Se Number: 74003218 **~*

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: CHILDREN'S RIDE-ON BOUNCING HORSE TOYS; FIRST USE:

1989.08.22; FIRST USE IN COMMERCE: 1585.08.22

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
74-003218

Filing Date
1989.11.16

Registration Number
1604839

Registration Date
19%0.07.03

Owner Name/Address .
(REGISTRANT) HEDSTROM CORP. CORPORATION ILLINOIS P.O. BOX 432 BEDFGRD
PENNSYLVANIA 15522

Owner Name/Address :
(LAST LISTED OWNER) HEDSTROM CORPORATION CORPORATION DELAWARE SUNNEYSIDE
ROAD, BOX 432 BEDFORD PENNSYLVANIA 15522

Type of Mark
TRADEMARK

Fegister
PRINCIPAL

Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

HON 000192
*%* Search: 16 *** Document Number: 38 ***




**x* [Jger: EXB81l7099 *+* Se Number: 73504102 ***

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: GOLF CLUBS AND GOLF CLUB SHAFTS; FIRST USE DATE:
1583.09.20; FIRST USE IN COMMERCE: 1$83.09.20

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-504102 |

Filing Date
1984.10.16

Registration Number
1348246

Registration Date
1985.07.09

Owner Name/Address .
{REGISTRANT) TI ACCLES AND POLLOCK LIMITED COMPANY UNITED XINGDOM ?ADDOCK
WORKS OLDBURY, WARLEY, WEST MIDLANS ENGLAND

Owner Name/Address
(LAST LISTED OWNER) TI APOLLO LIMITED COMPANY ASSIGNEE OF UNITED KINGDOM

Type of Mark
TRADEMARK

Register
PRINCIPAL

AZfidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

HON 000193
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FILING 1 EIPT FOR TRADEMARK APPLIC ‘ON Page 0L of 01

05/13/96
Receipt on the DATE OF FILING of the application for registration and filing fees is acknowledged for the mark identified below. The DATE OF FILING

is contingent upon the collection of any payment made by check or draft. Your application will be considered in the order in which it was received and
you wilt be nolified as 10 the examination thersof. Correspondence should be expected from the Patent and Trademark Office in approximately
months. When inquiring about this application, inctude the SERIAL NUMBER. DATE OF FILING, OWNER NAME, and MARK.

David N. Makous TMPRE
LEWIS, D'AMATO, BRISBOIS & BISGAARD, LLP ATTORNEY
221 N. Figueroa Street, Suite 1200 REFERENCE NUMBER

Los Angeles, CA 90012 - -
e

PLEASE REVIEW THE ACCURACY OF THE FILING RECEIPT DATA.

A request for correction to the notics of allowanee should be submitted within 30 days to the following address: ASSISTANT COMMISSIONER FOR
TRADEMARKS, 2900 CRYSTAL DRIVE, ARLINGTON, VIRGINIA 22202-3513. The correspondence should be marked to the attention of the Office

of Trademark Program Control. The Patent and Trademark Office will review the request and make corrections when appropriate.

SERIAL NUMBER: 75/082469 DATE OF FILING: 0k/02/1996
MARK: SHADOW

MARK TYPE(S): TRADEMARK - .
DRAWING TYPE: WORDS, LETTERS, OR NUMBERS IN TYPED FORM :
SECTION 1{A): NO SECTION 1{B): YES SECTION 44: NO

ATTORNEY: David N. Makous
OWNER NAME: HONDA GIKEN KOGYO KABUSHIKI KAISHA
OWNER ADDRESS: 2-1—-1 Minami—Aoyama,
Minato—Ku
Tokyo 107
JAPAN
ENTITY: CORPORATION
CITIZENSHIP/DOMICILE: JAPAN

INTERNATIONAL CLASS DATE QF FIRST USE DATE OF FIRST USE IN COMMERCE

ONLY THOSE DATES OF USE AND CLASSES FILED UND}E.R SECTION 1{A} ARE LISTED

GOODS/SERVICES BY INTERNATIONAL CLASS

Olh—jewelry
O0l6—paper goods and printed matter
018-leather goods
025—ciothing and footwear
026—fancy goods
028~toys and sporting goods
ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HON 000194
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! hereby certify that this correspondence is being depasited
With the United States Postal Service "Express Mail Post Office
to Addressee" service under 37 C.F.R. § 1.10 on the date
indicated below and in elope addressed to: Assistant

Commissioner of Pate and lﬁr rks ~fox {TU, 2900 Crystal
Orive, Arlingten, Viw
By:
P {N.Makous, Reg. 29,559
u___ 5/25)97
Exl/gss/l‘lail Ho. EF 7"7[0 580 /57 US

Date Mai

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.

Serial No. 75/082470
Filed: April 2, 1996
Int’l Classes: 16, 25, 28

Mark: SHADOW AMERICAN
CLASSIC EDITION

Docket No. 21929-110

T Nk Mkt S Nt M e Nt Nt Tt et St Yt Nt

Assistant Commissioner of Patents and Trademarks
Box ITU

2900 Crystal Drive

Arlington, Virginia 22202-3513

AMENDMENT TO DELETE GOODS
UNDER 37 C.F.R. § 2.77

Pursuant to 37 C.F.R. § 2.77, Applicant Honda Giken Kogyo
Kabushiki Kaisha amends the identification of goods cited in the
Notice of Allowance dated July 29, 1997, to delete goods as

follows:

99LA-44793 .| 1

HON 000477



Delete “sweatshirts, sweaters, jackets, vests, pants,
bandannas, belts, gloves, and footwear”' from the identification

of goods. The resulting identification of goods is as follows:

Int'l Class 25: “Clothing, namely shirts and hats, sold

through authorized motorcycle dealers’

Dated: May /Q, 1999

vid N. Makous
Attorneys for Applicant,
Honda Giken Kogyo Kabushiki Kaisha

David N. Makous, Esq.

LEWIS, D’AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213} 250-1800
Facsimile No. (213} 250-7900

99LA-44793 | 2

HON 000478




Please acknowledge receipt of our Am

endment g Delete Goods by affi
hereon the Patent and Trademark Off;

1Xing

ice date stamp ang return this card to
our office. In re application of:
Mark: SHADOW AMERICAN CLASSIC EDI Ty ON
Applican,: Honda Giken Kogyo Kabushjki Kaisha
Int’l. Classes: 16, 25, 28
Our File No.: 21929-110
Mailed; May 25, 1999

HON 000479




Please acknowledge receipt of our Amendment to Delete Goods by affixing
hereon the Patent and Trademark Office date stamp and return this card to
our office. In re application of:

Mark: SHADOW AMERICAN CLASSIC EDI TION
Applicant: Honda Giken Kogyo Kabushiki Kaisha
Int’l. Classes: 16, 25, 28
Our File No.: 21929-110
Mailed: May 25, 1999
A AT
05-26-1999

U.5. Pamnt & TMOTC/TM Mail Ropt Ot. #54

HON 000480




I hereby certify that this correspondence is being deposited
with the United States Postal Service "Express Mail Post Office
to Addressee" service under 37 C.F.R. § 1.10 on the date

indicated below and in an_snvelope

Commissioner of Pate and demarks,

2900 Crystal Orive,Arlings®n ,VirgiAi
ey

By: / /

avid N. Makous, Reg. 29,559

ozfigﬁgz/ibﬁ 5%?5)%7
Express Mail No._ & F 7% 580 /57 US

IN THE UNITED STATES PATENT_ AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082470
Filed: April 2, 1996
Int’l Classes: 16, 25, 28

Mark: SHADOW AMERICAN
CLASSIC EDITION

Docket No. 21929-110

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2500 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

Applicant, Honda Giken Kogyo Kabushiki Kaisha, requests
registration of the above-identified trademark in the United
States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. § 1051 et seq.,

as amended) .

9OLA-44388.)
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Applicant is using the mark in commerce in connection
with the goods identified in the Notice of Allowance dated

June 2, 1998, is§ued relative to this application.

The mark was first used with the goods in International
Class 16 at least as early as October 1996; was first used in
interstate commerce at least as early as October 1996; and is now

in use in such commerce with these goods.

The trademark is used with the goods in International
Class 16 by placing the mark on advertisements, marketing and
promotional materials, and in other ways customary in the trade.
Three (3} specimens showing the mark as used in International

Class 16 in commerce is submitted with this Statement of Use.

The mark was first used with the goods in International
Classes 25 and 28 at least as early as April 1996; was first used
in interstate commerce at least as early as April 1996; and is

now in use in such commerce with these goods.

The trademark is used with the goods in International
Classes 25 and 28 by placing the mark on the goods, and in other
ways customary in the trade. Three (3) specimens showing the
mark as used in International Classes 25 and 28 in commerce are

submitted with this Statement of Use.

9FLA-443438.1
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The fee prescribed by Section 2.6(a)(3) is enclosed

herewith.

The uanrsigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S$.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this Statement of Use on behalf of
the Applicant; he belieQes the Applicant to be the owner of the
trademark sought to be registered; the trademark is now in use in
commerce; and all statements made of his own knowledge are true
and all statements made on information and belief are believed to

bhe true.

Dated: May /7, 1999 By: s Z
r! Ats i//Hyogo
Director, Honda Mdtor Co., Ltd.

David N. Makous, Esq. ’

Lewis, D’Amato, Brisbois & Bisgaard
221 No. Figueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: (213} 250-1800
Facsimile: (213) 250-7900

PILA-44331.1

HON 000483




IN THE UNITED STATES_ PATENT AND TRADEMARK OFFICE

Applicant: Honda Giken Kogyo
Kabushiki Kaisha
(Honda Motor Co.,
Ltd.)

Serial No.: 75/0982470
Filed: April 2, 1996
Int’]l Classes: 16, 25, 28

Mark: SHADOW AMERICAN

)
)
)
)
)
)
)
)
)
)
;
CLASSIC EDITION )
)

(Specimen Int’l Class 16)

SPLA-44388.1

HON 000484



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Honda Giken Kogyo

)

Kabushiki Kaisha }

(Honda Motor Co., )

Ltd.) )

)

Serial No.: 75/882470 }
) )

Filed: April 2, 1996 )
)

Int’1 Classes: 16, 25, 28 )
)

Mark: SHADOW AMERICAN )
CLASSIC EDITION )

)

(Specimen Int’l Class 25)

9$9LA-44338.1

HON 000485
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Honda Giken Kogyo
Kabushiki Kaisha
{Honda Motor Co.,
Ltd.)

Serial No.: 7S/Q§2470
Filed: April 2, 1996
Int’]l Classes: 16, 25, 28

Mark: SHADOW AMERICAN

)
)
)
)
)
)
)
)
)
)
)
CLASSIC EDITION )
)

(Specimen Int‘l Class 28)

99LA-44388,1

HON 000487




Please acknowledge receipt of our Statement of Use by affixing hereon the
Patent and Trademark Office date stamp and return this card to our office.
In re application, of:

Mark: SHADOW AMERICAN CLASSIC EDI TION
Applicant: Honda Giken Kogye Kabushiki Kaisha
Int’l. Classes: 16, 25, 28
Our File No.: 21929-110
Mailed: May 25, 1999
90LA-45238. |

HON 000488
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ent of Use by affixing hereon the

Please acknowledge receipt of our Statem
d return this card to our office.

Patent and Trademark Office date stamp an

[ re application of:

Mark: SHADOW AMERICAN CLASSIC ED] TION
Applicant: Honda Giken Kogyo Kabushiki Kaisha

Int'l. Classes: 16, 25. 28

Qur File No.: 21929-110

Mailed: May 25, 1999

ORI AR

05-26-1999

y.§. Patentd TMOte/TM Mait Rcpt D1 #54

991_A-44288.1
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I hereby certify that this correspondenca is being deposited

with the United States Postal Service "Express Mail Post Qffice
to Addressee” service under 37 C.F.R. § 1.10 on the date
indicated below and in an envelope addressed to: Commissioner

of Patents Trademarks, Box ITU, 2900 Crystal Drive, Arlingten,
virginia 22402*3%

By:

—Raffi A, Nahabediin

Date Mailed: April 2, 1996

IN THE UNITED STATES PATENT AND TRADEMARK COFFICE
APPLICATION FOR REGISTRATION OF TRADEMARK ON PRINCIPAL REGISTER
[Intent-to-Use]

Applicant: HONDA GIKEN KOGYQ
KABUSHIKI KAISHA :
(Honda Motor Co., Ltd.)

Address: 2-1-1 Minami-Aoyama,
Minato-Ku, Tokyo 107,
JAPAN
Mark: SHADOW
I.C.: 14, 16, 18, 25, 26 & 28 :

L e T W N

TO THE ASSISTANT COMMISSIONER OF PATENTS AND TRADEMARKS:
TRANSMITTAL LETTER

Enclosed herewith and pertaining to the above-described Intent-

to-Use trademark application are the following documents/items:

1. Intent-to-Use Application for Registration of the mark
SHADOW;
2. Drawing for the mark SHADOW in International Classes

14, 16, 18, 25, 26 & 28; and
3. A check in the amount of $245.00.

DATED: April 2, 1996 Respectfully submitted,
LEWIS, D“AMATQO, BRISBOIS & BISGAARD LLP

AT e —

Raffi A. Nahabedian
Attorneys for Applicant

DATAS6LA: 32245.1

HON 000196




I hereby certify that this correspondence is being deposited
with the United States Postal Service "Express Mail Post COffice
to addressee” service under 37 C.F.R. § 1.10 on the date
indicated below and in an envelope addressed to: Assistant
Commissioner of Patents and Trademarks, Box ITU,

2900 cr Drivg, lingt$n, Virginia 22202-3512

By:
RAfLL A, Ndhabedian

Date Mai;ed: %’?(LCL- .?—'i 1$QL
Exprass Mail No. EFDBEHH?L?DUS P—

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
APPLICATION FOR REGISTRATION OF TRADEMARK ON PRINCIPAL REGISTER
[INTENT-TO-USE]

Applicant: HONDA GIKEN KOGYO ) Mark: SHADOW
KABUSHIKI KAISHA )
)
(Honda Motor Co., Ltd.) } I.C. 14, 16, 18,
) 25, 26 & 28
Address: 2-1-1 Minami-Aoyama, ) :
Minato-Ku, Tokyo 107, )
JAPAN )
)
)

TO THE ASSISTANT COMMISSIONER OF PATENTS AND TRADEMARKS:

The above-identified Applicant, Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.), a Japanese corporation, requests
registration of the mark shown in the accompanying drawing in the
United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. 1051 et seq., as

amended), for the following services:

Int’l Class 14: "Jewelry"

DATA9GLA: 16358.1

HON 000197



Int’]l Class 16: "Paper goods and printed matter"

Int’]l Class 18: " "Leather goods"

Int’l Class 25: "Clothing and footwear"
Int’l Class 26: "Fancy goods"

Int’1l Class 28: "Toys and sporting goods"

Applicant has a bona fide intention te use the mark in
commerce in association with the above-identified goods (15 U.S.C.

1051 (b)), as amended).

The mark will be used by applying it to the goods themselves

and in other ways customary in the trade.
DECLARATION

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S5.C. 1001, and that such willful
false statements may jeopardize the validity of the application or any
resulting registration, declares that he is properly authorized to
execute this application on behalf of the applicant; he believes the

applicant to be the owner of the trademark; to the best of his

DATASGLA: 161358.1 2

HON 000198



knowledge and belief no other persons, firm, corporation, or
association has the right to use the above identified mark in
commerce, either in the identical form or in such near resemblance
thereto as may be likely, when applied to the goods or services of
such other person, to cause confusion, or to cause mistake, or to
deceive; and all statements made of his own knowledge are true and all

statements made on information and belief are believed to be true.

Applicant hereby appoints Pavid N. Makous, Sarira D.
Alexander, Raffi A. Nahabedian, and each member of the firm of Lewis,
D’Amato, Brisbois & Bisgaard, 221 North Figueroa Street, Suite 1200,
Los Angeles, California 90012, telephone number (213) 250-1800, its
principal attorneys to prosecute this application, to transact ali

business in the Patent and Trademark Office in connection therewith,

to receive notification of acceptance, and any certificate issued.
DESIGNATION OF DOMESTIC REPRESENTATIVE

Applicant hereby designates David N. Makous, a resident of
the United States, at Lewis, D’Amato, Brisbois & Bisgaard, 221 North
Figueroa Street, Suite 1200, Los Angeles, California 90012, és 1t§
domestic representative in all matters required by/15 U.S.C. §1051 (e)

and 37 C.F.R. §2.24.

Dated: aprii _/ , 1996

Mr—Thao Suzuki
Dirgftter, Honda Motor Co., Ltd.

LEWIS, D/AMATC, BRISBOIS & BISGAARD, LLP
221 N. Figueroa Street, Suite 1200

Los Angeles, California 9849¢12

(213) 250-1800

OATASGELA: 16358.1 3
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Applicant:

Address:

Mark:

Goods:

CATAS6LA: 16158.1

DRAWING
[INTENT-TO-USE]

Honda Giken Kogyo Kabushiki Kaisha
{Honda Motor Co., Ltd.)

2-1-1 Minami-Aoyama

Minato-Ku, Tokyo 107,

JAPAN

SHADOW

"Jewelry" (Int’l Class 14)

"paper goods and printed matter”

"Leather goods" (Int’l Class 18)

(Int’l Class 16)

"clothing and footwear"” (Int‘l Class 25)

"Fancy goods" (Int‘l Class 26)

"Toys and sporting goods" (Int‘l Class 28)

SHADOW |

HON 000200
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Please acknowledge receipt of our INTENT-TO-
USE APPLICATION and OUR CHECK IN THE AMOUNT OF
$245.00 by affixing hereon the Patent and
Trademark Office date stamp and returning it
to our office. 1In re application of:

Applicant: HONDA GIKEN KO4d

: oy
Address: 2-1-1ﬂMin-£§—Aé§gma4

Mark: SHADOW
Int’l Classes: 14, 16, 18, 25, 26 & 28

File No.: 21929-112

Mailed: april 2, 1996 75082469

HON 000202



Int. Clis.: 16, 25, and 28

Prior U.S. Cls.: 2, 5, 22, 23, 29, 37, 38, 39, and 50
United States Patent and Trademark Office

Reg. No. 2,285,785
Registered Oct. 12, 1999

TRADEMARK
PRINCIPAL REGISTER

SHADOW AMERICAN CLASSIC EDITION

HONDA GIKEN KOGYO KABUSHIKI KAISHA
(HONDA MOTOR CO., LTD.) (JAPAN COR.-
PORATION)

1-1-1 MINAMI-AOYAMA, MINATO.KU

TOKYOQ 107, JAPAN

FOR: PRINTED MATTER IN THE NATURE
OF PUBLICATIONS TO BE DISTRIBUTED TO
PURCHASERS OF REGISTRANT'S MOTORCY-
CLES, IN CLASS 16 (U.S. CLS. 2, 5, 22, 23, 29, 37,
38 AND 30).

FIRST USE
10-0-1996.

FOR: CLOTHING, NAMELY, SHIRTS AND
HATS, SOLD THROUGH AUTHORIZED MO-
TORCYCLE DEALERS, IN CLASS 25 (U.S. CLS.
22 AND 39).

10-0-1996; IN COMMERCE

FIRST USE
4-0-1996.

FOR: REPLICAS OF THE REGISTRANT'S
MOTORCYCLE AND ACCESSQRIES THERE-
FOR SOLD BY REGISTRANT'S AND ITS AU-
THORIZED DEALERS, IN CLASS 28 (U.S. CLS.
22, 23, 38 AND 50).

FIRST USE
4-0-1996.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “AMERICAN CLASSIC EDI-
TION", APART FROM THE MARK AS SHOWN.

4-0-1996; IN COMMERCE

4-0-1996; IN COMMERCE

SN 75-082,470, FILED 4-2-1996.

JACQUELINE A. LAVINE, EXAMINING AT-
TORNEY

APPLICANT'S
EXHIBIT

20
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office, that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Commissioner
of Patents and Trademarks, and that the Applicant is entitled to registration of the
Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are a part of
this certificate,

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Acting Cemmissioner af Patems and Trodenrrks

HON 000473




Maintenance Requirements

Section 8:  This registration will be cancelled after six (6) years by the
Commissioner of Patents and Trademarks, UNLESS, before the end of the sixth
year following the date of registration shown on this certificate, the registrant
files in the U.S. Patent and Trademark Office an affidavit of continued use as
required by Section 8 of the Trademark Act of 1946, 15 U.S.C. §1058. as
Amended. It is recommended that the Registrant contact the Patent and
Trademark Office approximately five years after the date shown on this
registration to determine the requirements and fees for filing a Section 8
affidavit that are in effect at that time. Currently a fee and a specimen showing
how the mark is used in commerce are required for each international class of
goods and/or services identified in the certificate of registration and both must

be enclosed with the affidavir.

Section 9:  This registration will expire by law after ten (10) years,
UNLESS, beforetheendofthetenthyearfollowingthedate ofregistrationshown
on this certificate, the registrant files in the U.S. Patent and Trademark Office
an application for renewal of the registration as required by Section 9 of the
Trademark Act of 1946, 15 U.S.C. §1059, as Amended. It is recommended that
the Registrant contact the Patent and Trademark Office approximately nine
years after the date shown on this registration to determine the requirements
and fees for filing a Section 9 application for renewal that are in effect at that
time. Currently a fee and a specimen showing hoi the mark is used in commerce
are required for each international class of goods and/or services identified in the
certificate of registration and both must be enclosed with the application for

renewal,

HON 000474



_ X 199-110
UNITED STATES DEPARTMENT OF COMMERCE

roriyl
ASSISTANT COMMISSIONER FOR TRADEMARKS o /;
2900 CRYSTAL DRIVE FTC
ARLINGTON, VIRGINIA 22202-3513
Sep 2, 1999 (%

NOTICE OF ACCEPTANCE OF STATEMENT OF USE

ATTORNEY

T™109 .
DAVID N MAKOUS REFERENCE NUMBER:

LEWIS D AMATO BRISBOIS & BISGAARD LLP
221 N FIGUEROA ST STE 1200
~ LOS ANGELES CA 90012

SERIAL NUMBER: 75/082470
MARK:  SHADOW AMERICAN CLASSIC EDITION
OWNER: HONDA GIKEN KOGYO KABUSHIKI KAISHA (Hond

The statement of use filed in regard to the above-identified application has been accepted. This
acceptance signifies that the statement of use is accepted in all respects and that the mark is
entitted to be registered. Accordingly, the registration will issue in due course barring any
extraordinary circumstances.

HON 000475 -
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LEWIS,

SaN DIEGO OFFICE
SUITE 800
550 WEST "C” STREET
SAN DIEGO. CALIFORNIA 92101-3540
TELEPHONE (619} 233-1006

COSTA MESA OFFICE
SUITE 1400
850 TOWN CENTER DRIVE

4
CENTER TOWER BUILDING :

D’AMATO, BRISBOIS & BISGAARD rir

LAWYERS INLAND EMPIRE OFFICE
TRI-CITY CORPORATE CENTRE
SUITE 1200 SUITE 600

850 EAST HOSPITALITY LANE
SAN BERNARDING, CALIFORNIA 92408-1508
TELEPHONE {909) 387.1130

221 NORTH FIGUERQA STREET
LOS ANGELES, CALIFORNIA 90012-2601
TELEPHONE (213) 250-1800
TELEX: 194508

SACRAMENTO QFFICE
SUITE 200

2500 VENTURE QAKS WAY
SACRAMENTO, CALIFORNIA 95833-3500

COSTA MESA, CALIFORNIA 91628.1925

TELEPHONE {918) 584-5400
TELEPHONE (714) 545-9300

FACSIMILES:

LOS ANGELES: [213) 250-7900
SAN DIEGO: {619) 233-8627
COSTA MESA: {714) 850-1030
SAN FRANCISCO: {415) 434.0882
SAN BERNAADINO: {809) 387-11238
SACRAMENTO: {918 564-5444

SAN FRANCISCO OFFICE
SUITE 1800
601 CALIFORNIA STREET
SAN FRANCISCO, CALIFORNIA 54108-2805
TELEPHONE ({415) 362.2580

May 24, 19399

MARGA UMA VANZANDT
QIRECT DIAL 1213} 480-6048
E-MAIL: VANZANDT@®LDBE.COM

VIA EXPRESS MAIL
Assistant Commissioner of Patents
and Trademarks

Box Trademark Application

2900 Crystal Drive
Arlington, Virginia

EF740580157US

22202-3513

Dear Sir or Madam:

Enclosed please find (1) an Amendment to Delete
Goods and return postcard; and (2) Statement of Use, a check for

the filing fee, and return postcard, for the following trademark
application:

Applicant: Honda Giken Kogyo Kabushiki Kaisha
(Honda Motor Co., Ltd.)

Mark: SHADOW AMERICAN CLASSIC EDITION

Classes: 16, 25, 28 )

Docket No.: 21929-110

Filing Fee: $300

Please date stamp the postcards and return to our
office upon receipt of this correspondence.

Very truly yours,

WW&VA&

Marga Uma VanZandt
Paralegal to David N. Makous, of
LEWIS, D’AMATO, BRISBOIS & BISGAARD LLP

Enclosures

HON 000476
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RERFLIEE b

POST OFFICE TO ADDRESSEE ....nxv_...nmu ma m F740580157US

ORIGIN (POSTALUSEONLY) ™ "'~ 7' 7" DELIVERY (POSTAL USE ONLY) . x
po. 28 [ Fial Rate Envercpa | | Datvery Atiemex Time Employsa Signature o
1 ! ' “ ) Next [ Second Postage Mo, Dy _H_ AM D PM MM
Dale n $ i Delivary Attempt Tima Employee Signature W
Mo, Doy Y [ 12Hoon L] 3P [Retrn Raceipt .~ -] | Mo. Day Oav Opm =
Tima In Mitary T 1 s Dats of Delivery Time Employee Signature =
. P lam 0 1vm 1 2nd Day {J 3rd Deay{ c.OD. Mo. Day (Jam Oem
gwﬁﬂ.ﬂi Weight 1) Alpha Country Gode _ Signature of Addressoe o Agent
W...am."uwd l_l. . by 0z - N Total Postage & Fees X
Intarnational E. Manusl Mo Delivery Acceplance s Name - Please Prinl
- U | weskenet | | oty Clerk Irutialy X

METHOD OF PAYMENT: (3 WAVER OF SIGNATURE (Dommstic Ondy: i with defivery 15, i s wihoul Sbtaiiing the i
Express Mai Corporals Accl. No., socure _onu.u.._- .,.au_ -:homm.._.sﬂ.._u- _ noaio«u..ﬂ&__, ﬂ_p!r_ ﬁ-u.b_ ..%.u..qm_c..._mmni: ve
Faderal Agency Acct. No. or ZOOm.-:...mﬁ* ) . ] . REMESTRNEE
e Serdce Acct No. [ weexeno [ woupay - © T ikomir By
.,'......”.. FROM: (PLEASE PRINT) PHOME | _ _ . o TO: (PLEASE PRINT) PHOME . ...
N 7 r~ . I
e David N. Makous, Esq. Assistant Camissioner of Patents
e~ R lewis, D'Amato, Brisbois & Bisgaard and Trademarks
221 N. Figueroa St., Ste. 1200 BOX ITU- FEE
SO Los Angeles, CA 90012 2900 Crystal Drive
R Arlington, VA 22202-3513
_ylmummm -110 manw Mwmmwlwuw | _|| ]

‘PLEASE PRESS HARD,

AP, YU

: \
DLt stk i P " o T b - ey e

s 118 180 For Pox:_u or ._._.mo_c:m Om__ fmoo.mmm-._m: _.
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UNIT. . STATES DEPARTMENT OF COMMoaCE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

Dec 24, 1998

NOTICE OF APPROVAL OF EXTENSION REQUEST

IM109 ATTORNEY
DAVID N MAKOUS REFERENCE NUMBER:
LEWIS D’ AMATO BRISBOIS & BISGAARD LLP \~
591 N FIGUERDA ST STE 1200 O€§; |
LOS ANGELES CA 90012 6?\ <
SERIAL NUMBER: 75/082470 _ mlaﬁq
MARK: SHADOW AMERICAN CLASSIC EDITION

OWNER: HONDA GIKEN KOGYQ KABUSHIKI KAISHA (Hond .
EXTENSION REQUEST NUMBER. 1 NOTICE OF ALLOWANCE DATE: Jun 2, 1938

THE ABOVE NUMBERED EXTENSION REQUEST FOR FILING A STATEMENT OF USE HAS BEEN APPROVED BY
THIS OFFICE. e i

THE APPLICANT HAS UNTIL  Jun 2, 199970 FILE A STATEMENT OF USE OR ANOTHER EXTENSION
REQUEST. THE APPLICANT-CWTAL OF FIVE EXTENSION REQUESTS NOT TO EXCEED 36
MONTHS FROM THE NOTICE OF ALLOWANCE DATE.

IF THERE ARE ANY QUESTIONS REGARDING THIS NOTICE, PLEASE CONTACT THE TRADEMARK
ASSISTANCE CENTER AT (703)308-9000.

HON 000492 —_
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LEWIS, D’AMATO, BRISBOIS & BISGAARD vip

SAN DIEGO OFFICE
SUITE 8OO
550 WEST ~“C~ STREET
SAN DIEGO, CALIFORNLA 92101-3540
TELEPHONE (819} 233-1008

COSTA MESA OFFICE
SUITE 1400
450 TOWN CENTER DRIVE
CENTER TOWER BUILDING

LAWYERS
SUITE 1200

221 NORTH FIGUEROA STREET
LOS ANGELES, CALIFORNIA 90012-2601

TELEPHONE (213) 250-1800
TELEX: 194508

INLAND EMPIRE OFFICE
TRI-CITY CORPORATE CENTRE
SUITE 800
850 EAST HOSPITAUTY LANE

SAN BERNARDINO, CALIFORNIA 92408-3508

TELEPHONE {909) 387-1130

SACRAMENTO QFFICE
SUITE 200
2500 VENTURE QAKS WAY
SACRAMENTOQ, CALIFORNIA 95833-3500

COSTA MESA, CALIFORNIA 92628-1925

TELEPHONE (916} 504-5400
TELEPHONE {714) 545-9200

FACSIMILES: .
LOS ANGELES: (213) 250-7900
SAN DIEGO: (6191 233-8827
COSTA MESA: {714) BS2-1020
SAN FRANCISCO: (415} 434-0882
SAN BERMARDING: (905) 3871138
SACRAMENTO: (918] 584-5444

SAN FRANCISCO OFFICE
SUITE 1800
801 CALIFORNLA STREET
SAN FRANCISCO, CAUFORNIA 94108.2805

TELEPHONE (415) 363-2580 Decenber 1, 1998

MARGA UMA VANZANDT
DIRECT DIAL (213) 680-6048
E-MAIL: VANZANDTE@LDEB.CCM

VIA U.S5. EXPRESS MATL

Assistant Commissioner of Patents
and Trademarks

Box ITU

2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir or Madam:

Enclosed is a First Request for Extension of Time to
File Statement of Use, a postcard and our check to cover the
filing fee, as follows:

Applicant: Honda Giken Kogyo Kabushiki Kaisha
Mark: SHADOW AMERICAN CLASSIC EDITION
Classes: 16, 25, 28

8/N: 75/082470

Docket No.: 21929-110

Filing Fee: $300.00

Please date stamp the postcard and return it to our
office upon receipt of this correspondence.

Very truly yours,

Tl Vo !

Marga Uma VanZandt
Paralegal to David N. Makous, of
LEWIS, D‘AMATO, BRISBOIS & BISGAARD LLP

Enclosures

o8.1LA86556.1 - HON 000493



I hereby certify that this correspondence is being deposited
with the United States Postal Service “Express Mail Post Office
to Addressee" service under 37 C.F.R. § 1.10 on the date
indicated belgw ard in an envelg ddressed to: Assistant

Commissioner/of Patents ar ks, Box ITU,
2900 Crysta Dﬂw ginia 22202-3513
By: /‘1 A

baniel C. peCakid

Date Mailed: /a4 'f“qz
Express Mail Ko, EL 740 589 “6o &S

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Int’l Class: 16, 25, 28

Mark: SHADOW AMERICAN

)
)
)
)
Serial No.: 75/082470 }
)
)
)

CLASSIC EDITION }

Our Docket No. 21929-11i0

Assistant Commissioner of Patents and Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

FIRST REQUEST FOR EXTENSION OF TIME
UNDER 37 C.F.R. § 2.89 TO FILE
STATEMENT OF USE

Sir:

Applicant requests a six-month extension of time to
file the Statement of Use under 37 C.F.R. § 2.89. Applicant has
a continued hona fide intenéion to use the mark in commerce in
connection with the goods identified in the Notice of Allowance

in the above-identified application.

98.1LA-85800.1

HON 000494




1125 98 16:00 ID:LEWIS D'ATATO Fax: PAGE 4

This is the first request for an Extension of Time
following the mailing of the Notice of Allowance dated June 2,

1998.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration{ declares that he is
properly authorized to execute this First Reguest For Extension
¢f Time To File a Statement of Use on behalf of the applicant; he
believes the applicant to be entitled to use the mark sought to
ba ragistered; and all statements made of his own knowledge are
true and all etatements made on information and belief are

believed to be true.

Executed this ﬁé“ day of RSOUCffBeéL 1998, at Torrance,

California.

Honda Giken Kogyo Kabushiki Kaisha
{Honda Motaor Co., Ltd.)

By:

-~ Mr. At oségd.'ﬂyogo
Director, da "Motor Co., Ltd.

David N. Makous, Esqg.

Lewls, D‘Amato, Brisbois & Blsgaard
221 No. Figueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: (213) 250-1800

98.ILA-85500.1

HON 000495




SNDOR NO, 16142 ASSISTANT COMMISSIONER OF FATENT & TFADE CHECK NO. 181553

NVREE . INVOICENO:- - DESCRIPTION , =N . VOE-eR - ACEOUNT NG.7 AMOUNT
18/01 /98 123323 TIME EXTENSION 5 | 472776 21929-116 300 .1
' !
I
|
!
- ' |
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLp ‘ . TOTAL .
(213 250- 1800 . AMOUNT 300 .¢
. . . ) LOS ANGELES DOWNTOWN
LEWIS, D'AMATO, BRISBOIS & BISGAARD we Sl wimark o th rovrse.Hotd St sugi 19 . ASCRALGANK
ATTORNEYS LOS ANGELES, CALIFORNIA
221 NORTH FIGUERQA STREET CHECK NO. 1 8 ﬂ 5 5 3
SURTE 1200 DATE 12/481/98 +

ELES, CALIFORNW 93012

PAY o “ s wwrxrxr3p0. 60
4 S : EQFi;VQID 180 DAYS FROM DATE ISSUED
", COMMISSIONER:OF LEWIS, D'AMATO, BRISBOLS & BISGAARD LLp
FPATENT & TRADEMARK A .
TO T
0 THE BOX ITU
. 290% CRYSTAL DRIVE

ARLINGTON, VIRGINIA 222¢2-3513

84553 Ni2ed0LLLLg "o 7?wq8 7?23
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Please acknowledge receipt of our FIRST
REQUEST FOR EXTENSION OF TIME TC FILE
STATEMENT OF USE by 2ffixing hereon the
Patent and Trademark Office date stamp and
return this card to our office. 1In re
application of:

Mark: SHADOW AMERICAN CLASSIC

EDITION
Applicant: Honda Giken Kogyo
Kabushiki Kaisha
S/N: 75/082470
Int’l. Classes: 16, 25, 28
Our File No.: 21929-110
Mailed: December 1, 1998

HON 000497



MAILING COPY

() [ J ADDH
EF?40588450US
b R IS wy W ST T o : ’ RY (POSTA 0
INTERNATIONAL PO 2P Day af Defivery "} Fat Rate Envelope Delivery Attornpt Time Emgloyee Signature
SHIPMENTS ONLY “
[ et 14 ssconed] Postmgs Mo. Day Oamv  Oem
3 susiness Papery Datein - ; L] — Delivery Attempt Fime Employes Signature
: M Py e 1 Ercon T aoM [heram Receipl WMo, | Day [lam  Tew
0 Merchandise Dorin- Iy Mitary — Datg of Delivery Time Employae Signature
At LY i i 20 by ! ad Doy Co D Mo Day I Tam [1em
L e WA L A Dy
Mngai&g_a.!ﬁ.o.:_:ag o LA s ;e e _ e Signature of Addiesser or Agent
Ses Pib 272 and ORISR [ RSt z
Intermationa) Mail Manyual ST e # . Name - Pleasa Puni
I T e ! N X
L} O R »

METHOD OF PAYMENT:

Express Mail Corporate Acct. Mo, B8CUrD

Fedaral Agency Acel. No. or
Posial Service Acct No.

[} weexe

WAIVER OF SIGNATURE (Domestic v.iﬂ:&-gsggiﬂﬁhg?i
_H_-nEBEQSan&EuL:aou:.mwﬂs..?&nag.izt%g the article can

of the
be lofl in &
locallon} and { aulhorize the doltvery employes to sign that the shipmenl was deilvared and

understand thal tha signature of the delivery employss will constitute valid proof of delivery.
NO DEUVERY

No__ [ HouloaY Cuiomer Signatrs

‘>

Esqg.

"Um<wm N. Makous,
, Brisbois &

Lewis, D'Amato,
Bisgaard LLP
221 N. Figueroca St., Ste.

Los Angeles, CA 90012

1200

213

.@m 21929-110,

T ez m o

Assistant Commissioner of
Patents & Trademarks

Box ITU

2900 Crystal Drive

Arlington,

VA 22202-3513

SIS,

R

¥iai- Tl ._.uam..s

LABEL 11-8 1193
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Please acknowledge receipt of our FIRST
REQUEST FOR EXTENSION OF TIME TO FILE
STATEMENT OF USE by affixing hereon the
Patent and Trademark Office date stamp and
return this card to our office. 1In re

. application of:
Mark:
Applicant:

S/N:

Int’l. Classes:

Our File No.:
Mailed:

SHADOW AMERICAN CLASSIC
EDITION

Honda Giken Kogyo
Kabushiki Kaisha
75/082470

16, 25, 28

21929-110

December = I

12-01-1998

U.5 Patent & TMOfc'TM Mal Rept Dt »38

HON 000500




R919-i1C

Page 01 of 01

U.S. Patent and Trademark Office (PTO)
NOTICE OF ALLOWANCE

(NOTE: If any data on this notice i5 incorrect, please submit a writien request for correction of the NOA to: Assisamt Commissioner for Trademarks,
Box [TU, 2900 Crystal Drive, Arlington, VA 22202-3513: Pleass include the serial number of your application on ALL correspendence with the PTO.
15 U.S.C. 1063(0)2) T

ISSUE DATE OF NOA/Jun 2, 1998

e —T(3-2-99

DAVID N MAKOUS

LEWIS D'AMATO BRISBO!S & BISGAARD LLP
221 N FIGUERDA ST STE 1200

LOS ANGELES CA 90012

| : ! (a k a. “Mlegntten of
ens oniof Time to: Filc—a statement of Usa“ (a kia 'Extension Request“)‘
‘:.recnivad in the . PTG wtthln six mnths of the . lssue data of " tr|i5"-
: o do 50 uill result nothe: ABANDONMENt of: this application L

The following information should be reviewed for accuracy:

SERIAL NUMBER: 75/082470

MARK : SHADOW AMERI{CAN CLASSIC EDITION

OWNER: HONDA GIKEN KOGYQC KABUSHIK! KAISHA (Honda Motor Co., Ltd.)
2—1-1 Minami—Aoyama, Minato—Ku
Tokyo 107, JAPAN

GOODS/SERVICES BY INTERNATIONAL CLASS

016=printed matter in the nature of publications to be distributed to purchasers of
registrant's motorcycles

025—clothing, namely, shirts, sweatshirts, sweaters, jackets, vests, pants, bandannas,
belts, hats, gloves, footwear, sold through authorized motorcycle dealers

028-replicas of the registrant's motorcycle and accessories therefor sold by registrant's

and its authorized dealers .
ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HON 000501

THRFALREY 07/07) ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS




UNITED STATES “SPARTMENT OF COMMERCE
Patent and Trac irk Office

ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 Crystal Drive -~
Arlington, Virginia 22202-3513 \C}

Feb 7, 1998 A
o\/)'

AN

I'd

NOTICE OF PUBLICATION UNDER 12{a)

1. Serial No.: 2. Mark:
75/082,470 SHADOW AMERICAN CLASSIC EDITION
3. International Classles):
16, 25, 28
4, Publication Date: 5. Applicant:
Mar 10, 1998 HONDA GIKEN KOGYO KABUSHIKI KAISHA {Hond

The mark of the application identified appears to be entitled to registration. The
mark will, in accordance with Section 12(a) of the Trademark Act of 1948, as
amended, be pubiished in the Official Gazette on the date indicated above for the
purpose of opposition by any person who beiieves he will be damaged by the
registration of the mark. If no opposition is filed within the time specified by
Section 13{a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules,
the Commissioner of Patents and Trademarks may issue a notice of allowance
pursuant to section 13(b) of the Statute.

Copies of the trademark portion of the Official Gazette containing the publication
of the mark may be obtained at $38.00 each for domestic orders, or at 547.50
each for foreign orders from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954

Pittsburgh, PA 15250-7954
Phone: (202)512-1800

By direction of the Commissionar.

HON 000502

PCFDLR (REV 12/97)



UNITED . .ATES DEPARTMENT OF CG..MERCE 2 )
Patent and Trademark Office 7
1 PAPER NO.
APR 20 jgag
ADDRESS:
Assistant Commissioner
)T T poaao0a for Trademarks
‘[72\/,'1' I“"::; Ab LIS 2900 Crystal Drive
LEW 1‘5 [ AMATO ERISEOIS % BISGAARD LL Arlington, VA 22202-3513
221 N FIGUERDOA ST STE 1200 if na fees are enclosed. the address should
LS AMNGELES A 2 0Lz include the words "Bax Responses - No Fee
- Please provide in all correspondence.
[. Filing Date, serial number, mark and
Applicant's name.
2. Mailing date of this action.
3. Examining Artorney’s name and
Law Office number.
4. Your telephont number and ZIP code.
EXAMINER'S AMENDMENT
EXAMINING ATTORNEY PERSON CALLED/INTERVIEWED TELEPHONE NUMBER
Nicholas K. D. Altree David N. Makous (213) 250-1800
X TELEPHONE CALL INTERVIEW DATE X ATTORNEY
PERSONAL INTERVIEW April 6, 1998 APPLICANT
CALL RECORD/NOTES
OFFICE SEARCH: The examining attorney has searched the Office records and has found no similar registered or
g
pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). TMEP
section 1105.01.
RE: Serial Number 75/082470

In accordance with the authorization granted by the above Applicant or attorney, the application has been
AMENDED as indicated below. No response is necessary unless there is an objection to the amendment.

IDENTIFICATION OF GOODS
The identification of goods in International Classes 16 is amended by deleting the word

LIS X

“Honda” and replacing it with “registrant’s.

The identification of goods in International Class 25 is amended by deleting the word
“Honda.”

The identification of goods in International Class 28 is amended by deleting the phrase
“SHADOW AMERICAN CLASSIC EDITION” and replacing it with “registrant’s,” and
deleting the word “Applicant” and replacing it with “registrant.”

If the applicant has any questions, please do not hesitate to contact the undersigned.

Nicholas K. D. Altree
Trademark Attorney
Law Office 109
(703) 308-9109, ext. 132 HON 000503



/}/‘c)-/—/Vo

I hereby certify that this correspondence is being deposited
with the United States Postal Service "First Class Mail”
service under 37 C.F.R. § 1.10 on the date

indicated below and in an envelope addressed to: Assistant
Commissioner for Trademarks, 2900 Crystal Drive,

Arlington, Vipginia 22202-3533 N

oy LT i o B NS Aas—

Laura B. Kaliser

Date Mailed: /= ,/ S 1/‘? 2

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO ) Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine
)
} Law Qffice 109

Mark: SHADOW AMERICAN CLASSIC )
EDITION )
)
Serial Neo.: 75/082470 )
' )

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513
RESPONSE TO OFFICE ACTION

Applicant has received and reviewed the Office Action dated

June 17, 1997, and hereby responds thereto.
REMARKS

Applicant agrees to accept the Examiner’s request without
prejudice that Applicant disclaim the phrase "AMERICAN CLASSIC

EDITION" apart from the mark as shown.

2 |

DATA9TLA: 104036.1
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Applicant has enclosed the requested fee for three classes.
Accordingly, Applicant requests that the mark be published

for oppositiocn.

Respectfully submitted,

LEWIS, D~ TO, BRISBOIS & BISGAARD

it 1T

éﬁﬁjjjyﬁizéﬁéld . Makous

LEWIS, D’AMATO, BRISBCIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213} 250-7%00

DATA97LA: 104036.1 2
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| Please acknowledge receipt of our RESPONSE TO
| OFFICE ACTION by affixing hereon the Patent
and Trademark Office date stamp and return
this card to our office. 1In re application

+ of:

|

| Applicant: H-D MICHIGAN, INC.
i Mark: KABUSHIKI KAISHA

i S/N: 75/082470

! File No.: 21929-110

! Mailed: December 5, 1997

e
v
B
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- C
UNITED STa TES DEPARTMENT OF COMmERCE a4 9“?,',0”
Patent and Trademark Office

" SERIAL NO. APPLICANT PAPER NO
TL/A2Z470 HONDA GIEEN REYO ETZ ‘
MARK
SHATMW AMERICAN CLASSIC ZDITION ADDRESS:
ADDRESS ACTION NO. Assistant Commissioner
Gavid M. Mabowus (b for Trademarks
oy 1 R T e T . 2900 Crystal Drive
LEWIS, D'aMATD. BRISEOIZS & BISGEAARD. LLT 2
EWLS. DOAMATL. BRISELLE & BISEAARD. Li Arlington, VA 22202-3513
221 N. Flaueros Streeh, Sgite 1200 ATE
leos Aroelss. A EALEAR ] e /17757 1f no fees are enclosed, the address should inciude the word
"Box Responses - No Fee ”
REF. NO. | Please provide in all correspondence:
ok / 7 / 9 7 1. Filing Date. serial number. mark and
. ICE Applicant's name.
FORM PTO-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFIC| 2. Mailing date of this Office action.
g e T e . nining Atorney's name and
VRAREMARE. LaW OFFICE 107F Office number.
. Serial Muambers AT 4 ctelephone number and ZIP code.
N B SHADOW AMERICAN SiLassIs ERDTTION
#rPleszae Flace on dpper Right Coermee st VED WITHIN 6
#kof Rezsponsse bo OFFics Achigen ONLY & 1  ABANDONMENT.

C e e v e U e Ut vt rRarinng W) Ut eopunios, w oo BAS been enclosed.

Please attach it to the upper right corner of your response. If the label is not enclosed, print or type
the Trademark Law Office No., Serial No., and Mark in the upper right corner of your response.

RE: Serial Number: 75/082470

The Request to Divide is complete and applicant’s response mailed on March 31, 1997 has been
recetved and entered. Applicant’s arguments have been received and considered. The refusal based
on Geographic misdescriptiveness is withdrawn as the goods are made in American.

Section 2(d) Refusal

The Section 2(d) refusal as to Registration No. 236,950 is repeated and continued. As applicant has
filed a cancellation proceeding, this application will be suspended following the clarification of the
following informality. Registration No. 1,624,940 has been canceled due to a failure of a Section 8 to
be received so the refusal based on that registration is withdrawn. Any other refusal based on Section
2(d) is withdrawn due to the change in the identification of goods.

Fees
Applicant has not paid sufficient fees. Applicant originally paid for only one class but had applied for

goods in six international classes. Since the division, this application now contains three classes and
no fees. Applicant must pay $245 per class.
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75/082470 -
Disclaimer Request

The Request for a disclaimer of the phrase AMERICAN CLASSIC EDITION is repeated and
continued. Applicant argues that only AMERICAN and EDITION need to be disclaimed because
the term .CLASSIC is not used in relation to motorcycles. Enclosed are excerpts from the
Lexis/Nexis Research Database showing that the term AMERICAN CLASSIC is used in relationship

to motorcycles.

See the Story No. 16, Petersen Publishing Company Hot Rod, October 1995 where it states, “Honda
was blatant in its Harley copying. The “American Classic Edition” pretty much spells it out, don’t
you think?”

See also Story No. | Waikato Times, January 31, 1997 where it states in pertinent part: “American
classic motorcycles made before 1976.”

Story No. 3, St. Petersburg Times, July 4, 1996, where it states in part: “..although the Harley-
Davidson motorcycles is an American classic,...”

Story No. 7, The Dallas Morning News, Apnl 15, 1996; where it states; “Connoisseurs have
compared the lighters to such other American classics as Levi jeans and Harley Davidson
motorcycles.”

Story No. 10; USA Today, May 26, 1995 where it states; “...a display of American classic cars and
motorcycles,...”

Story No. 11, The National Law Journal, May 15, 1995, where it states in part; “...motorcycles as
all-American classics...”

Story No. 19, The San Diego Union-Tribune, September 10, 1994, where it states in part, “..has built
a motorcycle that lives up to its name. It truly is an American Classic.”

Additional stories are enclosed to further substantiate this evidence. See also the dictionary definition
of Classic which is enclosed from Websiers I, New Riverside Dictionary where it states “3.
Something typical or traditional”.

Accordingly, the request for the disclaimer of the entire phrase and the request for appropriate

fees is repeated and continued. This application will be suspended pending the outcome of the
cancellation proceeding once the disclaimer 1ssue is resolved.
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75/082470 -3-

If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

. 9‘( /O\e “
Jacqueline A. Lavine
Senior Attorney, Law Office 109

(703) 308-9109 Ext. 145
(703) 308-7194 FAX
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MAIL-IT REQUESTED: JUNE 12, 1997 10083K
CLIENT: JAL
LIBRARY: NEWS
FILE: ALLNWS

YOUR SEARCH REQUEST AT THE TIME THIS MAIL-IT WAS REQUESTED:
AMERICAN CLASSIC EDITION

NUMBER OF STORIES FOUND WITH YOUR REQUEET THROUGH:
LEVEL l... 30

LEVEL 1 PRINTED

THE SELECTED STCRY NUMBERS:
15,24

DISPLAY FORMAT: KWIC

MULTIPLE DOCUMENTS ON A PAGE

SEND TO: COLE, JACQUELINE
U.S. DEPARTMENT OF COMMERCE
PTO - TRADEMARK
2500 CRYSTAL DRIVE
7TH FLOOR, LAW OFFICE 11
ARLINGTON VIRGINIA 22202-3600

*i‘**ii't*'ti*i"*'ii‘f**'****tf‘t**i'ii‘*itoso46*ifi*iii*iifi**t*tii*iiii’tttti****
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LEVEL 1 - 16 OF 30 STORIES
Copyright 1995 Information Access Company, a Thomson Corporation
Company
ASAP
Copyright 19%5 Petersen Publishing Company
Hot Rod
October, 1995
SECTION: YVol. 48 ; No. 10 ; Pg. 106; ISGN: 0018-6031

LENGTH: 2333 words

HEADLINE: Rising sons: riding impressions of four cruisers not built in
Milwaukee; motorcycles; includes related article

BYLINE: Kinnan, Rob
BCDY:

so we had four HOT ROD staffers spend quality time on each cne. Honda
supplied the 1100cc Shadow American Classic Edition, Kawasaki gave us the Vulcan

1500, Suzuki provided an Intruder 1400, and from Yamaha came a Virago 1100. As
we

narrower bars that make lane-splitting easier.
The Honda is a different story, however. Honda was blatant in its Harley

copying. The "American Classic Edition" pretty much spells it out, don't you
think? This bike had 98 percent of four-wheeled-vehicle drivers and probably

LEVEL 1 - 24 OF 30 STORIES

Copyright 1995 The Daily Yomiuri
The Daily Yomiuri

January 23, 1995, Monday
SECTION: Pg. 5 ,
LENGTH: 307 words
HEADLINE: New Products

BODY:
Harleyesque cruiser powered by an 1,09%cc V-twin liquid-cooled engine.

The low, sleek motorcycle has been dubbed the "American Classic Edition"
since it was created at Honda's California design studio and is assembled at the
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The Daily Yomiuri, January 23, 1995

company's factory in Marysville, Ohio.

The ...

HON 000512
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SEND TO: COLE, JACQUELINE
U.S. DEPARTMENT OF COMMERCE
PTO - TRADEMARK
2800 CRYSTAL DRIVE
7TH FLOOR, LAW QOFFICE 11
ARLINGTON, VIRGINIA 22202-3600
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MAIL-IT REQUESTED: JUNE 12, 1897 10083K
CLIENT: JAL
LIBRARY: NEWS
FILE: ALLNWS

YOUR SEARCH REQUEST AT THE TIME THIS MAIL-IT WAS REQUESTED:
AMERICAN CLASSIC W/B MOTORCYCLE*

NUMBER OF STORIES FQUND WITH YOUR REQUEST THROUGH:
LEVEL 1l... 27

LEVEL 1 PRINTED

THE SELECTED STORY NUMBERS:
1,3,7,9-12,19,22,23,24

DISPLAY FORMAT: KWIC

MULTIPLE DOCUMENTS ON A PAGE

SEND TO: COLE, JACQUELINE
U.5. DEPARTMENT OF COMMERCE
PTO - TRADEMARK
2900 CRYSTAL DRIVE
7TH FLOOR, LAW OFFICE 11
ARLINGTON VIRGINIA 22202-31600

1’********'ii'i'"*****'****ii*t*i***i'*i'o5204"*******'l-*************************
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LEVEL 1 - 1 OF 27 STORIES

Copyright 1997 Waikato & King Country Press Limited
Waikato Times (Hamilton)

January 31, 1997

SECTION: FEATURES; MOTORING; Pg. 36
LENGTH: 218 words

HEADLINE: World champs to race at classic extravaganza

BODY:
more than 250 machines for the two-day festival for British, European and

American classic motorcycles made before 1576.

The organisers say the the festival is the biggest of its kind in the
Southern

LEVEL 1 - 3 OF 27 STORIES

Copyright 1996 Times Publishing Company
St. Petersburg Times

July 4, 1996, Thursday, 0 South Pinellas Edition
SECTION: FCOD; Taste; THE NIBELER; Pg. 1D
LENGTH: 81% words
HEADLINE: A new twist on surf and turf
BYLINE: CHRIS SHERMAN
DATELINE: CLEARWATER

BODY:
50. And that 22,000 of them K helped win a war.

There's not as much history at Renegade Cafe, although the Harley-Davidson
motorcycle is an American classic, revered and revved up with patriotic fervor

by many long before it became a restaurant theme.

The cafe is
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LEVEL 1 - 7 OF 27 STORIES

Copyright 1996 The Dallas Morning News
THE DALLAS MORNING NEWS

April 15, 1995, Monday, HOME FINAL EDITION

SECTION: TODAY; Pg. 8C

LENGTH: 232 words
EEADLINE: 300 million Zippcs: Does that strike up a flicker of interest?

BYLINE: PRMNewswire
DATELINE: BRADFORD, Pa.
BODY:
70,000 Zippos a day isn't encugh. After 54 years we're hotter than
ever." '

Connoisseurs have compared the lighters to such cther American classics as
Levi jeans and Harley Davidson motorcycles. Collectors the world over publish

newsletters about Zippos. The British percussicn/dance troupe Stomp has an
entire number

LEVEL 1 - 5 OF 27 STORIES

Copyright 1996 News & Record (Greensboro, NC)
News & Record (Greensboro, NC)

February 5, 19%6, Monday, ALL EDITIONS
SECTION: TRIAD/STATE, Pg. Bi, DOWN THE ROAD / IN ASHEBORO
LENGTH: 859 words
HEADLINE: ASHEBORO DINER RUNS IN CYCLES
BYLINE: BEN FELLE, Staff Writer
DATELINE: ASHEBORO
BCODY :
But we don't just attract Harley riders. We want to attract people whe
are interested in the sport of riding.*'
The Richs' American Classic Motorcycle Co. museum - featuring Harley

treasures from cycles and leather jackets to combs and coins - has been
attracting tourists since it opened

HON 000516
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LEVEL 1 - 10 OF 27 STORIES

Copyright 19%5 Gannett Company, Iac.
USA TODAY

May 26, 1995, Friday, INTERNATIONAL EDITION
SECTION: NEWS; Pg. 2ZA |
LENGTH: 1117 words
HEADLINE: Diplomatic corps seeks minorities / Africa gets most black ambassaders

BYLINE: Evelyn Tan Powers

BCDY:
Duxford, England, hosts American theme days on May 28 and May 22. In

addition to a display of American clasaic cars and motorcycles, many of the
historic aircraft based at Duxford will give exhibition £lights. Call: (01223)
835000, ext. 214.

NOTES: LIVING OVERSEAS; Helping inform U.S.citizens overseas

LEVEL 1 - 11 QF 27 STORIES

Copyright 1995 The New York Law Publishing Company
The National Law Journal

May 15, 1995
SECTION: EXHIBIT A; On Trial; Pg. AlQ
LENGTH: 1550 words
HEADLINE: Bike Gang Is Called an International Racket
BYLINE: BY LINDA GIBSCN, SPECIAL TO THE NATIONAL LAW JOURNAL
DATELINE: TAMPA, FLA.

BODY :
Susan C. Bucklew sustained.

Attorney Richard Cox, representing defendant Charles "Tattoo" Schwarz,
described Harley-Davidson motorcycles as all-American classics and said his
client was drawn to the club by "his common interest in these rare and beautiful
machines." Also, Mr. Schwarz was "seeking brotherhood with
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LEVEL 1 - 12 OF 27 STORIES

Copyright 1995 News & Record (Greensboro, NC)
News & Record (Greensboro, NC}

April 21, 1995, Friday, ALL EDITIONS
SECTION: TRIAD/STATE, Pg. Bl, NEWS TO USE

LENGTH: 81 words

HEADLINE: RIDE SET TO BOOST CYCLE AWARENESS

BODY:
Rides will begin in Asheville, Charlotte and Wilmington. Lecally, the rides

will stop at 10 a.m. at American Classic Motorcycles on U.5. §4 in Asheboro, and
at 11:30 a.m. at TA Truck Stop, exit 138 off

LEVEL 1 - 19 QF 27 STORIES

Copyright 1994 The San Diego Union-Tribune
The San Diego Union-Tribune

September 10, 1994, Saturday
SECTION: AUTO; Ed. 1,2,3,4,5,6,7; Pg. AUTO-2
LENGTH: 784 werds
HEADLINE: Move over, Harley, Honda's come up with a classic
BYLINE: C.J. MANGEN
Staff Writer C.J. MANGEN is a copy editor at the Union-Tribune and a motorcycle
enthusiast. He bought his first bike -- a Honda CT-70 -- at age 12, and has been

riding ever since. He competes in motocross at Southern California tracks, and
also enjoys exploring back-country rcads aboard

BODY:
first allotment of American Classics, and early indications are that

customers will do the same.

Honda, despite its Japanese roots, has built a motorcycle that lives up to
its name. It truly is an American Classic.

1995 Honda Shadow American Classic Edition Engine type: 1039cc liquid-ccoled

V-twin Transmission: Five-

HON 000518
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LEVEL 1 - 22 OF 27 STORIES

Copyright 1994 News & Record (Greensboro, NC}
News & Record (Greensboro, NC)}

March 17, 1994, Thursday, CITY EDITION
SECTION: TRIAD/STATE, Pg. BGS
LENGTH: 235 words
HEADLINE: 1,500 N.C. MOTORCYCLISTS TO MEET IN ASHEBORO IN '25

BYLINE: SCOT, SOLOMON

DATELINE: ASHEBORO

BCDY:

. center of actiwvity will be Randolph County, with events scheduled at the
N.C. Zoo, the Richard Petty Museum, the Seagrove potteries and the American
Clamsgic Motoreycle Museum in Asheboro.

In addition, a motorcycle race is planned for Caraway Speedway.

"We're net talking motorcycle gangs here," Gusler said. "These are attorneys,
accountants, doctors -

LEVEL 1 - 23 QF 27 STORIES

Copyright 1993 Investor's Business Daily, Inc.
Investor's Business Daily

August 11, 1993

SECTION: Companies In The News; Pg. 36
LENGTH: 811 words
HEADLINE: Custom Chrome Gets A Great Ride With Harley-Davidson
BYLINE: By John A. Jones, Investor's Daily
BODY:

As the American classic Harley-Davidson motorcycles grow ever more popular,
Custom Chrome Inc¢. rides along with the boom by supplying parts and accessories

for them.

Last
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LEVEL 1 - 24 OF 27 STCORIES

Copyright 15%2 Chicago Tribune Company
Chicago Tribune

November 8, 1952, Sunday, FINAL EDITION
SECTION: TRANSPORTATION; Pg. 1; ZONE: CN
LENGTH: 823 words

HEADLINE: Down to the nuts and bolts
From airplanes to tractors he's restored 'em all

BYLINE: Story by William Sluis

BODY:
busy. Not only did he rebuild the Caterpillar tractor and semi-trailer

truck, but he also began work on the Indian Four motorcycle, another American
classaic.

He received the motorcycle, whose main bearings were damaged, from a friend.
The company that built the Indian had stopped production soon after Horner's
model was made,

HON 000520
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SEND TO: COLE, JACQUELINE
U.S. DEPARTMENT OF COMMERCE
PTO - TRADEMARK
2900 CRYSTAL DRIVE
7TH FLOCR, LAW OFFICE 11
ARLINGTON, VIRGINIA 22202-3600
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clarion ® claw hatchet

clar-i-on (klir#an) o [ME clarioun < OFr. clamon < Med. Lat
clario < Lat. claruy, elear.] 1. A medieval rumpet with a eiear, sheill
tone. £ The saund made by 3 clarion or 3 soucd rescubling it —adi.
Shrill and clear <heard the cigrion call ta arms>

elari-o-met (kret->niv) o var of CLARDNET.

clarity (kirlt) o [ME clense. brighmess < OFr, clare < Lav
clarizes, clearness € clorus, elear.} The qualiry of seate of being clear

$ LUGDITY. -

clark-i-s (Wirkda) o (Nlat Clarkia, genus name, after William
Clark (1770-1838).] A plant of the genus Clarkia of western North
Amenca, beanng red, purple, or pink flowen.

clary (klirt) o, pl -ies. (ME clare, pardy < Med. Lac sclares and
pardy < OF saria.] A Ewropean plant of the genus Salvie. esp. 5.
iclarea. an aromatic herb with bluish-whure flowers.

ciash (kish) v. clashed. clash-ing, clesh-ss, (Imit] —%. L Ta
collide with a loud, karsh noise. 2 To conflict < members af Con-
gress closhing over the budges> —w. To strike together with a2
harsk, metallic noise. —o. L A loud, resounding metsllic ncuse, 15
that made by two cbiects colliding. £ A state of disharmeny of di
agreement. 3. An often bested atgament.

clasmat-o-cyte (kliz-mirssit) o (Gk kigsma, kiamas- frag
ment {< klan, to break) + €TTE.] Husgocye. —clasmat'ocrt’ic
(ardk) adi.

clasp (kiisp) o [ME claspe, prob. of OF arig] 1. A fastening as a
hook, used to bold rwo pars or objects togecher. L & An embrace
bug. B. A grip or grasp of the hand. 3. A small metal bar aruched to
a mikitary decorauon 1adicating the acrion for which it was awarded.
—vt clasped, claspring, clasps. L To fasten with or as if with 2
ciasp. 2. To hald in 2 tight grasp : IMBRACE 1. To gnp firmly in or
with the hand. —clasp'sr T

clasp-er (kiispin) o A modified par of the pelvic fin of male
elasmobranch Fishes that aids sperm transmission during copulanon.
clasp knife o A pocketknife with a folding blade.

cluss (klis) o (Fr. elasse < Lat. clossis, class of citizens.] L. & A set,
goup, coliecuon, or configuradon containing members baving or
believed to have at least one aroribute in common : KIND. b, Stans-
tics. An interval in a frequency distribution. 2 A division by quality,
prade, or tank. 3. & A social suatum whose members share similar
political, economic, and cultural characeensucs. b. Social rank, esp.
bigh rank. 4. . A group of alumni or students graduated in the same
year. b, A group of scudencs scudying the same subject. €. The penod
during whick such 1 group meets 5. A fiol. A uxonomic Category
ranking below 2 phylum and above an order. b. A subdivision of a
larger group. & & A grade of mail b. The quality of accommodation
on 2 public vebicle < uavel tourist class>> 7. Slang. Great style or
quality <3 violinist with class™> —vi classed, clussring, classes.
To atfange, group, of rate according to quakiies or characensocs 2
CLASSIFY.

* 9yn#: CLASS, CATEGORY, CLASSIFICATION, ORDER, SET R core
meaning : a subdivision of a larger group <the class of concertgoers
who enjoy chamber music>

A word history: Class is from Latin claasis, "2 division of the Ro-
man people.” Classis hzd an adiective, clossicus. that originally
meant “belonging to a classis” but lster meant “belongng W the
highest-ranking classis.” from which the sense ~firstclass, superior”
developed. English classic and classical are derived from classrcus in
the more general sense. Because the angient Greek and Roman au-
thors were considered models of excelience and were universally
studied in schools and univensities throughour Europe until recent
times, the rerms clastic and ¢lassical came to be assotiated first with
ancient Greek and Roman literarure of all degrees of excellence and
then with anything pertaining to ancient Creece or Rome.

class action n A lawsuit in which the plaintitf or plaintiffs bring
suit both an their own behalt 2nd on bekali of others who bave the
same claim against the defendant

class-conscious (kiskan'shas) adi. Aware of belongpng 1o 2
specific socipeconomic clist, —class’=cou'sciousness 1.

clznsic (klisTk) adi. L. Being of the highest class o7 rank. L & Serv-
ing s an outstagding represenurive of a kind : MODEL. b, Well
known and typicat <a clamic Western with ambushes and
shootoun™> 3. Having lawing significance or recognized  worth.
4, CLASCAL la. 5 Of or in sccomdance with esublished principles
and methods in the arts and sciences. & Of Lasting licerary or histon.
cal significance, - L. An artist, suthor, or work gen. held to be of
the highest rank of excellence. . A lrersry work of ancient Greecs
of Rome, 1.5 hing rypical of tradinional

classi-cal (ksTkal) adi. L m, Of or relanng to the culturc of
ancient Creece and Rome, eap. the art, architecture, and liecrature.
b, Relating to or versed in studies of anuquity. . a. Relating w of
designating European music of the Latter half of the l8th cent
b, Designaung muste in the educated European tradition, 3. Stan-
dard and suthoritative <clavical methods of building construc
Gon> 4. Of or relating to nonrclativistic o nonquansum physics
&clastical mechspies™> —elos'sheal’iey {-kilTed), clas‘si-cal
ness 1. =—clag’siveal-ly 2dv.

classiciam (kis1siram) o. 1. Aesthetic attirades and principles

based on the culture, art, and literacare of ancient Greece and Rome

and characterized by empbasts on form, smplicity, preporuon, and

restrained emonen. 2 Classical scholarshup. 3 A G
pression ar wdiom,
clas-ei-cist (klisgTsist) o A specialist in or studen:
clas-si-ficca-tion {klis>f-ki'shon) o L Theas:
sifying 2 Biol. The systematic grouping of 07ganus =
hased on shared chatactensocs af 210 TAXONCMY
to'ry (Kilgafl-katdre, 10re, KT, ks
classificd sdvertisement o A usu. bhe:
printed in 3 newspaper of magazine along with cix
category.
clas-wi-fy (klis's[) v -Bed -fy-ing -Bes L 7°
range according to class ar category. 2 To designi:
ment) as secrer and available only o aucz.
mclas‘ui-f’a-ble adi. =clas'si-f'er 2.
clus-ais (klisTs) 0. pl. -ses (€2} {Lat, class of &<
ermung body of pastors and elders 1n ceran Retarme
ing surisdicuon over local churches. L The as=
governed by a clasas.
class mark o Stotisrics. MARK! 21
classmate (kiisymit') o A member o1 o Ak
class-room (klis'rdbm . -rbm’) o A r0Om 10 WL
clase-y (klis't) adi. ~iwer, -lwet. Slang. Elemane: s:
paifit 10b7> —elass'iness 2
clast (ks o [< Gk iastos. brokes < klam i
fragment.
clas-tic (klasck) adi. [< Gk kartos. brokeo -
1 Separable into pars ar havng removable secnocs
wamical model> L Geol, Made up of magmeos
-—clus‘tic 0.
clath-rate (klih'rir') adi, [Lat. clazhrarus. p.pas
Furrush with 3 latuce < Gk kiZitkrog. doot bar « »
L Bicl. Latucelike 1 strucrure or appeatance. 2 C
ing 1o wnclusion complexes 13 which molecties or ¢
complerely enclosed within the crysul smucsure
clathrate compound.
clatter (klirar) v. «tered. -tering, -vers {MI
1. To make 2 rarthing sound. & To move with 2 1t
talk noisily and rapadly: CHATTER =T To cause ¢
sound. —no. 1. A rattling sound. 2 A loud distarpaz.
3. Noisy talk ; CHATTER —=clat’tarer 8.
claudi-cation (W&'diki'shan) o [ME clau:
claudicario < claudicare, 10 Lmp < claudus, lame.
son’s walk : LIMP.
clause (kidz} o [ME < OFr. < Med, Lat. ¢lawsa ciz
penod < Lat. claudere. to close.] L A group of worc.
and predicate and forming part of 2 compaound or ¢
2 A disrinct amicle. sapulatron, of provisioh
—claus'ad (0°z20) adi.
claus-tral (kid'seral) odj. var. of CLOISTRAL.
claus-tre-pho-bi-a {Kb'swe-fobea) 2 {lac i
place (< claudere. to close) + -FHOBLA.} Abnorma
spaces. =clana'tro-phoble (f8°bIk) adi.
cla-vate (kii'vir'} adi. [NLat. claverus < Lat cle
one end thickened : CLUBSHAPED. —cla'varely 2.
elave! (kv v. Archaic. var p.t. of CLEAVEL
clavel {kliv) v. Archaic. var. p.2. of OEZAVEL
clarver (kii'var) -vered, -ver-ing, -vars. [Peth. ©
—vi. To gossip or ik idly. —o. ldle talk : CossIP.
elav-icchord {klivTkord') o [Med. Las. clavick
vis, key + Lt chorda, smng < Gk khordé) An ¢
board instrument with 3 soft sound produced by
horizonul stmng
clav-iccle (kivikal) o [NLat. elovicule < Lat, ¢
(from its shape).] A bone Linking the stermum
—cla-wiernilar (kiavik'yador} adi. —cla-vic'ula
clavHicom (kiivTkém'} adi. [Nlat. Clavicorn
Lat. clava, club + Lat. cornu. homn.) Belongieg t
group of beedes of the suborder Polyphaga, with
cla-vier (Kavir, Wi'vear, KEve) o {Fr. < OFr.
¢clavis, key.] L A keyboard. L A stringed kevboart
harpsicbord.
clav-i-form (klivaform” adi. [Lat. clava. club -
cla-vus (ki'vss, kl3%) o [Lat. nail.) conm.
claw (X8) o [ME clave < OF clawu.] L A shap
on the toe of 3 mammal, burd, or reptile. Z A AR
15 a chela, on the Limb of a crustacean or ather ant
terminaning in such a structure. 3, Something res
the ciek end of 2 hammerhead. 4, Bot. The narmm
certain petals or sepals. —vt. & vi. clawed, claw-
ar scratch or make digang or scrawching movex
with claws.
claw hammer o L A ummet with one end ¢
for removing nails. . A swallow-tailed coat.
cluw hatchet g A hatchet with one end o

dpat lpay ircase jiather dper Ebe
tde firpier opot &ioe 4 paw, for ¢
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I hereby certify that this correspondence iz being deposited
with the United States Postal Service “First Class Mail"
service under 37 C.F.R. § 1.0 on the date

indicated belsw and in an envelepe addressed to: Assistant
Commissianer for Trademarks, 2900 Crystal Drive,

Arlington, Virginia 22225;35;3
Ay €;;’ GP4/\fu_~\_
Laura B./(a' iser
3/27)47
I' T L4

IN THE UNITED STATES PATENT AND TRADEMARK CFFICE

By:

Applicant: HONDA GIKEN KOGYO

) Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine
)
) Law Office 109
Mark: SHADOW AMERICAN CLASSIC )
EDITION )
)
Serial No.: 75/082370 )
)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

REQUEST TO DIVIDE APPLICATION
AND AMEND

Pursuant to the Trademark Manual of Examining Procedure
§1105.06 and 37 CFR §2.87, Applicant respectfully requests this

application be divided as follows:

Please divide out Classes 14, 18 and 26 into one

application and publish for opposition.

Pursuant to the Office Action dated QOctcber 1, 1996,

DATASTLA: 21795.1
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Applicant responds as follows:
1. Please change the designation of goods in Class 18 to
read in full:
"Leather goods, namely wallets, purses, keyfobs,
fannypacks, cases, billfolds, bags, and
backpacks."
2. Please change the designaticn of goods in Class 26 to
read in full:
"Fancy goods, namely belt buckles and patches for
clothing."
3. Applicant declines to accept the entire disclaimer.
Applicant agrees to disclaim "AMERICAN" and "EDITION", apart
from the mark as shown. SHADOW AMERICAN CLASSIC EDITION is a
unique moniker as applied to the goods derived from the
motorcycle and has no particular meaning to the public. It is
not descriptive of the goods. Please see the attached NEXIS
search in which we found neo usages of any combinations of this
mark in association with motorcycles. The consuming public is
not likely to associate this phrase ("American Classic Edition")
"as descriptive of motorcycles; rather, as discussed below, it
suggests a brand new model of a traditional large displacement
motorcycle for which there may have been many manufacturers {(over
80) in the last 100 years.

4. Applicant’s mark is not geographically deceptively

misdescriptive,

The Examining Attorney has refused registration because the

CATA97LA: 23795.1 2
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mark is "primarily geographically deceptively misdescriptive".

Applicant disagrees as the mark SHADOW AMERICAN CLASSIC
EDITION does not expressly state nor impliedly state that the
motorcycle is "made in America". It simply suggests that the
motorcycle is comprised of uncertain traditional elements of
large displacement motorcycles.

Ag stated in In_re House of Windsor, Inc., 221 USPQ 53, 55
{(TTAB 1983), "Where the mark comprises a geographical term but
the geographical meaning of the term is minor, obscure, remote or
unconnected with the goods, the mark is treated as an arbitrary
one and registration is permited...”

Applicant’s goods relate to a specific Honda motorcycle
model of the same name, and however are not an "American
Classic", they are a new "edition" of the Honda SHADOW
motorcycle, that combines uncertain traditional elements of
motorcycles such that it may suggest a classic type of motorcycle
previously sold by Honda and others in the United States.

The SHADOW is a widely recognized Honda motorcycle model
that has been sold by Honda for eighteen years (see attached
Registfation and brochure). Nothing in the mark implies that it
is made in America.

Nonetheless, without waiving the above objection, Applicant
confirms that the goods described in this application are in fact
made in the United States.

Accordingly, Applicant requests that the § 2(e) (3) objection

be withdrawn, and the mark be published for opposition.

DATASTLA: 23795.1 3
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! hereby
with the

service under 37 C,F.R. § 1.10 on the d
indicated below and ip-a

Commissioner for Tpe 5
Arlington, Virgin o |

By:

certify that this correspondence is being deposited
United States Postal Service “First Class Mail”

pnvelope add o: Assistant

k&, 2900 cz

Didid N. Makous: Reg. 29,559
Ny

Mark:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO ) Examining Attorney:
KABUSHIKI KAISHA ) Jacqueline A. Lavine
)
) Law Office 109
SHADOW AMERICAN CLASSIC }
EDITION )
)
Serial No.: 75/082470 )
)

Assistant Commissioner for Trademarks

2800

Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TO OFFICE ACTICN

Applicant has received and reviewed the Office Action dated

October 1, 1996, and hereby responds thereto.

AMENDMENT

Please amend the application as follows:

1. Please delete classes 14, 18 and 26 per the Request to

Divide Application.

DATASTLA: 23802.1
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2. Please change the designation of goods in Class 16 to
read in full:

"Printed matter in the nature of publications-to be

distributed to purchasers of Honda motorcycles."

3. Please change the designation of goods in Class 25 to
read in full:

"Clothing, namely shirts, sweatshirts, sweaters,

jackets, vests, pants, bandannas, belts, hats, gloves,

footwear, sold through authorized Honda motorcycle
dealers."
4. Please change the designation of goods in Class 28 to
read in full:

"Replicas of the SHADOW AMERICAN CLASSIC EDITION
motorcycle and accessories therefor sold by Applicant and its
authorized dealers."

REMARKS
I.

Applicant declines to accept the entire disclaimer,

Applicant agrees to disclaim "AMERICAN'" and "EDITION", apart
from the mark as shown. SHADOW AMERICAN CLASSIC EDI'_I‘ION is a
unique moniker as applied to the goods derived from the
motorcycle and has no particular meaning to the public. It is
not descriptive of the gocds. Please see the attached NEXIS
search in which we found no usages of any combinations of this
mark in association with motorcycles. The consuming public is

not likely to associate this phrase {"American Classic Edition")

PATASTLA: 23802.1 2
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as descriptive of motorcycles; rather, as discussed below, it
suggests a brand new model of a traditional large displacement
motorcycle for which there may have been many manufacturers (over

80) in the last 100 years.

II.

Applicant’s mark is not geographically deceptivel

misdescriptive.

The Examining Attorney has refused registration betause the
mark is "primarily geographically deceptively misdescriptive".

Applicant disagrees as the mark SHADOW AMERICAN CLASSIC
EDITION does not expressly state nor impliedly state that the
motorcycle is "made in America". It simply suggests that the
motorcycle is comprised of uncertain traditiconal elements of
large displacement motorcycles. I

As stated in In re House of Windsor, Inc., 221 USPQ 53, 5%

{TTAB 1983), "Where the mark comprises a gecgraphical term but
ﬁhe geographical meaning of the term is minor, obscure, remote or
unconnected with the goods, the mark is treated as an arbitrary
one and registration is permited..."”

Applicant’s goods relate to a specific Honda motorcycle
model of the same name, and however are not an "American
Classic", they are a new "edition" of the Honda SHADOW
metorcycle, that combines uncertain traditional elements of
motorcycles such that it may suggest a classic type of motorcycle

previously sold by Honda and others in the United States.

DATASTLA: 323802.1 3
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The SHADOW is a widély recognized Honda motorcycle model
that has been sold by Honda for eighteen years (see attached
Registration). Nothing in the mark implies that it is made in
America.

Nonetheless, without waiving the above objection, Applicant
confirms that the goods described in this application are in fact
made in the United States.

III.

Section 2(d} obiections

The Examining Attorney has further refused registration
because Applicant‘s mark, when used on or in connection with the
identified goods, so resembles the marks in U.S. Registration
Nos. 1,043,492; 1,645,004; 236,950; 1,624,940; 1,604,839;
1,348,246; 1,720,106; and 1,780,427 as to be likely to cause

confusion, or te cause mistake, or to deceive.

A. Class 25: The owner of cited_reference mark No.

1,624,940 has abandoned its registration

The § 8 affidavit was due for Reg. No. 1,624,940, on

- November 27, 1996. As of March 3, 1997, the Patent and Trademark
Office advised us that it has not received any such affidavit and
the registration will soon be declared abandoned. (see attached

Declaration of Laura B. Kaliser).

B. Class 25: The owner of cited reference mark No.

236,950 has abandoned its registration

DATATLA: 23802.1 4
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Upon Applicant’s information and belief, cited mark No.
236,950 is no longer in use by the owner (see attached
Declaration of Laura B. Kaliser). Applicant has therefore filed
a Petition for Cancellation of this mark, a copy of which is

attached hereto.

C. Class 16; Applicant’s mark is not confusingly similar

to the cited reference mark Nos. 1,645,004 and

1,043,492

Applicant’s mark SHADOW AMERICAN CLASSIC EDITION is not
likely to be confused with the mark THE SHADOW, Reg. No.
1,645,004 for '"posters, lithographs, comic books, and graphic
novels" and Reg. No. 1,043,492 for "novels in paperback form'".

When the goods of a cited mark are "not identical or
competitive, and are not related or marketed in such a way that
they would be encountered by the same people in situations that
could create the incorrect assumption that all goods come from
the same source . . . even where the marks are identical,

confusion is not likely." TMEP §1207.01 (citing In re Unilever

Ltd., 222 UsSpPQ 981, 983 (T.T.A.B. 1984)).

The goods of cited mark are based on THE SHADOW, a plainly
known and recognizable fictitiocus character in stories.
Applicant’s goods are based on the Honda motorcycle - SHADOW
AMERICAN CLASSIC EDITION. As discussed earlier, the motorcycle

is an edition of the widely known Honda SHADOW motorcycle. The

DATAITLA: 238021 5
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mark SHADOW has been in use by Honda for eighteen years (see
attached registration).

Applicant’s goods consist of publications to be distributed
only to purchasers of Honda motorcycles through direct mail or
through authorized Honda dealerships. This is a narrow and
specialized trade channel greatly differing from traditional
newsstands and magazine racks. There is no likelihood of

confusion.

D. Class 28: Apnplicant’s goods are unrelated to the goeods

identified in the cited marks in this extremely crowded
class and therefore not likely to cause confusion.

The Examining Attorney has cited the following marks as

being confusingly similar to Applicant‘s mark:

1. SHADOW - for "baseball gloves", Reg. No. 1,780,427
2. SHADOW - for "snow skiing device having a single
runner and a seat intended for use by paraplegics, a
water skiing device having a single ski and a seat
intended for use by paraplegics, and stationary
trainers for wheelchairs" Reg. No. 1,720,106

3. SHADOW - for. "children’s ride-on bouncing horse
toys", Reg. No. 1,604,839

4. SHADOW - for "golf clubs and golf club shafts",

Reg. No. 1,348,246

DATASTLA: 23B02.) 6
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The above marks are totally unrelated to Applicant’s mark,
SHADOW AMERICAN CLASSIC EDITION, for replicas of Honda‘’s SHADOW
AMERICAN CLASSIC EDITION motorcycle. As the above identical
marks have been allowed in the same class, the consuming public
is understood to be able to differentiate these many unrelated
products. Therefore, on the basis of the dissimilarity of the
goods, there is no likelihood of confusion.

Accordingly, Applicant requests that the § 2(d) objection be

withdrawn, and the mark be published for opposition.

Respectfully submitted,

LEWIS, D’AMATO, BRISB(QAS & BISGAARD

W LN

David N. Makous

LEWIS, D’/AMATO, BRISBOIS & BISGAARD
221 North Figueroca Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

DATA97LA: 23802.% 7
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Examining Attorney:

Jacqueline A.

Levine

Mark: SHADOW AMERICAN CLASSIC
EDITION Law Office 109

Serial No.: 75/082470

DECLARATICN OF LAURA B. KALISER IN SUPPORT
OF APPLICANT’S RESPONSE TO OFFICE ACTION

I, Laura B. Kaliser declare as follows:

1. I am an attorney licensed to practice in the State of
California, representing Applicant in this matter.

2. Oon March 3, 1997, I telephoned the Patent and Trademark
Office Trademark Assistance Center and asked them if a § 8
affidavit (due November 11, 1996) had been filed for Reg. No.
1,624,940. The unidentified man responding to my request stated
"no affidavit had been filed" and that the registration would
most likely be declared abandoned.

3. On March 3, 1997, I telephoned the corporate offices of
Warnaco Inc. and inquired as to whether the Trademark SHADOW was
still in use by Warnaco (Reg. No. 236,950). The unidentified
woman in the customer serv;ce department informed me that this
mark was no longer in use.

The undersigned being hereby warned that willful false

statements and the like so made are punishable by fine or

DATASTLA:  24273.1
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imprisonment, or both, under 18 U.S.C. 1001, declares that all
statements made of his own knowledge are true and all statements
made on information and belief are believed to be true.

Date: March J&, 1997 %/{/V): 3. Kd\x}\/Ab./

JLaura B. Kaliser
Attorney for Appllcant

DATAITLA: 24273.1 2
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UNITED STATES DEPARTMENT OF COMMERCE -
Patent and Trademark Office

SERIAL NO. _APPLICANT _ PAPER NO.
FE/ATTS4TE HINDA GRIKEN EINEYD ETC L
MARK
SHATOW AMERICAN CLASSIC ERITION ADDRESS:
Assistant Commissioner
[ADDRE S ACTION NO. for Trademarks
Vi N Makous s 2900 Crystai Drive
Cliis, I*'AMQTEZ‘, BRISEOIS & RBISEAARD, LLFE : -
o . - Arlington, VA 22202-3513
2N, Figusroa Stroszsh, Suine 122@ l SATE
H #H\;;‘_‘LE‘ . (A 0@z !.M:Ail: ‘Nﬁ.} [f no fees arc encloscd. the address should inctude the
words "Box Responses - No Fee
Please provide in all comespondence:
REF. NO.
1. Filing Date, serial number, mark and
Applicant's name.
FORM PTC-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE 2. Mailing date of this Office action.
e ey ) 3. Examining Attorney’s name and
TRADEMARK LAW DFFILD 14 Law Office number.
“EFIED Nuaber: PL/O52470A 4. Your telephone number and ZIP code.
t@rir SRALDIW AMERICAN CLASSIC EDITION
tHPlagze Flace on Upper Riaeh Dorrsrtd RECEIVED WITHIN 6
#Aaf ResmorEe o OFFLos Action ONLY ## 701D ABANDONMENT.

1 W PLHE CUNIYELITIILE U (0 CRIOME G LT VRIET il Babiily U Yuul FESLIUTGE, U label has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or

type the Trademark Law Office No., Serial No., and_Mark in the upper right corner of your

response.

RE: Serial Number: 75/082470

The assigned examining attorney has reviewed the referenced application and determined the
following,

Geographically deceptively misdescriptive refusal

The examining attorney refuses régistration on the Principal Register because the mark is primarily
geographically deceptively misdescriptive. Trademark Act Section 2(e)(3), 15 U.S.C. Section
1052(e)(3); TMEP section 1210.06. ’

A mark which, when used on or in connection with the applicant's goods or services, is primarily
geographically deceptively misdescriptive of them, is registrable upon a showing of acquired
distinctiveness under Trademark Act Section 2(f), 15 U.S.C. Section 1052(f), only if it became
distinctive of the goods or services in commierce before December 8, 1993, the date of the enactment
of the North American Free Trade Agreement Implementation Act, Public Law 103-182, 107 Stat.
2057. Similarly, such a mark, capable of distinguishing the applicant's goods or services, may be
registered on the Supplemental Register only if it has been in lawful use in commerce by the owner
since before December 8, 1993,

Applicant’s mark is SHADOW AMERICAN CLASSIC EDITION. This implies that the goods are
made in America. However, applicant is a foreign corporation. If the primary significance of a mark is
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75/082470 -2-

to indicate a geographic location which is neither obscure nor remote and the applicant's services are
performed, at least in part, in the location indicated, then the public is likely to believe that the
geographic term identiftes the place from which the services originate. /n re Chalk's International
Airlines, Inc., 21 USPQ2d 1637 (TTAB 1991). The applicant must indicate specifically whether any
aspect of the services will be rendered in, or will have any other connection with, the geographic
location named in the mark. 37 C.F.R. Section 2.61(b).

The public is likely to believe that the applicant's goods originate in the place named in the mark. /n
re Loew's Thearres, Inc., 769 F.2d 764, 226 USPQ 865 (Fed. Cir. 1985). The applicant must
explain where the goods will originate for the record. 37 C.F.R. Section 2.61(b).

Disclaimer Requirement

Should applicant prevail and overcome this refusal to registration, a disclaimer of AMERICAN
CLASSIC EDITION will be required as that is a descriptive phrase.

Prior Registrations

The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the marks in U.S. Registration Nos. 1,043,492, 1,645,004, 0236,950; 1,624940
1,604,839; 1,348,246; 1,720,106 and 1,780,427 as to be likely to cause confusion, or to cause
mistake, or to deceive. TMEP section 1207. See the enclosed registrations.

Registration Nos. 1,043,492 and 1,645,004 are cited against the goods in Class 16.
Registration Nos. 0236,950; 1,624940 are cited against Class 25.
Registration Nos. 1,604,839; 1,348,246, 1,720,106 and 1,780,427 are cited against Class 28.

There are to be no confusingly similar marks for Classes 14, 18 and 26.

Prior Pending Applications

The examining attorney encloses information regarding pending Application Serial Nos. 75/083,260
and 75/083261. The filing dates of the referenced applications precede the applicant's filing date.
There may be a likelihood of confusion between the applicant's mark and the referenced marks
under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). If one or more of the referenced
applications matures into a registration, the examining attorney may refuse registration in this case
under Section 2(d). 37 C.F.R. Section 2.83; TMEP section 1208.01. This applies to the Class 25
goods only.

Possible Responses
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The applicant may respond to the stated refusals by doing one of the following:
(1) amending the application to delete the class to which the refusal pertains;
(2) traversing the refusal of the combined application as a whole; or

(3) filing a request to divide the application, so that the mark may be published for
opposition in the class to which the refusal does not pertain (37 C.F.R. Section 2.87,
TMEP sections 1105.06 and 1113.03).

Please note, however, that failure to respond to a refusal which pertains to fewer than all classes in
an application will resuit in abandonment of the combined application in its entirety.

Informalities

If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities.

Additional Fees required

The application identifies goods that may be classified in several international classes. Effective
December 3, 1993, the filing fee is $245.00 for each class. 37 C.F.R. Section 2.6(a)(1). Therefore,
the applicant must either: (1) restrict the application to the number of classes covered by the fee
already paid, or (2) pay the required fee for each additional class. 37 C.F.R. Section 2.86(b); TMEP
sections 810.01 and 1113.01.

Identification of goods indefinite

The identification of goods is indefinite and requires amendment. Jewelry in Class 14 is acceptable.
However, in all the other classes, applicant must specifically list each item using the common
commercial name.

Please note that, while an application may be amended to clarify or limit the identification, additions
to the identification are not permitted. 37 C.F.R. Section 2.71(b); TMEP section 804.09.
Therefore, the applicant may not amend to include any goods or services that are not within the
scope of the goods and services recited in the present identification.
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If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

1
(9 “-cgliplhgps s 04 0\‘/ L.
Jacqueline A. Lavine
Senior Attorney, Law Office 109
(703) 308-9109 Ext. 145
(703) 308-7194 FAX

NOTE: The Trademark Office is committed to improving the quality of our service. The
Assistant Commissioner for Trademarks would like to have your comments and suggestions
on ways we can improve the quality of the examination process. In the event there are any
areas causing you recurrent problems, please let us know of them.

COMMENTS SHOULD NOT BE INCLUDED WITH THE RESPONSE TO AN OFFICE
ACTION, BUT SHOULD BE SENT IN A SEPARATE COMMUNICATION TO THE
FOLLOWING ADDRESS:

Office of Trademark Quality Review
¢/o Commissioner of Patents and Trademarks
Washington, DC 20231,

Please note that this address differs from the mailing address for the response to this
Office action.
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*+% User: EXB17099 *** Cer

Werd Mark
THE SHADOW

Goods/Services

IC 016; US 038; G & S:
FIRST USE IN COMMERCE:

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-038765

Fi.ling Date
1974.12.05

Registration Number
1043492

Registration -Date
1976.07.13

Owner Name/Address

. Number: 73038765 =**=»

NOVELS IN PAPERBACK FORM; FIRST USE: 1963.09.00;

1963.09.00

(REGISTRANT) CONDE NAST PURLICATIONS INC.,
MADISON AVE. NEW YORK NEW YORK 10017

QOwnar Name/Address

THE CORPORATION NEW YORK 350

(LAST LISTED OWNER) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK

350 MADISON AVENUE NEW YORK NEW YORK 10017

Prior US Registration
0534805

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit

SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15,

Renewal

15T RENEWAL 1996.05.16

**+ GSegrch: 7 *** Document Number: 178 **%*
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**%x [Jger: EX817099 *** Ser . Number: 73827363 il

Word Mark
THE SHADOW

Goods/Services
IC 0le; US 038B; G & S: POSTERS, LITHOGRAPHS, COMIC BOOKS, AND GRAPHIC
NOVELS; FIRST USE DATE: 1940.03.00; FIRST USE IN COMMERCE: 1940.03.00

Goods/Services
IC 009; US 036; G & S: PRERECORDED AUDIO CASSETTE TAPES AND PHONOGRAPH
RECORDS FEATURING STORIES FROM RADIO PROGRAMS; FIRST USE DATE:
1972.00.00; FIRST USE IN COMMERCE: 1972.00.00

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
73-827363

Filing Date
1989.09.25

Registration Number
1645004

Registration Date
1391.05.21

QOwner Name/Address
(REGISTRANT) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK 350
MADISON AVENUE NEW YORX NEW YORK 10017

Type of Mark
TRADEMARK

Register
PRINCIPAL

*4d* Saogrch: 7 *#*= Document Nurnber: 141 **w* HON 000542



*x*x% [Jser: EX817099 *** Seri; Number: 71251252 **»

Word Mark
SHADOW

Goods/Services
IC 025; US 039; G & §: CORSETS, GIRDLES, BRASSIERES [ , BANDEAUX,
COMBINATION CORSET-BRASSIERES, COMBINATION GIRDLE-BRASSIERES, COMBEINATION
CORSET-BANDEAUX, AND CCOMBINATION GIRDLE-BANDEAUX ]; FIRST USE DATE:
19826.11.01; FIRST USE IN COMMERCE: 1926.11.01

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
71-251252

Filing Date
1927.06.28

Change in Registration
CHANGE IN REGISTRATION HAS CCCURED

Registration Number
0236950

Registration Date
1527.12.27

Owner Name/Address
(REGISTRANT) WARNER BROTHERS COMPANY, THE CORPORATION CONNECTICUT 347
MADISON AVE. NEW YORK NEW YORK

Owner Name/Address
{LAST LISTED OWNER} WARNACO INC. CORPORATION BY CHANGE OF NAME FROM
DELAWARE 90 PARK AVENUE NEW YORK NEW YORK 10016

Type of Mark
TRADEMARK

Ragister
PRINCIPAL

Zenewal
3RD RENEWAL 1987.12.27

HON 000543

¥*** Search: 1 *** Document Number: 1 *+*



*+* UUser: EX817089 *** Ser . Number:

Word Mark
SHADQOWS

Goods/Services

73687586 ***

IC 025; US 039; G & S: MEN'S AND LADIES' TEE-SHIRTS; LADIES' TANK TOPS,

SLACKS AND SHORTS, CARDIGANS, HATS; FIRST USE DATE:

IN COMMERCE: 1984.01.18

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
73-687586

Filing Date
1587.10.02

Registration Number
1624540

Registration Date
1590.11.27

Owner Name/Address

1584.01.18; FIRST USE

(REGISTRANT) IKEDA, SHAYNE INDIVIDUAL UNITED STATES 743-C WAIAKAMILO ROAD

HONCLULU HAWAII 396817

Type of Mark
TRADEMARK

Registerx
PRINCIPAL

*++* Search: 5 **+* Document Number:

164

LR

HON 000544



e=r [User: EX817099 *** Seria” Number: 74003218 ***

-rd Mark
SHADOW

semds /Services
IC 028; US 022; G & S: CHILDREN'S RIDE-ON BQUNCING HORSE TOYS; FIRST USE:

1989.08.22; FIRST USE IN COMMERCE: 1989.08.22

wrk Drawing Code ;
(1} TYPED DRAWING

=2=2rial Number
74-003218

Iling Date
1989.11.16

amgistration Number
1604839

wmistration Date
19%0.07.03

m~ter Name/Address
(REGISTRANT) HEDSTROM CORP. CORPORATION ILLINOIS P.O. BOX 432 BEDFORD

PENNSYLVANIA 15522

Irner Name/Address
(LAST LISTED OWNER) HEDSTROM CORPORATION CORPCORATION DELAWARE SUNNEYSIDE

ROAD, BOX 432 BEDFORD PENNSYLVANIA 15522

‘wpe of Mark
TRADEMARK

=rgister
PRINCIPAL

£rfidavie
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

HON 000545
=v* Search: 2 *** Document Number: 1 ***




«x+ User: EX817099 *** Seri Number: 73504102 *** -

Word Mark
SHADOW

Soods/Services
IC 028; US 022; G & S§: GOLF CLUBS AND GOLF CLUB SHAFTS; FIRST USE DATE;
1983.09.20; FIRST USE IN COMMERCE: 1983.095.20

Mark Drawing Code _
(1} TYPED DRAWING

Serial Number
73-504102

Filing Date
1984.10.16

Registration Number
1348246

Registration Date
1985.07.09

Jwner Name/Address
(REGISTRANT) TI ACCLES AND POLLOCK LIMITED COMPANY UNITED KINGDOM PADDOCK
WORKS OLDBURY, WARLEY, WEST MIDLANS ENGLAND

Jwner Name/Address
{LAST LISTED OWNER) TI APCLLO LIMITED COMPANY ASSIGNEE OF UNITED KINGDOM

Tyre of Mark
TRADEMARK

Register
PRINCIPAL
Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

_ HON 000546
*** Segarch: 3 #*** Document Number: 1 *#=*




*xx [Jgser: EX817089 *** Serij Number: 74141861 ***

Word Mark
SHADOW

Soods/Services
IC 012; US 019; G & S: wheelchairs, racing wheelchairs, and sports
wheelchairs; FIRST USE DATE: 1981.02.19; FIRST USE IN COMMERCE:
1981.04.25

Socds/Services
IC 028; US 022; G & S: snow skiing device having a single runner and a
seat intended for use by paraplegics, a water skiing device having a
single ski and a seat intended for use by paraplegics, and stationary
trainers for wheelchairs; FIRST USE DATE: 1988.01.21; FIRST USE IN
COMMERCE: 1988.01.21

Mark Drawing Code
(1} TYPED DRAWING

Serial Number
74-~141861

Filing Date
1581.02.25

Registration Number
1720106

Registration Date
19%92.08.29

Owner Name/Address
{REGISTRANT) Magic In Motion, Inc. CORPCORATION WASHINGTON 20604 - 84th
Avenue Sc. Kent WASHINGTON 58032

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON 000547
*** Saearch: 4 *** Document Number: 1 ***



*%** User: EYR17099% *** Ser _ Number: 74323342 **~*

Word Mark
SHADOW

Goods/Services

IC 028; US 022; G & S: baseball gloves; FIRST USE DATE: 1992.07.00; FIRST
USE IN COMMERCE: 19%2.07.00

Mark Drawing Code
{(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Serial Number
74-323342

Filing Date
19%2.10.19

Registration Number
1780427

Registration Date
1993.07.06

Owner Name/Address
(REGISTRANT) GLOVESMITH, Inc. CORPORATION MISSQOURI 20 Village Plaza Arnold
MISSOURI 63010

Type of Mark
TRADEMARK

Register
PRINCIPAL

*** Search: 16 *** Document Number: 31 **w HON 000548



**¥*x [Jgey: EX817089 *** Ser . Number: 75083260 ***
Word Mark
SHADCOW-BIO

Goods/Services :
IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
75-083260

Fi.ing Date
1996.04.03

Owner Name/Address
{APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchenery, Ontario CANADA N2G 4J8 .

Secticn 44
SECT 44

Type of Mark
TRADEMARK

Reglister
PRINCIPAL

*** Search: 5 *** Document Number: 10 *** HON 000549
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Werd Mark
SHADOW

Goods/Services

IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75-083261

Filing Date
1996.04.03"

Owner Name/Address

(APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street

West Kitchener, Ontarioc CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Register
PRINCIPAL

*x*r Sagrch: § *** Document Number: 9 **=*

HON 000550



- FILING P  "EIPT FOR TRADEMA.RK APPLIC "ON Page 01 of 01

. . 05/15/96
Receipt on the DATE OF FILING of the application for registration and filing fees is acknowledged for the mark identified below. The DATE OF FILING

is contingenl upon the collection of any payment made by check or draft. Your application will be considered in the order in which il was received and
you will be notified as to the examination thereof. Correspondence should be expected from the Patent and Trademark Office in approximately

months. When inquiring aboutl this application, include the SERIAL NUMBER, DATE OF FILING, OWNER NAME, and MARK. 06

. TMPRE
David N. Makous
LEWIS, D'AMATO, BRISBOIS & BISGAARD, LLP ATTORNEY
221 N. Figueroa Street, Suite 1200 REFERENCE NUMBER

o '-\'.-
Los Angeles, CA 80012 AN

PLEASE REVIEW THE ACCURACY OF THE FILING RECEIPT DATA.

A request for correction to the notice of allowance should be submitted within 30 days to the following address: ASSISTANT COMMISSIONER FOR
TRADEMARKS, 2900 CRYSTAL DRIVE, ARLINGTON, VIRGINIA 22202-3513. The correspondence should be marked (o the atention of the Office

of Trademark Program Control. The Paicot and Trademark Office will review the request and make corrections when appropriate.

SERIAL NUMBER: 75/082470 DATE OF FILING: 04/02/1996
MARK: SHADOW AMERICAN CLASSIC EDITION

MARK TYPE(S): TRADEMARK

DRAWING TYPE: WORDS, LETTERS, OR NUMBERS IN TYPED FORM

SECTION 1(A): NO SECTION 1(B): YES SECTION 44: NO

ATTORNEY: David N. Makous

OWNER NAME: HONDA GIKEN KOGYO KABUSHIKI KAISHA
OWNER ADDRESS: 2—1-1 Minami—Aoyama, Minatc—Ku ‘

Tokyo 107

JAPAN

ENTITY: CORPORATION
CITIZENSHIP/DOMICILE: JAPAN

INTERANATIONAL CLASS DATE OF FIRST USE DATE OF FIRST USE IN COMMERCE

ONLY THOSE DATES OF USE AND CLASSES FILED UNDER SECTION 1(A) ARE LISTED

GOODS/SERVICES BY INTERNATIONAL CLASS

Olb—jewelry

016-paper goods and printed matter
018—1eather goods

025—¢clothing and footwear
026—fancy goods

028-toys and sporting goods

ALL OF THE GOODS{SERVICES IN EACH CLASS ARE LISTED

HON 000551

THPRPI AREv 87841 ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS



D2/929-110
COURT

1 hereby certify that this correspondence is being deposited

with the United States Postal Service "Expresa Mail Pest Office
to Addressee" service under 17 C.F.R. § 7.10 on the date
indicated below and in an envelope addressed to: Commissicner

of Patent Trademarks, Box ITU, 2900 Crystal Drave, Arlington,
Virginia @- 354 32

By:

! Raffi A. Nahabedian

Date Mailed: hpril 2, 1996

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
APPLICATION FOR REGISTRATION OF TRADEMARK ON PRINCIPAL REGISTER
[Intent-to-Use]

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA
(Honda Motor Co., Ltd.)

)

)

)

)

Address: 2-1-1 Minami-Aoyama, )
Minato-Ku, Tokyc 107, )

JAPAN ;

Mark: SHADOW AMERICAN CLASSIC )
EDITION )

)

I.C.: 14, 16, 18, 25, 26 & 28 )
)

TO THE ASSISTANT COMMISSIONER OF PATENTS AND TRADEMARKS:

TRANSMITTAL LETTER
Encleosed herewith and pertaining to the above-described Intent-
to-Use trademark application are the following documents/items:

1. Intent-to-Use Application for Registration of the mark
SHADOW AMERICAN CLASSIC.EDITION;

2. Drawing for the mark SHADOW AMERICAN CLASSIC EDITICN in
Internatiocnal Classes 14, 16, 18, 25, 26 & 28; and

3. A check in the amount of $245.00.

DATED: April 2, 1996 Respectfully submitted,
LEWIS, D’AaMATO, BRISBOIS & BISGAARD LLP

NS —

Raffi A. Nahabedian
Attorneys for Applicant

DATASELA: 32257.1

HON 000552



I hereby certify that this correspondence is being depcsited
with the United States Postal Service "Express Mail Post Office
te Addressee” service under 37 C.F.R. § 1.10 on the date
indicated below and in an envelcpe addressed to: Assistant

Commissj of Patents and Trademarks, Box ITU,
2900 Cr@ Dm Arlington, virginia 22202-3513
By:

Raffi A. Nahabedian

Date Mailed: M gL FL, 1446
e EF0B8LY997152US T —

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
APPLICATICN FOR REGISTRATION OF TRADEMARK ON PRINCIPAL REGISTER
[INTENT-TQ-USE]

Applicant: HONDA GIKEN KOGYO ) Mark: SHADOW AMERICAN
KABUSHIKI KAISHA ) CLASSIC EDITION
) .
{Honda Motor Co., Ltd.) ) I.C.: 14, 16, 18,
) 25, 26 & 28
Address: 2-1-1 Minami-Aoyama, )
Minato-Ku, Tokyo 107, )
JAPAN )
}
)

TO THE ASSISTANT COMMISSIONER OF PATENTS AND TRADEMARKS:

The above-identified Applicant, Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.), a Japanese corporation, requests
registration of the mark shown in the accompanying drawing in the
United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. 1051 et seqg., as

amended), for the following goods:

Int’l Class 14: "Jewelry"

DATASELA: 163231

HON 000553



Int’l Class 16: "Paper goods and printed matter"

Int’]l Class 18: "Leather goods"

Int‘l Class 25: "Clothing and footwear"
Int’l Class 26: "Fancy goods"

Int’l Class 28: "Toys and sporting goods"

Applicant has a bona fide intention to use the mark in
commerce in association with the above-identified goods (15 U.S.C.

1051 (b), as amended).

The mark will be used by applying it to the goods themselves

and in other ways customary in the trade.

DECLARATION

The undersigned being hereby. warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. 1001, and that such willful
false statements may jeopardize the wvalidity of the application or any
resulting registration, declares that he is properly authorized to
execute this application on behalf of the applicant; he believes the

applicant to be the owner of the trademark; to the best of his

DATAGELA: 163221 2

HON 000554




knowledge and belief no other persons, firm, corporation, or
association has the right teo use the above identified mark in
commerce, either in the identical form or in such near resemblance
thereto as may be likely, when applied to the goods or services of
such other person, to cause confusion, or to cause mistake, or to
deceive; and all statements made of his own knowledge are true and all

statements made on information and belief are believed to be true.

Applicant hereby appoints David N. Makous, Sarira D.
Alexander, Raffi A. Nahabedian, and each member of the firm of Lewis,
D’ Amato, Brisbois & Bisgaard, 221 North Figueroca Street, Suite 1200,
Los Angeles, California 90012, telephone number (213) 250-1800, its
principal attorneys to prosecute this application, to transact all
business in the Patent and Trademark Office in connection therewith,

to receive notification of acceptance, and any certificate issued.
DESIGNATION OF DOMESTIC REPRESENTATIVE

Applicant hereby designates David N. Makous, a resident of
the United States, at Lewis, D’Amato, Brisbois & Bisgaard, 221 North
Figueroa Street, Suite 1200, Los Angeles, California 90012, as its

domestic representative in all matters requi .85.C. §1051{e)

and 37 C.F.R. §2.24.

Dated: April / , 1996

Mr. é?éo Suzuki
Direcdtor, Honda Motor Co., Ltd.

LEWIS, D‘AMATO, BRISBOIS & BISGAARD, LLP
221 N. Figueroca Street, Suite 1200

Los Angeles, California 90012

(213) 250-1800

DATAS6LA: 16323.1 3

HON 000555



DRAWING
INTENT-TO-USE]

Applicant: Honda Giken Kogyo Kabushiki Kaisha
{(Honda Motor Co., Ltd.)
Address: 2-1-1 Minami-Acyama
Minato-Ku, Tokyo 107,
JAPAN
Mark: SHADOW AMERICAN CLASSIC EDITION
Goods: "Jewelry" (Int’l Class 14)

"Paper goods and printed matter" (Int‘l Class 16f

"Leather goods" (Int’l Class 18)
"Clothing and footwear" (Int’l Class 25)
"Fancy goods'" (Int’l Class 26)

"Toys and sporting goods" (Int’l Class 28)

SHADOW AMERICAN CLASSIC EDITION

DATADELA: 16323.1 4
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown int this certificate has been registered in the United States
Potent and Trademark Office fo the named registrant,

The records of the United States Patent and Trademark Office show that

an applicafion for registration of the Mark showe in this Certificate was filed in the .

Office; that the application was examined and determined 1o be in compiiance with
the requiraments of the law and with the regulations prescribed by the Divector of the
United States Patent and Trademark Office; and that the Applicant is entitled to
registration of the Mark under the Trudemark Act of 1946, es Amended.

A capy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10} years, unless

terminaied earlier as provided by law, and subject to compliance with the provisions
of Section & of the Trademark Act of 1946, as Amended,

Dl tor o ke Harted Sicres Pasent and Tradermm Qffice

EXHIBIT

21

C(:‘? APPLICANT'S
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Requirements for Maintaining a
Federal Trademark Registration

SECTION 8: AFFIDAVIT OF CONTINUED USE

The registration shall remain in force for 10 years, except that the
registration shall be canceled for failure to file an Affidavit of Continued
Use umcler Section 8 of the Trademark Act, 15 U.S.C. §1058, upon the
expiration of the following time periods: :

i) Atthe end of 6 years following the date of registration.

i) At the end of each successive 10-year pericd folloswing the gate of
registration. _

Fuilure to file a proper Section 8 Affidavi¢ at the appropriate tims will resultin the -
cancellation of the registration. ' ' -

SECTION 9: APPLICATION FOR RENEWAL _
The registration shall renain in force for 10 years, subject to the pravisions
of Section 8, except that the registration shall expire for failure to file an
Application for Renewal \nder Section 9 of the Trademark Act, 15 UsSC.

§1059, at the end of each suocessive 10-year period following the date of
registration.

Failure to file a proper Applivation for Ranewal at the appropriate time will result in
the expiration of the registralion.

maintain the registration.

T —
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1.7

Int. Cl: 16
Prior US. Cls.: 2, 5, 22, 23, 29, 37, 38, and 50
. _ - Reg. No. 2,582,475
United States Patent and Trademgrk Office  Repistered June 18, 2002
TRADEMARK
PRINCIPAL REGISTER
SHADOW

HMONDA GIKBN KOGYOQ K.ABUSIIIKI KAISHA FIRST USE &0-2000: IN COMMERCE 9-0-2000.

(JAPAN CORPORATION; .
2-1-1 MINAMI-AOYAMA
MINATO-KU .
5N 7H0R24®, FILED 4-2-1496.

TOKYO (07, JAPAN

FOR: PRINYED MATTER IN TIT NATURE QF

* PUBLICATIONS TO BC DISTRIBUTED TO FUR-
JACQUELING A. LAVINE, EXAMINING ATTOR-
NEY

CHASERS OF HONDA MOTORCYCLES, IV CLASS
16 (US. CLS. 2, 5. 22, 23, 29, 32, 38 AND ).

HONO018518
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UNITED STATES DEPARTMENT OF COMM .RCE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

May 7, 2002

NOTICE OF ACCEPTANCE OF STATEMENT OF USE

™109 ATTORNEY
LEWIS D’ AMATO BRISBOIS & BISGAARD LLP A\
291 N FIGUEROA ST STE 1200 QQ\
LOS ANGELES CA 90012 99

SERIAL NUMBER: 75/082469
MARK: SHADOW
OWNER: HONDA GIKEN KOGYO KABUSHIKI KAISHA

The statement of use filed in regard to the above-identified application has been accepted. This
acceptance signifies that the statement of use is accepted in all respects and that the mark is
entitled to be registered. Accordingly, the registration will issue in due course barring any
extraordinary circumstances.

HONO018519
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LEWIS, D’AMATO, BRISBOIS & BISGAARD vie

SAN DIEGO OFFICE
SUITE 800
BBO WEST "C~ STREET
SAN DIEGO, CALIFORNIA 82101
TELEFHONE (619) 233-1008

COSTA MESA OFFICE
SUITE 1400
880 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORNIA 92828
TELEPHONE (714) B46-0200

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSOME STREET
SAM FRANCISCO, CALIFORNIA 84104
TELEPHONE {415) 382-2680

NaNCY QUINTERO
PARALEGAL
CumecT DiaL: {213} 680-56123
E-MAIL: QUINTERO@LDBB.COM

VIA U.S. EXPRESS MAIL

LAWYERS INLAND EMPIRE OFFICE
TAI.CITY CORPORATE CENTRE
SUITE 1200 SUITE 600
850 EAST HOSPITALITY LANE
221 NQRATH FIGUERCA STREET SAN BERNARDINO. CALIFORNIA 92408

TELEPHONE (808} 387-11230
LOS ANGELES, CALIFORNIA 80012

SACRAMENTO OFFICE

TELEPHONE (213) 250-1800 SUITE 200
2500 VENTURE OAKS WAY
WWW.LDBB.COM SACRAMENTO, CALIFORNIA 98833

TELEPHONE (918) 564-5400

FACSIMILES:

LOS ANGELES; (213) 280-7800
SAN DIEGO: (B81%) 233-8827
COSTA MESA: {(714) 860-1030
SAN FRANCISCO: (415) 434.0882
SAN BEANARDINO: (908} 387-1138
SACRAMENTO: {8108) 564-5444

QUR FILE NO..

January 7, 2002 21929-112 -Q

Assistant Commissioner of Patents

and Trademarks
Box ITU
2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir or Madam:

fee, as follows:

Applicant:
Mark:
Serial No.:

Int’l. Class:

Filing Fee:

Enclosed is a Statement of Use, specimens, postcard and our check to cover the

Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)
SHADOW

75/082469

16

$100.00

Please date stamp the postcard and return it to our office upon receipt of this

correspondence.

LA2001:145828.1

Paralegal to David N. Makous, of
LEWIS, D’AMATO, BRISBOIS & BISGAARD LLP

HONO018520



I hereby certify that this correspondence is being deposited with
the United States Postal Service as "Express Mail Post Qffice to
Addressee” servicgdgpger 37 CFR § 1.10 on the date indicated

below and in an en¥e)lbpe addressed tor Assistant Cammissioner
af Patents and T{a Tz;ks. Box FEE, 2900 Crystal Drive,
Arlingtaon, Virgipdia 2202-35 v

. S /’“é

spress it o, ELEO2775941US
Date Mailed: ;!ﬂ! “ ’IL!H ! 3 & !&

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int'l Class: 16 21929-112

Mark: SHADOW

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

Applicant, Honda Giken Kogyé Kabushiki Kaisha, requests
registration of the above-identified trademark in the United
States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.s.C. § 1051 et seq.,

as amended).

LA2001:134710.1

HONO018521



Applicant is using the mark in commerce in connection
with the goods associated with Class 16 as identified in the
Notice of Allowance dated January 23, 2001, issued relative to

this application.

The mark was first used with the goods “printed matter
in the nature of publications to be distributed to purchasers of
Honda motorcycles” in International Class 16 at least as early as
September 2000; was first used in interstate commerce at least as

early as September 2000; and is now in use in such commerce with

these goods.

One (1) specimen showing the mark as used in

International Class 16 and in commerce 1is submitted with this

Statement of Use.

The fee prescribed by Section 2.6{(a)(3) is enclosed

herewith.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this Statement of Use on behalf of

LA2001:134710.1 2

HONO018522




the Applicant; he believes the Applicant to be the owner of the

trademark sought to be registered; the trademark is now in use in

commerce; and all statements made of his own knowledge are true

and a1l statements made on information and belief are believed to

be true.

Dated: January,é;;, 2002 By:

David N. Makous, Esg.

Lewis, D'Amato, Brisbhois & Bisgaard
221 No. Figuerca St., Ste. 1200

Los Angeles, California 90012
Telephone: (213) 250-1800
Facsimile: (213} 250-7900

LA2001:134710.1 3

. 7
Mr. Atsuyd§h37H§ o
Director,
Ltd.

otor Co.,

HONO018523






IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int'l Class: 16 21929-112

Mark: SHADOW

(Specimen Int'l Class 16)

LA2001:134710.1 4

HON018525



ATEMENT OF USE, FILING FEE by
ffice date stamp and return this

Honda Giken Kogyo Kabushiki Kaisha

75/082469
16

SHADOW
Janvary 7 ., 2002

21929-112

affixing hereon the Patent and Trademark O
card to our office. In re application of:
99LA-4825%0.1

Please acknowledge receipt of our ST

Applicant:
Serial No.:
Int'l. Class:
Our File No.:
Mailed:

Mark:
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N ' : /\\/U
UNITEL -TATES DEPARTMENT OF COMML.__E A 20
ASSISTANT COMMISSIONER FOR TRADEMARKS U\?/ {
2900 CRYSTAL DRIVE \Y ’\k
ARLINGTON, VIRGINIA 22202-3513 @ Q/
Oct 23, 2001
NOTICE OF APPROVAL OF EXTENSION REQUEST
ATTORNEY
TM109 .
DAVID N MAKOUS REFERENCE NUMBER:
LEWIS D' AMATO BRISBOIS & BISGAARD LLP
551 N FIGUEROA ST STE 1200
L0S ANGELES CA 90012
SERIAL NUMBER: 75/082469
MARK: SHADOW
OWNER: HONDA GIKEN KOGYO KABUSHIKI KAISHA
EXTENSION REQUEST NUMBER: 1 NOTICE OF ALLOWANCE BATE Jan 23, 2001

THE ABOVE NUMBERED EXTENSION REQUEST FOR FILING A STATEMENT OF USE HAS BEEN APPROVED BY
THIS CFFICE.

THE APPLICANT HAS UNTIL Jan 23, 2002 To FILE A STATEMENT OF USE OR BNOTHER EXTENSION
REQUEST. THE APPLICANT CAN FILE A TOTAL OF FIVE EXTENSION REQUESTS NOT TO EXCEED 36
MONTHS FROM THE NQTICE OF ALLOWANCE DATE.

IF THERE ARE ANY QUESTIONS REGARDING THIS NOTICE, PLEASE CONTACT THE TRADEMARK
ASSISTANCE CENTER AT (703)308-9000.

fi

HON018528

TMEXT2 @REV 7/98)




\ : })JNITED Sv'uﬁs' 0\99\/\\0
7' PATENT AND
P

22 TRADEMARK OFFICE

Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202.3513
www . usplo. gov

David N. Makous

Lewis D'Amato Brisbois & Bisgaard, LLP
221 N. Figueroa Street

Suite 1200

Los Angeles, CA 90012

Rev. No. 1
RE: Serial Number: 75/082469 . September 1. 2001
Applicant: Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)
Mark: SHADOW

Dear Mr. Makous

The Request to Divide the above identified trademark application has been received. For your
information, the cost for processing a Request to Divide is $100.00 for each new file created. If you
want to divide some, but not all, of the goods or services in a class, a new application fee of $325.00
must be submitted for each new application created, in addition to the $100.00 divisional fee. For
example, the fee for dividing within a class is $425.00, a new application fee of $325.00 plus a $100.00
divisional fee.

When a divisional request is filed together with a Statement of Use ($100 per class fee) and/or and
Extension of Time to File a Statement of Use ($150 per class). the fees for those documents must be
filed with the Request to Divide.

Accordingly, an additional fee

Please be advised thal youdfave thirty days from-+1€ mailing date of this letter to file the outstanding
fees. If the fee is not timely recEIved
10 its previous status.

ddivisional request will be denied and the file will be returned

l«h [ o 0‘! LS ot
ot : 1 ,
Frederick J. Turner . \;),:'!. et 2’,".1- ;__",L;f‘
Paralegal Specialist >
ITU/Divisional Unit
(703) 308-9550 ext. 219 o

HON013529



Please acknowledge receipt of cur TRANSMITTAL LETTER ENCLOSING
FEES OWED by affixing he-ecn the Patent and Tredemark Office date stamp
and rejurning it to our office. In re application of:

Applidant: Honda Giken Kogyo Kabushiki Kaisha
Mark: SHADOW
Classes: 25 & 28
i M " ’?
Sl e 1996 BN
File No.: 21929-112
Mailed: September 26, 2001 09-26-2001
U.S. Pamntd TMOTC/TM Mad Rept Dt 57

HONO018530
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HTH7 1)

Page : 001 /) /U

Date & Time: Aug-15-01 108:3lam
Line 1 :+ 213 660 5195
Wachine ID : Lewis, D'Amato, Brisbois & Blsgard

Canfirmation Report

Nbr. Jab Date Tiame Duration pgs To Dept.nbr Account Comm. code Status

561 563 Aug-16 10:24am  06/17 70387292583333333333 EC 502 @
—-‘_-’__—_
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A\
-88/16/81 13:33:33 PO 2136885195 B tFAX )\Ng C?-*’l*‘a}.’:"iaa1

Auto-Reply Facsimile Transmission U{&W \p“f
ot

To: Fax Sender at 2136805195 ‘L{-O'
From: United States Patent and Trademark Office

Fax information...
Date Received:  8/16/01 1:32:15 PM [Eastern Daylight Time]
Total Pages: 17 (including cover page)

DISCLAIMER: This facsimile transmission is part of a fax pilot program at the U.S. Patent and
Trademark Office designed to increase the ease and speed by which the Office can communicate. The
fax number used to transmit this document should not be used to submit responses to Office Actions or
any other official communications with the Patent and Trademark Office. This fax is only intended to
serve as a confirmation that a fax was received by this system and no other claims are made or implied.

Received
Cover ,
LEWIS, D’ AMATO, BRISBOIS & BISGAARD u»
Page .
ki e
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Uy M, TUAK MACRARENTOT 181 5 Bal-Besy
Samaronar August 18, 2001
AMBEET DiAd! (21 81 S8-FOLS I 1]
EARALLL TURREANS . S0 L
Phone Nuber Fox Numbar
Tae ™. Mad Tune (703) J08-9550 (797) ¥72-9258
Assiwamt Commissioncs of extosion 219
Patents und Tradamacis
ITU Diviss
From: Jeff Tk, Parsiagal @ {213) 530-3042
Pavis Malous
!
Pagw: 17
R 21929-112
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LEwis, D’ AMATO, BRISBOIS & BISGAARD wuir

SAN DIEGO QFFICE
SUITE 800
550 WEST "C" STREET
SAN DIEGC, CALIFORNIA 92101
TELEPHONE (810) 233-1008

COSTA MESA OFFICE
SUITE 1400
850 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORNIA 92828
TELEPHONE (714) 345-0200

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSOME STREET
SAN FRANCISCO, CALIFORNIA 04104
TELEPHONE (41%5) 362-2380

JEFF M. TURK
PARALEGAL
DIRECT DIAL: (213) 880-5048
E-MAIL: TURK@LDOBB.COM

LAWYERS
SUITE 1200

221 NORTH FIGUERQA STREET
LOS ANGELES, CALIFORNIA 80012

TELEPHONE (213) 250-1800
WWW,LDBB.COM

August 16, 2001

VIA FACSIMILE (703) 872-9258

Mr. Fred Tumer

Assistant Commissioner of Patents and Trademarks

Box ITU
2900 Crystal Drive

Arlington, Virginia 22202-3513

INLAND EMPIRE OFFICE
TAI-CITY CORPORATE CENTRE
SUITE BOO
480 EAST HOSPITALITY LANE

SAN BERNARDING, CALIFORANIA 82408

TELEPHONE (000Q) 387-1130

SACRAMENTO OFFICE
SUITE 200
2500 VENTURE OAKS WAY
SACRAMENTO. CALIFOANIA 035833
TELEPHONE {016) 5064-3400

FACSIMILES:

LOS ANGELES: (213) 230-7900
SAN DIEGO: (819) 233-8827
COSTA MESA: (714) 830-1030
SAN FRANCISCO: (415) 434-0882
SAN S8ERNARDINO: (20Q) 387-1138
SACRAMENTQ: {018) 504-3444

OUR FILE NG,
21020112

RE: Applicant: Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Mark; SHADOW
Serial No.:

75/082469

Int'l. Classes: 16, 25 & 28
Our File: 21929-112

Dear Mr. Tumner:

Pursuant to your telephone message of August 15, 2001, attached please find the

following documents originally filed on July 19, 2001 with the USPTO:

hal A o

Statement of Use with specimens for Classes 25 and 28,;

First Extension of Time to File Statement of Use for Class 16;
Request to Divide Application; and
Stamped PTO Card

Please do not hesitate to advise if you have any more questions.

LA201-00R842.1

Very truly yours,

aralegal to David N. Makous, of

LEWIS, D'AMATO, BRISBOIS & BISGAARD LLP

HONO018534




SAN DIEGO OFFICE
SUITE 800
880 WEST “C” STREET
SAN DIEGO. CALIFORNIA 22101
TELEPHONE (018) 233-1000

COSTA MESA OFFICE
SVITE 1400
850 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORNIA 92810
TELEPHONE (714) 543-0200

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSCOME STREET
SAN FRANCISCO, CALIFORNIA 4104
TELEFHONE (413) 382-2380

NANCY QUINTERO
PARALEGAL
DImECT DYAL: (213) 680-5123
E-MAIL: QUINTERO@BLDBB.COM

)
LEWIS, D’AMATO, BRISBOIS & BISGAARD w»

VIA U.S. EXPRESS MAIL

LAWYERS
SUITE 1200

221 NORTH FIGUEROA STREET
LOS ANGELES, CALIFORNIA G0012

TELEPHONE (213) 250-1800
WWW.LDBB.COM

Tuly 18, 2001

Assistant Commissioner of Patents

and Trademarks
Box ITU
2900 Crystal Dnive

Arlington, Virginia 22202-3513

Dear Sir or Madam:

©

INLANDO EMPIRE OFFICE
TRI-CITY CORPORATE CENTRE
SUITE 000
030 EAST HOSPITALITY LANE

SAN BERNARDINO, CALIFORNIA 2408

TELEPHONE (QO0) 387-1130

SACRAMENTO OFFICE
SUITE 200
2500 VENTURE QAKS WAY
SACRAMENTO, CALIFORNIA @5333
TELEPHONE {910) 584-5400

FACSIMILES:

LOS ANGELES: (213) 280-7000
SAN DIEGO: {@19) 233-8027
COSTA MESA: (714) 830-1030
SAN FRANCISCO: {413) 434-0882
SAN BERNARDING: (908) 337-1138
SACRAMENTO: {010) S04-3444

OUR FILE NO.
21829112

- Enclosed is a Statement of Use, specimens, postcard and our check to cover the

fee, as follows:

Applicant:  Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Mark: SHADOW
Serial No.: 75/082469
Int’l, Classes: 25 & 28
Filing Fee:  $200.00

Please date stamp the postcard and return it to our office upon receipt of this
correspondence.

Paralegal to'David’'N. Makous, of
LEWIS, D'AMATO, BRISBOIS & BISGAARD LLP

LA2001:77909.1

HONO018535



I hereby certify that this correspondence is being deposited with
the United States Postal Service as "Expreas Mail Post Office to
Addressee™ service undeg the date indicated
below and in an envelgh Assistant Commissioner
of Patents and Tradgfia 900 Crystal Drive,
Arlington, Virginld 4

mp%o.fmﬁiifﬁ"ﬁamuaasus_

Date Mailad: 1 ! ‘q !O |

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int']l Classes: 25 & 28 21929-112

Mark: SHADOW

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive

Arlington, Virginia 22202-3513

STATEMENT OF USE UNDER
37 C.F.R. 2.88 WITH DECLARATION

Bpplicant, Honda Giken Kogyo Kabushiki Kaisha, requests
registration of the above-identified trademark in the United
States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. § 1051 et seq.,

as amended) .

LA2001:72129.1

HONO18536



Applicant is using the mark in commerce in connection
with the goods identified in the Notice of Allowance dated

January 23, 2001, issued relative to this application.

The mark was first used with the goods “*clothing,
namely, shirts, sweatshirts, sweaters, Jjackets, vests, pants,
bandannas, belts, hats, gloves, footwear, sold through authorized
Honda motorcycle dealers” in International Class 25 at least as
early as July 1995; was first used in interstate commerce at
least as early as July 1995; and is now in use in such commerce

with these goods.

One (1) specimen showing the mark as used in
International Class 25 and in commerce is submitted with this

Statement of Use.

The mark was first used with the goods “metallic and
plastic replicas of the Shadow motorcycle sold by Hondﬁ and
accessories therefor” in International Class 28 at least as early
as February 1997; was first used in interstate commerce at least
as early as February 1997; and is now in use in such commerce

with these goods.

LA2001:72129.1 2

HON018537



One (1) specimen showing the mark as used in

International Class 28 and in commerce is submitted with this

Statement of Use.

The fee prescribed by Section 2.6(a) (3) is enclosed

herewith.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this Statement of Use on behalf of
the Applicant; he believes the Applicant to be the owner of the
trademark sought to be registered; the trademark is now in use in
commerce; and all statements made of his own knowledge are true
and all statements made on information and belief are believed to

be true.

Dated: ﬂglg 16,2001 By: @ﬁ?%ﬁ’f’"’
M. AtsuyosHi Wyogo
Director, Honda Motor Co.,

Ltd.

David N. Makous, Esq.

Lewis, D'Amato, Brisbois & Bisgaard
221 No. Figueroa St., Ste. 1200

Los Angeles, California 90012
Telephone: (213) 250-1800
Facsimile: (213) 250-7900

LA2001:72129.1 3

HONO018538



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int'l Classes: 25 & 28 21929-112

Mark: SHADOW

}
)
)
)
)
)
)
)
)
)
)
}
}

{Specimen Int'l Class 25)

LA2001:72129.1 4

HON018539
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

~In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1986

Docket No.

Int'l Classes: 25 & 28 21929-112

Mark: SHADOW

(Specimen Int'l Class 28)

Lp2001:72129.1 5

HON018541
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I hereby certify that this correspondence is being deposited with
the United States Postal Service as jExpress Mall Post QOffice to

Addressee™ service under 37 CFR § 0 on the date indicated

balow and in an envelppe agd
of Patents and Tradghapky
Arlington, Virginya Zg

By:

Dav + Makous
E;mpre:%:;.: E‘J \qq%lO%?. N S L2§

Date Mailed: July ‘q:2001

Asgjistant Commissioner
E, 2900 Crystal Drive,

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.)

Serial No. 75/082469
Filed: April 2, 1996

Docket No.

Int'l Class: 16 21929-112

Mark: SHADOW

N Yt Vs Nt Nt S e S gt Same? Nt gt Mgt

Assistant Commissioner of Patents and Trademarks
Box ITU - FEE

2900 Crystal Drive )

Arlington, Virginia 22202-3513

FIRST REQUEST FOR EXTENSTON OF TIME
UNDER 37 C.F.R. 2.89 TO FILE

STATEMENT OF "USE
Sir:

Applicant requests a six-month extension of time to
file the Statement of Use under 37 C.F.R. § 2.89. Applicant has
a continued bona fide intention to use the mark in commerce in
connection with the goods in Class 16 as identified in the Notice

of Allowance in the above-identified application,

Ln2001;:72685.1

HON018543



This is the first request for an Extension of Time

following the mailing of the Notice of Allowance dated January

23, 2001.

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment or both, under 18 U.S.C. § 1001, and that such
willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he is
properly authorized to execute this First Request For Extension

of Time To File a Statement of Use on behalf of the applicant; he

believes the applicant to be entitled to use the mark sought to
be registered; and all statements made of his own knowledge are
true and all statements made on information and belief are

believed to be true.

Executed this |(,” day of July 2001, at Torrance,

California.

Honda Giken Kogyo Kabushiki Kaisha
{Honda Motor Co., Ltd.)

By: %W
Mr & AtSuyoshi yﬁyo
o

Director, Honda tor Co., Ltd.

David N. Makous, Esq.

lewis, D'Amato, Brisbois & Bisgaard LLP
221 No. Figueroa St., Ste. 1200

lLos Angeles, California 90012
Telephone: (213) 250-1800

Facsimile: (213) 250-7900

LA2001:72685.1 2

HONO018544
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1 hereby certify that this correapondence is being depomed with the
United States Postal Service 'Expmu Mail” service under K

37CFR|lIOonthn b gy and in an eavelope
ix issipgér fof 2 rademarks,
e , Arlington VA 22202-3513

AunBoxlTU FEE

by:

id N. Mal
Dats ed: b

Bxpress Mait No. _E= J\AH B1032503

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of

Honda Giken Kogyo Kabushiki Kaisha

(Honda Motor Co., Ltd.)

Serial No. 75/082469 Docket No.
21929-112

Filed: April 2, 1996
Int’l Classes: 16, 25 & 28

Mark: SHADOW

L R R . A i i

Assistant Commissioner for Trademarks
Box ITU

2900 Crystal Drive

Arlington, Virginia 22202-3513

REQUEST TO DIVIDE APPLICATION

Pursuant to the Trademark Manual of Examining Procedure §1105.06 and 37 C.F.R.
§2.87, Applicant respectfully requests that the above-identified application be divided as

follows:

LA2001:77925.1

HONO01854




Applicant respectfully requests International Class 16 be divided out into a separate

application, and, a Statement of Use for Classes 25 and 28 is enclosed herewith.

In addition, Applicant requests International Class 16 to be kept in the originally filed

application, and, an extension of time to file a Statement of Use for said class is enclosed

herewith.
Enclosed is the $100.00 fee for the divisional.

Respectfully submitted,
LEWIS, D' TO, BRISBOIS & BISGAARD

Dated: Jul{ _gOOI By

avid N. Makous
Attorney for Applicant

DAVID N. MAKOUS

LEWIS, D'AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200

Los Angeles, California 90012

Telephone No. (213) 250-1800

Facsimile No. (213) 250-7900

Lh2001:77925.1

HON018547
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Please acknowledge receipt of vue Sigtameat of Use, el Request for
Extension of Thme to File a Statement of Use, and Roques? ta Divide by
affixing hereon the Patent and Trademark Office date stamp end return this
card to our office. In re application of:

Mark: SHADOW

Applicant: Honda Giken Kogyo Kabushiki Kaisha
Serial No.: 751082469

Int’l. Classes: 25 & 28

Our File No.: 21929-112

Madled: ryf 2o 'HUBNNAEIRATISIT

07-19-2001
U.5. Ratsnth TMOIS/TM MalL Rept Ot #71
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LEWIS, D’ AMATO, BRISBOIS & BISGAARD wi»

AN DIEGQ OFFICE
SUITE 800

820 WEST "C~ STREET
SAN DIEGO, CALIFORNIA 82101
TELEPHONE (810) 233-1008

COSTA MESA QFFICE
SUITE 1400
830 TOWN CENTER DRIVE
CENTER TOWER BUILDING
COSTA MESA, CALIFORANIA G2828
TELEPHONE (714) 545-Q200

SAN FRANCISCO OFFICE
SUITE 1400
ONE SANSOME STREET
SAN FRANCISCO, CALIFORNIA ©4104
TELEPHONE {415) 382-2580

JEFF M. TURK
PARALEGAL
DiIAECT DiAL: {(213) 880-5048
E-MAIL: TURK@LDBB.COM

To: Mr. Fred Turner
Assistant Commissioner of

LAWYERS
SUITE 1200
221 NORTH FIGUERQA STREET
LOS ANGELES, CALIFORNIA 90012
TELEPHONE {213) 250-1800

WWW.LDBEB.COM

August 16, 2001

Phone Number

(703) 308-9550
extension 219

Patents and Trademarks

ITU Davision,

From: Jeff Turk, Paralegal to (213) 680-5048
David Makous

Pages: 17

Re: 21929-112

Message:

INLAND EMPIRE OFFICE
TRI-CITY CORPORATE CENTRE
SUTE 800
830 EAST HOSPITALITY LANE
SAN BERNARDINO, CALIFORNIA Q2408
TELEPHONE (009) 387-1130

SACRAMENTC OFFICE
SUITE 200
2300 VENTURE OAKS WAY
SACRAMENTCO, CALIFORNIA 93833
TELEPHONE (918) 584-5400

FACSIMILES:

LOS ANGELES: (213) 250-7800
SAN DIEGO: {819) 232.8027
COSTA MESA: (714) BS0-10230
SAN FRANCISCO: (413) 434-0882
SAN BERNARDING: (00G) 387-1138
SACRAMENTO: {910) 504-3444

21929-112
7
Fax Number

(703) 872-9258

PLEASE CALL (213) 250-1800 IMMEDIATELY IF THERE ARE ANY PROBLEMS WITH THIS TRANSMISSION.

The information containad in this facsimile message s intended only for the personal and confidential use of the designated recipients
named above. This message may be an attormey-client communication, and 35 such, is privileged and confidential. If the reader of
this message is Nt the intended recipient or an agent responsible for delivering it to the intended recipient, you are hereby natified
that you have received this docurment in ermor, and that any review, dissemination, distribution, or copying of this message is strictly

prohibited. February 5, 2001

LA2001:6635.1
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Page 01 of OI
|
U.S. Patent and Trademark Office (PTO) |
{NOTE: 1l any duta on this notice is incorrcct. pleasc submit a wnitlen request for correctivmn o the NOA o Assistant Comnussioner for Trademarks,
Box 1TU, 2900 Crystal Drive. Arlington. VA 22202-3%13. Please include the serial number ol your application on ALL eorrespondence with the PTO.

15 U.S.C. 1063(bH2))
ISSUE DATE OF NOA: Jan 23, 2001

7,
DAVIO N MAKOUS 17/¢i} L
25/

LEWIS D'AMATO BRISBOIS & BISGAARD LLP
221 N FIGUEROA ST STE 1200
LDS ANGELES CA 90012 /

e

The following information should be reviewed for accuracy:

SERIAL NUMBER: 75/082469

MARK: SHADOW

OWNER: HONDA GIKEN KOGYO KABUSHIKI KAISHA
2—=1-1 Minami—Aoyama
Minato—Ku

Tokyo 107, JAPAN

This application has the following bases, but not necessarily for all listed goods/services:
Section 1(a): Section 1(b): YES Sectlon Ly (e) :

GOODS/SERVICES BY INTERNATIONAL CLASS

Ol6-printed matter in the nature of publications to be distributed to purchasers of Honda
motorcycles

025—clothing, namely, shirts, sweatshirts, sweaters, jackets, vests, pants, bandannas,
belts, hats, gloves, footwear, sold through authorized Honda motorcycle dealers

028-metallic and plastic replicas of the Shadow motorcycle sold by Honds and accessories

therefor
"ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HONO018551

THPARY trosan ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS



UNITED. STATES: “ARTMENT OF COMMERCE
Patent and Trad.....rk Office

ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 Crystal Drive
Arlington, Virginia 22202-3513

Sep 29, 2000

L1929 ~1] &

NOTICE OF PUBLICATION UNDER 12{a)

1. Serial No.: 2. Mark:
75/082,469 SHADOW
3. International Class{esk
16, 25, 28 ¢
4. Publication Date: 5. Applicant: .
Oct 31, 2000 HONDA GIKEN KOGYD KABUSHIKI KAISHA

The mark of the application identified appears to be entitled to registration. The
mark will, in accordance with Section 12(a) of the Trademark Act of 19486, as
amended, be published in the Official Gazette on the date indicated above for the
purpose of opposition by any person who believes he will be damaged by the
registration of the mark. If no opposition is filed within the time specified by
Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules,
the Commissioner of Patents and Trademarks may issue a notice of allowance
pursuant to section 13(b} of the Statute. :

Copies of the trademark portion of the Official Gazette containing the publication
of the mark may be cbtained from:

The Superintendent of Documents
UU.S. Government Printing Office
FO Box 371954 _
Pittsburgh, PA 15250-7954
Phone: (202)512-1800

By direction of the Commissioner.

HONO018552




Please acknowledge receipt of our Response to Office Action by affixing
bereon the Patent and Trademark Office date stamp and return this card to our

office. In re application of:

Mark: SHADOW

Applicant: Honda Giken Kogyoe Kabushiki Kaisha

S/N: 75/082469

("lasses: 16, 25, 28

Cur File No.: 21929-112 ‘ '
W atled June 27, 200 M

08-30-2000

U.8. Pamnt & TMOfe/TM Mall Rept Dt #68

HONO018553




I hereby certify that this correspondence is being deposited with the

United States Postal Service “First Class Mail” service under
47 CFR § 1.8 on the dated indicated below and in an envelope
addressed to: Assistant Commissioner ofy Patents and Trademarks,

Attenticn: fice 2990/Cdysfal Drive,
Arlingtcn VA,[2220 -3513
by: : : CZ /

paniel C. DeCarlo

June 27, 2000

Date Mailed:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA
(Honda Motor Co., Ltd.}

Mark: SHADOW
Serial No.: 75/082460
Class: 16, 25, 28

Filing Date: April 2, 1996

To the Assistant Commissioner for Trademarks

2900 Crystal Drive
arlington, VA 22202-3513

et Tt s Mt mat mt et Temet e St

Examining Attorney:
Jaccueline A. Lavine

Law Office 109

Qur File No.:21929-112

RESPONSE TO OFFICE ACTION

APPLICANT REQUESTS THAT THIS MATTER BE REMOVED FROM THE

INACTIVE STATUS AND REACTIVATED FOR PROSECUTION,

This application was initially filed on April 2, 1996. The

LAZ000:47830.1
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application now concerns the goods as identified in Class 16, 25 and
28,

2. The Applicant filed a response toO the Office Action of
March 4, 1997.Y The Examiner had previously cited the trademark
registration SHADOW (Registration No. 236,950) as a block to
applicant’s efforts to register its mark in Class 25. As a
consequence, Applicant filed a petition to cancel Registration No.
236,950 and as a result this matter was stayed pending the outcome of
that petition to cancel.

3. The petition to cancel has since been withdrawn and as such
it is requested that this matter be placed on active status and that

the application be published for opposition.¥

REGISTRATION NO. 236,950 DOES NOT CREATE A LIKELIHOOD OF CONFUSION.

Applicant will not repeat its arguments put forth in its
original Response to Office Action filed on March 4, 1997.
Concerning Registration No. 236,950 for SHADOW, a mark which the
Examiner cited as a block, the owner of 'said mark, has agreed that
there is no likelihood of confusion as between Applicant’s proposed

registration and the other registration. As such, there is no

Y apttached hereto as Exhibit "A" is a true and accurate
copy of Applicant’s Response to Office Action filed on March 7,
1997.

2/ attached hereto as Exhibit "B" is a true and accurate
copy of "Petitioner’s Notice of Withdrawal Petition to Cancel
Py .
Without Prejudice.™"

LA2000:47830.1 2
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likelihood of confusion as to Applicant’s proposed mark and

Registration No. 236,950.

CONCLUSTION

For the aforementioned reasons, Applicant contends that the
application is in condition to be published for opposition and

requests that the examiner so publish the mark.

Dated: Juneﬁ;’7, 2000 Respectfully submitted,

oY

LEWIS, D'AMATO, BRIS{B@IS & BISGAARD LLP
m 3 ;

BY

Danlel c\ DeCarlo ~

Daniel C. DeCarlo, Esqg.
LEWIS, D‘AMATO, BRISBOIS & BISGAARD LLP

221 N. Figueroa Street, Suite 1200
Log Angeles, CA 90012 Telephone: (213) 250-1800

LA2000:47630.1 3
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Please acknowledge receipt of our RESPONSE TO
OFFICE ACTION by affixing hereon the Patent

and Trademark Office date stamp and return

this card to our office. 1In re application '
of: |

Applicant: HONDA GIKEN KO -
KABUSHIKI KAIZH®

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Mailed: March 4, 199 1%

HON018557
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1 hereby certify that this correspondence 18 being depos;ted
«ith the United States Postal Service "First Class Maii”

service under 37 C.F.R. § 1.10 on the
indicated below and_J..Q an envelope a?zssed to: Assistant
Commissioner for T ade 2900 Crysta rive,
Arlingten, erg.u{/l Zzsﬁ
Hy: ,!'jj

.~ David ﬂ Makous, Reg. 25,559

Date r@ﬁe’é:j ‘ 3 /Af /7 7
A B

F1IF1-1}~

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYOQ
KABUSHIKI KAISHA

)
)
)
)
Mark: SHADOW )
)
Serial No.: 75/082469 )

)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TO OFFICE ACTION

Law Office 109

Examining Attorney:
Jacqueline A. Lavine

Applicant has received and reviewed the Office Action dated

September 10, 1996, and hereby respoﬁds thereto.

AMENDMENT

Please amend the application as follows:

1. Please delete classes 14, 18 and 26 per the Request to

Divide Application.

DATASTLA: 173731

HONO018558
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2. Please change the designation of goods in Class 16 to
read in full:
"printed matter in the nature of publications to be
distributed to purchasers of Honda motorcycles."
3. Please change the designation of goods in Class 25 to
read in full:
"Clothing, namely shirts, sweatshirts, sweaters,
jackets, vests, pants, bandannas, belts, hats, gloves,
footwear, sold through authorized Honda motorcycle
dealers."
4. DPlease change the designation of goods in Class 28 to
read in full:
“"Metallic and plastic replicas of the SHADOW motorcycle

sold by Honda and accessories therefor."
REMARKS

The Examining Attorney has refused registration because
Applicant’s mark, when used on or in connection with the
identified goods, so resembles the marks in U.S. Registration
Nos. 1,043,492; 1,645,004; 236,950; 1,624,940; 1,604,839;
1,348,246; 1,720,106; and 1,780,427 as to be likely to cause

confusion, or to cause mistake, or to deceive.

A, Cclass 25: ‘The owner of cited reference-mark No. 1,624,940

has abandoned its registration

DATAS7LA: 17373.1 2

HONO018559
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The § 8 affidavit was due for Reg. No. 1,624,940, on
November 27, 1996. As of March 3, 1987, the Patent and Trademark
Of fice advised us that it has not received any such affidavit and
the registration will soon be declared abandoned. (see attached

Declaration of Laura B. Kaliser).

B. Class 25: The owner of cited reference mark No. 236,950 has

abandoned its regigtration

Upon Applicant’s information and belief, cited mark No.
236,950 is no longer in use by the owner (see attached
Declaration of Laura B. Kaliser). Applicant is therefore filing
a Petition for Cancellation of this mark along with this Response

to Office Action.

C. Class 16: Applicant’s mark is not confusingly similar to

the cited reference mark Nos. 1,645,004 and 1,043,492

Applicant’s mark SHADOW is not likely to be confused with
the mark THE SHADOW, Reg. No. 1,645,004 for “"posters,
lithographs, comic books, and graphic novels" and Reg. No.
1,043,492 for "novels in paperback form".

When the goods of a cited mark are "not identical or
competitive, and are not related or marketed in such a way that
they would be encountered by the same people -in situations that

could create the incorrect assumption that all goods come from

OATASTLA: 17373.1 3

HON018560




3 U
the same source . . . even where the marks are identical,
confusion is not likely." TMEP §1207.01 (citing In re Unilever

Ltd., 222 USPQ %81, 983 (T.T.A.B. 1584)).

Applicant’s goods consist of publications to be distributed
only to purchasers of Honda motorcycles through direct mail or
through authorized Honda dealerships. This is a narrow and
specialized trade channel greatly differing from traditional
newsstands and magazine racks. There is no likelihood of

confusicn.

‘b. Class 28: Applicant’s goods are unrelated to the aoods

identified in the cited marks in this extremely crowded class and
therefore not likely to cause confusion.

The Examining Attorney has cited the following marks as

being confusingly similar to Applicant’s mark:

1. SHADOW - for "baseball gloves", Reg. No. 1,780,427
2. SHADOW - for "snow skiing device having a single
runner and a seat intended for use by paraplegics, a
water skiing device having a single ski and a seat
intended for use by paraplegics, and stationary
trainers for wheelchairs" Reg. No. 1,720,106

3. SHADOW - for "children’s ride-on bouncing horse

toys", Reg. No. 1,604,839

DATASTLA: 173731 4

HON018561



4. SHADOW

Reg. No.

The above marks
SHADOW, for replicas

identical marks have

3

- for "golf clubs and golf club shafts"

i,348,246

are totally unrelated to Applicant’s mark,
of Honda‘’s SHADOW motorcycle. As the above

been allowed in the same class, the

consuming pﬁblic is understood to be able to differentiate these

many unrelated products. Therefore, on the basis of the

dissimilarity of the

goods, there is no likelihood of confusion.

Accordingly, Applicant requests that the § 2(d) objection be

withdrawn, and the mark be published for opposition.

Respectfully submitted,

LEWIS, D’AMATO, BRISEO & BISGAARD
byy

D%v1d N. Makous

LEWIS, D/AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

DATASTLA: 17373.1

HON018562
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Mark: SHADOW

Registration No. - 236,850

Petitioner: American Honda Motor Co., Inec.
Cancellation No.: 26-171

Our File No.: 21929-112

Mailed: May 10, 2000

LT T—

05-16-2000
U.E, Patnt g TMCtermy Mal Reptpe 20
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[ hereby certify that this correspondence is being deposited with the
United States Postal Service “First Cluss Mail™ service under

37 CFR § 1.8 on the dited indicated below and i in envelope
addressed 10: Agsistam Commissioner of Patents and Trademarks,
2900 Crysial Dfive. Arlingtord VA 2220235

by:

Durriel C. D;‘CUl'il‘

5
Date Mailed: May 10, 2000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AMERICAN HONDA MOTOR CO., ) Cancellation No. 26-171
INC. : )
) Trademark: SHADOW
Petitioner, ) Registration No.236,950
) )
vs. )
)
WARNACO, INC., ) Our File No.: 21929-112
)
Registrant. )
)

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

PETITIONER’S NOTICE OF WITHDRAWAL OF PETITION TO

CANCEL WITHOUT PREJUDICE

Petitioner American Honda Motor Co., Inc., filed a Petition for

Cancellation of the mark SHADOW, Registration No. 236,950. Pursuant

LA2000:34328.1

HONO018564
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to 37 C.F.R. § 2.114(c), Petitioner hereby withdraws its Petition to

Cancel without prejudice.

Dated: May 8, 2000 Respeccfully submitted,
LEWIS, D'AMATO, BRISBOIS ﬂARD LLP
By:

Daniel C. IbeCarlo

Daniel C. DeCarlo, Esqg.

LEWIS, D’AMATO, BRISBOIS & BISGAARD LLP
221 N. Figueroca Street, Suite 1200

Los Angeles, CA 90012

(213) 250-1800

LA2000:34328.1 2
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PROOF OF SERVICE

STATE OF CALIFCRNIA, COUNTY OF LOS ANGELES

1 am employed in the County of Los Angeles, State of California.
I am over the age of 18 and not a party to the within acticn. My
business address is 221 North Figueroa Street, Suite 1200, Los
Angeles, California 9001lz.

On May 10, 2000, I served the foregoing document described as
PETITIONER’S NOTICE OF WITHDRAWAL OF PETITION TO CANCEL WITHOUT
PREJUDICE on all interested parties in this action by placing [X] a
true copy [ ] the original thereof enclosed in sealed envelopes

addressed as follows:

Beth Kotran, Esqg.
Amster, Rothstein & Ebenstein
90 Park Avenue

New York, New York 10016

[(X] (BY MAIL, 1013a, 2015.5 C.C.P.)

{Xx] I deposited such envelope in the mail at Los Angeles,
California. The envelope was mailed with postage thereon fully

prepaid.

[X] (STATE) I declare under penalty of perjury under the laws of
the State of California that the above is true and correct.

Executed on May 10, 2000, at Los Angeles, California.

Cplii [pnimoar

le Contreras

PROOF . FRM

HONO018566




EXHIBIT A

CONSENT AGREEMENT

This agreement in entered into by and between Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.) (hereinafter “Honda™), a Japanese corporation with its
principal offices at 2-1 Minami-Aoyama, Minato-Ku, Tokyo 107, Japan; Warnaco, inc. a
Delaware corporation with its principal offices at 90 Park Avenue, New York, New York
10016; and Warnaco U.S., Inc., a Delaware corporation with its principal offices at 470
Wheelers Farms Road, Milford, Connecticut 06460 (collectively or individually,
“Warnaco”).

A. Warnaco is the owner of the mark SHADOW (United States Registration
No. 236,950 issued on December 27, 1927) for “corsets, girdles, brasiers, combination
corset-bandeaux and combination girdle bandeaux.”

B. Honda is the applicant for the United States Trademark Application, Serial
No. 75/082,469 filed April 2, 1996 for the rademark SHADOW for “jewelry” in Class 14;
“printed matter in the nature of publicatons to be distributed to purchasers of Honda
motorcycles” in Class 16; “leather goods” in Class 18; “clothing, namely shirts,
sweatshirts, sweaters, jackets, vests, pants, bandannas, belts, hats, gloves, footwear, sold
through Honda rﬁotorcycle dealers” in Class 25; “metallic and plastic replicas of the
"~ SHADOW motorcycle sold by Honda and accessories therefore” in Class 28.

C. After careful consideradon, investigation and discussion, the pardes agree

that there is no likelihood of confusion between Honda's proposéd usage and registration

114546.1
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of SHADOW as described in “B” above with the goods described in Wamaco’s trademark

registration (No. 236,950), identified in “A” above.

WARNACO U.S. C. WARNAC

HONDA, GIKEN, KOGYO, KABUSHIKI, KAISHA
(HONDA MOTOR COMPANY, LTD.)

By
Its:

114546.1
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cc:

Laura Cuddy, Esg.
Honda North America,
700 Van Ness Avenue
Building 300-2-ID
Torrance, CA 90501

LA2000:47830.2

Inc.

HONO018569
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- UNITED & ATES DEPARTMENT OF CQ*"MERCE

. catent and Trademark Office

Q/,\\L
e

SERIAL NO. APPLICANT
ZE5/08246% HONDA GIKEN EOGYD EABLUSHIKI EAISHA PAPER NO.
MARK
. . Assistant Commissioner
=) +
A;;:)ARLE;{; for Trademarks
JUIES - ACTION NO. 2900 Crystal Drive
DAVID N MaECIS 02 Arlington, VA 22202-3513
LEWIS [ ANMATO BRISRIIS & BISGARARD LLF
221 N FIGUERCA ST STE 1200 MAILING DAT ords ‘o Resporses Mo Fea o
LS ANGELES A 20012 C!J £E/132/9 / Please providcpion all com:spo ndence: :
REF. NO, | 1. Filing Date, serial number, mark and :
Applicant’s name. !
2. Mailing date of this action.
FORM PT0-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE | ‘;"} 10 I Gl 7 3. fj"i“gg‘i ‘::;’;‘;Y‘ aams and

4. Your telephone number and Z{P code.

RE: Serial Number: 75/082469

[] The examining attorney has searched the Office records and

has found no similar registered mark which would bar
registration under Trademark Act Section 2(d), 15 U.S.C.
Section 1052(d). TMEP section 1105.01.

[X] 1. Action on this application is suspended pending the
disposition of:

[X] Cancellation No(s)_for Reg. No. 236,950

(1 Opposition No(s).
{] Civil Action No(s).
{] Concurrent Use No(s).
If the applicant is a party to the above proceeding, the
applicant should advise the Examining Attorney of the
outcome of the proceeding when it is terminated.

[1 Application Senal No(s).

Since applicant's effective filing date is subsequent to the
effective filing date of the above-identified application(s),
the latter, if and when it registers, may be cited against this
application. See 37 CF.R. §2.83. A copy of information
relevant to this pending application(s) O is attached O was
sent previously.

The applicant may request that the application be removed

from suspension by presenting arguments related to the potential

conflict between the relevant applications or

other arguments related the ground for suspension. The
applicant's election to present or not to present arguments
at this time will not affect the applicant's right to present
arguments later. :

(] 2. Action on this application is suspended pending
receipt of a certification or certified copy of the
registration in the country of origin of applicant.

If the registration is in a foreign language, an English
translation must be submitted. The certification or
certified copy of the registration should be forwarded to
the Examining Attorney as soon as possible. If the
foreign application is abandoned, the Examining
Attomney should be advised.

(] 3. It is noted that an assignment involving this
application is presently pending before the Office.
Action is suspended on this application pending
recordation of the assignment. This application will be
removed from suspended status upon recordation of the
assignment. Notification of recordation is normally
done through Office channels. However, upon receipt
of the reel and frame number of the assignment,
applicant should advise the Examining Attorney. See
37 CF.R. Part 3.

(] 4. Action on this application is suspended for
months until the Examining Attomey can determine
whether the cited registration will be canceled under §8
or expire under §9. 37 CF.R 2.67.

[] 5. The foliowing refusals/requirements are continued:

Jacqueline A. Lavine (703) 308-9109
E INING ATTORNEY NAME LAW OFFICE PHONE
i A y HONO018571
ING ATTORNEY SIGNATURE

Form PTOL-373 (Rev. 8-94)



- \ .
UNITEL .«TES DEPARTMENT OF C

Patent and Trademark Office

.:)lERCE

A

i SERIAL_I\!O. . APPLICANT PAPER NO.
FS5/@Z2469 HONDDA GIEEN EOGYOD FEABUSHIKI ESISHA Ay . \\ ’L
MARK (Q_\V\Sr- ‘
SHATCW ADDRESS:
Assistant Commissioner
A[?r?\?iEgsN ek i ACTI':%N NO. for Trademarks
= T e v - : 2900 Crystal Drive
l_.EW 15, [-_ . AMATO, !E'h ISB2IS & RISGEAARD, LLA Arlington, VA 22202-3513
221 N. Figueroa Streast, Suite 12802 MAILING D
Loz Armselez. A F0@12 G771 mA/T-‘;Eg }g‘" i{“ we “"":ﬁ;"“ addres should include the word
ox Responses - No Fee”
REE.NO. Please provide in all correspondence:
1. Filing Date, serial number, mark and
Applicant's name.
FORM PTO-1525 (5-80) U.S. DEPT. OF COMM. PAT. & TM OFFICE 2 Mailing date °f“"‘:y°ﬁ"°° action.
. Exa.mnnng Attorney's name an
Law Office number.

4, Your telephone number and ZIP coda.

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.
For your convenience and to ensure proper handling of your response, a label has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or
type the Trademark Law Office No., Serial No., and_Mark in the upper right corner of your

response.

RE: Serial Number: 75/082469

The assigned examining attorney has reviewed the referenced application and determined the
following.

Prior Registrations
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the marks in U.S. Registration Nos. 1,043,492; 1,645,004; 0236,950; 1,624940
1,604,339; 1,348,246; 1,720,106 and 1,780,427 as to be likely to cause confusion, or to cause
mistake, or to deceive. TMEP section 1207. See the enclosed registrations.
Registration Nos. 1,043,492 and 1,645,004 are cited against the goods in Class 16.
Registration Nos. 0236,950; 1,624940 are cited against Class 25.
Registration Nos. 1,604,839; 1,348,246; 1,720,106 and 1,780,427 are cited against Class 28.

There are to be no confusingly similar marks for Classes 14, 18 and 26.

HONO018572
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Prior Pending Applications

The examining attorney encloses information regarding pending Application Serial Nos. 75/083,260
and 75/083261. The filing dates of the referenced applications precede the applicant's filing date.
There may be a likelihood of confusion between the applicant's mark and the referenced marks
under Trademark Act Section 2(d}, 15 U.S.C. Section 1052(d). If one or more of the referenced
applications matures into a registration, the examining attorney may refuse registration in this case
under Section 2(d). 37 C.F.R. Section 2.83; TMEP section 1208.01. This applies to the Class 25
goods only.

Possible Responses
The applicant may respond to the stated refusals by doing one of the following:
(1) amending the application to delete the class to which the refusal pertains;
(2) traversing the refusal of the combined application as a whole; or
(3) filing a request to divide the application, so that the mark may be published for
opposition in the class to which the refusal does not pertain (37 C.F.R. Section 2.87;

TMEP sections 1105.06 and 1113.03).

Please note, however, that failure to respond to a refusal which pertains to fewer than all classes in
an application will result in abandonment of the combined application in its entirety.

Informalities

If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities.

Additional Fees required

The application identifies goods that may be classified in several international classes. Effective
December 3, 1993, the filing fee is $245.00 for each class. 37 C.F.R. Section 2.6(a)(1). Therefore,
the applicant must either: (1) restrict the application to the number of classes covered by the fee
already paid, or (2) pay the required fee for each additional class. 37 C.F.R. Section 2.86(b), TMEP
sections 310.01 and 1113.01.

Identification of goods indefinite
The identification of goods is indefinite and requires amendment. Jewelry in Class 14 is acceptable.
However, in all the other classes, applicant must specifically list each item using the common

commercial name,

Please note that, while an application may be amended to clarify or limit the identification, additions
to the identification are not permitted. 37 C.F.R. Section 2.71(b); TMEP section 804.09.

HONO018573
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Therefore, the applicant may not amend to include any goods or services that are not within the
scope of the goods and services recited in the present identification.

If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

<y e 94%%
éque e A. Lavine

Senior Attorney, Law Office 109
(703) 308-9109 Ext. 145
(703) 308-7194 FAX

NOTE: The Trademark Office is committed to improving the quality of our service. The
Assistant Commissioner for Trademarks would like to have your comments and suggestions
on ways we can improve the quality of the examination process. In the event there are any
areas causing you recurrent problems, please let us know of them.

COMMENTS SHOULD NOT BE INCLUDED WITH THE RESPONSE TO AN OFFICE
ACTION, BUT SHOULD BE SENT IN A SEPARATE COMMUNICATION TO THE .
FOLLOWING ADDRESS:

Office of Trademark Quality Review
c/o Commissioner of Patents and Trademarks
Washington, DC 20231.

Please note that this address differs from the mailing address for the response to this
Office action.
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«¥% User: EX817099 *** & + 1 Number: 75083261 *** 4

——

Word Mark
SHADOW

Goods/Services
IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75-0E63261

Filing Date
1996.04.03

Owner Name/Address
(APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchener, Ontario CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018575
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**;*.User: EX817099 *** € ° 1 Number: 75083260 *** ofi

—— o

Word Mark
SHADOW-BIO

Goods/Services
IC 0z5; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75-083260

Filing Date
1996.04.03

Owner Name/Address
(APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchener, Ontario CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018576
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. #++ User: EX817099 *** £-v" 11 Number: 73687586 *** /.

— ~—

Word Mark
SHADCWS

Goods/Services
IC 025; US 039; G & S: MEN'S AND LADIES' TEE-SHIRTS; LADIES' TANK TOPS,

SLACKS AND SHORTS, CARDIGANS, HATS; FIRST USE DATE: 1984.01.18; FIRST USE
IN COMMERCE: 1984.01.18

Mark Drawirng Code
(1) TYPED DRAWING

Serial Number
73-6£7586

Filing Date
1987.10.02

Registration Number
1624940

Registration Date
1990.11.27

Owner Name/Address
{REGISTRANT) IKEDA, SHAYNE INDIVIDUAL UNITED STATES 743-C WAIAKAMILO ROAD

HONOLULU HAWAII 96817

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018577
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es% User: EX817099 *** £ ¢ 1 Number: 71251252 ***

L 4

Word Mark
SHADOW

Goods/Services
IC 025; US 039; G & S: CORSETS, GIRDLES, BRASSIERES ([ , BANDEAUX,

COMBINATION CORSET-BRASSIERES, COMBINATION GIRDLE-BRASSIERES, COMBINATION
CORSET-BANDEAUX, AND COMBINATION GIRDLE-BANDEAUX ]; FIRST USE DATE:
1926.11.01; FIRST USE IN COMMERCE: 1926.11.01

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
71-2581252

Filing Date
1527.06.28

Change in Fegistration
CHANGE IN REGISTRATION HAS OCCURED

Registration Number
0236950

Registration Date
1927.12.27

Owner Name/Address
(REGISTRANT) WARNER BROTHERS COMPANY, THE CORPORATION CONNECTICUT 247

MADISON AVE. NEW YORK NEW YORK

Owner Name/Address

(LAST LISTED OWNER) WARNACO INC. CORPORATION BY CHANGE OF NAME FROM
DELAWARE 90 PARK AVENUE NEW YORK NEW YORK 10016 . _ b7y

l/""‘.

Type of Mark
TRADEMARK

Register
PRINCIPAL

Renewal
3RD RENEWAL 1987.12.27

HONO018578
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‘ ***.User: EX817099 *** & ¥ 1 Number: 73827363 *** T

—~—

—

Word Mark
THE SHADOW

Goods/Services
IC 016; US 038; G & S: POSTERS, LITHOGRAPHS, COMIC BOOKS, AND GRAPHIC

NOVELS; FIRST USE DATE: 1940.03.00; FIRST USE IN COMMERCE: 1940.03.00

Goods/Services
IC 009; US 036; G & S: PRERECORDED AUDIO CASSETTE TAPES AND PHONOGRAPH

RECORDS FEATURING STORIES FROM RADIO PROGRAMS; FIRST USE DATE:
1972.00.00; FIRST USE IN COMMERCE: 1972.00.00

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-827363

Filing Date
1989.09.25

Registration Number
1645004

Registration Date
1591.05.21

Owner Name/Address
(REGISTRANT) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK 350

MADISON AVENUE NEW YORK NEW YORK 10017

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018579
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***.User: EX817099 *** & ¢« ] Number: 73038765 *** r

— —

Word Mark
THE SHADOW

Goods/Services
IC 016; US 038; G & S: NOVELS IN PAPERBACK FORM; FIRST USE: 1963.09.00;
FIRST USE IN COMMERCE: 1963.09.00

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-038765

Filing Date
1974 .12.05

Registration Number
1043492

Registration Date
1976.07.13

Owner Name/Address
{(REGISTRANT) CONDE NAST PUBLICATIONS INC., THE CORPORATION NEW YORK 350
.MADISON AVE. NEW YORK NEW YORK 10017

Owner Name/Address )
(LAST LISTED OWNER) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK
350 MADISON AVENUE NEW YORK NEW YORK 10017

Prior US Registration
0534805

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

Renewal
1ST RENEWAL 1996.05.16

HONO018580
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***.User: EX817099 *** & < ] Number: 74323342 *** q

- —

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: baseball gloves; FIRST USE DATE: 19%2.07.00; FIRST

USE IN COMMERCE: 19922.07.00

Mark Drawing Code
(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Serial Numker
74-323342

Filing Date
1992.10.159

Registration Number
1780427

Registration Date
1993.07.086

Owner Name/Address
(REGISTRANT) GLOVESMITH, Inc. CORPORATION MISSOURI 20 Village Plaza Arnold
MISSCOURI 63010

TRADEMARK

Register

|
|
| Type of Mark
PRINCIPAL

| HON018581
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**% User: EX817099 *** S-€~.1 Number: 74141861 *** 4

-~

Word Mark
SHADCW

Goods/Services
IC 012; US 019; G & S: wheelchairs, racing wheelchairs, and sports

wheelchairs; FIRST USE DATE: 1981.02.19; FIRST USE IN COMMERCE:
1981.04.25

Goods/Services
IC 028; US 022; G & S: snow skiing device having a single runner and a
seat intended for use by paraplegics, a water skiing device having a
single ski and a seat intended for use by paraplegics, and stationary
trainers for wheelchairs; FIRST USE DATE: 1988.01.21; FIRST USE IN
COMMERCE: 1988.01.21

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
74-141861

Filing Date
1991.02.25

Registration Number
1720106

Registratiocn Date
1992.09.29

Owner Name/Address .
(REGISTRANT) Magic In Motion, Inc. CORPORATION WASHINGTON 20604 - 84th
Avenuve So. Kent WASHINGTON 98032

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018582
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*xxx Ugser: EX817099 ***x S~4 -1 Number: 74003218 **% €

'

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: CHILDREN'S RIDE-ON BOUNCING HORSE TQOYS; FIRST USE:
1989.08.22; FIRST USE IN COMMERCE: 1989.08.22

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
74-003218

Filing Date
1989.11.16

Registration Number
1604839

Registration Date
1990.07.03

Owner Name/Address
(REGISTRANT) HEDSTROM CORP. CORPORATION ILLINOIS P.0O. BOX 432 BEDFORD
PENNSYLVANIA 15522 .

Owner Name/Address _
(LAST LISTED OWNER) HEDSTROM CORPORATION CORPORATION DELAWARE SUNNEYSIDE
ROAD, BOX 432 BEDFORD PENNSYLVANIA 15522

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit
SECT &.; SECT 15.; COMBINED SECT 8 AND SECT 15.

HONO018583
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ek User: EX817099 *** S« 1 Number: 73504102 *** -

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: GOLF CLUBS AND GOLF CLUB SHAFTS; FIRST USE DATE:

1983.09.20; FIRST USE IN COMMERCE: 1983.09.20

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-504102

Filing Date
1984.10.16

Registration Number
1348246

Registration Date
1985.07.09

Owner Name/Address
(REGISTRANT)} TI ACCLES AND POLLOCK LIMITED COMPANY UNITED KINGDOM PADDOCK
WORKS OLDBURY, WARLEY, WEST MIDLANS ENGLAND

Owner Name/Address
{LAST LISTED OWNER) TI APOLLO LIMITED COMPANY ASSIGNEE OF UNITED KINGDOM

Type of Mark
TRADEMARK

Register
PRINCIPAL

affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

HONO018584
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UNITED STATES DEPARTMENT OF COMMERCE
" PATENT AND TRADEMARX OFFICE
ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 CRYSTAL DRIVE
ARLINGTON, VIRGINIA 22202-3513

TO: David N. Makous
Lewis D’ Amato Brisbois & Bisgaard LLP
221 N. Figueroa St. Ste. 1200
Los Angeles, CA 90012

DATE: June 6, 1997

FROM: | Catherine Crush, Legal Assistant
Intent to Use/Divisional Unit

SUBJECT: Divisional Applications

APPLICANT: Honda Giken Kogyo Kabushiki Kaisha

MARK: SHADOW

This letter is to confirm that the divisional request filed on March 7, 1997 has been completed.

The goods and/or services in International Class(es) 14, 18, 26 have been placed in the newly
created (child serial number 75/976234) application. The goods and/or services that are in
International class (es) 16,25,28 remain in the original (parent serial number 74/082465)
application.

If you have any other questions or concerns, please feel free to call ITU at (703) 308-9500
ext. 144,

HONO018585



UNITED “™* TES DEPARTMENT OF CC*7" “ERCE b W

1 atent and Trademark Office aﬂag g
SERIAL NO. APPLICANT
75/032469 HONDA FIFKEN KOGYD HABUSHIKI KAISHA PAPER NO. !
MARK
- - Assistant Commissioner
SHADCOW for Trademarks
AI_JDBE_SS o ACTION NO. 2900 Crystal Drive
DAV ]E- N MAKOLS 0 Arlington, VA 22202-3513
LEWIS [D'AMATO BRISBOIS & BISGAARD LLF |
zz1 N FIGUERDA ST STE 1200 MAI W no fees ae enclosed, the address should include the
- _ . s S Rest - No Fee.”
LOS ANGELES CA  PaUlz Please provide in all correspondence:
REF. NO, l- 1. Filing Date, serial number, mark and
Applicant's name.
2. Mailing date of this action.
FORM PTO-1525 (5-90) ]0"’-’ IO l Ct 7 3. Examining Attomey’s name and

U.S. DEPT. OF COMM. PAT. & TM OFFICE

Law Office number.
4. Your telephone number and ZIP code.

RE: Serial Number: 75/082469

[] The examining attorney has searched the Office records and

has found no similar registered mark which would bar
registration under Trademark Act Section 2(d), 15 U.S.C.
Section 1052(d). TMEP section 1105.01.

[X] 1. Action on this application is suspended pending the
disposition of:

[X] Cancellation No(s)._for Reg. No. 236,950

[} Opposition Nofs).
[] Civil Action No(s).
[] Concurrent Use No(s).

If the applicant is a party to the above proceeding, the
applicant should advise the Examining Attorney of the
outcome of the proceeding when it is terminated.

[] Application Serial No(s).

Since applicant's effective filing date is subsequent to the
effective filing date of the above-identified application(s),
the latter, if and when it registers, may be cited against this
application. See 37 C.F.R. §2.83. A copy of information
relevant to this pending application(s) O is attached [ was
sent previously.

The applicant may request that the application be removed

from suspension by presenting arguments related to the potential

conflict between the relevant applications or

other arguments related the ground for suspension. The
applicant's election to present or not to present arguments
at this time will not affect the applicant's right to present
arguments later.

Jacqueline A. Lavine

(] 2. Action on this appiication is suspended pending
receipt of a certification or certified copy of the
registration in the country of origin of applicant.

If the registration is in a foreign language, an English
translation must be submitted. The certification or
certified copy of the registration should be forwarded to
the Examining Attorney as soon as possible. If the
foreign application is abandoned, the Examining
Attorney should be advised.

[] 3. It is noted that an assignment involving this
application is presently pending before the Office.
Action is suspended on this application pending
recordation of the assignment. This application will be
removed from suspended status upon recordation of the
assignment. Notification of recordation is normally
done through Office channels. However, upon receipt
of the reel and frame number of the assignment,
applicant should advise the Examining Attorney. See
37 C.F.R. Part 3.

(] 4. Action on this application is suspended for
months until the Examining Attomney can determine
whether the cited registration wiil be canceled under §8
or expire under §9. 37 CF.R 2.67.

[] 5. The following refusals/requirements are continued:

(703) 308-9109

E INING ATTORNEY NAME
MJ:/
ING ATTORNEY SIGNATURE

-

LAW OFFICE PHONE

HONO018586

Form PTOL-373 (Rev. B-94)
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‘974755 of

U.S. DEPARTMENT OF COMMERCE
Patent and Trademark Office

should include the words “Box 5.

N

PAPER NO. ;,"\C\

SERIAL NO. APPLICANT

7= /Q8046% HONDA GIKEN EOGYQ HABUSHIKI KAISHA
ADDRESS

MARK Assistant Commissioner of Trademarks

- . 2900 Crystal Driv

SHADOW Avlington, VA 22202.3513
1If no fees are enclosed, the address

ADDR ACTION NO.

ESS -
JEIAYY) 11.' [T TAT SR L

LEWIS D'@&MATD BRISEOIS & BISGAARD LLF

vy b FIGELERDS ST STE 120@
LS ANGELES A 0012

FORM PTO-1525 (5-90)

TrRADEMAREK LAl OFFICE 1Q@9
Sarial Number: TES/REZ4ET

Please provide in all correspondence:

1’

MAILING.DATE, |

. Filing date, serial number, mark, and
applicant’s name.

U.S. DEPT. OF COMM, PAT. & TM OFFICE

REF. NO. 2. Mailing date of this Office action.

3. Your telephone number and ZIP code.

nining attomey's name and law office
ber.

[ Mark: SHALDOW is suspended pending receipt of a
I ##flzase Flace on Ueper Riakh Corper s f the registration in the country of
I #af Raesporse o OFFics Action DMLY FF rcg  ation is in a foreign language, an
lucinnss satiad St L1va.vi. et st mmisemenans sewus v wuunlilted, The certification or

1. Action on this application is suspended pending the disposi-
tion of:
(A Cancellation Nogs). .Fi_&@ﬂo_aj_{a_,_?QO_
O Opposition No(s).
{1 Civil Action No(s).
[ Concurrent Use No(s).
If the applicant is a party to the above proceeding, the applicant
should advise the Examining Attorney of the outcome of the
proceeding when it is terminated.
O Application Serial No(s).

Since applicant’s cffective filing date is subsequent to the effec-
tive filing date of the above-identified application(s), the latter, if
and when it registers, may be cited against this application. See
37 C.F.R. §2.83. A copy of information relevant to this pending
application(s) C is attached [] was sent previously.

The applicant may request that the application be removed from
suspension by presenting arguments related to the potential
conflict between the relevant applications or other arguments
related the ground for suspension. The applicant’s election to
present or not to present arguments at this time will not affect the
applicant’s right to present arguments later.

certified copy of the registration should be forwarded to the
Examining Altorney as soon as possible. If the foreign application
is abandoned, the Examining Attorney should be advised.

O 3. Itis noted that an assignment involving this application is
presently pending before the Office. Action is suspended on this
application pending recordation of the assignment. This applica-
tion will be removed from suspended status upon recordation of
the assignment. Notification of recordation is normally done
through Office channels. However, upon receipt of the reel and
frame number of the assignment, applicant should advise the
Examining Attorney. See 37 C.F.R. Part 3.

O 4. Action on this application is suspended for months
until the Examining Attorney can determine whether the cited
registration will be cancelled under §8 or expire under §9. 37
C.ER. 2.67

m’ 5. The following refusals/requirements are continued:
No 1,62y, 840 nrot-
_Ink) flasy of (297, 1 no I & is found -

HONO018587

707 (703)303‘?107&; /‘/(

“EXAMINING ATTORNEY SIGNATURE
IRCYUELU Ae A (INVIE

TV A RMINING ATTORNEY' NAMF

LAW OFFICE

PHONE

Form PTOL-373 {Rev.8-94)



Please acknowledge receipt of our REQUEST TO
DIVIDE APPLICATION by affixing hereon the

Patent and Trademark Office date stamp and

return this card to our office. 1In re

application of: i

Applicant: HONDA GIKEN KOGYO ‘
KABUSHIKI KAISHA
Mark: SHADOW
. 8/N: 75/082469
File No.: 21929-112
Mailed: March 4, 1997

HONO018588




Please acknowledge receipt of our RESPONSE TO
OFFICE ACTION by affixing hereon the Patent

and Trademark Office date stamp and return

this card to our office. 1In re application .

of:

Applicant: HONDA GIKEN KO e .
KABUSHIKI KAIg

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Mailed: March 4,

HON018589
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I hereby certify that this correspondence is being deposited
with the United States Postal Service "First Class Mail"
service under 37 C.F.R. § 1.10 on the te

indicated below and in an envelope addfessed to: Assistant

Commissioner for 'Pf'adem s, 2900 Crysta rive,
Arlington, V1rg 513

/ Dav.td Makous, Reg. 29,539
Date H 3 ﬂ / 7 7

TN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Examining Attorney:

Applicant: HONDA GIKEN KOGYO
Jacqueline A. Lavine

KABUSHIKI KAISHA
Law Office 109

)
)
)
)
Mark: SHADOW )
)
Serial No.: 75/082469 )

}

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RESPONSE TQO OFFICE ACTION

Applicant has received and reviewed the Office Action dated

September 10, 1996, and hereby responds thereto.
AMENDMENT

Please amend the application as follows:

1. please delete classes 14, 18 and 26 per the Request to

Divide Application.

DATAS7LA: 17371.1%
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2. Please change the designation of goods in Class 16 to
read in full: |
"printed matter in the nature of publications to be
distributed to purchasers of Honda motorcycles."
3. Please change the designation of goods in Class 25 to
read in full:
"clothing, namely shirts, sweatshirts, sweaters,
jackets, vests, pants, bandannas, belts, hats, gloves,
footwear, sold through authorized Honda motorcycle
dealers."
4. Please change the designation of goods in Class 28 to
read in full:
"Metallic and plastic replicas of the SHADOW motorcycle

sold by Honda and accessories therefor."
REMARKS

The Examining Attorney has refused registration because
Applicant’s mark, when used on or in connection with the
identified goods, so resembles the marks in U.S. Registration
Nos. 1,043,492; 1,645,004; 236,950; 1,624,940; 1,604,839;
1,348,246; 1,720,106; and 1,780,427 as to be likely to cause

confusion, or to cause mistake, or to deceive.

A. Class 25: The owner of cited reference mark No. 1,624,940

has abandoned its registration

DATA97LA: 17372.1 2
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The § 8 affidavit was due for Reg. No. 1,624,940, on
November 27, 1996. As of March 3, 1997, the Patent and Trademark
Office advised us that it has not received any such affidavit and
the registration will soon be declared abandoned. (see attached

Declaration of Laura B. Kaliser).

B. Class 25: The owner of cited reference mark No. 236,950 has

abandoned _its registration

Upon Applicant’s information and belief, cited mark No.
236,950 is no longer in use by the owner (see attached
Declaration of Laura B. Kaliser). Applicant is therefore filing
a Petition for Cancellation of this mark along with this Response

to Office Action.

C. Class 16: Applicant’s mark is not confusingly similar to

the cited reference mark Nos. 1,645,004 and 1,043,492

Applicant’s mark SHADOW is not likely to be confused with
the mark THE SHADOW, Reg. No. 1,645,004 for "posters,
lithographs, comic books, and graphic novels" and Reg. No.
1,043,492 for "novels in paperback form".

when the goods of a cited mark are "not identical or
competitive, and are not related or marketed in such a way that
they would be encountered by the same people in situations that

could create the incorrect assumption that all goods come from

DATAOTLA: 173731 3
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the same source . . . even where the marks are identical,
confusion is not likely." TMEP §1207.07 (citing In re Unilever
Ltd., 222 USPQ 981, 983 (T.T.A.B. 1984)).

Applicant’s goods consist of publications to be distributed
only to purchasers of Honda motorcycles through direct mail or
through authorized Honda dealerships. This is a narrow and
specialized trade channel greatly differing from traditional

newsstands and magazine racks. There is no likelihood of

confusion.

D. Class 28: Applicant’s goods are unrelated to the goods

identified in the cited marks in this extremely crowded class and

therefore not likely to cause confusion.

The Examining Attorney has cited the following marks as

being confusingly similar to Applicant’s mark:

1. SHADOW - for "baseball gloves", Reg. No. 1,780,427
2. SHADOW - for "snow skiing device having a single
runner and a seat intended for use by paraplegics, a
water skiing device having a single ski and a seat
intended for use by paraplegics, and stationary
trainers for wheelchairs" Reg. No. 1,720,106

3. SHADOW - for "children’s ride-on bouncing horse

toys", Reg. No. 1,604,839

DATASTLA: 173734
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4. SHADOW - for "golf clubs and golf club shafts”,
Reg. No. 1,348,246
The above marks are totally unrelated to Applicant’s mark,
SHADOW, for replicas of Honda‘s SHADOW motorcycle. As the above
identical marks have been allowed in the same class, the
consuming public is understood to be able to differentiate these
many unrelated products. Therefore, on the basis of the

dissimilarity of the goods, there is no likelihood of confusion.

Accordingly, Applicant requests that the § 2(d) objection be

withdrawn, and the mark be published for opposition.

Respectfully submitted,

LEWIS, D’AMATO, BRISBO & BISGAARD

b 4/// //Qi/
é¢¢/ﬁ_fD%vid N. Makous

LEWIS, D’/AMATO, BRISBOIS & BISGAARD
221 North Figueroa Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800
Facsimile No. (213) 250-7900

DATAST7LA: 17373.1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Examining Attorney:
Jacqueline A.
Levine

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Mark: SHADOW
Law Office 109

Serial No.: 75/082469

(R N N

DECLARATION OF LAURA B. KALISER IN SUPPORT
OF APPLICANT’S RESPONSE TO OFFICE ACTION

I, Laura B. Kaliser declare as follows:

1. T am an attorney licensed to practice in the State of
california, representing Applicant in this matter.

2. Oon March 3, 1997, I telephoned the Patent and Trademark
Office Trademark Assistance Center and asked them if a § 8
affidavit (due November 11, 1996) had been filed for Reg. No.
1,624,940. The unidentified man responding to my request stated
"mo affidavit had been filed" and that the registration would
most likely be declared abandoned.

3. Oon March 3, 1997, I telephoned the corporate offices of
warnaco Inc. and inquired as to whether the Trademark SHADOW was
still in use by Warnaco (Reg. No. 236,950). The unidentified
woman in the customer service department informed me that this
mark was no longer in use.

The undersigned being hereby warned that willful false

statements and the like so made are punishable by fine or

DATASILA: 17781.%
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imprisonment, or both, under 18 U.S.C. 1001, declares that all
statements made of his own knowledge are true and all statements

made on information and belief are believed to be true.

Date: March , 1997 By:
Laura B. Kaliser

Attorney for Applicant

DATA97LA: 1778%.1 2
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please acknowledge receipt of our RESPONSE TO
OFFICE ACTION by affixing hereon the Patent
and Trademark office date stamp and return
this card to our office. In re application
of:

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Mailed: March 4, 1997

HON018597



I hereby certify that this correspondence is being deposited
with the United States Postal Service "First Class Mail"
service under 37 C.F.R. § 1.10 on the date
indicated below and in an envelope addregsed to: Assistant
i - ademarks, 2900,Cry Dpive,
222802-3511

" Davtd;. Makous, Reg. 29,559

/97

D Mailed:

Y

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Examining Attorney:
Jacqueline A. Lavine

Law Office 109

)
)
)
)
Mark: SHADOW g
)
Serial No.: 75/082469 )

)

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

REQUEST TQ DIVIDE APPLICATION

Pursuant to the Trademark Manual of Examining Procedure
§1105.06 and 37 CFR §2.87, Applicant respectfully requests this

application be divided as follows:

Please divide out Classes 14, 18 and 26 into one

application and publish for opposition.

DATASTLA: 177441
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Enclosed is the $100.00 fee for one application.
Respectfully submitted,

LEWIS, D’/AMATO, BRISBOIS & BISGAARD

by (/
CjﬁgZ;d N. Makous

LEWIS, D’AMATO, BRISBOIS & BISGAARD
221 North Figueroca Street, Suite 1200
Los Angeles, California 90012
Telephone No. (213) 250-1800

Facsimile No. (213) 250-7900

DATASTLA: 177441 2
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please acknowledge receipt of our REQUEST TO
DIVIDE APPLICATION by affixing hereon the
patent and Trademark Office date stamp and
return this card to our office. 1In re
application of:

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA

Mark: SHADOW

S/N: 75/082469

File No.: 21929-112

Maliled: March 4, 1997

el

A RS

-
b

3 e
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UNITED S....ES DEPARTMENT OF COM..+.£RCE

Patent and Trademark Office —
’ SERIA_LNO . APPLICANT PAPER NO.
FEAEEE4cn HOMDGE GIKEN ROGY O FABREOINHTND RG] SHS -
Bl q'\\:_;‘:L\_,l."\' —
MARK SR
SRE T ADDRESS:
Assistant Commissioner
AvE’ PP E?sm T ACTION NO. for Trademarks
Fio g o . L 2900 Crystal Drive
N L[ Arlington, VA 22202-3513
= T
S MAI !:":‘le QATE_ If no fees are enclosed, the address should inciude the word
St e T "Box Responses - No Fee.”
Please provide in all correspondence:
REF. NO.
1. Filing Date, serial number, mark and
Applicant's name.

FORM PTO-1525 (5-60) U.S. DEPT. OF COMM. PAT. & TM OFFICE 2. Mailing date of this Office action.

3. Examining Aftomnev's name and
Law Office number.

4. Your telephone number and ZIP code.

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.
For your convenience and to ensure proper handling of your response, a label has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or
type the Trademark Law_Office No., Serial No., and_Mark in the upper right corner of your

response.

RE: Serial Number: 75/082469

The assigned examining attorney has reviewed the referenced application and determined the
following.

Prior Registrations
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the marks in U.S. Registration Nos. 1,043,492; 1,645,004; 0236,950; 1,624940
1,604,839; 1,348,246, 1,720,106 and 1,780,427 as to be likely to cause confusion, or to cause
mistake, or to deceive. TMEP section 1207. See the enclosed registrations.
Registration Nos. 1,043,492 and 1,645,004 are cited against the goods in Class 16.
Registration Nos. 0236,950; 1,624940 are cited against Class 25.
Registration Nos. 1,604,839, 1,348,246, 1,720,106 and 1,780,427 are cited against Class 28.

There are to be no confusingly similar marks for Classes 14, 18 and 26.

HON018602




75/082469 -2-
Prior Pending Applications

The examining attorney encloses information regarding pending Application Sertal Nos. 75/083,260
and 75/083261. The filing dates of the referenced applications precede the applicant's filing date.
There may be a likelihood of confusion between the applicant's mark and the referenced marks
under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). If one or more of the referenced
applications matures into a registration, the examining attorney may refuse registration in this case
under Section 2(d). 37 C.F.R. Section 2.83; TMEP section 1208.01. This applies to the Class 25

goods only.
Possible Responses
The applicant may respond to the stated refusals by doing one of the following:
(1) amending the application to delete the class to which the refusal pertains;
(2) traversing the refusal of the combined application as a whole; or
(3) filing a request to divide the application, so that the mark may be published for
opposition in the class to which the refusal does not pertain (37 C.F.R. Section 2.87,

TMEP sections 1105.06 and 1113.03).

Please rote, however, that failure to respond to a refusal which pertains to fewer than all classes in
an application will result in abandonment of the combined application in its entirety.

Informalities

If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities.

Additional Fees required

The application identifies goods that may be classified in several international classes. Effective
December 3, 1993, the filing fee is $245.00 for each class. 37 C.F.R. Section 2.6(a)(1). Therefore,
the applicant must either: (1) restrict the application to the number of classes covered by the fee
already paid, or (2) pay the required fee for each additional class. 37 C.F.R. Section 2.86(b); TMEP
sections 810.01 and 1113.01.

Identification of goods indefinite

The identification of goods is indefinite and requires amendment. Jewelry in Class 14 is acceptable.
However, in all the other classes, applicant must specifically list each item using the common
commercial name.

Please note that, while an application may be amended to clarify or limit the identification, additions
to the identification are not permitted. 37 C.F.R. Section 2.71(b); TMEP section 804.09.

HON018603




75/082469 -3-

Therefors, the applicant may not amend to include any goods or services that are not within the
scope of the goods and services recited in the present identification.

If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.

équeline A. Lavine
Senior Attorney, Law Office 109

(703) 308-9109 Ext. 145
(703) 308-7194 FAX

NOTE: The Trademark Office is committed to improving the quality of our service. The
Assistant Commissioner for Trademarks would like to have your comments and suggestions
on ways we can improve the quality of the examination process. In the event there are any
areas causing you recurrent problems, please let us know of them.

COMMENTS SHOULD NOT BE INCLUDED WITH THE RESPONSE TO AN OFFICE
ACTION, BUT SHOULD BE SENT IN A SEPARATE COMMUNICATION TO THE
FOLLOWING ADDRESS:

Office of Trademark Quality Review
c/o Commissioner of Patents and Trademarks
Washington, DC 20231.

Please note that this address differs from the mailing address for the response to this
Office action.

HON018604



**iAUser: EX817099 *** Se- -~ Number: 75083261 ***

Word Mark |
SHADOW

Goods/Services
IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75~-083261

Filing Date
1996.04.03

Owner Name/Address
(APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street

West Kitchener, Cntario CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON018605
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xx% User: EXB817089 *** Se Number: 75083260 **#*
Word Mark
SHADOW-BIO

Goods/Services
IC 025; US 022 039; G & S: footwear, namely snowboard boots

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
75-083260

Filing Date
1996.04.03

Owner Name/Address
{APPLICANT) WILLIAM H. KAUFMAN INC. CORPORATION CANADA 410 King Street
West Kitchener, Ontario CANADA N2G 4J8

Section 44
SECT 44

Type of Mark
TRADEMARK

Register
PRINCIPAL

HON018606
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++* User: EX817099 *** Se- - Number: 73687586 ***

Word Mark
SHADOWS

Goods/Services
IC 025; US 039; G & S: MEN'S AND LADIES' TEE-SHIRTS; LADIES' TANK TOPS,

SLACKS AND SHORTS, CARDIGANS, HATS; FIRST USE DATE: 1984.01.18; FIRST USE
IN COMMERCE: 1984.01.18

Mark Drawing Code
{1) TYPED DRAWING

Serial Number
73-687586

Filing Date
1987.10.02

. Registration Number
1624940

Registration Date
1%90.11.27

Owner Name/2Address
(REGISTRANT) IKEDA, SHAYNE INDIVIDUAL UNITED STATES 743-C WALTAKAMILO ROAD

HONOLULU HAWAII 96817

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018607
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*;*AUser: EX817099 *** Se: Number: 71251252 *+%*

Word Mark
SHADOW

Goods/Services
IC 025; US 039; G & S: CORSETS, GIRDLES, BRASSIERES [ , BANDEAUX,
COMBINATION CORSET-BRASSIERES, COMBINATION GIRDLE-BRASSIERES, COMBINATION
CORSET-BANDEAUX, AND COMBINATION GIRDLE-BANDEAUX 1; FIRST USE DATE:
1926.11.01; FIRST USE IN COMMERCE: 1926.11.01

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
71-251252

Filing Date
1927.06.28

Change in Registration
CHANGE IN REGISTRATION HAS OCCURED

Registration Number
02368950

Registration Date
1827.12.27

Owner Name/Address
{(REGISTRANT) WARNER BROTHERS COMPANY, THE CORPORATION CONNECTICUT 347

MADISON AVE. NEW YORK NEW YORK

Owner Name/Address
(LAST LISTED OWNER) WARNACO INC. CORPORATION BY CHANGE OF NAME FROM

DELAWARE 90 PARK AVENUE NEW YORK NEW YORK 10016

Type of Mark
TRADEMARK

Register
PRINCIPAL

Renewal
3RD RENEWAIL 1987.12.27

HONO018608



**+ User: EX817099 *** Se- Number: 73827363 ***

Word Mark
THE SHADOW

Goods/Services
IC 016; US 038; G & S: POSTERS, LITHOGRAPHS, COMIC BCOKS, AND GRAPHIC
NOVELS; FIRST USE DATE: 1940.03.00; FIRST USE IN COMMERCE: 1%40.03.00

Goods/Services
IC 00%; US 036; G & S: PRERECORDED AUDIO CASSETTE TAPES AND PHONOGRAPH

RECORDS FEATURING STORIES FROM RADIO PROGRAMS; FIRST USE DATE:
1972.00.00; FIRST USE IN COMMERCE: 1972.00.00

Mark Drawing Code
(1} TYPED DRAWING

Serial Number
73-827363

Filing Date
1989.08.25

Registration Number
1645004

Registration Date
1991.05.21

Owner Name/Address

(REGISTRANT) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK 350
MADISON AVENUE NEW YORK NEW YORK 10017

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018609
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***x User: EX817099 *** Ser - Number: 73038765 **+*

Word Mark
THE SHADOW

Goods /Services
IC 016; US 038; G & S: NOVELS IN PAPERBACK FORM; FIRST USE: 1963.09.00;

FIRST USE IN COMMERCE: 1963.09.00

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73-0387€5

Filing Date
1974.12.05

Registration Number
10434952

Registration Date
1976.07.13

Owner Name/Address
(REGISTRANT) CONDE NAST PUBLICATIONS INC., THE CORPORATION NEW YORK 350

MADISON AVE. NEW YORK NEW YORK 10017

Owner Name/Address
(LAST LISTED OWNER) ADVANCE MAGAZINE PUBLISHERS INC. CORPORATION NEW YORK

350 MADISON AVENUE NEW YORK NEW YORK 10017

Prior US Registration
0534805

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

Renewal
1ST RENEWAL 1996.05.186

HONO018610
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x** Uger: EXB817099 *** Se - Number: 74323342 ***

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & 8: baseball gloves; FIRST USE DATE: 1992.07.00; FIRST

USE IN COMMERCE: 1992.07.00

Mark Drawing Code
(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Serial Number
74-323342

Filing Date
19892.10.1°9

Registration Number
1780427

Registration Date
1993.07.06

Owner Name/2ddress
(REGISTRANT) GLOVESMITH, Inc. CORPORATION MISSQURI 20 Village Plaza Arnold
MISSOURI 63010

Type of Mark
TRADEMARK

Register
PRINCIPAL

HONO018611
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*»** User: EX817099 *** Se Number :

Word Mark
SHADCW

Goods/Services

74141861 ***

IC 012; US 019; G & S: wheelchairs, racing wheelchairs, and sports

wheelchairs; FIRST USE DATE:

1981.04.25

Goods/Services

1981.02.13;

FIRST USE IN COMMERCE:

IC 028; US 022; G & S: snow skiing device having a single runner and a
seat intended for use by paraplegics, a water skiing device having a
single ski and a seat intended for use by paraplegics, and stationary

trainers for wheelchairs;
COMMERCE: 1988.01.21

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
74-1418¢61

Filing Date
1991.02.25

Registration Number
1720106

Registration Date
1992.05.29

Owner Name/Address
(REGISTRANT) Magic In Motion,
Avenue So. Kent WASHINGTON 98032

Type of Mark
TRADEMARK

Register
PRINCIPAL

+kd* Soarrh.

FIRST USE DATE:

Inc.

1988.01.21; FIRST USE IN

CORPORATION WASHINGTON 20604 - 84th

HON018612
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+x* User: EX817099 *** Se

Word Mark
SHADOW

Goods/Services

Number: 74003218 ***

IC 028; US 022; G & S: CHILDREN'S RIDE-ON BOUNCING HORSE TOYS; FIRST USE:
1989.08.22; FIRST USE IN COMMERCE: 1989.08.22

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
74-003218

Filing Date
1989.11.16

Registration Number
1604839

Registration Date
19590.07.03

Owner Name/Address

(REGISTRANT) HEDSTROM CORP. CORPORATION ILLINOIS P.O. BOX 432 BEDFORD

PENNSYLVANIA 15522

Owner Name/Address

(LAST LISTED OWNER) HEDSTROM CORPORATION CORPORATION DELAWARE SUNNEYSIDE
ROAD, BOX 432 BEDFORD PENNSYLVANIA 15522

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit
SECT 8.; SECT 15.;

COMBINED SECT 8 AND SECT 15.

- - B JUETRPRE S K S T i = B e i
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#** User: EX817099 *** Se Number: 73504102 ***

Word Mark
SHADOW

Goods/Services
IC 028; US 022; G & S: GOLF CLUBS AND GOLF CLUB SHAFTS; FIRST USE DATE:

1983.09.20; FIRST USE IN COMMERCE: 1583.09.20

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
73-504102

Filing Date
1984.10.16

Registration Number
1348246

Registration Date
1985.07.09

Owner Name/Address
(REGISTRANT) TI ACCLES AND POLLOCK LIMITED COMPANY UNITED KINGDOM PADDOCK
WORKS OLDBURY, WARLEY, WEST MIDLANS ENGLAND

Owner Name/Address
{LAST LISTED OWNER) TI APOLLO LIMITED COMPANY ASSIGNEE OF UNITED KINGDOM

Type of Mark
TRADEMARK

Register
PRINCIPAL

Affidavit
SECT 8.; SECT 15.; COMBINED SECT 8 AND SECT 15.

HON018614



FILING 1 EIPT FOR TRADEMARK APPLIC ‘ON Page 01 of 01

05/15/96
Reccipt on the DATE OF FILING of the application for registration and filing fecs is acknowledged for the mark identified below. The DATE OF FILING

is coptingenl upon the collection of any payment made by check or draft. Your application will be considered in the order in which it was reccived and
you will be potified as 10 the examination thersof. Correspondence should be expected from the Patent and Trademark Office in approximately
months. When inquiring about this application, inctude the SERIAL NUMBER, DATE OF FILING, OWNER NAME, and MARK.

06
David N. Makous TMPRE
LEWIS, D'AMATO, BRISBOIS & BISGAARD, LLP ATTORNEY
221 N. Figueroa Street, Suite 1200 REFERENCE NUMBER
Los Angeles, CA 30012 -
PLEASE REVIEW THE ACCURACY OF THE FILING RECEIPT DATA.
A request for correction 1o the notice of allowance should be submitted within 30 days o the following address: ASSISTANT COMMISSIONER FOR
TRADEMARKS, 2900 CRYSTAL DRIVE, ARLINGTON, VIRGINIA 22202-3513. The correspondence should be marked to the atiention of the Office
i of Trademark Program Control. The Pawent and Trademark Office will review the request and make corrections when appropriste.
|
SERIAL NUMBER: 75/082469 DATE OF FILING: 04/02/1996
MARK: SHADOW
MARK TYPE{S}: TRADEMARK
DRAWING TYPE: WORDS, LETTERS, OR NUMBERS IN TYPED FORM
SECTION 1{A): NO SECTION 1B): YES SECTION 44: NO
ATTORNEY: David N. Makous
OWNER NAME: HONDA GiKEN KOGYO KABUSHIK! KAISHA
OWNER ADDRESS: 2—-1—1 Minami—Aoyama,
Minato—Ku
Tokyo 107
JAPAN
ENTITY: CORPORATION
CITIZENSHIP/DOMICILE: JAPAN
INTERNATIONAL CLASS DATE OF FIRST USE DATE OF FIRST USE IN COMMERCE

ONLY THOSE DATES OF USE AND CLASSES FILED UNDER SECTION 1{A} ARE LISTED

GOODS/SERVICES BY INTERNATIONAL CLASS

Olh—jewelry
016—paper goods and printed matter
018-1eather goods
025—clothing and footwear
026—fancy goods
028—toys and sporting goods
ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

HONO018615
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2/929 — )2
CowlT '

1 hereby certify that this correspondence is being deposited

with the United States Postal Service "Express Mail Post Office

to Addressee” service under 37 C.F.R. § 1.10 on the date

indicated below and in an envelope addressed to: Commissioner

of Paments?‘rrademrks. Box ITU, 2900 Crystal Drive, Arlington,
o

Virginia 2 JSfVL &‘ﬂ\\__d

By:
Ratfi A. Nahabedian

Date Mailed: April 2, 1996

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
APPLICATION FOR REGISTRATION OF TRADEMARK ON PRINCIPAL REGISTER
[Intent-to-Use]

Applicant: HONDA GIKEN KOGYO
KABUSHIKI KAISHA
(Honda Motor Co., Ltd.)

Address: 2-1-1 Minami-Aoyama,
Minato-Ku, Tokyo 107,
JAPAN

Mark: SHADOW

I.C.: 14, 16, 18, 25, 26 & 28

Nt N Vet o ot St Mgt M Mt T st el

TO THE ASSISTANT COMMISSIONER OF PATENTS AND TRADEMARKS:
TRANSMITTAL LETTER

Enclosed herewith and pertaining to the above-described Intent-
to-Use trademark application are the following documents/items:

1. Intent-to-Use Application for Registration of the mark
SHADOW;

2. Drawing for the mark SHADOW in International Classes
14, 16, 18, 25, 26 & 28; and

3. A check in the amount of $245.00.

DATED: April 2, 1996 Respectfully submitted,
LEWIS, D’AMATO, BRISBOIS & BISGAARD LLP

BY (BMM\)\/’

Raffi A. Nahabedian
Attorneys for Applicant

DATA96LA: 32245.1

HONO018617



I hereby certify that this correspondence is being deposited
with the United States Postal Service "Express Mail Post Office
to Addresses" service under 37 C.F.R. § 1.10 on the date
indicated belew and in an envelope addressed to: Assistant
Commissioner of Patents and Trademarks, Box ITU,

2900 E:ri';? Drivg. lingtpn, Virginia 22202-3513

By:

Raffi A. Ndhabedian

Date Mailed: M(LCL- 7-'; ]Sqtv
B CFDARLYY7170US T

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
LPPLICATION FOR REGISTRATION OF TRADEMARK ON PRINCIPAL REGISTER
[INTENT-TO-USE]

| Applicant: HONDA GIKEN KOGYO ) Mark: SHADOW

| KABUSHIKI KAISHA )
)

(Honda Motor Co., Ltd.) ) I.C. 14, 16, 18,

} 25, 26 & 28
Address: 2-1-1 Minami-Aoyama, )
Minato-Ku, Tokyo 107, )
JAPAN )
)
)

TO THE ASSISTANT COMMISSIONER OF PATENTS AND TRADEMARKS:

The above-identified Applicant, Honda Giken Kogyo Kabushiki
Kaisha (Honda-Motor Co., Ltd.), a Japanese corporation, requests
registration of the mark shown in the accompanying drawing in the
United States Patent and Trademark Office on the Principal Register
established by the Act of July S, 1946 (15 U.S.C. 1051 et seg., as

amended), for the following services:

Int’l Class 14: "Jewelry"

DATAZ6LA: 16358.1
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Int’l Class 16: "Paper goods and printed matter"

Int’l Class 18: * "Leather goods"

Int’1l Class 25: "Clothing and footwear"
Int’1l1 Class 26: "Fancy goods"

Int’l Class 28: "Toys and sporting goods"

Applicant has a bona fide intention to use the mark in
commerce in association with the above-identified goods (15 U.S.C.

1051 (b), as amended).

The mark will be used by applying it to the goods themselves

and in other ways customary in the trade.

DECLARATION

The undersigned being hereby warned that willful false
statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. 1001, and that such willful
false statements may jeopardize the validity of the application or any
resulting registration, declares that he is properly authorized to
execute this application on behalf of the applicant; he believes the

applicant to be the owner of the trademark; to the best of his

DATAS6LA: 16358.1 2

HONO018619




knowledge and belief no other persons, firm, corporation, or
association has the right to use the above identified mark in
commerce, either in the identical form or in such near resemblance
thereto as may be likely, when applied to the goods or services of
such other person, to cause confusion, or to cause mistake, or to
deceive; and all statements made of his own knowledge are true and all

statements made on information and belief are believed to be true.

Applicant hereby appoints David N. Makocus, Sarira D.
Alexander, Raffi A. Nahabedian, and each member of the firm of Lewis,
D’Amato, Brisbois & Bisgaard, 221 North Figueroa Street, Suite 1200,
Los Angeles, California 90012, telephone number (213) 250-1800, its
principal attorneys to prosecute this application, to transact all
business in the Patent and Trademark Office in connection therewith,

to receive notification of acceptance, and any certificate issued.

DESIGNATION OF DOMESTIC REPRESENTATIVE

Applicant hereby designates David N. Makous, a resident of
the United States, at Lewis, D’Amato, Brisbois & Bisgaard, 221 North
Figueroa Street, Suite 1200, Los Angeles, California 90012, as 1t§
domestic representative in all matters required by/15 U.S.C. §1C51 {e)

and 37 C.F.R. §2.24.

Dated: April _/ , 1996

M ao Suzuki
Dirsttor, Honda Motor Co., Ltd.

LEWIS, D’AMATO, BRISBOIE & BISGAARD, LLP
221 N. Figueroa Street, Suite 1200

Los Angeles, California 90C12

(213) 250-1800

DATA96LA: 16358.1 3
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DRAWING
[INTENT-TO-USE]

Applicant: Honda Giken Kogyo Kabushiki Kaisha
(Honda Motor Co., Ltd.)

Address: 2-1-1 Minami-Aoyama
Minato-Ku, Tokyo 107,
JAPAN

Mark: SHADOW

Goods: "Jewelry" (Int’l Class 14)

"Paper goods and printed matter" (Int’l Class 16)
"Leather goods" (Int’l Class 18)

"clothing and footwear" (Int‘l Class 25)

"Fancy goods" (Int’l Class 26)

"Toys and sporting goods" (Int‘l Class 28)

SHADOW

DATA96LA: 16358.1 4
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Please acknowledge receipt of our INTENT-TO-
USE APPLICATION and OUR CHECK IN TEHE AMOUNT OF
$245.00 by affixing hereon the Patent and
Trademark Office date stamp and returning it
to our office. 1In re application of:

Applicant: HONDA GIKEN KO&¥ia
' KABUSHIKI KpCfapth RK?AQO
(Honda- Mothr “Co., qggn %
c %
Address: 2-1-1ﬁuin.&§-Aéf£ma£ H@E
Minato—Ku, kyo 107,
JAPAN 1%%>

Mark: SHADOW
Int’l Classes: 14, 16, 18, 25, 26 & 28

File No.: 21929-112

Mailed: april 2, 1996 75082469

HON018623



Latest Status Info Page 1 of 2

.

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-03-15 16:18:33 ET
Serial Number: 78359569
Registration Number: (NOT AVAILABLE)

Mark

SHADOW

(words only): SHADOW

Standard Character claim: Yes

Current Status: Newly filed application, not yet assigned to an examining attorney.
Date of Status: 2004-02-19

Filing Date: 2004-01-29

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: LAW OFFICE 115

If you are the applicant or applicant's attorney and have questions about this file, please contact the
Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location; 042 -NEW APPLICATION PROCESSING

Date In Location: 2004-02-19

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Pace American, Inc,

Address:
Pace American, Inc.
11550 Harter Drive APPLICANT'S

EXHIBIT

22

http://tarr.uspto.gov/serviet/tarr?regser=serial&entry=78359569 3/15/2004




Latest Status Info Page 2 of 2
Middiebury, IN 46540
United States
Legal Entity Type: Corporation
State or Country of Incorporation: Indiana
GOODS AND/OR SERVICES
Trailers, Namely, Cargo Trailers and Automobile Hauling Trailers
International Class: 012
First Use Date: 1991-03-08
First Use in Commerce Date: 1991-03-03
Basis: 1(a}
ADDITIONAL INFORMATION
(NOT AVAILABLE)
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)
PROSECUTION HISTORY
2004-02-09 - New Application Entered In Tram
CONTACT INFORMATION
Correspondent (Owner)
Terence J. Linn (Attorney of record)
Terence J. Linn
Van Dyke, Gardner, Linn & Burkhart, LLP
2851 Charlevoix Drive, S.E., P.O. Box 88
Grand Rapids, MI 49588-8695
Phone Number: (616) 975-5500
Fax Number: (616) 975-5505
http://tarr.uspto.gov/serviet/tarr regser=serial&entry=78359569 3/15/2004




s Drawing Page Page 1 of 1

Drawing Page

Date/Time Stamp: 01/29/2004 16:15:0 Serial Number:78359569

Mark (USPTO-generated image for standard character

SHADOW

file: 20040129162044171427-78359569 2004/01/29
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DRAWING PAGE

Applicant's Name: | AAT Corporation
Applicant's Address: | P-O- Box 126
Hunt Valley, Maryland 21030-0126
Basts of Application: | Intent-to-Use

Description of Goods/Services:

“Unmanned vehicles; launching equipment,
landing equipment, transporting equipment,
control station, and video terminal and
antenna for use with unmanned air vehicles”
in International Class 9.

Attorney Reference: | 13346-174132
Mark:
08-29-2001
U.5. Patent & TMOTc/TM Mall Fept Dt #47
SHADOW

John P. Shannon

Venable, Baetjer, Howard & Civiletti, LLP
P.O. Box 34385

Washington, DC 20045-9998

Telephone: (202) 216-8163

Fax: (202) 962-8300

303983

PUBLISHE
12/31/02

-



DRAWING PAGE

Applicant's Name: { AAI Corporation

Applicant's Address; | '-O- Box 126
Hunt Valley, Maryland 21030-0126

Basis of Application: | Intent-to-Use

Description lof Goods/Services: | Unmanned vehicles; launching equipment,
landing equipment, transporting equipment,
control station, and video terminal and
antenna for use with unmanned air vehicles”
in International Class 9.

Attorney Reference: | 13346-174132

Mark:

PR T *?-f
¢ gy

08-29-2001

U.8. Patnta TMOTC/TM Myit Flept Dt #57

SHADOW

John P. Shannon

Venable, Bactjer, Howard & Civiletti, LLP
P.O. Box 34385

Washington, DC 20045-9998

Telephone: (202) 216-8163

Fax: (202) 962-8300

4
303983




PTO-1555
(5/87)

76306798

TRADEMARK APPLICATION SERIAL NO.

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

89/65/2981 SWILSON PAE0BBATY 76385798

81 FC:361

*U.S. Government Printing Office: 2000 — 466-232/29119

325,68 OP
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Atty. Docket No. /g, 13346174138

August 29, 2001
‘ “Fiing Date

Re:- AARSORMBIGN

Applicétion No.: New-frademark Application Filing Date:
Patent No.: ] B Issue Date
Trademark;: SHADOW Trademark Reg. No:

OppositionlCéncel!ation No:

The following items were received from Venable
Washington, D.C., by the U.S. Patent & Trademark Office:

Transmittal Letter

New U.S. Patent/Design/Application ( pages of

specification/claims

Formal Drawings { __ Sheets)

Invention Declaration

National Stage Application

Translation of International Application

X New U.S. TM Application w/Drawing Page

Rule 53{d} Continuation or Division Application

Rule 53(b} Continuation or Division

ApplicatSion (in Duplicate) (attach copy of specifications,

claims, drawings & declaration})

Priority Document-Cert. Copy of ____
Appin. #___

Date

Assignment w/ Cover Sheel

IDS w/ PTO — 1449 ( ____references)

Response

Amendment

Petition/Request for Extension of Time

Notice of Appeal

Appeal Brief (in triplicate)

Request for Oral Hearing

Confirmation of Hearing Petition

Issue Fee Transmitial

Certificate of Correction

Maintenance Fee Transmittal

TM Statement of Use

Declaration Under 8

Declaration Under 8 and 15

TM renewal Application

Notice of Opposition

Reguest for Carrected Filing Receipt

Terminal Disclaimer

U.S. PTO FEES ENCLOSED

- 325.00 Filling Fee

Surchargé Fee

Additiona! Claim Fee

Recordation/indexing Fee

IDS Fee

Extension Fee

Nofice of Appeal Fee

Brief on Appeal Fee

Oral Hearing Request Fee

Petition Fee

Issue Fee

Maintenance Fee

TM Statement of Use

8 Affidavit Fee

. 8 and 15 Affidavit

TM Renewal Application Fee

Notice of Opposition Fee

Terminal Disclaimer

Fee: 325.00

Check Number

313472




VENABLE, BAETJER, HOWARD & CIVILET T], LLP
Including professional corperations OFFICES IN

1201 New York Avenue, N.W., Suite 1000
Washington, D.C, 20005-3917

(202) 962-4800, Fax (202} 962-8300
www.venable.com

WASHINGTON, D.C.
MARYLAND
VIRGINIA

VENABLE

ATTORNEYS AT LAW
Jehn P. Shannon, Esq.
(202) 216-8163
jpshannon@venable.com

August 29, 2001

Honorable Assistant Commissioner
for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3513

Atténtion: BOX ITUFEE

Re:  New U.S. Trademark Application
Applicant: AAI Corporation
Mark: SHADOW
Our Ref.: 13346-174132

Dear Sir:
Submitted herewith, in support of the above-referenced matter, are the following:

=  Application Under Section 1(b)
* Drawing Page

»  Check in the amount of $325.00
» Return self-addressed postcard

Please apply the submitted check in satisfaction of the requisite fee of $325.00. If the
check is missing or deficient, please charge Deposit Account No. 22-0261.

Please direct all communication regarding this application to the undersigned at the
above address and phone number.

Respectfully submitted,

Rt

ohn P. Shannon
fced

Enclosures

313357

h—"_——___




VENABLE, BAETJER, HOWARD & QIVILETTL LLP ‘
Including professional corporations OFFICES IN

1201 New York Avenue, N.W., Suite 1000
Washington, D.C, 20005-3917

(202) 962-4800, Fax (202) 962-8300
www.venable.com

WASHINGTON, D.C.
MARYLAND ~
VIRGINIA

VENABLE

ATTDRNEYS AT LAW

John P. Shannen, ES(].
{202) 216-81463
jpshannen@venable.com

August 29, 2001

Honorable Assistant Commissioner
for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3513

Attention: BOX ITU FEE

Re:  New U.S. Trademark Application
Applicant: AAl Corporation
Mark: SHADOW
QOur Ref.: 13346-174132

Dear Sir;

Submitted herewith, in support of the above-referenced matter, are the following:

= Application Under Section 1(b)
* Drawing Page

* Check in the amount of $325.00
* Return self-addressed postcard

Please apply the submitted check in satisfaction of the requisite fee of $325.00. If the
check is missing or deficient, please charge Deposit Account No. 22-0261.

Please direct all communication regarding this application to the undersigned at the
above address and phone number.

Respectfully submitted,

}%W%

‘ohn P. Shannon

fced
Enclosures

313357



UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/306798
APPLICANT: AAI Corporation

CORRESPONDENT ADDRESS:
JOHN P. SHANNON
BAETIJER, HOWARD & CIVILETTI, LLP
PO BOX 34385
WASHINGTON DC 20043-4385

MARK: SHADOW

ACTION NO: 1

RETURN ADDRESS:
Commissioner for Frademarks
2900 Crystal Drive
Arlington, VA 22202-3513
ecom105@uspto.gov

[f ne fees are enclosed, the address should
include the words *Box Responses - No Fee ®

CORRESPONDENT’S REFERENCE/DOCKET NO: 13346-174132
MAILING DATE: "October 29, 2001

CORRESPONDENT EMAIL ADDRESS:
N/A

Please provide tn all correspondence:

1. Filing date, serial number, mark and
applicant's name.

2, Mailing date of this Office Action.

3. Examining Attorney's name and
Law Office number.

4. Your telephone number and ZIP code.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE. You may respond via

regular mail to the return address listed above, or via e-mail to the e-mail return address listed above.

If this office action is being sent by regular mail, a label has been enclosed. To respond by regular mail,
please attach it to the upper right corner of your response. If the label is not enclosed, print or type the
Examining Attorney’s name and the serial number in the upper right corner of your response.

To respond by email please clearly state the applicant’s name, mark, serial number, Law Office and
Examining Attorney in the body of the response. Also, e-mail responses must (1) include the entire response
as e-mail text, not as an attachment; (2) list the serial number in the "Subject" line; (3) be signed
electronically (using the same method accepted for an initial application filed electronically - the signatory
must enter any combination of alpha/numeric characters thar has been specifically adopted to serve the
Jfunction of the signature, preceded and followed by the forward slash (/) symbol. Acceptable "signatures”
could include: /john doe/; /jd/; and /123-4567/. (See 64 FR 33056, 33062 (June 21, 1999))), (4} include any
specimens or evidence in JPG or GIF format only, and (3) address every issue raised.

RE: Serial Number: 76/306798 SHADOW

The assigned examining attorney has reviewed the referenced application and determined the
following.



76/306798 2-

No Conflicting Mark Noted :
The examining attorney has searched the Office records and has found no similar registered or

pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d). TMEP section 1105.01.

Identification of Goods
The identification of goods is unacceptable as indefinite because it fails to identify the goods with
enough specificity for the Office to classify them. TMEP section 804 The applicant may adopt
any or all of the following identifications, if accurate:

Computerized unmanned [indicate type, e.g., air, land] vehicles in Class 9;

Launching equipment, namely [indicate type, e.g., skeet, clay, firearm] target launchers in Class
28;

Launching equipment, namely [indicate type, e.g., rocket, grenade] launchers in Class 13;
Airplane parts, namely, landing gear in Class 12;
Transporting equipment, namely pneumatic transporters in Class 7,

Transporting equipment, namely metal containers for the storage and transportation of goods in
Class 6;

Computerized control station, video terminal, and antenna for use with computerized unmanned
[Indicate type, e.g., air, land] vehicles in Class 9.

Please note that, while an application may be amended to clarify or limit the identification,
additions to the identification are not permitted. 37 C.F.R. Section 2.71(a); TMEP section 804.09.
Therefore, the applicant may not amend to include any goods that are not within the scope of goods
set forth 1n the present identification.

The Acceptable Identification of Goods and Services Manual sets out acceptable language for
identifying goods and services of various types. The listing is by no means exhaustive but is
intended to serve as a guide to examining attorneys in acting on applications and to the public in
preparing applications. Utilizing identification language from the Manual may enable trademark
cwners to avoid problems relating to indefiniteness with respect to the goods or services identified
in their applications for registration; however, applicants should note that they must assert actual
use in commerce or a bona fide intent to use the mark in commerce for the goods or services
specified. TMEP Section 804.04,

The applicant should use the listings located in this database exactly as worded, if possible. Please
note that use by the applicant of parenthesis within an identification of the goods is unacceptable as
indefinite. With regard to those listings in the Office’s database that include terms within
parenthesis and/or brackets, the applicant must set forth the term(s) that specifically cover the
applicant’s goods or services. As always, any identification of goods or recitation of services the
applicant chooses to adopt should 1) accurately describe the applicant’s goods or services; 2) be



76/306798 -3-

placed in the correct class of goods or services; and 3) list only those goods or services within the
scope of those included in the original application.

The Acceptable Identification of Goods and Services Manual may be purchased, along with other
trademark information, in a CD-ROM format from the Office of Electronic Information Products
Development of the Patent and Trademark Office ((703) 306-2600). See notice at 1190 TMOG 67
(Sept. 17, 1996). The Manual is also available on the PTO’s “homepage™ on the Internet, which
can be accessed at hitp://www.uspto.gov, and in hardcopy on a subscription basis from the
Government Printing Office.

Additional Classes
If the applicant prosecutes this application as a combined, or multiple-class, application, the
applicant must comply with each of the following,.

(1) The applicant must list the goods by international class with the classes listed in ascending
numerical order. TMEP section 1113.01.

(2) The applicant must submit a filing fee for each international class of goods not covered by the
fee already paid. 37 C.F.R. Sections 2.6(a)(1) and 2.86(b); TMEP sections 810.01 and 1113.01.
Effective January 10, 2000, the fee for filing a trademark application is $325 for each class. This

applies to classes added to pending applications as well as 10 new applications filed on or after that
date.

Response
No set form is required for response to this Office action. The applicant must respond to each
point raised. The applicant should simply set forth the required changes or statements and request
that the Office enter them. The applicant must sign the response. In addition to the identifying
information required at the beginning of this letter, the applicant should provide a telephone
- number to speed up further processing.

If the applicant has any questions or needs assistance in responding to this office action, please
telephone the assigned examining attorney.

1 Aisha Clarke
Trademark Attorney, Law Office 105
Phone: (703) 308-9105 Ext. 174

Fax: (703) 872-9825




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: | AAI Corporation

Description of Applicant: | A Maryland Corporation

Applicant’s Address: | P.O. Box 126
Hunt Valley, Maryland 21030-0126

Mark: | SHADOW

Class: | 09
Attorney Reference: | 13346-174132

BOX ITU FEE

Honorable Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513 .

APPLICATION UNDER SECTION 1(b)

Sir:
Applicant requests registration of the mark shown in the accompanying drawing in the U.S.

Patent and Trademark Office on the Principal Register established by the Act of July 5, 1946, as

amended, 15 U.S.C. § 1051 et seq.

h]

%)

Applicant has a bona fide intention to use the trademark in commerce in the United Stateson

or in connection with the goods stated below, Section 1(b) of the Lanham Act, as amended, Q l/\#"&)’
US.C. § 1051(b):

W ‘{X 5“/ I"’,""afw"( L

manned vehicles; launching equ1pment, landmg equxpmept,’/ transporting
equipment, control station, and video terminal and antenna for use with unmanned

air vehicles,” in International Class 9.

303983




DECLARATION

The undersigned, being. hercby' wamed that willful false statements and the like so madc
aré punishable by fine or i-rflprisonment, or both, under 18 U.S.C. §1001, and that such willful
false statements may jeopardize the validity of the application or any resulting registration,
declares that he is properly authorized to execute this application on behalf of the applicant; he
believes the applicant to be the owner of the trademark/service mark sought to be registered, or,
if the application is being filed under 15 U.S.C.§ 1051(b), he believes applicant to be entitled to
use such mark in commerce; to the best of his knowledge and belief no other person, firm,
corporation, or association has the right to use the mark in commerce, either in the identical form
thereof or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; and

that all statements made of his own knowledge are true and all statements made on information

and belief are believed to be true.

POWER OF ATTORNEY

Applicant hereby appoints Mark Harrison, John P. Shannon, Janet F. Satterthwaite, Marcia
A. Auberger, Andrew D. Price, Jacqueline L. Paft and John W. McGlynn all members of the bar of
the District of Columbia, state of Maryland, or Commonwealth of Virginia, and the law firm of
Venable, Baetjer, Howard & Civiletti, LLP, and all having the address 1201 New York Avenue,
NW, Suite 1000, Washington DC, 20005, as applicant's attorneys with full powers of association,
substitution and revocation, to transact all business in the U.S. Patent and Trad;zmark Office
associated with the present application, to prosecute the present applicati;m, ahd to receive the

certificate of registration. Please address all correspondence as follows:

-2-
303983




303983

John P. Shannon
Venable, Baetjer, Howard & Civiletti, LLP
P.O. Box 34385
Washington, DC 20045-9998

Respectfully signed this 31¥ day of July, 2001.

AAT CORPORATION

By: @Eﬂﬂl&:@\m’_—@,—
(signature)

Name: Robert W. Worthing
(print)

Title: Vice President, General Counsel & Secretary
(print)

gt e




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: | AAT Corporation

Description of Applicant: | A Maryland Corporation

Applicant’s Address: | P.O. Box 126
Hunt Valley, Maryland 21030-0126

Mark: | SHADOW

Class: | 09

Attorney Reference: | 13346-174132

BOX ITU FEE

Honorabie Assistant Commissioner for Trademarks
2900 Crystal Drive ,
Arlington, Virginia 22202-3513

APPLICATION UNDER SECTION 1(b)

Sir:
Applicant requests registration of the mark shown in the accompanying drawirfg in the U.S.
- Patent and Trademark Office on the Principal Register established by the Act of July 5, 1946, as
amended, 15 U.S.C. § 1051 et séq.
Applicant has a bona fide intention to use the trademark in commerce in the United States on

or in connection with the goods stated below, Section 1(b) of the Lanham Act, as amended, 15

U.S.C. § 1051(b):

“Unmanned vehicles; launching equipment, landing equipment, transporting
equipment, control station, and video terminal and antenna for use with unmanned

air vehicles,” in International Class 9.
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DECLARATION

The undersigned, being hereby warned that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such willful
false statements may jeopardize the validity of the application or any resulting registration,
declares that he is properly authorized to execute this application on behalf of the applicant; he
believes the applicant to be the owner of the trademark/service mark sought to be registered, or,
if the application is being filed under 15 U.S.C.§ 1051(b), he believes applicant to be entitled to
use such mark in commerce; to the best of his knowledge and belief no other person, firm,
corporatioﬁ, or association has the right to use the mark in commerce, either in the identical form
thereof or in such near relsemblance as to be likely, when used dn or in connection with the
Zoods/services of such other person, to cause confusion, or to cause mistake, or to deceive; and
that all statements made of his own knowledge are true and all statements made on information

and belief are believed to be true.

POWER OF ATTORNEY

Applicant hereby appoints Mark Harrison, John P. Shannon, Janet F. Satterthwaite, Marcia
A. Auberger, Andrew D. Price, Jacqueline L. Patt and John W. McGlynn all members of the bar of
the District of Columbia, state of Maryland, or Commonwealth of Virginia, and the law ﬁrm of
Venable, Baetjer, Howard & Civiletti, LLP, and all having the address 1201 New York Avenue,
NW, Suite 1000, Washington DC, 20005, as applicant's attorneys with full powers of association,
substitution and revocation, to transact all business in the U.S. Patent and Trademark Office
associated with the present application, to prosecute the present application, and to receive the

certificate of registration. Please address all correspondence as follows:

-
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John P. Shannon _
Venable, Bactjer, Howard & Civiletti, LLP
“P.O. Box 34385
Washington, DC 20045-9998

Respectfully signed this 31¥ day of July, 2001.

AA] CORPORATION

py: a0 {1 ) Siv AT,

(signature) {

Name: Robert W. Worthing
{print)

Title: Vice President, General Counsel & Secretar
(print)
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o %'\ﬁ% THE UNI_.D STATES PATENT AND TRADE ., ARK OFFICE { 0o

Serial No.: 76/306,798
Mark: SHADOW
Filed: August 29, 2001 Law Office: 105

Attorney Reference: 13346-174132 V8. Pasery
(74
BOX NO FEE 02.07_200 2

Honorable Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

&
3
App sSHAT Corporation Q_A
Examining Attomey: Idi Aisha Clarke

Sir: _
This is in response to the Office Action dated QOctober 29, 2001.

Identification of Goods

Applicant respectfully requests that the present identification of goods be amended to

read as follows:

“Computerized unmanned air vehicles; computerized contro] station, video
terminal, and antenna for use with computerized unmanned air vehicle,” in

International Class 9.

REMARKS
Given the foregoing response and amendment, it is respectfully submitted that

Applicant’s mark is entitled to registration on the Principal Register.

Respectfully submitted,

By: G QU‘) W/L

~John\W. MCGBQFr)
“Yengble, Baetjer, Howard & Civiletti, LLP _

P.O. Box 34385

Washington, D.C. 20045-999%
Telephone: (202) 216-8167
Fax: (202) 962-8300
Attoruey for Applicant

Date:  February 7, 2002
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/306798
APPLICANT: AAI Corporation
CORRESPONDENT ADDRESS:
JOHN P, SHANNON
BAETIER, HOWARD & CIVILETTI, LLP

PO BOX 34385
WASHINGTON DC 20043-4385

MARK: SHADOW
CORRESPONDENT’S REFERENCE/DOCKET NO: 13346-174132

CORRESPONDENT EMAIL ADDRESS:
N/A :

OFFICE ACTION

aul 50

RIETURN ADDRESS:
Commissioner for Trademarks
2900 Crystal Drive

Aflington, VA 22202-3513

ecomlOS@uspto.g%v

Please provide in all correspondence:

1. Filing date, serial number, mark and
applicant's name,

2, Date of this Office Action.

3. Examining Aftorney's name and
Law Office number.

4. Your telephone number and e-mail
address.

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 76/306798 SHADOW

Upon further examination of the referenced application, the assigned examining attorney has
determined the following. The Office apologizes for any inconvenience.

Identification and Classification of Goods
The applicant has classified “computerized unmanned vehicles” in International Class 9. The

correct classification is International Class 12. The applicant must either delete these goods or add
International Class 12 to the application. 37 C.F.R. §§2.32(a)(7) and 2.85; TMEP §1401.04(b).

The remainder of the identification is acceptable.

Additional Classes
If the applicant prosecutes this application as a combined, or mulitiple-class, application, the
applicant must comply with each of the following.

(1) The applicant must list the goods/services by international class with the classes listed in
ascending numerical order. TMEP §1403.01.



(2) The applicant must submit a filing fee for each international class of goods/services not
covered by the fee already paid. 37 C.F.R. §§2.6(a)(1) and 2.86(a); TMEP §§810.01 and 1403.01.
Effective January 10, 2000, the fee for filing a trademark application is $325 for each class. This

applies to classes added to pending applications as well as to new applications filed on or after that
date.

Response
No set form is required for response to this Office action. The applicant must respond to each
point raised. The applicant should simply set forth the required changes or statements and request
that the Office enter them. The applicant must sign the response. In addition to the identifying
information required at the beginning of this letter, the applicant should provide a telephone
number to speed up further processing.

If the applicant has any questions or needs assistance in responding to this office action, please
telephone the assigned examining attorney.

Trademark Attorney
Law Office 105

(703) 308-9105 Ext. 174
Fax: (703) 872-9825

How to respond to this Office Action:

To respond formaily using the Office’s Trademark Electronic Application System (TEAS) visit
hitp://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/iweb/trademarks/tmeleeresp.htm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http:/tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT

THE ASSIGNED EXAMINING ATTORNEY.



IN THE UNi1 ED STATES PATENT AND TRADL.viARK OFFICE

Applicant: AAT Corporation
Serial No.: 76/306,798
Mark: SHADOW :
Filed: August 29, 2001

Examining Attorney: Idi Aisha Clarke
Law Office: 105

Attorney Reference: 13346-174132

BOX FEE
Honorable Assistant Commissioner for Trademarks

2900 Crystal Drive
Arlington, Virginia 22202-3513

RESPONSE
Sir:
This is in response to the Office Action dated July 31, 2002.

Applicant respec.tfully requests that the present identification of goods be amended to

read as follows:

“Computerized control station, video terminal, and antenna for use with L '
computerized unmanned air vehicle,” in International Class 9; /

“Computerized unmanned air vehicles,” in International Class 12.

One class has been added to this application. The additional filing fee of $325.00
is attached. In the event there is no fee attached, or an insufficient amount, please charge
the fee to our Deposit Account No. 22-0261.

In view of the foregoihg, it is respectfully requested that the mark be forwarded for

publication in the Official Gazette.

Respectfully submitted,

09/12/2002 EPINAL 00000033 76306798 p_o_agoi’ zz;(;tger, Howard & Civiletti, LLP
01 FC:361 325,00 0P Washington, D.C. 20045-9998
Telephone: (202) 216-8167
Fax: (202) 962-8300
Attorney for Applicant
Date: September 6, 2002
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