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W AGUSTA MOTOR S. p. A
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TEAM OBSOLETE PRODUCTS, LTD.

Bef ore Sinmms, Hohein, and Chapman, Adm nistrative Tradenmark
Judges.

By the Board.

Applicant filed intent-to-use applications on Septenber 2,
1997 to register the mark MV with a gear and |ightning bolt
design' and the marks M? and W AGUSTA® in typed form These
applications cover various clothing items in International C ass
25 and, with the exception of the application for the mark MV in
typed form notorcycles and their structural parts in
I nternational C ass 12.

Regi strati on has been opposed by an Italian conpany, W
Agusta Motor S.p. A, under Section 2(d) of the Trademark Act, 15
U S.C. 81052(d). In the notices of opposition filed separately
agai nst each of applicant’s three applications, opposer alleges

prior use in the United States and throughout the world, by

! Application Serial No. 75/350, 788.
2 Application Serial No. 75/350, 791.



Qpposition Nos. 119,317, 119,597, and 119, 598

opposer and its predecessors in interest, of the marks MW and W
AGUSTA in connection with notorcycles, structural parts therefor,
wear i ng apparel and ot her goods. Opposer pleads that such use
precedes the Septenber 2, 1997 filing date of applicant’s
applications. Opposer also alleges that its narks are fanous.
Additionally, in Paragraph 6 in each notice of opposition,
opposer asserts that applicant was not the owner of the nmarks at
the tinme of filing application Serial Nos. 75/350, 788,

75/ 350, 791, and 75/ 350, 790, and thus each application is null and
voi d. *

Applicant answered, denying the salient allegations of
opposer’s clains in the notices of opposition. The three
oppositions were consolidated by the Board on April 16, 2001.

Thi s consol i dated case now cones up for consideration of
applicant’s February 12, 2002 notion for summary judgnment on the
ground of priority whereby applicant asserts that opposer has
failed to establish use of its pleaded marks in the United States
prior to the Septenber 2, 1997 filing date of each of applicant’s
appl i cations.

The Board has carefully considered the evidence and

argunents set forth in the applicant’s sumrary judgnent notion

% Application Serial No. 75/350, 790.

* pposer further alleges that it has filed applications to register
the mark MWW AGUSTA with a gear and |ightning bolt design. See
Application Serial No. 75/355,732, filed Septenber 12, 1997 under 81(b)
of the Trademark Act, covering goods in International C asses 7, 12,
14, and 25 and Application Serial No. 75/371,378, filed October 10,
1997 under 81(b) of the Trademark Act, covering goods in |Internationa
C asses 3 and 18. W observe that the Trademark Exani ni ng Qperation
has suspended action on both of these applications in view of
applicant’s prior applications.
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opposer’s February 22, 2002 responsive brief, and applicant’s
reply thereto. However, the Board will give no consideration to
opposer’s March 27, 2002 surreply and applicant’s April 11, 2002
“reply to opposer’s surreply.” The Trademark Rul es of Practice
do not provide for the filing of surreply briefs, and in fact,
state that such papers will not be considered. See Trademark
Rule 2.127(a) and (e)(1).

Based on the record now before us and for the reasons
di scussed bel ow, we conclude that sunmary judgnent is
i nappropriate in this case.

General ly, summary judgnent is appropriate in cases where
the noving party establishes that there are no genui ne issues of
material fact which require resolution at trial and that it is
entitled to judgnent as a matter of law. Fed. R Gv. P. 56(c).
An issue is material when its resolution would affect the outcone
of the proceedi ng under governing |aw. See Anderson v. Liberty
Lobby, Inc., 477 U. S. 242, 106 S. C. 2505 (1986); and Cctocom
Systens Inc. v. Houston Conputers Services, Inc., 918 F.2d 937,
16 USP2d 1783, 1786 (Fed. G r. 1990). The nonnovi ng party nust
be given the benefit of all reasonabl e doubt as to whether
genui ne issues of material fact exist, and the evidentiary record
on sunmmary judgnent, and all inferences to be drawn fromthe
undi sputed facts, nust be viewed in the |ight nost favorable to
t he nonnoving party. See Opryland USA, Inc. v. Geat Anerican

Musi ¢ Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. GCr. 1992);
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A de Tyne Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPRd
1542 (Fed. Cr. 1992).

In the first instance, applicant, as the party noving for
sumary judgnent, mnust show, prinma facie, the absence of a
genuine issue as to priority. Then, if applicant does so, it is
i ncunmbent on opposer, as the non-novant, to show that there is a
genuine issue as to priority in this proceeding.® Based on the
record before us, we conclude that opposer has proffered
countering evidence sufficient to denonstrate a genui ne factual
dispute as to priority. See Cctocom Systens Inc. v. Houston
Conmputers Services Inc., supra at 1786. At a minimum we find
t hat genuine issues of material fact exist as to opposer’s chain
of title to its marks, whether the alleged interruptions in use
by opposer and/or opposer’s predecessors in interest constitute
abandonment of its marks, and whether there has been sufficient
exposure of opposer’s marks in the United States to establish use
anal ogous to trademark use. See T.A B. Systens v. PacTel
Teletrac, 77 F.3d 1372, 37 USPQ2d 1879 (Fed. G r. 1996), vacating

PacTel Teletrac v. T.A B. Systens, 32 USPQRd 1668 (TTAB 1994).

1t is well established that |ikelihood of confusion under Section
2(d) of the Trademark Act cannot be recogni zed where one clained to be
aggri eved by that confusion does not have a right superior to the
opponent's. In this case as in all opposition proceedi ngs founded on
82(d), opposer mnust prove it has prior proprietary rights inits

pl eaded marks to denonstrate |ikelihood of confusion, whether by
ownership of a registration, prior use of a technical "trademark,"
prior use in advertising, prior use as a trade nane, or whatever other
type of prior use may have devel oped a trade identity. See Oto Roth &
Co., Inc. v. Universal Foods Corp., 640 F.2d 1317, 209 USPQ 40, 43, 44,
45 (CCPA 1981).
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These issues are sufficient to preclude entry of summary judgnent
in favor of applicant.

W need not resolve the issue of whether opposer’s asserted
pre-sales activities, publicity, and pronotions created an
association in the relevant public’s mnd so as to constitute
anal ogous use that precedes applicant’s Septenber 2, 1997 filing
date.® In deciding a notion for summary judgnent, the Board may
not resolve an issue of fact; it may only determ ne whether a
genui ne issue of material fact exists. See Meyers v. Brooks Shoe
Inc., 912 F.2d 1459, 16 USPQ2d 1055 (Fed. Cr. 1990). 1In this
case, the record includes evidence of sonme exposure of opposer’s
mark in the United States prior to applicant’s Septenber 2, 1997
filing date.

Accordingly, applicant’s notion for summary judgnent is
deni ed.

In the parties’ summary judgnent briefs, both parties gave
much attention to the alleged bad faith of applicant. Looking at
paragraph 6 in each of the three notices of opposition, it is
uncl ear whet her opposer intended not only to plead non-ownership
of the marks, but also to plead fraud by applicant in prosecution
of its three applications before the U S. Patent and Tradenark

Ofice.

® In inter partes disputes, a party can establish trademark priority by
relying on pre-sales use in advertising if the use created a public
awar eness of the designation as a trademark identifying the party as a
source. See, e.g., T.A B. Systens v. PacTel Teletrac, 37 USPQ@d at
1883.
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In view thereof and under the circunstances, if opposer
intends to raise a claimof fraud, it is allowed thirty days from
the mailing date set forth on page one of this order to submt an
anended pl eadi ng which properly asserts a claimof fraud in this
consol i dat ed opposition proceeding. See Fed. R Civ. P. 9(hb).
I f an anmended pleading is filed by opposer, applicant is allowed
sixty days fromthe mailing date set forth on page one hereof to
file its answer thereto.

Proceedi ngs herein are resumed.’ Trial dates are reset as

fol | ows:
DISCOVERY PERIOD TO CLOSE: closed
30-day testimony period for party in the position of June 24, 2003

plaintiff to close:

30-day testimony period for party in the position of the August 23, 2003
defendant to close:

15-day rebuttal period for party in the position of the October 7, 2003
plaintiff to close:

I N EACH | NSTANCE, a copy of the transcript of testinony, together
wi th copies of docunmentary exhibits, nust be served on the
adverse party within thirty days after conpletion of the taking
of testinony. Trademark Rule 2.125.

"Inits responsive brief on summary judgnent, opposer requests

perm ssion “to take the necessary action to conpel” discovery
responses by applicant. |If opposer seeks to conpel such discovery,
opposer must file a proper nmotion to conpel in accordance with the
rul es applicable to Board proceedings. Qpposer is rem nded that the
Board will not consider untinely notions to conpel and will reject
notions which fail to bear the requisite statenent of good faith
effort to resolve the parties’ dispute wi thout the Board s
intervention. See, e.g., Trademark Rule 2.120(e).

6
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Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon request
filed as provided by Trademark Rule 2.129.

If the parties seek any further extensions to the trial
schedule in this case, any future consented notions to extend
should set forth all dates in the format shown in this order

See Trademark Rule 2.121(d).

*x * * * %



