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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PUEBLO INTERNATIONAL, INC,,

Qpposer, OPPOSITION NO. 118,427
vs.
IFS FINANCIAL CORPORA [10N

Applicant.

Application Serial No. 75/654. 149
Mark: PUEBLO HOI DINGS
Filed: March 5,1999
Published:  February 1, 2010

Assistant Commissioner for Tre. lemarks
BOX TTAB - NOFEE

2900 Crystal Drive

Arlington, VA 22202-3513

OPPOSER’S MOTION FORR LEAVE TO FIL.E AMENDED NOTICE OF OPPOSITION
Pursuant 1o Fed. R. Civ P. 15(a), 37 C.F.R. § 2.107, and TBMP § 307, Opposer Pueblo
International, Inc. (“Pueblo™) L2reby moves the Board for leave 10 file 2 First Amended Notice

of Opposition to add an additicaal ground of opposition and would show the Board as follows:

BACKGROUND

On Apri! 24, 2000, Pucblo filed its Notice of Opposition against Applicant IFS Financial
Corporation’s ("IFS”) Applica.ion Serial No. 75/654,249. The Opposition was based on a
hkehhood of confusion betwee 2 Pueblo’s registered mark for PUEBLO on grocery stores and its
use of the PUEBLO brand on j.0d products and [FS’ proposed mark PUEBLO HOLDINGS, as

well as dilution of Pueblo’s m:. K.
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Having further investig ied IFS’ use of its mark, Pueblo now believes that 1FS is no
longer using its mark and has « ffectively abandoned it. Pueblo theyefore moves the Board to
allow it to file its First Amend: d Notice of Opposition in order to add allegations related 10 IFS”
abandonment of the mark as a1. additional ground for opposition pursuant 10 TBMP § 312.03,
TBMP § 308.01, and 15 U.S.C § 1064(3). Opposer’s First Amended Notice of Opposition

accompanies this Motion.

ARGUMENT AND AUTHORITIES

Fed. R. Civ. P. 15(a) aliows for amendment of pleadings upon leave of the court, which
"shall be freely given when ju: dce so requires.” The Board follows this Rule and liberally grants
leave to amend pleadings at anv stage in a proceeding as long as the adverse party is not
prejudiced. TBMP § 507. Se. e.g., Unued States Olympic Comm. v. O-M Bread Inc., 26
U.S.P.Q2d 1221, 1223 (FTAL 1993) (Board noting that applicant would not be prejudiced
because the proceeding was stitl in the pre-trial phase). The Board regularly allows amendment
even when the Opposer seeks 1> add causes of action that were not part of the original Notice of
Opposition. See e.g., Marmar: Lid. v. Nurrexpa 5.4., 12 U.S.P.Q.2d 1843, 1844 (TTAB 1989)

(Board allowing Opposer to acd a claim based on facts discovered after filing the Notice).

In this case, IFS will ¢ arly not be prejudiced by an amendment 10 the pleadings, as the
Opposition has recemily been 1. opened and the discavery period is not set to close for a couple of
months. See Focus 21 Int’l Inv v. Pola Kaser Kabushiki Kaisha, 22 1J.5.P.Q.2d 1316, 1318
(TTAB 1992) (Board finding 1:2 undue prejudice where motion to amend to ‘add claims of
abandonment filed before oper.ing of movant’s testimony period); Marmark at 1844 ("We do not
accept applicant's contention tl.at, because applicant has already filed interrogatories and requests

for production of documents, t.erefore it would be prejudiced by the amendment 1o the notice of
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opposition.”). Therefore, Pueb:o shounld be allowed 1o file i1s First Amended Notice of

Opposition.

CONCLUSION
Because the Board freety gives leave 1o amend pleadings when it will not adversely affect
any of the parties, Pueblo respe ctfully requests that the Board grani it leave 10 amend i1s Nouce

of Opposition as IFS will not b.: prejudiced by the amendment ar this time.

Date: Axetv H 2,0 _ Respectfully submuited,

A A G

JOHN M. CONE

AKIN GUMP STRAUSS HAUER & FELD, L.L.P.
P.O. Box 688

Dallas, Texas 75313-0688 (by mail)

1700 Pacific Avenue, Suite 4100

Dallas, Texas 75201-4675 (by courier)

TEL: (214) 969-2800

FAX: (214) 969-4343

ATTORNEYS FOR OPPOSER

CERTIFICATE OF MAILING UNDER 7. FR 18 PUEBLO INTERNATIONAL, INC.

§ hereby comfy har we papers enclosed ner . are bewng
drpusited with the Unied Staes Posml Servic. on the dace
adraed below 200 0 R cRvelope AQATCSSCC 10: ASSISHIN
Commissinner for Tragemarks, Box TTAB - o Fee, 2000
Cryswl Prive, Aringion, YA 22202-3513.

. of person Axwing paper.
v
L - P

(Signamre of person maaliny puper)
Pae: k\&" '2"(7 ~-02.
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CERTIFICATE OF SERVICE

1 hereby cerntify that th. foregoing was served on this 26th day of November, 2002 via
U.S. mail, upon counsel for A, plicant:

David M. Bass

Law Qffices of David M. Bass
2029 Cenmury Park Ea:.c

6th Floor

Los Angeles, CA 900:.7

\J\C@.L \\A_Q-.«Qx;
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IN THE UNITEL STATES PATENT AND TRADEMARK OFFICE
BEFORE TH} TRADEMARK TRIAL AND APPEAL BOARD

PUEBLO INTERNATIONAL, INC,,

Opposer, OPPOSITION NO. 118,427

V8.

IFS FINANCIAL CORPORATION

Application Serial No. 75/654,249
Applicant. PUEBLO HOLDINGS

FIRST AMENDED NOTICE OF OPPOSITION

—

Assistant Commissioner for Ti.demarks
BOX TTAB - NOFEE

2900 Crystal Drive

Arvlington, VA 22202-3513

Sir:

PUEBLO INTERNAT IONAL, INC., a Delaware corporation, having a principal place of
business at Campo Rico A.enue, Corner Loiza Expressway, Carolina, Puerto Rico 00982
(“Pueblo”) believing that it n.ight be damaged by the registration of the above-referenced mark
by Applicant IFS FINANC:AL CORPORATION (“TFS”), hereby files this First Amended
Notice of Opposition 10 that application and would show the Board as follows:

1. Pueblo has used the name and mark PUEBLO in relation 10 its supermarket
business since at least as lon.g ago as 1955, and owns registered trademarks consisting of or
including PUEBLO, includiﬂ;; Registration No. 1,997,786 PUEBLO for “supermarket and retail
grocery store services.” Puebio also sells PUEBLO brand food products and owns registrations

of PUEBLO for those producis in many countries of Central America.

FIRST AMENDED NOTICE QF OPPOSTT.ON Page |
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2. PUEBLO store ; are universally known in Puerto Rico and the U.S. Virgin Islands
and 10 people from those islar.is now residing on the United States mainland.

3. Puceblo recentls became aware of IFS’s business, operated under the name Pueblo
Corporation, using names ana marks consisting of or including the word PUEBLO, and offering
a discount affinity card target:ng Hispanic consumers in the United States.

4. People from Pu.erto Rico and the U.S. Virgin [slands make vp a substantial part of
the 1J.S. Hispanic market. rhese people are likely o associate IFS’s business with that of
PUEBLO grocery stores, give 1 the broad range of goods and services offered in those stores.

3. Pueblo has in: ested many years and substantial sums of money in creating and
developing goodwill for its PUEBLO brand ameng the Puerto Rican and Virgin Islands
communities. Potential cusiomers for IFS’s services are likely 10 be confused, deceived or
mistaken in thinking that IF3's services are in some way associated, affiliated, sponsored or
approved by Puebio.

6. Pueblo’s mark FUEBLO is a famous mark. IFS’s use of the mark applied for
would cause dilution of the d:stinctive quality of Pueblo’s mark.

7. Pueblo Corpo.ation, a company related to IFS and responsible for the sale and
promotion of the services on which the mark applied for was to be used, has filed for bankruptcy.
The website on which Puebio Corporation promoted 1ts services is no longer functioning and
counsel for Pueblo has not .esponded to offers from counsel for Petitioner to dispose of this
marter. .

8. Apart from th.- use by its related company, Pueblo Corporation, IFS has not used
the mark which is the subje.:t of this application. Now that Pueblo Corporation has filed for

bankrupicy, IFS has ceased v sing the mark.

FIRST AMENDED NOTICE OF OPPOS] . 1ON Page2
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9. TFS has ceased ase of the mark applied for with an intent not 10 resume such use.

WHEREFORE, Puebl. Inlemationat, Inc. prays that application Serial No. 75/654,249 be

refused in accordance with the provisions of Section 13(a) of the Lanham Act.

Respecifully submitted,

Date;[/"w/v Z{' Zovl - W/{dn-

JOHN M. CONE

AKIN GUMP STRAUSS HAUER & FELD LLP.
P.O. Box 688

Dallas, Texas 75313-0688 (by mail)

1700 Pacific Avenue, Suite 4100

Dailas, Texas 752014675 (by courier)

TEL: (214) 969-2800

FAX: (214) 969-4343

ATTORNEYS FOR OPPOSER
PIUEBLO INTERNATIONAL, INC.

CERTIFCATE OF MAILING UNPER 7 C.F.R. 1.3

1 heweby cernfy that the pspers enclased creip are being
dArponied with the Uniied Smie Postal Ser.ace on the daw
induateq below ane w ap eovelope addres & W Assisfant
Copuissioner for Trademmrks. Bax TTAB  No Fee, 2000
Cryswl Dmive, Arlingten, VA 22202-35)3

VICK] MARTIN

ﬂ\fﬂd &l:f persan maligy pa)-T)
AL - \I\*SMB? -

(Signanre of porven making pap: <)
Daw: \ - Us, ~07
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CERTIFICATE OF SERVICE

1 hereby cerniify that th.2 foregoing was served on this 26th day of November, 2002 via
U.S. mail, upon counsel for A} plicant:

David M. Bass

Law Offices of David M. Bass
2029 Century Park Eas,

6th Floor

Los Angeles, CA 90007

Shoaol.
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