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Opposition No. 117,069

Central Mfg., Inc.

v.

Flexi-Coil Limited

Before Cissel, Quinn and Rogers, Administrative Trademark
Judges.

By the Board:

This case now comes up for consideration of the

following motions: (1) opposer’s motion (filed August 22,

2001) to compel; (2) applicant’s motion (filed August 30,

2001) for discovery sanctions; (3) opposer’s motion (filed

September 19, 2001) for an extension of time to respond to

applicant’s motion; (4) opposer’s withdrawal (filed October

10, 2001) of the August 22, 2001 motion to compel; (5)

opposer’s motion (filed October 10, 2001) to compel; and (6)

opposer’s motion (filed October 29, 2001) to amend the

notice of opposition to conform to the evidence.

Procedural History

By way of background, this proceeding was instituted on

February 29, 2000. On May 30, 2000, opposer moved for
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suspension of proceedings pending settlement discussions

between the parties; however, on June 13, 2000 applicant

objected to the motion stating that they had rejected

opposer’s settlement proposal and the parties were not

engaged in settlement discussions. Thereafter, from July

17, 2000 through September 12, 2000, Leo Stoller, opposer’s

representative, on behalf of a non-party, i.e., Leo Stoller,

d/b/a Central Mfg., filed several duplicative motions. On

February 12, 2001, the Board issued an order indicating that

the third-party motions would not be considered, imposing

its standard protective order, resetting discovery and trial

dates and allowing the parties thirty days in which to

respond to outstanding discovery requests. Subsequently,

instead of serving its discovery responses, opposer filed a

motion for reconsideration of the Board’s February 12, 2001

order, a motion for relief from paragraph 1 of the

protective order, and a motion for discovery sanctions. On

July 12, 2001 the Board issued an order denying opposer’s

three motions and granting applicant’s uncontested motion

for discovery sanctions to the extent that opposer was

ordered to serve its discovery responses without objection.

Opposer was allowed until August 1, 2001 to do so. Further,

the Board stated that “in view of opposer’s and opposer’s

representative’s dilatory actions to date in this case,

including duplicative motions filed by opposer’s
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representative, Leo Stoller, on behalf of a non-party and

opposer’s wholesale avoidance of providing discovery,

opposer was prohibited from filing any motion until thirty

days from the date of service of opposer’s complete

discovery responses on applicant. Finally, the Board noted

that “[a]ny discovery motion filed by applicant within sixty

days of the mailing date of this order, including a motion

for judgment under Trademark Rule 2.120(g) will be given

priority over all other motions” and the Board advised

opposer that failure to comply with the July 12, 2001 order

“may result in the entry of default judgment against

opposer.”

In accordance with the July 12, 2001 order, the Board

first considers applicant’s motion for judgment under

Trademark Rule 2.120(g).

Motion for Discovery Sanctions

As a preliminary matter, opposer’s response to the

motion would have been due on September 19, 2001. In lieu

of a response brief, opposer filed a motion for an extension

of time stating that “[o]pposer is requesting a first

extension of the trial and discovery dates based upon the

fact that our country experienced a national disaster on

September 11, 2001, with the bombing of the New York Trade

Center, in New York City with the loss of over 6000

lives...[t]he opposer[‘s] fund raising efforts precluded the
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opposer from completing its discovery by Sept. 30, 2001 and

filing its timely response to applicant’s motion for

discovery sanctions...the opposer requests an extension of

time of 30 days to respond to applicant’s motion for

discovery sanctions which the opposer received on Sept. 11,

2001.”

We find that opposer’s unsubstantiated statements

regarding opposer’s purported fundraising activities and the

alleged receipt of applicant’s motion twelve days after it

was served on August 30, 2001, conveniently arriving on the

exact date from which opposer states it was engaged in

fundraising activities, do not constitute good cause

sufficient to warrant an extension of time.1 However,

inasmuch as the motion for sanctions is potentially

dispositive of the case we will take it up for consideration

on its merits rather than grant it as conceded.

In support of its motion, applicant states that

“[opposer] is in direct violation of at least three

discovery orders...[applicant] has yet to receive a response

to [applicant’s] discovery requests despite two direct

orders from the TTAB to respond to these requests.”

Further, applicant states that opposer “disregarded the

TTAB’s orders by propounding a defective notice of

1 Moreover, to the extent opposer’s representative chose to be
engaged in fundraising activities, that does not relieve opposer
from its obligation in this proceeding to meet its deadlines.
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deposition by written questions and subsequently filing a

motion to compel.” Applicant states that the notice “failed

to specifically identify the officer before whom the

deposition was to be taken” and “the notice stated that

answers to the propounded questions ‘are due [within] 30

days, at the offices of the Opposer.’” Applicant states

that it “dispatched a letter to counsel for [opposer]

outlining the numerous defects in this purported notice, but

did not receive a response.”

Further, applicant states that opposer “misrepresented”

when the motion to compel and deposition notice were mailed.

“The notice contained a Certificate of Service stating that

it was mailed on July 20, 2001, when in fact it was

postmarked July 21, 2001” and “[t]he motion contained a

Certificate of Service stating that it was mailed on August

16, 2001, when in fact it was postmarked two days later, on

August 18, 2001.” Applicant attached the postmarked

envelopes.

We note that opposer, in its motion for an extension of

time, states that it served its discovery responses on July

25, 2001. Opposer supports that statement with a copy of a

certificate of return receipt no. 7099 3400 0020 6793 4946

dated July 25, 2001, unsigned by the recipient and with the

handwritten note “2) discovery responses” in the address

section.
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Applicant disputes the probative value of the return

receipt and opposer’s purported service of responses, both

in its response to the motion for extension and in a later

paper.2 Applicant supports its statement that it never

received opposer’s discovery responses with a declaration by

Rosemary O. Burke, an employee of applicant’s counsel

responsible for opening and distributing all mail received

by applicant’s counsel. Ms. Burke states that opposer’s

discovery responses “were not included in any mailings

received (including the mailing with certified mail no. 7099

3400 0020 6793 4946) from the opposer prior to the mailings

served by the opposer on September 30, 2001.” Further, Ms.

Burke states that she compared the actual postage on the

envelope with receipt number 7099 3400 0020 6793 4946 with

the postage that would have been required if the documents

she admits were in the package had been accompanied by the

discovery responses.3 She found that without the discovery

responses the required postage came to $4.86, which is the

actual postage on the envelope, but with the discovery

documents the required postage would have come to $5.78.

2 Applicant’s October 22, 2001 response to opposer’s October
motion to compel.

3 Opposer forwarded its discovery responses to applicant sometime
in September and thereafter filed its “withdrawal of its August
motion to compel.”
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Finally, applicant states that “[opposer’s] harassment

of [applicant] is further demonstrated by the irrelevant,

intimidating and inane questions propounded in the, above-

mentioned, defective notice of deposition.” Applicant

attached a copy of these questions which include the

following questions:

Mr. Jim Henry your [sic] aware that trademark
attorneys, like all attorneys, can give their
clients bad legal advice in trademark matters
which eventually can lead to receiving a judgment,
correct?

Has the Applicant’s counsel given you it’s [sic]
opinion that there is no likelihood of confusion
as between the Applicant’s use of the mark STEALTH
and the opposer’s 15 US Trademark Registrations
for the use of the mark STEALTH?

Has the applicant offered you any extra
compensation for giving your written testimony in
this proceeding?

Has the Applicant offered you any compensation to
not tell the truth in this matter. [sic]

Mr. Henry what is your Nationality? Where were you
born? Do you speak English? Do you read English?
Tell us in what country were your born, raised and
educated? How old are you? Are you married? Do you
have children? What are the names of your family
members and what is the address were you live?
Have you ever been divorced? Charged with a crime?
Put in prison? If yes what prison?

Have you ever been convicted of a crime? If so
tell us about it?

Do the farmers that purchase the Applicant’s goods
live in their barns? Please give details.

Does [sic] the applicant’s customers who purchase
the goods live in their pig pens with their pigs
or do they live in their farm house?
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Decision

Opposer was allowed until March 14, 2001 to serve any

outstanding discovery responses. Instead of serving those

responses, opposer filed another round of motions.

Thereafter, opposer was ordered to serve its discovery

responses by August 1, 2001. Based on the record before us,

we find that once again opposer did not serve its discovery

responses in violation of the July 12, 2001 order.

Applicant stated that it did not receive those

responses and states that the envelope opposer claims they

were in did not have the postage necessary to cover the

additional weight attributable to the responses.

Applicant’s statement is supported by a declaration; in

contrast, opposer’s claims are not supported by a sworn

statement or declaration. Moreover, opposer’s subsequent

actions (serving discovery responses in September and

withdrawing the August 22, 2001 motion to compel) further

undermine opposer’s unsworn statement that it served the

discovery responses within the deadline set by the Board.

In addition, opposer, again in violation of the Board

order, filed a motion to compel prior to service of the

complete discovery responses and, therefore, prior to
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expiration of the moratorium barring motions by opposer.4

Therefore, even if the discovery responses had been served

on July 25, 2001, as opposer states, opposer filed a motion

prior to the expiration of the thirty day moratorium imposed

by the Board.5 Opposer’s subsequent “withdrawal” of that

motion does not serve to obviate its non-compliance. There

is no “safe harbor” provision for violating a Board order.

With regard to the discrepancies between the date

“certified” by opposer and the actual postmark on papers

served on applicant, incredibly, Mr. Stoller, opposer’s

representative, has already been warned and sanctioned for

this behavior in other cases before the Board, and yet

persists in perpetuating misrepresentations regarding

mailing dates. See S. Industries Inc. v. Lamb-Weston Inc.,

45 USPQ2d 1293 (TTAB 1997), (petitioner’s certificate of

mailing on a motion to extend found to be fraudulent).

Moreover, Mr. Stoller, has also recently been sanctioned,

4 We note that several of opposer’s subsequent responses to the
request for production of documents state that opposer “will
produce” responsive documents and instructs applicant to call
opposer to make arrangements for inspecting the documents.
Inasmuch as the parties had not yet arranged for inspection of
the documents, the discovery responses, even if served on July
25, 2001, were not “complete” by the time opposer filed its
motion to compel.

5 Although the motion was received by the Board on August 22,
2001 it was served on applicant on August 16, 2001 as shown by
Exhibit B of applicant’s motion for sanctions. We note that, the
paper filed with the Board contained an unsigned certificate of
mailing with the date “August 2001” and a signed certificate of
service with the date “August 2001,” both of which are manifestly
insufficient.
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individually, for making material misrepresentations to the

Board regarding an applicant’s consent to extensions of

time. Central Mfg., Inc. v. Third Millenium Technology

Inc., ____ USPQ2d _____ Opp. No. 115,931 (TTAB December 7,

2001). Thus, his credibility with the Board is lacking.

The Board cannot ignore its past experience with

opposer’s representative, Leo Stoller, and considers the

bad-faith actions taken in this case against that backdrop.6

Id. (Leo Stoller sanctioned individually for bad-faith

conduct based on Board’s inherent authority to sanction

individuals engaged in bad-faith conduct before the Board.)

See also, In re Itel Securities Litigation, 596 F.Supp. 226,

235 (D.C.Cal. 1984), affirmed 791 F.2d 672 (9th Cir. 1986)

(District court considered offending counsel’s “history in

this type of litigation”).

In this case, opposer’s representative has filed and

served numerous papers that have the sole purpose of

harassing applicant, apparently until it capitulates. A

particularly glaring example is opposer’s threatening line

6 Leo Stoller and his various corporations are regularly before
the Board and courts. See S Industries Inc. v. Lamb-Weston,
Inc., 45 USPQ2d 1293 (TTAB 1997) (petitioner's motion to extend
based on report that its president, i.e., Leo Stoller, was
involved in numerous other proceedings before the Board). See
also S Industries, Inc. v. Hobbico, Inc., 940 F. Supp. 210
(N.D.Ill. 1996) ("S Industries, Inc. ('S') appears to have
entered into a new industry – that of instituting federal
litigation. …[A]nd this court has had occasion to note a
proliferation of other actions brought by S….").
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of questioning in the notice of deposition upon written

questions. Requesting the name and residential address of

applicant’s officer’s wife and children is by implication

threatening. It is wholly irrelevant to the case and only

serves to harass applicant.

Opposer’s failure to comply with the Board order, taken

against the backdrop of opposer’s cumulative dilatory and

uncooperative approach towards discovery in this case,

opposer’s tactics of harassment evidenced by its line of

questioning in its deposition upon written questions and

opposer’s representative’s history of engaging in

misrepresentations before the Board supports imposing the

most severe sanction. See Baron Phillippe De Rothschild

S.A. v. S. Rothschild & Co. Inc., 55 USPQ2d 1848 (TTAB

2000); Carrini Inc. v. Carla Carini S.R.L., 57 USPQ2d 1067

(TTAB 2000).

Accordingly, applicant’s motion for judgment is granted

and the opposition is dismissed with prejudice.7

7 In view thereof, the remaining outstanding motions are moot.


