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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

PRAIRIE ISLAND INDIAN COMMUNITY, Opposition Nos. 91115866 and
A FEDERALLY RECOGNIZED INDIAN TRIBE, 91157981
Plaintiff, Cancellation Nos. 92028126
92028127, 92028130, 92028133;
VS. 92028145; 92028155, 92028171;
' 92028174; 92028199; 92028248,
TREASURE ISLAND CORP., 92028280; 92028294, 92028314;
92028319; 92029325, 92028342;
Defendant. and 92028379 (as consolidated)

DEFENDANT’S TRIAL BRIEF
ORAL ARGUMENT REQUESTED
INTRODUCTION AND STATEMENT OF THE ISSUES

This consolidated proceeding involves nineteen (19) marks owned by the Defendant,
Treasure Island Corp. (“Treasure Island”), incorporating the terms TREASURE ISLAND or some
variation thereof, as well as design features. See Chart of Treasure Island Marks attached
hereto as Appendix A. All of the marks are used for casino or related goods and services. The
crux of this matter is the issue of priority of use between Treasure Island’s marks for casino and
related services and a TREASURE ISLAND mark owned by Plaintiff, Prairie Island Indian
Community (“Prairie Island”), also used for casino services.

Treasure Island, through its predecessor-in-interest, first used a TREASURE ISLAND
mark in commerce for casino services at least as early as June 1989. Plaintiff, does not dispute
the accuracy or authenticity of Treasure Island’'s evidence showing a date of first use of the
mark for casinos services by as early as June 1989. Prairie Island claims January 1990 as the
date of first use of its TREASURE ISLAND mark for casino services. This date is clearly

subsequent to Treasure Island’s date of first use and priority must be awarded to Treasure
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Island based upon the abundant clear and convincing evidence.
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Prairie Island argues that because prior judgments were entered in its favor against
other discontinued TREASURE ISLAND design marks owned by Treasure Island, those prior
judgments should act as res judicata (claim preclusion) regarding the marks at issue in this
consolidated proceeding. However, the marks at issue here (i) convey a sufficiently dissimilar
commercial impression than those prior marks and (ii) were filed years before Prairie Island filed
its first cancellation proceeding. Therefore, res judicata does not apply. Further, res judicata
should not be used in the manner Prairie Island suggests, as a sword, to attempt to defeat
priority.

Based upon the undisputed facts, Treasure Island has priority of use for a TREASURE
ISLAND mark for casino and related goods and services and hotel and related goods and
services and as a result, the oppositions and cancellations should be adjudicated in its favor.
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DESCRIPTION OF THE RECORD

The record consists of nineteen (19) registrations identified in Appendix A, attached
hereto; portions of the testimony transcript (with exhibits) of Thomas O. Mikulich, President and
COO of Treasure Island Hotel and Casino; portions of the testimony transcript (with exhibits) of
Andrew S. Pascal, former employee of The Golden Nugget and The Mirage (predecessors-in-
interest to Treasure Island Hotel and Casino); portions of the testimony transcript (with exhibits)
of Mark W. Russell, Vice President and General Counsel of The Mirage; portions of the
testimony transcript (with exhibits) of John Schadler, partner in the Schadler, Kramer Group and
former Vice President in Advertising for The Mirage; portions of the testimony transcript (with
exhibits) of Ronald Valentine, former General Manager of Prairie Island; portions of the
testimony transcript (with exhibits) of Cindy Flemke, Administfation Manager at Prairie Island;
portions of the testimony transcript (with exhibits) of Dolores Knapp, Hotel Manager at Prairie
Island: various answers and objections to discovery propounded in this proceeding, third party
documents and state registrations relied upon by Treasure Island and Prairie Island through
Notices of Reliance.
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RECITATION OF FACTS

l CASINOS OFFER SLOT MACHINE PLAY AS CASINO SERVICES TO THEIR
CUSTOMERS

A. Use of TREASURE ISLAND for Casino Services

In 1988, Treasure lIsland’'s predecessor in interest owned and operated the world-
famous Golden Nugget Hotel and Casino (“Golden Nugget’) located on Freemont Street in
downtown Las Vegas, Nevada. in those days, Las Vegas casinos only used slot machines and
video poker games produced by game manufacturers. Mikulich Tr., pp. 18-19. The Golden
Nugget however, believed that unique casino games could be developed and specially branded
to attract casino customers. The Golden Nugget devised a number of concepts to create a
broader and more unique appeal for the casino as a place td play. Unique proprietary games
was a way for the Golden Nugget to “stand out among other casinos.” Schadler Tr., pp. 8-9. In
order to stand out from the competition that had generic-type games on their floors, the Golden
Nugget developed “personalities” for the games. Schadler Tr., pp. 23-24. This was a way to
distinguish the Golden Nugget from every other casino in town. We were at that time “...the
leaders” in that direction. Schadler Tr., pp. 24-26. After developing a unique game and its
associated name and artwork, the Golden Nugget placed its proprietary TREASURE ISLAND
branded games on its casino floor in the second quarter of 1988. Pascal Tr., pp. 7-8. This was
the first time that any Las Vegas casino had developed and used a non-generic slot machine in
its casino. Schadler Tr., pp. 23-25; Mikulich Tr., pp. 18-19. Artwork, known in the casino
industry as “belly glass,” was developed for the glass inserts of the slot machines (Mikulich Ex.
A) and for video poker games (Mikulich Ex. B). The belly glass was placed on the two types of
games to provide the TREASURE ISLAND games with a specific brand identification.” Mikulich
Tr., p. 14-15 and Ex. A and B; Pascal Tr., pp. 4-6. Exhibits C, D and E identify TREASURE

ISLAND slot machines and TREASURE ISLAND video poker games at the Golden Nugget with

' Belly glass is a term of art for the exterior aesthetic additions to slot machines that allow people to
differentiate one slot machine from another by artistic renderings or names, or both. Russell Tr., pp. 13-
14,



the signage above them. Mikulich Tr., p. 16. The video poker games were different from all
other video poker games because of their TREASURE ISLAND brand and because the game
was a three-tiered progressive game which no other casino had at that time. Mikulich Tr., p. 19.

By the spring of 1989, the Golden Nugget was focused on “slot marketing, entertainment
marketing and room sales.” Slot marketing is “promoting the casino, the slot machine
component of the casino.” “It is basically the promotion of slots as an entertainment offering for
the general consumer...” Schadler Tr., p. 7. By May 15, 1989, two areas or “banks”? of
TREASURE ISLAND games, e.g, both slot and video poker machines were in place at various
locations within the Golden Nugget and signs identifying the brand were placed above each
bank of games. Mikulich Tr., p. 15-18 and Ex. C, D, E, and F. About 50 games in the Golden
Nugget carried the TREASURE ISLAND mark. Mikulich Tr., pp. 44-46. Photographs of the
TREASURE ISLAND slots and video poker games show the TREASURE ISLAND branded
“belly glass” located just above the coin tray of each type of game. Mikulich Tr., pp.15-18, Ex. C,
D,EandF.

Initially, the TREASURE ISLAND branded games were exclusively offered at the Golden
Nugget (Mikulich Tr., pp. 25-26) and casino customers who wanted to play the exclusive
TREASURE ISLAND casino games had to go to the Golden Nugget. Mikulich Tr., pp. 30-31.
Slot tournaments using those games were held in the casino to draw customers from outside of
Nevada and fill Golden Nugget hotel rooms with out of state players invited to play in the slot
tournament. Mikulich Tr., pp. 66-68. Uniquely branded games drove business. Mikulich Tr., pp.
30-31. “The idea was to develop hotel/casino customer loyalty. You want customers to develop
property loyalty and loyalty to a game so you can generate repeat business.” Russell Tr., p. 26.

In early 1988 or 1989, games carrying the TREASURE ISLAND brand were promoted
through back-lighted sign panels or “duratrans” located on the exterior of the Golden Nugget

where they could be viewed by pedestrians and motorists. Pascal Tr., pp. 9-10, 14-15; Mikulich

2 A slot bank is a grouping of slot machines on a casino floor that are close to one another in some
configuration. Often a sign is placed above the bank to identify the games. It's a way to refer to a
grouping of slot machines less than all the slot machines on a casino floor, Russell Tr., pp. 28-29.
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Tr., pp. 36-38. Billboards advertising “Only Golden Nugget Has TREASURE ISLAND SLOTS”
were placed throughout Las Vegas and on the freeway coming from Los Angeles into downtown
Las Vegas. Mikulich Tr., pp. 39-40, 43 and Ex. H. Additional print advertising for the Treasure
island games was carried by local newspapers. The mark also appeared on the casino slot
cups placed at each bank of slots used by customers. Mikulich Tr., pp. 70-72. Many customers
took slot cups home as souvenirs. Mikulich Tr., pp. 36-37.

During the nine year period of May, 1989 through 1998, the Golden Nugget continuously
used TREASURE ISLAND games on its premises. Mikulich Tr., p. 23. While early in that
period some consideration was given to removing the TREASURE ISLAND branded slots from
the casino floor, GNLV Corporation® decided to keep the machines because the brand was to
be used in the future for casino and casino-related goods and services. Mikulich Tr., pp. 75-76.
By May of 1989, approximately $50-$55 million in casino revenue was generated at the Golden
Nugget by gaming machines, including slots and video poker. Mikulich Tr., pp. 29-30. By
August of 1990, slot revenue at the Golden Nugget had reached almost $90 million. Mikulich
Tr., p. 29-30.

In order to repeat the commercial success (of the brand), games at the Golden Nugget
were placed at sister properties under the Mirage Resorts umbrella.* Mikulich Tr., pp. 56-57. In
November of 1989, TREASURE ISLAND games were also in the Golden Nugget in Laughlin,
Nevada. Mikulich Tr., p. 56. On November 22, 1989, Mirage Resorts, Incorporated opened the
Mirage Hotel and Casino (the “Mirage”) on the Las Vegas Strip. Russell Tr., p.35. When the
Mirage opened, TREASURE ISLAND branded games from the Golden Nugget properties were
placed on the floor of the Mirage. Mikulich Tr., pp. 56- 57; Pascal Tr., pp. 13-14. Prior to

placing the TREASURE ISLAND games on the floor of the Mirage casino, the design of the

® GNLV Corporation is the Nevada corporation that owned and operated the Golden Nugget Hotel and
Casino.

4 At the time relevant to this action, the family of companies under Mirage Resorts Incorporated included:
The Mirage Casino-Hotel; The Bellagio; Treasure Island Corporation; Golden Nugget Las Vegas; Golden
Nugget Laughlin (Nevada) and Beau Rivage (Mississippi). Steven Wynn was the Chairman of the Board
of Mirage Resorts, inc. Mikulich Tr., pp. 10-11.



belly glass artwork used earlier at the Golden Nugget was revisited for use at the Mirage.
Pascal Tr., p. 11-13. The August 24, 1989 letter from Suburban Graphics® to the “Golden
Nugget/Mirage” identified the change made to the art work of the TREASURE ISLAND games
before the games were placed on the Mirage casino floor. Pascal Tr. 11-13, Ex H at TIC 1140.
Like the Golden Nugget, the Mirage held slot tournaments using TREASURE ISLAND branded
games. Billboards advertising “Treasure Island, a Pirate’s Treasure Awaits You Only at the
Mirage and the Golden Nugget” were placed around Las Vegas. Mikulich Tr., pp. 60 and Ex. J
at TIC 1189. The Mirage promoted TREASURE ISLAND slot tournaments because “it was a
popular game and a popular brand” and “at the time we were developing the Treasure Island
Resort” so we “leveraged (the game) as kind of a preview and introduction to the resort.”
Pascal Tr.,, p. 16. In fact, one of the objectives of the 1993 TREASURE ISLAND slot
tournament at the Mirage was to generate interest and expose existing Mirage customers to the
Treasure Island Resort; to “pre-sell” the Resort that was to open in October 1993. Pascal Tr.,
pp. 15-17 and Ex. | at TIC 1190, 1227 and TIC 1281.

In order to stop competitors from using custom games it developed, GNLV Corporation
registered its trademarks. Mikulich Tr., p. 26. On July 7, 1989, GNLV Corporation registered the
mark TREASURE ISLAND in the State of Nevada for “slot merchandizing.” Russell Tr., p. 29-
30 and Exhibit K. The date of first use was listed as June 1989.% Russell Tr., p. 30. The term
“slot merchandising” was used partially “to fit within the format of an application.” “You don't
sell the slot machine. You sell time to play on the slot machine or the entertainment value of
playing the slot machine that is physically present in your casino.” Russell Tr., pp. 85-87.
Treasure Island’s predecessor-in-interest used the mark to attract customers to use or play or
wager in its casinos and to develop brand recognition. “The product that we are selling is the

111

® Suburban Graphics produced the designs for the Golden Nugget and printed the belly glass. Pascal Tr.,
pp. 11-13.

® Mark Russell testified that the June date on the Nevada State registration was the date he was given.
Russell Tr., pp. 30-31.
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entertainment value or service value of somebody wagering on those particular slot machines.”
Ibid.

On October 1, 1994, GNLV Corporation, assigned its rights in the TREASURE ISLAND
mark to Treasure Island Corporation.” Russell Tr., pp. 64-66 and Ex. T. Steven Wynn was the
chairman of the Board of Golden Nugget/GNLV Corporation and was the Chairman of Mirage
Resorts, Incorporated, the parent company of both GNLV Corporation and Treasure Island
Corporation. Russell Tr., pp. 35-36. Since the Treasure Island Corporation was running a full-
service Vresort with slot and video games, table games, hotel and retail services, it made
business sense that the TREASURE ISLAND mark resided with that subsidiary company.
Russell Tr., p. 65-66, Ex’s K and T (a certified copy of the Assignment). Also see Respondent's
Notice of Reliance Under Rule 2.122(d); assignment of Nevada State registration number
SM00220807 showing that Treasure Island is the successor in interest of the mark.

Prairie Island did not offer gaming services under the mark TREASURE ISLAND until
January 19, 1990, however its Minnesota Certificate of Registration alleges it first used the mark
on January 1, 1990. Plaintiff Trial Brief, Ex. 17. During its testimony, Prairie Island offered an
advertisement it made “with the opening (of the casino) on January 19, 1990.” Flemke Tr., p.
23. That advertisement identifies their premises as “Treasure Island BINGO and Casino.”
Flemke Tr., pp. 22-23, Ex. 1.

B. The Registrant Announces Its Plans to Build the Treasure Island
Hotel and Casino.

It is undisputed that the Los Angeles Times reported that Mr. Wynn announced the
development of the Treasure Island Hotel and Casino on October 30, 1991. Plaintiff's Trial Brief
at p. 10. The announcement was the beginning of a national publicity campaign for the
Treasure Island Hotel and Casino. One commercial pirating the airways aired on all television

stations at the same time. Pascal Tr., p. 17. This national campaign to market and promote the

” The legal name for Treasure Island Hotel is Treasure Island Corporation. The stock of Treasure island
Corporation was owned by the Mirage Casino/Hotel which was owned by Mirage Resorts, Incorporated, a
publicly traded company. Russell Tr., pp. 43-44.
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opening of the new resort included a made for TV movie “Treasure Island-The Adventure
Begins” the movie of the week, which aired to a national TV audience. Schadler Tr., pp. 35-36;
Russell Tr., pp. 48-50, Ex. O (videotape). After the Treasure Isiand Resort’s announcement,
hundreds of publications regarding the Treasure Island Resort and Casino appeared in the
National press. Respondent’s Second Notice of Reliance Under Rule 2.122(e).

Treasure Island opened in Las Vegas in October of 1993; Pascal Tr,, p. 17. Treasure
Island Corporation filed trademark applications in 1992 and 1993 for various design marks that
depicted various pirate theme designs as well as marks that identified its sister property, the
Mirage, as TREASURE ISLAND AT THE MIRAGE. See registrations and applications at issue
in this proceeding.

By at least the spring of 1992, the Prairie Island Tribal Council (“Council”) knew about
the development of the Treasure Island in Las Vegas. Respondent’s Notice of Reliance Under
Rule 2.120()). The general manager of Prairie Island’s casino, made at least two trips to Las
Vegas. Valentine Tr., p. 9. During the fall of 1992, Valentine met and hired John Hall, floor
manager in the table games department at the Mirage Hotel in Las Vegas. Valentine Tr., pp. 9-
10. It was during those trips that Valentine first learned that Treasure Island at the Mirage was
being built in Las Vegas. Valentine Tr., pp. 11-13. After his trip to Las Vegas, Valentine made a
presentation in which he advised the Council about the Treasure Island at the Mirage and
recommended hiring the Merchant & Gould law firm (“Firm”) to determine whether a trademark
registration for the mark TREASURE ISLAND could be obtained. Valentine Tr., pp. 17.

Prairie Island did not conduct a trademark search before it adopted or began using the
mark® “Treasure Island” on January 19 1990. More than two (2) years after its adoption of the
mark, Merchant and Gould conducted a search. An April 15, 1992 letter provided Valentine and
the Council with the firm’s search resuits and referenced a March 30, 1992 Business Week

article reporting that Steve Wynn was “spending $430 million on another 3,000 room casino

8 Defendant’s Notice of Reliance Under Rule 2.120(j), (5) Petitioner's Response to Registrant's Request
for Admission No. 1. :
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hotel called Treasure Island. Valentine Tr. p. 30, Ex. B. “Planned for an 18-acre site next to the
Mirage on the Las Vegas strip, the new project will have its own splash of daring. In a 360-foot
water-filled canal, mock pirate ships will stage gun battles.” Valentine Tr., pp. 30-31 and Ex. B.
Merchant & Gould's findings included the following: “After review of the Business Week article, it
is not clear whether this is the same entity headed by Steve Wynn.” “[Y]ou [Valentine] may note
that TREASURE ISLAND has been registered in Nevada for Slot Merchandising to GNLV
Corporation.” “You had expressed concern regarding Steve Wynn’'s plans for his new
TREASURE ISLAND casino in Las Vegas. Since it involves a huge investment, we can assume
he will try to protect and enforce his rights and we should continue to watch his operations.”
Merchant & Gould's opinion concludes “[I]t is unlikely that you will be able to obtain a federal
registration for the mark, but it appears that you should be able to obtain a state registration.”
Valentine Tr. pp. 30-32 and Ex. Batp 1. °

In early 1992, after he knew of Wynn's plans for a pirate-themed resort, Valentine placed
an order for a motorized, confetti shooting pirate ship to be used in parades in Minnesota.
Valentine Tr., pp. 56-58 and Ex. H. Valentine admits that he knew Treasure Island’s plans
included mock pirate ships staging gun battles before he placed the April 27, 1992 purchase
order. Valentine Tr., p. 53-57.

By January of 1995, Plaintiff's /sland Times Magazine provided to its customers began
'offering promotional trips to the Treasure Island property in Las Vegas. The /sland T;mes
headline reads: “To thank you for visiting Treasure Island in Minnesota, we would like to treat
you to Treasure Island in Las Vegas.” The Las Vegas trips were advertised to be given away
“every weekend in January.” Flemke Tr., p. 223-225 and Ex. F. Prairie Island admits that it

sent at least one of its customers to Las Vegas to stay at Treasure Island.™

® Merchant & Gould's letter includes its Trademark Search report but the report provided to Defendant
does not include the page referencing the mark TREASURE ISLAND registered to GNLV Corporation.
Valentine Tr., Exh. C. Mr. Valentine could not explain the reason the report produced in discovery was
incomplete. The Report starts with Reference 1 but skips to Reference 27. Valentine Tr., pp. 36-38.

10 Respondent’'s Notice of Reliance Under Rule 2.12(j), (3) Petitioner's Supplemental Answers to
Respondent'’s Interrogatory No. 4.
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1) Prairie Island Provided Hotel Services In December Of 1996.

Prairie Island opened its hotel in December of 1996. Plaintiff Trial Brief, p. 24. Prairie
Island alleges it “began offering lodging services since it opened its casino in January of 1990."
Plaintiff's Trial Brief at p. 24. Prairie island admits, however, it did not own a hotel facility or
offer hotel services on its premises during the six (6) year period from January 1, 1990 through
December 20, 1996. Defendant’s Notice of Reliance Under Rule 2.120(j);, Petitioner's Answers
to Respondent’s Interrogatory No. 10. Prairie Island has submitted no evidence to suggest it
owned or operated hotel rooms, had hotel employees to service hotel rooms, had cleaning
services for hotel rooms or offered any amenities the public generally associates with hotels
during this six (6) year period. See Plaintiff's Trial Brief. Prairie Island further admits that none
of the hotels at which guests may have stayed during the prior six year period, January 1990
through December 1996, were identified as “Treasure Island.” Rather, Prairie Island’s flyer
states only that “Fine Local Hotels” provided lodging services. Ex. 34. Hotel services were
provided only by the hotels which were operating in nearby communities. For example, the
Super 8 in Red Wing, Super 8 in Hastings, Minnesota, the Parkway Hotel in Red Wing, and the
Saint James Hotel in Red Wing. Flemke Tr., p. 177-179. Additionally, the public had to call
“Trilogy Tours,” not Prairie Island, to book those travel packages. Plaintiff's Trial Brief, Ex. 34.
Prairie Island offers Exhibit 34 as evidence that it used the mark for hotel services and to
promote hotel packages at local hotels in 1990. However, a legible copy of the exhibit provided
in discovery demonstrates that the travel promotion is dated October 15, 1992, one year after
Treasure Island announced the development of its property in Las Vegas. ' Plaintiff's Trial
Brief, Ex 34.

During its testimony period, Prairie Island introduced a series of exhibits to support its

contention that “Treasure Island Bingo and Casino” opened its doors for the first time on

" While the witness authenticated a package of materials which included Exhibit 34, she did not provide
any testimony regarding the date the package was actually advertised. The copy produced during
testimony obscured the date, so a more legible copy is included as Exhibit 34. Flemke Tr., pp. 89-92.




January 19, 1990 (Flemke Tr., p. 22) and to describe the services offered at its casino.' Those
exhibits, dated January 19, 1990 through 1994, do not describe either the offering of hotel
services or the brokering of arrangements for casino guests to stay at other local lodgings.
Flemke Tr., Ex 1-10. Prairie Island also submits Exhibits 13, 14, 15 & 16, covering the period
1990 through 1992. Plaintiff's Trial Brief, p. 9. None of these exhibits mention or reference
hotel services. Prairie Island also provided testimony that its 1994 brochure “accurately
describes” the services actually offered by the casino at that time. Flemke Tr., pp. 85-87 and
Ex. 22. That brochure does not describe either hotel lodgings or reservation services being
offered by, or in conjunction with, Prairie Island’s casino.
C. Prairie Island’s Own Actions Regarding Confusion

1) Prairie Island’s Allegations of Confusion

Prairie Island offers alleged evidence of confusion including calls that were purportedly
misdirected to the Treasure Island’s premises, email communications directed to Prairie Island’s

website treasureisland.com, and hearsay accounts of an incident allegedly experienced by a

Prairie Island employee who stayed at Defendantfs Treasure Island. Plaintiff's Trial Brief, p. 22.
Based on this evidence, Prairie Island alleges “actual confusion is rampant.” Plaintiff's Trial
Brief p. 20. Prairie Island’s Call Tracking Summary references the period January 1997 through
February 1999. Knapp Tr., p. 197 and Ex. 28. Prairie Island states that during that two year
period, “260 individuals phoned its place of business believing they were phoning Defendants’
place of business.” Plaintiff's Trial Brief at p. 21. Since more callers to Prairie island’s premises
booked a room than the 35,535 who did not book a room, (Knapp Tr., pp. 197-199) Prairie
Island’s exhibits demonstrates that the percentage of “misdirected” callers was less than the

.007 % shown on the exhibit.”™

2 Throughout the deposition of Cindy Flemke, the property was referred to generically as “Treasure
Island.” However, the technical name for the property, as demonstrated by the exhibits introduced and
authenticated by Flemke during her deposition, is “Treasure Island Bingo and Casino.”

3 The bottom row of Ex. 28 shows the “total[s]” number of callers to the hotel that did not book a room
during the two year period. The column heading under which those totals are shown indicates the reason
a caller did not book a room. Simple addition of the “Totals” in each of the column totals demonstrates
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When Prairie Island opened its casino (as Treasure Island Bingo and Casino) on
January 19, 1990, telephone operators identified the casino as being in Red Wing, Minnesota.
Flemke Tr., pp. 161-163. When Prairie Island opened its hotel in December of 1996, hotel
operators were instructed to answer the phone, “Treasure Island Redwing, Minnesota.” Knapp
Tr., pp. 104-106. Some time after the hotel opened, the operators ceased identifying the hotel
as being in Red Wing, Minnesota. During the period 1999 to 2002, the hotel did not inform
callers that they were calling Red Wing unless the caller provided a clue to the operator that “in
reality_" the caller was seeking reservations in Las Vegas, Nevada.’ Knapp Tr., pp. 153-155.

Prairie Island tried to tender evidence to show célls were “misdirected” through the
hotel's 1-800 telephone number. To support this contention, Knapp testified potential guests of
the hotel could not obtain the hotel's telephone number through the 1-800 directory assistance
operators. Prairie Island supported this testimony by calling 1-800 directory assistance on the
record during a testimony deposition. Knapp Tr., pp. 20-25. Knapp testified she “specifically
asked for information about Treasure Island Resort and Casino in Red Wing and was given the
Las Vegas phone number.” Knapp Tr., p. 25. During cross examination Knapp admitted,
however, that before she testified she had learned that the Prairie Island was not even listed in
1-800 directory assistance. During her testimony of September 28, 2005 Knapp testified that
she could not determine the 1-800 telephone number by calling directory assistance. Knapp

Tr., p. 23. During her testimony of September 29, 2005 Knapp testified that “two to
three” days earlier (i.e. before her testimony) she became aware that Prairie Island did

not have a 1-800 number listing.

that during the two year period 35,535 calls were tracked (744 + 239 + 151 +....80 = 35,535). Therefore
the 260 “misdirected” calls during the period represents less than .007 % of the total number of calls
tracked on this document (260 divided by 35,535 = .007).

“a Al right. Mrs. Knapp, is it your policy, as the hotel manager, to instruct your hotel reservations --
your hotel reservations operators to only identify that this hotel is located in Red Wing, Minnesota if you

get one of those queues that we talked about? A. One of the red flags type of things? Q.
One of the red flags. A.  Yes. Q. Okay. Has that -- have you ever initiated another policy?

A. Not that | can recall. Knapp Tr., p. 1563.
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Q: All right. So you're telling me that,
as hotel manager who is in charge of doing everything
in your power to make sure the guest is not confused,
that you were not aware until approximately two or
three days ago that there was no 1-800 assistance
directory information available to callers? Is that
your testimony?

A Yes. May | explain?
Knapp Tr., p. 114.

Prairie Island admits that there is a high probability that callers using a 1-800 number
really want to make reservations in Las Vegas. Knapp Tr., pp. 134-135. Until the time of its
own trial testimony in September of 2005, Prairie Island did not know that during the three year
period of May 2002 through September 2005, Prairie Island was not listed in the 1-800 directory
assistance phone book. Knapp Tr., pp. 113-124.

D. Confusion evidence

Prairie Island’s hotel has 247 rooms available for occupancy. Knapp Tr., p. 173. The
math demonstrates that Prairie Island’'s hotel has approximately ninety thousand (90,000) room
nights per year (247 x 365 = 90,155). Treasure Island, however, has 2,665 standard rooms and
220 suites (a total of 2885 rooms) on its premises. On the average, two people stay in each
room each night. Mikulich Tr., pp. 78-81. Treasure Island has over one million room nights per
year (2,885 x 365 = 1,053,025) and over 2 million guests stay in the hotel each year (2 x
1,053,025 = 2,106,050). Because the hotel has a 96% occupancy rate, Treasure lIsland
provides over two million guests with hotel rooms each year (2,106,050 x 96% = 2,021,808).
Mikulich Tr., p. 79. In comparison, assuming a 100% occupancy rate and two guests per night
per room, Prairie Island’s hotel provides 180,000 guests with hotel rooms each year."® The
Prairie Island Call Tracking summary identifies 260 calls meant for Defendant out of 35,535
calls between January, 1997 and February, 1999. Knapp Tr., Ex. 41.

111

Iy

'S Prairie Island could not or did not produce room occupancy rates. Knapp Tr., pp. 172-173.
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ARGUMENTS

I TREASURE ISLAND HAS PRIORITY OF USE FOR THE WORD MARK
TREASURE ISLAND FOR CASINO SERVICES.

A. As early as 1988, Treasure Island’s predecessor provided games
under the TREASURE ISLAND mark, as a casino service, for customer
play.

In 1988 Treasure lIsland’s predecessor-in-interest, The Golden Nugget (GNLV
Corporation) was the first Las Vegas casino to provide gaming services to its patrons by
developing its own line of proprietarily branded games played on slot and video gaming
machines. Schadler Tr., pp. 23-25; Mikulich Tr., pp. 18-19. These machines were placed in
casinos to allow customers to play games of chance on machines that they enjoy. Treasure
Island’s predecessor-in-interest, The Golden Nugget, developed the first proprietary brand of
slot and video games to develop customer loyalty to the games that were available in only this
casino(s). Pascal Tr., pp. 7-8.

Gaming machines played under the TREASURE ISLAND mark were developed and
placed on the Golden Nugget floor for play and testing in 1988. By May 15, 1989, TREASURE
ISLAND games had received approval by the State Gaming Control Board and were in daily
play at the Golden Nugget casino in slot banks. Mikulich Tr., p. 31. To promote greater casino
play, the Golden Nugget held Treasure Island tournaments in which patrons played only the
Treasure Island games. The hotel promoted and advertised the Treasure Island tournaments
by direct mailings to customers across the country, advertised the games in newspapers and
promoted the games on billboards. The Golden Nugget also displayed exterior signage on the
hotel/casino promoting the TREASURE ISLAND games. Pascal Tr., pp. 4-5, 9-10, 14-15;
Mikulich Tr., pp. 36-37, 39-40, 43, 66-68, 70-71 and Ex. H. The games and their advertising
and promotional efforts were so effective that Golden Nugget casino revenue from slot and
video games was increased from $55 million to $90 million dollars. Mikulich Tr., pp. 29-30.

Based upon this successful casino play of the Treasure Island games, they were

installed in the casino of the Golden Nugget sister property, The Mirage Hotel and Casino, when
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it opened in November of 1989. Treasure Island games continued to be promoted at the
Golden Nugget, The Mirage and at the Golden Nugget Laughlin continuously until 1998, five
years after the Treasure Island Hotel and Casino in Las Vegas opened. Mikulich Tr., pp. 56-57

Providing gaming machines for customer play is a service provided by a casino to its
customers. When a casino places a branded game on its property, either in the form of a table
game or a machine, it is offering an opportunity for its patrons to access the games for play.
The patrons play the machines in the hope of winning jackpots. Patrons do not buy the games
or the machines or take them home; they use or “play” them for limited durations of time.

By making the TREASURE ISLAND brand of games available for play, both in
tournament and regular play, the Golden Nugget provided “casino services” to its patrons under
the TREASURE ISLAND mark.”® “One of the bedrock principles of trademark law is that
trademark, or service mark ownership, is not acquired by federal or state registration. Rather,
ownership flows only from prior appropriation and actual use in the market.” See Allard

Enterprises, Inc. vs. Advanced Programming Resources, Inc., 46 U.S. P2d, 1865, 1870 (6" Cir.

1998). Treasure Island’s rights for casino services flow from providing games under the mark,
TREASURE ISLAND, for play by the public. These facts are uncontroverted and establish
priority by Treasure Island’s processor-in-interest and thus Treasure Island for casino services.
By contrast, Prairie Island has failed to offer any legal authority whatsoever in support of its
contention of priority via clear and convincing testimony and documentary evidence of the
person(s) responsible for these casino games it marketed. “Opposer must establish its own
prior proprietary rights in the same or a confusingly similar designation, in order to refute the

application.” See T.A.B. Systems vs. Packtel Teletrac, 37 U.S. P2d, 1879, 1881 (Fed. Cir.

1996). “The burden of proof in a cancellation proceeding for a service mark is no different from
that of a trade or certificate mark. Thus, a presumption of validity attaches to a service mark

registration and the party seeking cancellation must rebut this presumption by‘ a preponderance

'® The TREASURE ISLAND mark is a.word mark. At the Treasure Island, slot machines, belly glass,
signs above the slot banks, billboards and mailings presented TREASURE ISLAND in a variety of styles
and fonts.
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of the evidence.” See Martahas v. Video Duplication Services Inc., 3F3d 417, 421, 27 U.S.P.Q.

2d 1846,1850 (Fed. Cir. 1993). Prairie Island has failed to meet its burden. The abundance of
clear and convincing evidence is that Treasure Island through its predecessor-in-interest has
priority use of the mark TREASURE ISLAND and thus is entitled to its registrations for casino
services.

B. The PTO has consistently registered the names of gaming machines

provided for customer play with the description of services identified
as casino services.

The United States Patent and Trademark Office has consistently registered the names
of gaming machines provided for customer play with the description of services identified as
casino services. The Board should note it has long been a practice of the Trademark Oﬁice to
allow registration of the names of games offered for casino play to the public as casino services.
Exhibits supporting the claim of casino services often consist of photographs of slot and video
game banks and signage promoting the games for play. For example, one of the more famous
brands in the casino industry is Park Place, Registration No. 1,353,936. The Trademark Trial
and Appeal Board should take judicial notice that the specimen supporting the original
application for Park Place for casino services in 1979 was signage that appeared over a bank of
slot machines in a casino.

Numerous registrations have been granted to Palace Station, Inc. and its parent
company, Station Casinos, Inc., for casino services in International Class 41, in which the
registration for casino services was supported by photographs of the belly glass on slot

machines. For example:

ACES OVER DEUCES Reg. No. 1,788,567
DOUBLE ON DIAMONDS Reg. No. 1,798,260
“BONUS SEVENS" POKER Reg. No. 1,793,011
CRAZY EIGHTS Reg. No. 1,874,258
8'S OR BETTER Reg. No. 1,804,853
FANTASTIC FIVES Reg. No. 1,798,259
JUMPIN' JACKS Reg. No. 1,788,566
FLUSH MANIA Reg. No. 1,788,565
JOKERS GONE WILD Reg. No. 1,788,564
ROYAL COURT Reg. No. 1,788,563
SWEETHEART ROYAL POKER Reg. No. 1,788,562
STRAIGHT FLUSH RUSH Reg. No. 1,788,561
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RACEY ACES Reg. No. 1,789,721
TRIPLE PAY DEUCES WILD POKER Reg. No. 1,788,560

These registrations and the belly glass samples of use to support the registrations are in
the files of the United States Patent and Trademark Office. The Board should take judicial

notice of this evidence.

Similarly, the Board should take judicial notice of similar casino services designations in
Registration No. 2,465,866 in international class 41 for casino services for Paris Casino Resort
which is likewise supported by signage above a bank of slot machines. Similarly, Registration
No. 2,845,193 in international class 41 for casino services for the mark RED ROCK STATION is
evidenced by Red Rock Station signage above a bank of slot machines."”

Treasure Island’s predecessor-in-interest used the mark in both these ways and much
more. The TREASURE ISLAND mark was used on the games’ belly glass, on the signage
above the games, on billboards advertising the casino games, on signage outside the casino, in
direct mail pieces promoting Treasure Island slot tournaments and in newspapers. Pascal Tr,,
pp. 4-5, 9-10, 14-15; Mikulich Tr., pp. 36-37, 39-40, 43, 66-68, 70-71 and Ex. H. The evidence
is abundant and clear that the TREASURE ISLAND mark was used for casino services by at
least 1989 and Treasure Island is entitled to its registration based upon that date.

C. Treasure Island, through its predecessor-in-interest, used the

TREASURE ISLAND mark for casino services well prior to Prairie
Island’s first use.

The uncontested facts are that Treasure Island’'s predecessor-in-interest, GNLV

Corporation, which operated the Golden Nugget Hotel and Casino in Las Vegas, developed and

' In addition there are numerous other similar registrations for example: the mark RANDOM RICHES,
Registration No. 2,370,176 is supported for casino gaming services in international class 41 by
specimens showing the belly glass and related signage of the gaming machine. The mark PENNY LANE,
Registration No. 2,988,239 registered to Boyd Gaming Corporation, in international class 41 for casino
services was supported by the signage above a bank of slot machines. The word mark PLAY-IN-PAY
THE TICKET WAY, Registration No. 2,965,142 in international class 41 for casino services is supported
by a sign above the bank of slots bearing that mark. The word mark WORLDS OF CASH, Registration
No. 2,308,620 supporting “casino services featuring slot machines and gaming equipment’ in
international class 41 is supported by signage above the bank of slot machines. Boyd Gaming's PENNY
WAY, Registration No. 2,878,996 in international class 41 for casino services is supported by signage
above a bank of slots. Caesars Entertainment, Inc.’'s PENNYVILLE, Registration No. 2,985,522 supports
international class 41 for casino services with photographs of the slot machine bearing the PENNYVILLE
mark and signage within this casino announcing the PENNYVILLE slots.
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placed Treasure Island games on the Golden Nugget casino floor by 1988 and made the games
available for daily play at least as early as May 1989." Further the facts are uncontested that
the Golden Nugget continued to provide the Treasure Island games for use by its patrons at the
Golden Nugget continuously thereafter through 1998 and assigned its rights to the TREASURE
ISLAND rﬁark to the registrant in 1994."° The assignment of the Treasure Island mark is not
disputed and has not been challenged or contested by Prairie Island with testimony or
documentary evidence.

On the other hand, the trial testimony establishes that Prairie Island did not open its
renamed casino until January 19, 1990. Flemke Tr., pp. 16-17. The facts are undisputed that
although the Prairie Island Minnesota state registration shows a first use of January 1, 1990 that
casino was closed then and did not reopen to the public until January 19", a date after Treasure
Island’s predecessor’s first use. Treasure Island slot games were on the floor of the Golden
Nugget as early as the second quarter of 1988. Public play, advertising and promotion,
including slot tournaments, occurred as early as the following year in 1989. Both pre-date the
earliest claimed use by Prairie Island who had previously operated as Island Bingo and
reopened its casino in 1990 as “Treasure Island Bingo and Casino.” Plaintiff's Trial Brief, p. 8
and Ex. 13.

D. To the extent that Prairie Island’s multiple cancellations and

oppositions to Treasure Island’s registrations are based upon

alleged priority of use for casino services; their cancellations and
opposition must fail.

Prairie Island has challenged Treasure Island’s applications by relying upon the claimed
date of first use in its Minnesota state registration and comparing that date with the dates

reflected in the Treasure Island federal registrations which were based upon the opening date of

'® The unrefuted testimony of Andrew Pascal is that the Treasure Island games were placed on the
casino floor in 1988. Tom Mikulich’s uncontested testimony is that the games were available for public
play when he first arrived at the hotel in May of 1989. Both dates pre-date the June 1989 date reflected
on the TREASURE ISLAND Nevada State trademark registration. The date on the registration in turn
pre-dates the claimed date of first use by Prairie Island, thus, Treasure Island has priority.

"% See Russell Tr., Ex. T, which is the uncontested assignment of TREASURE ISLAND mark and good
will associated therewith.
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Treasure Isiand Hotel and Casino in Las Vegas. Prairie Island has admitted in its testimony
period that the date on its Minnesota registration is wrong and first use did not occur until
January 19, 1990. Flemke Tr., pp. 180-181.  Prairie Island does not address the use of
Treasure Island for casino services by Treasure Island’s predecessor-in-interest. They have
ignored the first use of Treasure Island by Golden Nugget, and Treasure Island’s receipt of the
assignment of the mark from Golden Nugget. By ignoring such undisputed facts, Prairie Island
undoubtedly hopes the Board will likewise overlook the facts as well; it should not. To the
extent that Prairie Island’s challenge is based upon its alleged priority in providing casino
services, its challenge must fail. The undisputed facts are Treasure Island games were
developed and placed on the floor of the Golden Nugget in 1988 and promoted for public play
and tournaments as casino services by at least as early as May 1989, well before Prairie
Island’s January 19, 1990 first use. These facts are supported by significant documentary
evidence and the unchallenged and unrefuted testimony of Andrew Pascal and John Schadler,
individuals who were directly involved with the casino games, but who are no longer employees
of Golden Nugget or Treasure Island. Treasure Island’s predecessor-in-interest was entitled to
registration of the TREASURE ISLAND mark for casino services in 1989 and Treasure Island is
entitled to its registrations now. The evidence on this point is unchallenged and overwhelming.

1. TREASURE ISLAND HAS PRIORITY OF USE OF THE MARK TREASURE
ISLAND FOR HOTEL SERVICES

Treasure Island first announced its intent to use the TREASURE ISLAND mark for a
three hundred million dollar ($300,000,000)2° resort hotel casino in Las Vegas on October 29,
1991. Russell Tr., pp. 49-51 and Ex. N. At that time, Prairie Island did not have a hotel, or offer
hotel services. Flemke Tr., p. 87. Since its October 1991 announcement, Treasure Island
actively promoted its new resort throughout the construction and pre-opening phases not only in
Las Vegas, but throughout the United States.

[ljn the motel or hotel business, the opening of a new hotel or motel is generally
publicized and promoted long prior to its completion so as to acquaint the public

2 By the time the hotel casino opened the cost was around $430,000,000. Valentine Tr., p. 28-30.
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with its facilities and to book conventions, trade shows, and other events which
are usually arranged years in advance of their occurrence. A party may acquire
rights in a designation which may be superior to any rights that a subsequent
user may acquire in a confusingly similar term through prior use thereof in
advertising or promotional material connected with the publicizing and/or offering
for sale of goods or services providing that this use has been of such nature and
extent as to create an association of the goods or services and the mark with the
user thereof.

Hotel Corp. of America v. Inn America,_Inc., 153 U.S.P.Q. 574, 576 (T.T.A.B. 1967) ; Chance v.

Pac-Tel Teletrac, Inc. 58 U.S.P.Q.2d 1222, 1228 (9" Cir. 2001). Moreover, after an initial use of

a mark the owner must show “activities which would tend to indicate a continuing effort or intent
to continue such use and place the product on the market on a commercial scale within a time
demonstrated to be reasonable in the particular trade.” Id. at 1226. This factor eliminates
“token use” of marks. |d.

Treasure Island’s pre-opening promotions included announcements and advertisements
in newspapers and magazines, pre-opening Treasure Island slot machine tournaments at sister
properties, pre-opening hotel room reservation services, offering the public t-shirts and other
promotional goods, and even a made-for-television movie aired nationally soon after the hotel
casino opened. Russell Tr., pp. 48-50, 56-57 and Ex. N; Schadler Tr., 35-36. There is no
question that the tens of millions of dollars spent by Treasure Island from October 1991 to the
hotel casino’s opening in October 1993, and beyond, show its pre-opening marketing and
publicity activities were extensive.?’ Moreover, the fact that Treasure Island has continued its
national advertising of the mark and has been successful in maintaining a ninety-six percent
(96%) occupancy rate for its 2,885 hotel rooms evidences it has made more than a “token use.”
It has created an association in the minds of the public between the TREASURE ISLAND mark

and the Treasure Island Resort Hotel and Casino in Las Vegas.*

2! Television and media costs alone prior to the opening of Treasure Island were $5 to $6 million dollars.
Schadler Tr., p. 34.

22 The unrefuted testimony supports and the math demonstrates that Treasure Island has over one million
“room nights” per year (2,885 x 365 = 1,053,025) and over 2 million guests stay in the hotel each year (2
x 1,053,025 = 2,106,050). Because the hotel has a 96% occupancy rate, Treasure Island provides over
two million guests with hotel rooms each year. Mikulich Tr., p. 79. Respondent, Treasure Island's Second
Notice of Reliance Under Rule 2.122(e).
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In December 1996, more than five (5) years after Treasure Island began advertising and
promoting its hotel casino property, more than three (3) years after Treasure Island opened its
TREASURE ISLAND resort hotel casino, and after more than three (3) million room nights had
been booked at the Treasure Island in Las Vegas, Prairie Island opened its two hundred and
forty-seven (247) room hotel in Red Wing, Minnesota. Flemke Tr., p 87; Knapp Tr., p. 173.
Clearly, Treasure Island’s adoption and use of a TREASURE ISLAND mark for hotel services
pre-dates Prairie Island’s adoption and use of the mark for hotel services by several years.

Prairie Island attempts to claim priority of use for a TREASURE ISLAND mark for hotel
services by arguing it “began offering lodging services since it opened its facility in January of
1990.” Plaintiff's Trial Brief at p. 24. Yet Prairie Island admits it did not have a hotel or offer
hotel services during the period January 1, 1990 through December 20, 1996. Defendant’s
Notice of Reliance Under Rule 2.120(j); Petitioner's Answers to Respondent’s Interrogatory No.
10. Moreover, there is no evidence in the record to suggest that during that six (6) year period
that Prairie Island had owned or operated hotel rooms, engaged hotel employees to service
hotel rooms, provided cleaning services for hotel rooms, or offered any amenities the public
generally associates with hotels. Nor has there been any evidence submitted that such
customary amenities normally associated with hotel services were provided by Prairie Island
under the TREASURE ISLAND mark between 1990 and December of 1996.

Unlike Treasure Island, Prairie Island offers no substantive documentary evidence of use
of a TREASURE ISLAND mark for hotel services prior to its hotel opening in December 1996.
lts scant evidence includes but a single poorly copied flyer intended to prove Prairie Island’s
claimed January 1990 use of a TREASURE ISLAND mark for hotel services through promoting
packages with a tour and travel company to stay at local hotels. However, a legible copy of the
flyer, produced during discovery, demonstrates that the promotion is dated October 15, 1992,

one year after Treasure Island announced the development of its property in Las Vegas. 2

23 \While the witness authenticated Ex. 34 during her testimony, she did not provide any testimony
regarding the date the package was actually advertised. Flemke Tr., pp. 89-92.
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Plaintiff's Trial Brief, Ex. 34. Additionally, the flyer expressly states that it is “Trilogy Tours”
together with Prairie Island offering the “tour packages.” The flyer directs potential customers to
call Trilogy Tours, not Prairie Island. One of the basic tenets of trademark law is that a mark

must identify in the minds of the public a single source. T.A.B. Systems v. PacTel Teletrac, 37

U.S.P.Q.2d 1879, 1883 (Fed. Cir. 1996). Prairie Island has failed to establish that it, and not
Trilogy Tours, is the “single source” of origin of the alleged hotel reservation or booking
services. |d. It is equally feasible to infer that the mark for these purported services is
TRILOGY TOURS since it is Trilogy Tours the consumer must call for information. Also, the
hotel services providers are identified in the exhibit solely as those of “A Fine Local Hotel,” none
of which were called Treasure Island. Plaintiff's Trial Brief, Ex. 34. Fiemke Tr., p. 177-179.
Making reservations or booking rooms is not providing lodging or hotel services. It may be tour
or travel services, but it is not hotel services and there is no actual evidence that Prairie island
even did that. The flyer directs calls to the tour operator.

Importantly, no documentary evidence has been submitted by Prairie Island showing it
actually sold any of these hotel packages or that these alleged services were continuously used
until its hotel opened in December 1996. Moreover, only one witness testified about providing
hotel services in 1990. “We didn't have hotel facilities in 1990 (sic) but what they would do is go
to various cities and they would book for instance at Super 8 at Redwing or Super 8...” Flemke
tr., p. 91. The entities providing hotel services were other businesses. Factors considered to
determine whether a service has actually been “rendered in commerce” include a “commercially
reasonable attempt to market the service, the degree of ongoing activity of the holder to conduct

the business using the mark, the amount of business transacted, and other similar factors.”

Chance v. Pac-Tel Teletrac, Inc. 58 U.S.P.Q.2d at 1228. Also, “the user must prove that the
‘necessary association’ was created among more than an insubstantial number of potential
customers. Otherwise, he cannot show ‘significant impact on the purchasing public.” T.A.B.

Systems v. PacTel Teletrac, 37 U.S.P.Q.2d at 1883. Based upon the scant evidence

presented, Prairie Island cannot establish the “necessary association” in the minds of potential
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customers when it not only failed to establish that customers, if any, used these alleged services
but also “utterly failed to prove the size of the market’ and that its services reached a
“substantial portion of the public that might be expected to purchase the service.” Id.

Prairie Island cannot establish that its TREASURE ISLAND mark created a public
identification with hotel services any time prior to December 1996. As Treasure Island has
establish it spent millions of dollars on pre-opening activities which reached a substantial portion
of its market since 1991, and as it opened its hotel in 1993 and Prairie Island did not open until
December of 1996, Treasure Island has priority of use of a TREASURE ISLAND mark for hotel
services. Treasure Island has established this fact with clear and convincing evidence. Prairie
Island, on the other hand, has failed to prove its claim as it is required to do with a
preponderance of the evidence. Its evidence is a single photocopy of a flyer that is not dated
1990, but 1992. lts single witness admitted it did not have hotel facilities, but that its customers

stayed at Super 8’s and other hotels in the area.

IV. TREASURE ISLAND HAS PRIORITY OF USE OF THE MARK TREASURE
ISLAND FOR SOUVENIR ITEMS

The mark TREASURE ISLAND was first used on promotional goods, such as on slot
cups placed next to its uniquely branded and highly successful TREASURE ISLAND siot
machines as early as 1989 at the Golden Nugget and the Mirage. Mikulich Tr., pp. 36-37.
Consumers would often take these slot cups home as souvenirs. 1d. If a game was successful,
as the TREASURE ISLAND slots were, then other collateral promotions would be done to
advertise the slots to the customers. Schadler Tr, p. 9. The TREASURE ISLAND mark
continued to be used on clothing items such as sweatshirts, t-shirts, hats and coffee mugs
through 1992 to market and promote the new Treasure Island resort hotel casino to be opened
in 1993. Russell Tr., at p. 76-77. Once the Treasure Island Resort Hotel Casino opened in
October 1993, retail stores sold numerous additional items bearing the TREASURE ISLAND

mark including cups, jogging suits, caps, glasses, evening wear, pants, swimwear, ties, shorts
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and shirts. Russell Tr., p. 66; Federal Registrations 2,040,756 (in international class 025) and
2,019,481 (in international class 021).

As ownership rights in a mark flow only from use, clearly Treasure Island’s prior use of
the TREASURE ISLAND mark for souvenir items such as slot cups from at least 1989 gives it
priority over Prairie Island which did not begin using its mark on promotional goods until at least

1990. Allard Enterprises, Inc. v. Advanced Programming Resources, Inc., 58 U.S.P.Q.2d 1710,

1715 (6™ Cir. 2001). The evidence of Treasure Island’s use is supported by the uncontested
testimony of at least three witnesses and substantial documentary evidence that demonstrates
a first use in 1989 and continued use from that day to the present.

V. CONFUSION

Prairie Island argues actual confusion between the marks is “rampant.” Plaintiff's Trial
Brief at p. 20. If actual confusion has occurred it is either the result of Prairie Island’s own
misconduct or is de minimus. Moreover, because Treasure Island has priority of use of a
TREASURE ISLAND mark for casino, hotel and related goods and services, Prairie Island’s
arguments regarding a likelihood of confusion do not apply to this proceeding.

A. Prairie Island Caused Any Alleged Instances Of Consumer Confusion
by Drawing Themselves Closer to Treasure Island.

According to Prairie Island’s Call Tracking Summary, the alleged instances of actual
confusion did not begin until around August 1997. Knapp Tr., Ex. 41. This demonstrates that
not only was there no confusion related to casino services, but also it suggests that there was
something related to the operation of Prairie Island’s hotel that triggered this confusion. This is
a logical inference as the bulk of Prairie Island’s alleged confusion evidence rests in telephone
calls from persons attempting to make room reservations at its property. Knapp Tr., p. 84.
Consumers do not make reservations to book casino services, hence no confusion arose during
the prior seven years’ use of the marks for casino and related services from 1990 through 1997.
Consumers clearly knew and know if they were enjoying casino services in Las Vegas, Nevada

or Red Wing, Minnesota.
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After Treasure Island announced its intent to open a resort hotel casino under the
TREASURE ISLAND mark in October 1991, Prairie Island shifted from a tropical island theme
for its properties and instead adopted a pirate theme similar to that identified in Steve Wynn's
1991 announcement. Valentine Tr., pp. 51-53. The fact that use shifted to a pirate theme by
Prairie Island is demonstrated by in its ordering of a pirate parade float and the new name for its
employee magazine “No Bones About It.” Valentine Tr., pp. 53-59 and Ex. H. Additionally,
during the fall of 1992, Prairie Island’s Tribal Council member Ron Valentine traveled to Las
Vegas and hired John Hall, floor manager in the table games department at The Mirage, to work
at the Minnesota property. Valentine Tr., pp. 9-10. Undoubtedly, Mr. Hall was familiar with the
Treasure Island game at the Mirage and the construction of the Treasure island which was
under way at the Mirage property. Most importantly, at some time, Prairie Island stopped calling
itself Treasure Island Bingo and Casino as it did when it opened in 1990 and now calls itself
Treasure Island Resort and Casino. Prairie island offers no evidence as to when or why it did
so, but the effect is clear. It makes Prairie Island’'s property sound more like the Las Vegas
resort than a Midwestern Bingo Hall operated by an indian tribe.

In January, 1995 Prairie Island offered trips to Treasure Island in Las Vegas as a contest
prize. Its promotion of that contest clearly demonstrates it intended to infer an affiliation
between itself and Treasure Island. In fact, Prairie Island’s January/February 1995 newsletter
read “To thank you for visiting Treasure Island in Minnesota, we’d like to treat you to Treasure
Island in Las Vegas.” Flemke Tr., Ex. F. Three years subsequent to the opening of Treasure
Island’s hotel, Prairie Island opened its own hotel. When it opened, it answered the phone as
Treasure Island in Red Wing, Minnesota. Some time thereafter, the designation “Red Wing,
Minnesota” was dropped from Prairie Island’s telephone greeting and instances of alleged
confusion began. Knapp Tr., pp. 152-153. Further, Prairie Island’s election to not have clear
identification of its geographic location on its web site invited further consumer confusion.
Knapp Tr., pp. 205-206. Finally, despite Prairie Island’s insistence that much consumer

confusion was caused because persons calling on their 1-800 number were incorrectly directed
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to Treasure Island in Las Vegas, Prairie Island has admitted during the testimony period it had
not maintained an 800 number listing for approximately three (3) years. Knapp Tr., pp. 114-116.
Most troubling, Prairie’s Island’'s witness Knapp tried to create false evidence of confusion.
Even after she knew that Prairie Island had not had a 1-800 number listing for several years,
she tried to create the appearances of confusion by calling the 1-800 number operator while on
the record and asking for the Minnesota property. When the operator gave her the Treasure
Island number in Las Vegas, she pretended that was evidence of confusion. It was only in
cross examination that she admitted that she had learned two days before the testimony that
Prairie Island was not listed in the 1-800 number operator-assisted directory. The Board should
not permit such misleading efforts to be considered as “evidence.”

Prairie Island continues to attempt to mislead the public and this Board. It has produced
alleged instances of confusion in the form of Reservation Desk-Wrong Treasure Island
Information Sheets from 2001 and 2002, four (4) years after filing this action. Knapp Tr., Ex. 43
segment. However, Prairie Island has produced no evidence to suggest that since filing its first
action in this consolidated proceeding in October, 1998, it has taken meaningful steps to
minimize any potential confusion by identifying itself and its location to consumers. The parties’
marks co-existed in the market place apparently without consumer confusion for many years.
The alleged confusion began only when Prairie Island took a series of actions to draw itself
closer to Treasure Island and continues only because Prairie Island refuses to reform its
conduct.

B. If Consumer Confusion Did Occur, It Was De Minimus At Best

Even if confusion were found to have occurred, these instances of much less than one
percent (1%) of the calls being “misdirected” is de minimus. “Evidence of only a small number
of instances of actual confusion can be dismissed as inconsequential or de minimus.” See J.

Thomas McCarthy, McCarthy On Trademarks And Unfair Competition § 23:13 (4™ ed. 2005).

“‘Evidence of the number of instances of actual confusion must be placed against the

background of the number of opportunities for confusion before one can make an informed
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decision as to the weight to be given to the evidence.” See id. Plaintiff admits that it received
many more than the 35,535 calls listed in its Call Tracking Summary over this two year period
making the percentage of purported “wrong TI” calls even smaller than the .007% calculated.
Knapp Tr., p. 198. Even adding the reservation sheets Prairie Island produced to support its
actual confusion claims from 2001-2002 does not make the percentage of purported instances
of confusion any less minimal.?* Knapp Tr., Ex. 43 segment. Importantly, the alleged evidence
only occurs after 1997, even though Treasure island opened in Las Vegas in 1993. Treasure
island has more than a million (1,000,000) room nights each year and more than two million
guests per year. In that context, 260 misdirected calls over several years to Prairie Island is an
extraordinarily small percentage. Placing this percentage against the background of opportunity
for consumers to be confused into calling the “wrong T1,” shows that little or no weight shouid be

given to Prairie Island’s confusion evidence, as it is de minimus.

C. Likelihood of Confusion - The Du Pont Factors
As Treasure Island has priority of use of a TREASURE ISLAND mark for casino, hotel

and related goods and services, the Du Pont factors generally used to determine any likelihood

of confusion between marks have little relevance in this proceeding, see Inre E.l. Du Pont De

Nemours & Co., 177 U.S.P.Q. 563, 567 (CCPA 1973).*® Because Treasure Island has priority

24 The basis of Prairie Island’s confusion argument is that out of 35,535 calls made to its Red Wing,
Minnesota property over a two year period which did not result in a room reservation, two hundred and
sixty (260), or less than .007%, of those calls were purportedly “meant for Defendant.” The total number
of callers to Prairie Island was actually higher. Knapp Tr., p. 198. Plaintiff Brief at pp. 20-21. The bottom
row of Ex. 28 shows the “total[s]’ number of callers to the hotel that did not book a room during the two
year period. The column heading under which those totals are shown indicates the reason a caller did
not book a room.  Simple addition of the “Totals” in each of the column totals demonstrates that during
the two year period 35,535 calls were tracked (744 + 239 + 151 +....80 = 35,535). Therefore during the
period less than .007 % of the total number of calls tracked on this document were “misdirected” (260
divided by 35,535 = .007). Plaintiffs Call Tracking Summary which it uses to support its confusion
argument is not only hearsay, it also fails to identify the criteria used, if any, to determine whether a call
was made to the “wrong TI.” Knapp Tr., Ex. 41. Moreover, Prairie Island’s own witness admitted that
persons making “wrong TI” calls were not asked how they got the Red Wing, Minnesota number. Flemke
Tr., p. 123. In fact, Prairie Island’s operators waited for “clues” before determining the caller did not want
the Red Wing, Minnesota property. Knapp Tr., pp. 39, 143-46, 153. This evidence that actual confusion
occurred is tenuous at best and certainly de minimus.

2 The Du Pont factors are: (1) similarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression, (2) similarity in the nature of the services at issue, (3) similarity
in channels of trade, (4) sophistication of the consumer, (5) the fame of the marks, (6) number of similar
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in casino, hotel and related goods and services, Prairie Island’s reliance on the DuPont factors
is misplaced and is no more than a red herring which should not be allowed to distract the board
from the relevant issues of facts and law.

It should be noted, however, that fourteen (14) out of the nineteen (19) marks at issue
are TREASURE ISLAND AT THE MIRAGE, some with elaborate design features. See
Treasure Island Marks at Appendix A. Treasure Island intentionally elected to show its affiliation
with its famous sister property The Mirage.

The Mirage name and marks were deemed to be famous by the United States District

Court in Mirage Resorts, Inc. v. Stirpe, 152 F.Supp.2d 1208 (D. Nev. 2000). Famous marks are

entitled to a broader scope of protection. Genesco Inc, v. Martz, 66 USPQ2d 1260, 1270

(T.T.A.B. 2003). Moreover, “[u]se of a strong, well-known mark as part of a composite name
reduces the likelihood that the remainder of the composite name will create a commercial

impression distinct from that mark.” Four Seasons Hotels, Ltd. v. Koury Corp., 21 U.S.P.Q.2d

1847, 1852 (E.D.N.C. 1991).

As the Treasure Island is a sister company and located on the Mirage Resort property, it
has always promoted its affiliation with Mirage Resorts. The TREASURE ISLAND AT THE
MIRAGE marks incorporate an element of fame. As the Treasure Island resort hotel casino,
and 14 of its marks at issue are clearly affiliated with its famous sister property, The Mirage,
there is little likelihood that consumers would confuse the TREASURE ISLAND AT THE
MIRAGE marks with those used by Prairie Island Indian community in Minnesota, even though it
now calls itself Treasure Island Resort and Casino.

VL ESTOPPEL BY ACQUIESCENCE TO THE USE OF AND REGISTRATION OF
TREASURE ISLAND MARKS

Prairie Island should be estopped from challenging the TREASURE ISLAND mark.

Prairie Island knew of Treasure Island’s intent to use TREASURE ISLAND marks for hotel and

marks on similar goods or services, (7) nature and extent of actual confusion, (8) duration and conditions
of concurrent use without actual confusion, (9) variety of goods or services on which mark is used, (10)
market interface between users of the marks, (11) extent of right to exclude others from use of mark, and
(12) extent of potential confusion.
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resort casino services since at least as early as April 1992, when it received a report from
Merchant & Gould identifying GNLV Corporation’s Nevada State registration for TREASURE
ISLAND and Steve Wynn'’s announced plans of a mega resort hotel casino. Yet, it waited and
took no action regarding the use and filing of TREASURE ISLAND marks until 1998. Moreover,
during this six (6) year period Prairie Island actively encouraged and promoted Treasure
Island’s use of its TREASURE ISLAND marks and, in fact, not only availed itself of Treasure
Island’s services, but it also sent its own customers to enjoy the services provided by the Las
Vegas property under the TREASURE ISLAND marks. Flemke Tr., Ex. F.

“In determining whether a party has too long ‘slept on its rights’ it is necessary to show
that the party knew or should have known that it had a right of action, yet did not act to assert or

protect its rights.” See Bridgestone/Firestone Research, Inc. v. Automobile Club de ‘Ouest de |a

France, 58 U.S.P.Q.2d 1460, 1462 (Fed. Cir. 2001). For a defendant to prevail under this
doctrine, ‘“[tlhere must also have been some detriment due to the delay.” See

Bridgestone/Firestone Research, Inc. v. Automobile Club de ‘Ouest de la France, 58

U.S.P.Q.2d at 1463.
A. Prairie Island Knew of The Trademark Use of TREASURE ISLAND in

Nevada And Treasure Island’s Intent to Use a TREASURE ISLAND
Mark At Least As Early As April 1992.

Beginning on October 29, 1991, Treasure Island made nationwide announcements
regarding its intent to use TREASURE ISLAND for a large resort hotel casino in Las Vegas,
Nevada.?® Russell Tr., pp. 49-50. Even if Prairie Island missed these national announcements,
it certainly knew of Treasure Island’s intent to use the TREASURE ISLAND mark for its resort at
least as early as April 1992, when informed by Merchant and Gould by letter. Valentine Tr., Ex.

B.# Moreover, Prairie Island apparently monitored trademark filings with the U.S.P.T.O. as

26 As announced, the resort was to be more than 2,000 rooms and cost $300,000,000 but eventually cost
$430,000,000. See footnote # 19.

?" A letter to Prairie Island from its counsel referenced Treasure Island’s April 15, 1992 press
announcement and its intent to open a resort hote! casino in Las Vegas under the TREASURE ISLAND
name. A copy of the announcement was attached to the letter. Also the letter referenced GNLV
Corporation’s 1989 Nevada State trademark registration of TREASURE ISLAND for slot merchandizing.
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evidenced by the letter’s discussion of a TREASURE ISLAND mark registered to an entity in St.
Maarten. As such, Prairie Island was likely aware of Treasure Island’s federal trademark
applications filed in 1992 — 93. They were also aware of the construction of the hotel as
members of the Tribal Council visited Las Vegas during its construction. They were also well
aware of Treasure Island as they traveled to and stayed at the Las Vegas resort after it opened.
Knapp Tr., pp. 26-27; Flemke Tr., Ex. E. Moreover, the publication and issuance of Treasure
Island’s registrations for TREASURE ISLAND in 1995 — 96 put Prairie Island on constructive
notice of the existence of the TREASURE ISLAND mark for hotel, casino and related goods and

services. See Bridgestone/Firestone Research, Inc. v. Automobile Club de ‘Ouest de la

France, 58 U.S.P.Q.2d at 1463.

Despite actual, on-going, and constructive knowledge of the existence and use of
Treasure Island’'s marks since April 1992 and 1993, it was more than five (5) years before
Prairie Island sought to challenge Treasure Island’s federal registrations. Prairie Island has for

too long “slept on its rights.” See Sara Lee Corp. v. Kayser-Roth Corp., 38 U.S.P.Q.2d at 1453.

See also Bridgestone/Firestone Research, Inc. v. Automobile Club de ‘Ouest de la France, 58

U.S.P.Q.2d at 1462.

B. Prairie Island Availed Itself of Treasure Island’s Hotel and Casino
Services

Prairie Island acquiesced to Treasure Islands’ use of TREASURE ISLAND marks by
knowingly availing itself of the hotel and casino services offered under those marks. Prairie
Island ‘s representatives traveled to Las Vegas on multiple occasions in relation to gaming
conventions and trade shows and stayed at the Treasure Island Resort Hotel. Flemke Tr., pp.
205-217 and Ex. E. Prairie Island cannot later be heard to complain of Treasure Island’s
registrations of the TREASURE ISLAND marks when its own representatives voluntarily chose
to acknowledge the use by staying and enjoying the services and amenities of Treasure Island

at the Mirage without objection.

Merchant & Gould advised Prairie Island that they would continue to monitor Treasure Island’s uses.
GNLV Corporation is Treasure Island’s predecessor-in-interest.
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Prairie Island further acquiesced to Treasure Island’s interest in the marks by actively
awarding trips to Treasure Island in Las Vegas as a prize for a contest in Minnesota in 1995. In
fact, the January/February 1995 newsletter that advertised the contest read: “To thank you for
visiting Treasure Island in Minnesota, we'd like to treat you to Treasure Island in Las Vegas.”
Flemke Tr., p. 225 and Ex. F. The manner in which the contest was promoted, in particular
using the identical print size and font for the Minnesota TREASURE ISLAND and the Las Vegas
TREASURE ISLAND in promotional materials, suggests that Prairie Island intended to infer an
affiliation between its Minnesota property and Treasure Island’s Las Vegas Treasure Island
property. Flemke Tr., Ex. F. At the very least, Treasure Island would have fairly seen Prairie
Island’s conduct as an overt expression of acquiescence. In such an instance, Prairie Island

should be estopped from later changing positions and challenging the registrations. See Conan

Properties, Inc. v. Conan’s Pizza, Inc., 752 F.2d 145 (5" Cir. 1985).

C. Prairie Island’'s Delay In Filing Its Cancellation and Opposition
Petitions Has Caused Treasure Island substantial Economic
Prejudice.

“Economic prejudice arises from investment in a development of the trademark, and the
continued commercial use and economic promotion of a mark over a prolonged period adds

weight to the evidence of prejudice.” See Bridgestone/Firestone Research, Inc. v. Automobile

Club de ‘Ouest de la France, 58 U.S.P.Q.2d at 1463 (Fed Cir. 2001). .

Since Steven Wynn announced the intent to open its Treasure Island Resort Hotel
Casino in October 1991, Treasure Island has used the TREASURE ISLAND marks in marketing
and promotional materials throughout the United States. For many years it has been expending
tens of millions of dollars in advertising and promoting its marks. The evidence is unrefuted that
Treasure Island has invested tens of millions of dollars to advertise and promote its registered
marks and the use of those marks at its resort. Russell Tr., Ex. V. Treasure Island would lose
the benefit of the monies invested in the registration and prosecution of its marks should they be

cancelled and would further lose the ability to stop third parties’ use of the marks.
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The prejudice to Treasure Island as a result of Prairie Island’s unreasonable delay is
clear and sufficient to warrant the application of the doctrine of estopped by acquiescence.

D. Prairie Island’s Delay In Challenging Treasure Island’s TREASURE
ISLAND Marks Is Inexcusable and Unreasonable.

Prairie Island has offered no evidence, nor is there any, as to why it waited to challenge

Treasure Island’s marks. This delay is both unexcused and unreasonable. See What-A-Burger

of Virginia, Inc. v. Whataburger, Inc. of Corpus Christi, Texas, 69 U.S.P.Q.2d at 1834. While

Courts have found delays of fourteen (14) months (Bellbrook Dairies, Inc. v. Bowman Dairy Co.,

124 U.S.P.Q. 316) and three (3) years (Plymouth Cordage Co. v. Solar Nitrogen Chemicals,

Inc., 152 U.S.P.Q. 34) reasonable, a delay of five (5) years was found to be unreasonable. See

Regal Rugs, Inc. v. United States Rubber Co., 152 U.S.P.Q. 34 (TTAB 1966). See also Bill

Rivers Trailer, Inc. v. Thermo King Corp., 1771 U.S.P.Q. 764 (CCPA 1973). In this instance

Prairie Island’'s delay was more than five (5) years and should, therefore, be found

unreasonable.

VII. THE BOARD SHOULD NOT CANCEL TREASURE ISLAND’S MARKS
BECAUSE THE DOCTRINE OF RES JUDICATA (CLAIM PRECLUSION) DOES NOT
APPLY.

A. Prior Proceedings

Treasure Island applied for and obtained numerous federal registrations for TREASURE
ISLAND marks, and variations thereof, beginning in 1992 — 93 and which are the subject of this
proceeding. See Treasure Island Marks Appendix A. Most of those marks continue in use
today. However, over the years, business decisions were made by Treasure Island to
discontinue use of five (5) of these marks, namely the TREASURE ISLAND marks that include
the “parrot design” and the tagline ADVENTURE RESORT for hotel services. As Treasure
Island could no longer show use of these marks, no Section 8 declarations were filed and the
marks were abandoned. Treasure Island continued to use and filed Section 8 declarations for
the remaining TREASURE ISLAND registrations that include the “crossed swords” and “skull”

designs and a word marks.
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In 2004, the TTAB ordered Treasure Island to show cause why the abandoned
registrations should not be cancelled by request of Prairie Island and result in an inter-parties
judgment against Treasure Island. After briefing by both parties, the TTAB issued an Order
canceling the five (5) marks on the basis of priority of use and likelihood of confusion.

Prairie Island now relies on the doctrine of res judicata to seek to cancel (and in one
case oppose) the remaining marks. Plaintiff Brief at p. 32. Treasure Island asserts that the
doctrine of res judicata does not apply to the remaining marks because Treasure Island filed
these applications many years before Prairie Island initiated the first cancellation proceeding,
and these marks are not legal equivalents to the previously cancelled marks.

B. Legal Standards

Prior TTAB opposition judgments can be used by a petitioner to oppose similar marks

under the doctrine of res judicata. See Miller Brewing Co. v. Coy Int'l Corp., 230 U.S.P.Q. 675

(T.T.A.B. 1986). In determining whether or not res judicata applies to a particular mark, the
Board considers both the timing of filing the subject applications and the similarity of the marks

at issue. Metromedia Steakhouses, Inc. v. Pondco i, Inc., 28 U.S.P.Q.2d 1205, 1208 (T.T.A.B.

1993). This Board has held that “claim preclusion does not apply in cases such as the present
one, where the defendant’'s . . . applications were already pending at the time that judgment

was entered against applicant as to one of the applications.” The Institut National Des

Appellations d'Origine and The Bureau National Interprofessionel du Cognac v. Brown-Forman

Corp., 47 U.S.P.Q.2d 1875, 1895 (T.T.A.B. 1998).
Furthermore, the TTAB has held that the doctrine of res judicata generally only applies in
situations where the previously adjudicated mark conveys the same commercial impression as

the current mark. Miller Brewing Co., 230 U.S.P.Q. at 678. The Board has more recently

refined this test, stating “the proper test for determining whether two marks have the same
commercial impression, for purposes of the claim preclusion doctrine, is the test used in tacking

situations, i.e., whether the marks are legal equivalents.” The Institut National Des Appellations
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d’'Origine and The Bureau National Interprofessionel du Cognac v. Brown-Forman Corp., 47

U.S.P.Q.2d 1875, 1895 (T.T.A.B. 1998).

The Board should hold that the doctrine of res judicata does not apply in the instant case
because not only were all of the marks at issue filed long before Prairie Island initiated the first
cancellation proceeding, but none of the current marks are the “legal equivalent” of any of the
previously cancelled marks.

C. Treasure Island Filed Applications for its Current Marks Long Before

Prairie Island Initiated the First Cancellation Proceeding Against Any
of the Marks.

Treasure Island filed all of the applications for its marks long before Prairie Island
initiated the first cancellation proceeding against any of the marks; therefore, the doctrine of res
judicata does not apply in this case. This Board has reasoned that the doctrine of res judicata
generally applies in certain situations because “the Board does not wish to encourage losing
parties to insignificantly modify their marks after an adverse ruling and thereby avoid the res

Judicata effect of the prior adjudication.” Miller Brewing Co., 230 U.S.P.Q. at 678.

Furthermore, in Metromedia Steakhouses, Inc., this Board refused to apply the doctrine

of res judicata, placing heavy emphasis on the fact that “[bJoth applications had been filed long
before opposer objected to registration of the first mark” and when “the second application was
filed, the opposition to the first had not yet even been instituted.” 28 U.S.P.Q.2d at 1208. After
éonsidering these facts, the Board determined that the “applicant plainly did not simply change
its mark in some insignificant respect in an attempt to avoid the preclusive effect of the adverse
judgment as to the first mark;” therefore, the doctrine of res judicata did not apply. Id. The
Board’s decision in that case is consistent with its position that it “does not wish to encourage
losing parties to insignificantly modify their marks after an adverse ruling and thereby avoid the

res judicata effect of the prior adjudication.” Miller Brewing Co., 230 U.S.P.Q. at 678.

Moreover, in Institut National the Board reiterated its position that res judicata is most

often appropriate in situations where an applicant files its application to register a mark merely

as an attempt to evade the preclusive effect of the previous judgment entered against it. 47
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U.S.P.Q.2d at 1895. In ultimately holding that res judicata did not apply to that case, this Board

reasoned that like in Metromedia Steakhouses, Inc., “both of applicant’s applications had been

filed long before the...opposition was instituted.” Id.

In the instant case, the doctrine of res judicata does not apply to any of the current
marks at issue because all of these marks were filed many years prior to the start of the first
cancellation proceeding against any of Treasure Island’s marks. Similar to Metromedia

Steakhouses, Inc. and Institut National, here Treasure Island filed all of its applications for the

marks at issue long before Prairie Island initiated the first cancellation proceeding against any of
those marks. As evidenced by record on the USPTO official website, all but two of Treasure
Island’s federal applications were filed in 1993 (the exceptions being Registration Nos.
2,040,756 and 2,040,770, both filed in 1996).

In contrast, all of Prairie Island’s cancellation proceedings, including the proceedings
relied on here for res judicata purposes, were initiated in 1998. Treasure Island did not attempt
to insignificantly alter any of its marks merely for the purpose of attempting to avoid a prior
adverse judgment. Most of Treasure Island’s marks were filed for registration five years prior to
Prairie Island’s first cancellation proceedings, while two were filed two years prior. As such, a
finding by the Board in favor of Treasure Island will be consistent with its position against
encouraging losing parties to insignificantly modify their marks after an adverse ruling for the
purpose of avoiding the res judicata effect of the prior adjudication.

D. None of Treasure Island’s Current Marks are the Legal Equivalent of
any of the Previously Cancelled Marks.

None of Treasure Island’s current marks are the legal equivalent of any of the previously
cancelled marks: therefore, the doctrine of res judicata does not apply in this case. The TTAB

has addressed the issue of res judicata as it applies to a cancellation and/or opposition

proceeding on a number of occasions. In Miller Brewing Co., the TTAB held that res judicata
operated to preclude an application for registration of a mark where a previous judgment had

been entered against the applicant for prior similar mark that the Board considered to “represent
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one transaction or a series of connected transactions for the purpose of res judicata.” 230
U.S.P.Q. at 677-78. In that case, this Board applied the doctrine of res judicata to preclude a
mark’s registration because the applicant had a judgment entered against it in a prior opposition
proceeding based on its abandonment of the application of a nearly identical mark without the
consent of the opposer. 1d.

However, the Board's decision in Miller Brewing Co. turned in large part on the fact that

“the two marks creatfed] substantially the same commercial impression and the minor
alterations [did] not rise to the level of a new mark sufficient, under the circumstances, to allow
applicant to seek registration.” |d. at 678. Additionally, the applicant admitted that the design of
its new mark had “evolved out of the original design” and, as such, the TTAB stated that “the
evidence relating to the issue of likelihood of confusion with respect to the first design would be
identical with respect to the second design, forming, therefore, a convenient trial unit for
purposes of [res judicata).” Id.

In Metromedia_Steakhouses, Inc., the Board came to the conclusion that res judicata

(claim preclusion) did not operate to enter judgment against the applicant. 28 U.S.P.Q.2d at
1207-08. In that case, the TTAB considered applying the doctrine of res judicata to an
applicant's mark where the applicant had previously expressly abandoned an application for a
similar mark during an opposition proceeding without the written consent of the opposer. Id. at
1206. The mark that the applicant had expressly abandoned was for “RANCH STEAK &
SEAFOOQD” in typed form for restaurant services, while the mark for which the applicant was
presently seeking a registration was for the stylized script “"RANCH STEAK & SEAFOOD” with a
landscape design. Id. at 1208.

In Metromedia Steakhouses, Inc., both parties relied on the decision in Miller Brewing

Co. to support their positions. Id. at 1207. The Board held that although the principles
enunciated in that case did apply to the case at hand, they “lead to the opposite result when the
facts of the instant case [were] considered.” Id. at 1208. In ultimately denying the opposer’s

motion for summary judgment on the basis of res judicata, the Board placed heavy emphasis on

40



the facts surrounding the case. For example, the Board stated that “the two marks of the
applicant are clearly too different to be considered a single transaction or a series of
transactions within the meaning” of the Restatement (Second) of Judgments definition of res
judicata and thus “cannot be considered the same claim.” Id. In coming to this conclusion, the
Board relied on the fact that the first mark was made up of only words, while the second mark
included the same words along with several design elements. |d. Since the commercial
impressions of the word mark and the design mark were dissimilar, “the evidence relating to the
issue of likelihood of confusion with the first mark would not be precisely the same as the
evidence with respect to likelihood of confusion with the second mark;” therefore, res judicata
did not apply. Id.

In a more recent case, the Board denied the opposers’ motion for leave to amend the

notice of opposition to add a res judicata claim. Institut National, 47 U.S.P.Q.2d at 1896.

Relying on Miller Brewing Co. and Metromedia Steakhouses, Inc., the Board reaffirmed its

position that marks with dissimilar commercial impressions could not be “deemed to be a single

‘claim,’ for claim preclusion purposes.” 1d. at 1895. Furthermore, in Institute National this Board

refined the test for determining whether res judicata applies to a particular case; specifically, the
Board held that “the proper test for determining whether two marks have the same commercial
impression, for purposes of the claim preclusion doctrine, is the test used in tacking situations,
i.e., whether the marks are legal equivalents.” |d.

In Institut National, the marks at issue were MIST AND COGNAC and CANADIAN MIST

AND COGNAC, both for the identical goods of an “alcoholic beverage consisting of a mixture of
Canadian whiskey and cognac.” !d. at 1892. In adopting the more stringent “legal equivalents”
test for applying res judicata, this Board found that the obvious differences in the marks clearly
proved that they were not legal equivalents; therefore, the doctrine of res judicata did not apply.
Id. at 1894-95.

In the instant case, Prairie Island argues that prior TTAB judgments on priority of use

and likelihood of confusion entered against Treasure Island on certain abandoned marks
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mandate judgments in Prairie Island’s favor on the marks currently at issue. Essentially, Prairie
Island is basing its argument on the doctrine of res judicata; specifically, that judgment should
be entered in Prairie Island’s favor relevant to several of the remaining proceedings because
Treasure Island had abandoned certain “Treasure Island” marks while they were subject to
cancellation proceedings initiated by Prairie Island without consent.?®

Here, applying trademark law and the doctrine of res judicata as set forth by TTAB

precedent in Miller Brewing Co., Metromedia Steakhouses, Inc. and Institut National, res

judicata does not mandate judgment against Treasure Island on any of its current marks, claims
or affirmative defenses. Because of obvious dissimilarities between the marks at issue, they are
not “legal equivalents” for purposes of res judicata; therefore, the doctrine does not apply. Even
if the Board were to use the outdated same commercial impression test, the marks at issue are
still sufficiently dissimilar in commercial impression to the cancelled marks as to not constitute a
single “claim” for res judicata purposes; therefore, the doctrine of res judicata does require
judgment against Treasure Island in any of the current cancellation proceedings.

Five registrations were previously cancelled in this consolidated action. The first four
were composite marks for TREASURE ISLAND AT THE MIRAGE with a “parrot design.” These
marks are not the legal equivalent of any of the marks now at issue, all of which are either word

marks or design marks with markedly different designs. Similar to Metromedia Steakhouses,

where this Board held that a word mark and composite mark incorporating the same words with
a unique design conveyed different commercial impressions, the cancelled “parrot design”
marks do not convey the same commercial impression as the word marks, nor do they convey
the same commercial impression as the various current, visually distinguishable, design marks.

Furthermore, like in Institut National, the marks at issue are far too dissimilar in appearance to

be considered legal equivalents; therefore, the doctrine of res judicata does not apply under

either test.

28 Cancellation Nos.: 92,028,127; 92,028,174; 92,028,314; 92,028,319 and 92,028,325.
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The fifth previously cancelled registration (No. 1,981,369) is for the word mark
TREASURE ISLAND AT THE MIRAGE THE ADVENTURE RESORT for “hotel services” in
International Class 042. This mark is identical in appearance and sound to one of the marks
currently at issue (Registration No. 2,024,221), however that mark is for completely different
services, “casino services” in IC 041. Because of differences in services and classes, the two
registrations are not legal equivalents for tacking purposes and the doctrine of res judicata
cannot be invoked in Prairie Island’s favor.

For the Board's convenience, the previously cancelled registrations and the marks
presently at issue are summarized below. While some to the marks at issue could be seen as
confusingly similar to the previously cancelled registrations for infringement purposes, none of
them are legal equivalents for tacking or res judicata purposes.

Iy

1

111
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PREVIOUSLY CANCELLED REGISTRATIONS

Reaistration
~ Number

Class

RELIED ON BY PRAIRIE ISLAND

~ Mark

1,955,279

042

1,903,619

025

1,943,123

041

1,949,379

021

1,981,369

042

TREASURE ISLAND AT THE MIRAGE THE
ADVENTURE RESORT

111
111
111
111
/11
111
/11
111
11
111
111
111
Iy
Il
/11
111
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REGISTRATIONS AT ISSUE

Reaqistration
Number Class Mark
1,949 380 041
1.941 475 025
1,085 968 042
2,019,481 021
2,040,770 041
2 040,756 025
2.010,396 041
1,984,421 042
TREASURE ISLAND AT THE MIRAGE
1,918,033 025
009
1,966,090 027
TREASURE ISLAND AT THE MIRAGE THE
2,024,221 041 ADVENTURE RESORT
/11
/11
/1]
/17
/11

111
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APPLICATIONS AT ISSUE

Serial ' ST , N ‘
Number | ©1388 | . Mark

75/136,734 042

In summary, not only were all the marks at issue filed many years prior to Prairie Island’s
initiation of the first cancellation proceeding, but none of them are “legal equivalents” to the
previously cancelled registrations. Therefore, the doctrine of res judicata does not require
judgment against Treasure Island in any of the current proceedings. Furthermore, while res
judicata is frequently used offensively by petitioners to prevail in opposition actions (e.g. Miller
Brewing Co.) and used defensively by respondents to prevail in cancellation actions (e.g.

Vitaline Corporation v. General Mills Inc., 891 F.2d 273 (Fed. Cir. 1989)), after exhaustive

research, Treasure Island has found no instances (and Prairie Island has offered no instances)
where the TTAB has allowed a petitioner to use res judicata offensively to prevail in a
cancellation action. This is only logical. An owner of multiple, co-existing trademark
registrations should be able to allow cancellation of less valuable or unused registrations without
fear of losing more valuable coexisting registrations. The doctrine of res judicata exists to save
judicial resources by preventing re-litigation of decided issues rather than to give TTAB parties
incentive to fully litigate every registration in a coexisting trademark portfolio. Here, the Board
should reject Prairie Island’s request to make new law and use res judicata offensively in a

cancellation action.

VIll. OBJECTIONS TO OPPOSER’S EVIDENCE

Treasure Island enters the following objections to the evidence Prairie Island seeks to

enter and rely upon:
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1. Ex. 28. Knapp's testimony about the document kept by the hotel tour department lacks
foundation, includes hearsay and is speculative because she could identify the dates used for
the report printed May 1, 2001. Knapp Tr. pp. 77-83.

2. Exs. 28, 29 & 30. (1) The exhibits are overlapping dates and cumulative. Ex. 28 is for
the period December 1996 through August 4, 1999. Knapp Tr., p. 67. Ex 29 reports an
overlapping period, January 1997 through February 1999. Ex. 30 reports the period January 1,
1998 to July 14, 2002 and overlaps with Ex. 29. (2) Ex’s 29 & 30 lack foundation and are
misleading because they report a period during which Prairie Island admitted in cross-
examinations it did not have an 800 directory assistance listing. Knapp Tr., pp. 123-124.

3. Ex. 40. The report was (1) not produced during the discovery period, (2) is cumulatively
in that it reports the period January 1-2004 through September 24, 2005 and (3) lacks
foundation and is misleading because it reports a period during which Prairie Island admits it did
not have an 800 directory assistance listing. Knapp Tr., pp. 123-124.

4. Ex. 45 to Knapp. The email communication is not relevant to show confusion because it
was generated by a source outside the United States.

5. Defendant also asserts objections to the following Exhibits identified in Plaintiff's Trial

Brief as “Confidential”

A. Exhibits 25 through 36, 43 through 45 and G to Knapp;

B. Exhibits 31, 32 & 33 to Knapp; and

C. Exibits A, B, C & D to Flemke

Plaintiff improperly asserts these exhibits are “Confidential.” The TTAB's Order of
December 17, 1999 refers the parties to TMBP 412.02 et seq., (formerly TMBP 416) (Filing of
Confidential Materials with The Board) (Handling of Confidential Materials by the Board). The
parties’ stipulated Protective Agreement generally includes the requirement that a party claiming
confidentiality or trade secret designate the information covered by the claim prior to the
disclosure of the information during discovery. See e.g. TMBP 412.02(d). First, Plaintiff did not

designate the materials in these exhibits as “confidential” during discovery as required by the

47



TTAB's order. It has therefore waived any claim that the materials are confidential. In addition,
Defendant hereby reasserts each of the objections it made to these materials during the
testimony depositions of the identified witnesses. Secondly, the Protective Agreement
generally includes the provision that a party may not designate information as confidential or
trade secret unless the party has a reasonable basis for believing that the information is
confidential or trade secret. Plaintiff has not provided any factual or legal basis to support such
a contention.
6. Treasure Island reasserts the basis for each of the objections it made during the
testimony depositions.
7. Treasure Island reasserts the basis for each of the objections it made to the exhibits
offered by Prairie Island during the testimony period.
IX. CONCLUSION

Based upon the foregoing facts and law, the cancellations and objections should
fail and the Board should sustain Treasure Island’s registration of its marks. Treasure
Island has demonstrated with the preponderance of clear and convincing evidence that
it has priority for casino services, hotel services and related goods and services. As
such, it is entitled to the registrations of its TREASURE ISLAND marks. Prairie Island’s
cancellations and objections should be dismissed and judgment entered for Treasure

Island.

Dated this 26" day of May, 2005.

GREENBERG TRAURIG

~ (oI
By L C% e \éﬁ“/‘v——
ark G. Tratos
R. Richard Costello, of Counsel
Laraine M.1. Burrell
Greenberg Traurig
3773 Howard Hughes Pkwy #500N
Las Vegas, NV 89109
Attorneys for Defendant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

PRAIRIE ISLAND INDIAN COMMUNITY, Opposition Nos. 91115866 and
A FEDERALLY RECOGNIZED INDIAN TRIBE, 91157981
Plaintiff, Cancellation Nos. 92028126
92028127; 92028130; 92028133;
VS. 92028145; 92028155, 92028171,
92029174, 92028199; 92028248,
TREASURE ISLAND CORP., 92028280; 92028294, 92028314;
92028319; 92029325, 92028342,
Defendant. and 92028379 (as consolidated)

CERTIFICATE OF MAILING VIA EXPRESS MAIL

TRADEMARK TRIAL AND APPEAL BOARD
COMMISSIONER FOR TRADEMARKS

P.O. BOX 1451

ALEXANDRIA, VA 22313-1451

| hereby certify that the attached TRIAL BRIEF, EXHIBITS and CERTIFICATE
OF MAILING in connection with the above-identified matter is being deposited with the
United States Postal Service “Express Mail Post Office to Addressee” service under 37
CFR 1.10 on the date indicated below and is addressed to TRADEMARK TRIAL AND
APPEAL BOARD, Commissioner for Trademarks, P.O. Box 1451, Alexandria, VA
22313-1451, under Express Mail Label No. EV-705987222-US on May 26, 2006.

Dated this 26th day of May, 2006.
GREENBERG TRAURIG

Bym%

Mark G. Tratos

R. Richard Costello, of Counsel
Laraine M.I. Burrell

Greenberg Traurig

3773 Howard Hughes Parkway
#500N

Las Vegas, NV 89109
Attorneys for Defendant

49



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

PRAIRIE ISLAND INDIAN COMMUNITY, Opposition Nos. 91115866 and
A FEDERALLY RECOGNIZED INDIAN TRIBE, 91157981
Plaintiff, Cancellation Nos. 92028126
92028127; 92028130; 92028133,
VS. 92028145; 92028155; 92028171,
92029174; 92028199; 92028248;
TREASURE ISLAND CORP., 92028280; 92028294; 92028314,
92028319; 92029325, 92028342;
Defendant. and 92028379 (as consolidated)

TRADEMARK TRIAL AND APPEAL BOARD
COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451

ALEXANDRIA, VA 22313-1451

CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing documents: TRIAL BRIEF and EXHIBITS
were served on Prairie Island Indian Community, c/o Eric Haugen of Haugen Law Firm,
PLLP, 121 S. Eighth Street, #1130, Minneapolis, MN 55402, Attorney for Plaintiff, by
first class mail postage prepaid on May 26, 2006.

Dated this 26th day of May, 2006.

GREENBERG TRAURIG

Bym %/1\/»/

Mark G. Tratos

R. Richard Costello, of Counsel
Laraine M.I. Burrell

Greenberg Traurig

3773 Howard Hughes Parkway
#500N

Las Vegas, NV 89109
Attorneys for Defendant
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TREASURE ISLAND MARKS IN THIS PROCEEDING

[ Reg./Ser. No Treasure Island Mark Date of First Use
Filing Date
International Class
J‘é ! o "
1949380 i f{/‘_”“’?«{“*‘ 2
01/00/1993 e 04/93
1C 041 RN v
s
T g A
1955279
01/00/1993 05/11/93
IC 042
1984421
11/23/1993 - 04/93
IC 042 e
2176004
10/23/1993 06/21/93
IC 042
1984421
2
! 11/63(/)11393 TREASURE ISLAND AT THE MIRAGE 06/93
s TREASURE ISLAND AT THE MIRAGE 16193
< THE ADVENTURE RESORT
IC 041
‘%@PWVJ‘RE fég%
2019481 “‘», ““"{ 0
07/23/1993 ’:"‘a‘“ 07/93
1C 021 rﬂJ’“' \Kﬁl’.{l&j}&ﬂviy
-r' THR G “AB!J

Treasure Island Corporation’s Trademarks
Page - 1 - of 3
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1618033
10/07/1992
IC 025

TREASURE ISLAND AT THE MIRAGE

1993

1941475
11/23/1993
IC 025

1993

1966090
01/12/1993

IC 021, 009, 034

04/25/94

1903619
10/27/1993
IC 025

1994

1943123
01/00/1993
IC 041

1994

1949379
10/19/1993
IC 021, 009

1994

1985968
10/27/1993
IC 042

10/07/93

Treasure Island Corporation’s Trademarks

Pag

e-2-0of3




S o

¥

2040756
07/21/1993
IC 025

1994

2040770
10/27/1993
IC 041

1994

1981369
11/22/1993
IC 042

TREASURE ISLAND AT THE MIRAGE
THE ADVENTURE RESORT

1994

75136734
07/17/1996

11/23/93

Treasure Island Corporation’s Trademarks
Page - 3 - of 3




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE

PRAIRIE ISLAND INDIAN COMMUNITY,
A FEDERALLY RECOGNIZED INDIAN TRIBE,

Plaintiff,

VS.

TREASURE ISLAND CORP.,

Defendant.

TRADEMARK TRIAL AND APPEAL BOARD

Opposition Nos. 91115866 and
91157981

Cancellation Nos. 92028126
92028127; 92028130; 92028133,
92028145; 92028155; 92028171,
92028174; 92028199, 92028248,
92028280; 92028294, 92028314;
92028319; 92029325, 92028342;
and 92028379 (as consolidated)

INDEX TO PLAINTIFF'S TESTIMONY EXHIBITS

CITED IN DEFENDANT'S TRIAL BRIEF

EXHIBIT NO

DESCRIPTION

Flemke Exhibit 1

Flyer entitiled "Treasure Island Bingo and Casino" dated January,
1990

Flemke Exhibit 2

February 1990 calendar entitled "Treasure Island Bingo &
Casino"

Flemke Exhibit 3

Copy of Advertisements for "Treasure Island Bingo & Casino"

Fiemke Exhibit 4

November, December, and January 1991 calendars entitled
"Treasure Island Bingo & Casino"

Flemke Exhibit 5

May 1991 Calendar entitled "Treasure Island Bingo & Casino”

Flemke Exhibit 6

June 1991 Calendar entitled "Treasure Island Bingo & Casino”

Flemke Exhibit 7

July 1991 Calendar entitled "Treasure Island Bingo & Casino"
with two flyers attached

Flemke Exhibit 8

Photocopy of a December 22, 1991 newspaper with an
advertisement entitled "May All Your Christmases Be Green"

Flemke Exhibit 9

"Coming in January, 1992" document with flyer attached

Flemke Exhibit 10

"Coming in June, 1992" document with flyer attached

Flemke Exhibit 22

Photocopy of "Treasure Island Resort & Casino”

Flemke Exhibit E

Tribal Council Travel to Las Vegas Since 1997 Spreadsheet

Flemke Exhibit F

January/February 1995 "Island Times"

Knapp Exhibit 28

Front Desk Wrong Treasure Island Information Sheet

Knapp Exhibit 41

Call Tracking Summary

Knapp Exhibit 43

Example of Reservations Desk-Wrong Treasure Island
Information Sheet
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- MONDAY

u o 1 Doublc Up 2 112 pricc 3 TcamNitc - | 4 Mafincc Scsston- |
! Y Your lucky Buy any package | Fvening session~"| "B Special-3 PM.i{Z
RCTIEIY number could win | for 1/2 price. 7:30 PM. v Evening Session - |
: you double on all | Starling 730 PM. =
onc slar games. . = ol
5 Scniors Nifc O hemember! 7 (ash Drawings! | 8 Doublc Up 9 Evcning Scsston | 10 Team Nite- | 11 Maflnce. . &4
$5.00 Off any Mini-scssions Cvery 15 mindtes. | Your lucky Startihg at 5~ .| Sccond Chance 4} ScsslonRebaty
package/d PM Tuesday-Friday X number could win | .30 PM. 2 chanccs to winon | "B m.vagoT_.{.t.f.‘.
SOSSION. 12 NOON-1 PM. you double on all all one star games. 3 PM. -
, one slar pames. MQ. :_.__ﬂ_v_ﬁmm___.moo on o
12 Scubors Nite | 13 _ 14 Cash 15 Doubie tp 16 12 bricc 1T Team Nifc 18 gs:__.oawz@_n
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; J;@,,Ww“ : * | One Star Gams. :,... Starfing .iﬂ_““.wo Uv\rﬂw_ £\
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elcome (o ﬁoowc_o Zo:a the
o # &' Midwes('s premier paming casino.
. /x.\_y_n you can enjoy the exditerpent of
7 Mover' 600 keno, pokur and slof machines,
“plus 37 blackjack tables, or petin the fun

I3
S

& . .. of High Stakes Bingo. We also have a new
w& “restaurant seirving delicious entrees or

1 tempting snacks. It all happens around

%/; the clock, every day of the week.

¥,
Y

Supd

iy i So come aboard. And we'll do our

. f e cmw: see ( :2 you go home a winner.
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~Customer Appreciation Nitc
- \

. i

SUNDAY MONDAY TUESDAY WEDNESDAY THURSDAY IRIDAY SATURDAY
Lrlafimee TM | 2 Matine 1PM | 3 Mafince I PM | 4 Maince | DM o Matincc DM | 6 Matince
Scsston Scssion Scsston Scssion Scssion 230 DM Scssion
Nclgh bingo Buccancer | Doublc-Up Nitc Combo Nitc Baschall Tcam ‘B Spedlal
e 1ot Nif¢ Double-Pak $25. | $40 (Save $15) Nl(C Evcning 7:30 Scsslon
£ 8cniors’ Nife O Matincc 019 Madinee 10| 10 Matinec [P | 17 Matinee | PPE 112 Matince 1DM | 13 Marinee
$5.00 off iy Scsston Scsston Scsston Scsston Scsston 2:30 DM Scsslon
package. Ncighhor Nitc Bingo Buccancer | Doublc-Up Nite Comho Nitc Sccond Chance Nite | D" Spedial
Danher . B 10 C i €l 1af Nifc A.,_v..;v%? $10 (Save $15) 2 Chances (o win Evcning 730 Scssion
Trade-In Nife ! o | Win :_v,:.__,%_mwm::.
L Sentors Nite 115 matinee 1 om 16 Maafincc 1DM | 17 Matince DM | 18 Mafince 1 DM | 19 Matinee 1 DM 20 Mafince
3 00 offany ACsslon. LYLNING Scssion Session SCssion SCsston 2:30 DM Scsslon
o | Bingo nccancer | DoublcUpNite | MalbrcoNic | daschail icam | Spedl
m__,\: Nilc Double Pak $25. Nilc Frcning 730 DM Session
=1 SCnors Nite | 22 Matinee DM | 23 Matince I DM | 24 Matinec 1 DM | 25 Plafince 1M | 26 mamnec o sesyon | 27 Maflnee 230 Y
55l packipe. | §sslon Scsslon Scsston Scsston | e e | Sesslon D™ Spedal
e o SOCORL | Neighbor Nite | Bingo Bccancer | Doublc-Up Nite | Customer 10-850 Winners frening | “B” Special Drawing
100l e | 0 oo con | Jla i Double Pak $25. | Appreciation Nife | foners tracorawng. | Fycning 7:30 DM
SO ol anyg packape. M_“_,.,w>“n. No Coupons or Disc ounts a.m._oo é::::?.,. Mﬁmm_o=

nekope nnly

28 §eniors Nite

latincc 1 PM

30 Matince 1 DM

Matince Scssions

arm-Ups 2:00. Repular 2:30

JIs equalin value (o the largest package you play tonight (1 gift per person). .

0 Hlvorne SRomen fin o A Tt

$5.00 off any mhmlm_o: Scsston Mon.-Fri: Warm-Ups 12:30, Repular 1:00 Saturdays: W

package. Ncighbor Nl(c Bingo Buccancer Evciing Scsstons

Dauber e $10 Cosino O;___ lat Nite Mon.-Sat: Warm-Ups G:15. Carly Birds 7:00, Repular 7:30

Tradc-In Nitc ﬂA_H_:v;JN_A_:a M_,ﬁ.._,.__,_.«.w.u._mm_,.a__ﬁ_,_.,__,x ool Sundays: Warm-Ups 2:45, Early Birds 3:30. Repular 4:00
Junc 25 We will give you a complimentary package to be played on another nite which
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L ,_ there's no better way fo kick ofl Junc than our new
[<inp & Quceen Program. Walch {or details and ¢get ready
for royal ircatment!

Bepinning Friday. June 5th, Bascball Team
Nite will be played on the (irst and third Friday ol cach
month. And dust off your cleats for World Serics Day
(o be held October 231d. Waltch for it!

Spealing of bascball, don your Bingo
Duc ~cer bascehall cap and gelt $5.00 off any bingo
PACH af the adimissions counter every Tuesday in June,
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Don'tfergef, on the Tth and 28th of Junc il you
bring us a dauber with any other bingo hall’'s name on if,
we'll replace it with an Olficial Treasure Island Dauber
absolutely FREE! And, everyone receives $5 in casino
cash with every package purchased. R

As always, we have high sfakes
pull fabs for the instant win.

So come on in fo Treasure Island
in Junc. Wherce the acfion’s always hot!

'\_

Treastire S Island
Casino & Bingo -
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- Room Dimensions Square Capacity
; Feet
)
: Barbados
: Grand
Ballroom 102'x 74' 7548 500
b
3 Show Room  115'x75’ 8625 500
b
i Capri
; Ballroom 52'x74' 3848 250
Tahiti
Ballroom 49'x74' 3626 250
Aruba
Conference
Room 24'x14° 350 32
Malta
Conference
Room 24'x14' 336 16
Aruba
& Malta 49'x14' 686 48

T 04533



Great Food
As Well A 5ewu:e.

Fresh-baked rolls, imported cheeses, savory ‘
soups, generous cuts of meat, plump j juicy fruits é
crisp, crunchy vegetables ‘heavenly desserts and
servers who smile.

- Our planning and catenng staff under
stands how important food service is to any

" successful meeting or party. Choose _fro_fh a wide
selection of breakfast, snack, luncheon and
dinner menu ideas. Treasure Island is your venue
for consistent, high quality food and service.

When work is done or the party winds
down, there's nonstop 24 hour excitement going
_on right here. Your group can do it all—blackjack,

¥ slots and pull-tabs. It's an all day, all night
¥ party, and anyone over 18 is welcome any time.

T 04534




50 Wany Ways £
To Play Aud Win, 6

Somethmg is always happening at Treasure
Island Casino. Like the Cash Tornado. a whirlwind
of cash and big-prizes. And the Gold Doubloon, a
- real buried treasure, Above and beyond all the =
“casino action, there are three restaurants,
bars, gift shops, ongoing drawings, free give-
- aways...a jackpot of daily surprises!

On With The Show!

Here's where you can see the big stars
for free. Tuesday Night Comedy spotlights the
funniest national comedy acts. Or enjoy live
music from jazz to country. It's all free and it's
all at Treasure Island.

Al leasuralle
Port Iu The Stowm.
Come to Treasure Island by land or by
sea. Hundreds of RV: parkmg bays are available,
complete with water, sewer, electricity and near
l by fuel. Or you and your group can dock at the
l full service 134-slip marina for the day! Call the
Prairie Island Visitors Center & Tourism Office

at 1-800-883-8496 for reservations, details
and other pleasurable ideas such as river cruises

and shuttle trips between downtown Red Wing “

and Treasure Island Casino.

T 04535




Transport your group via luxury
motorcoach of limousine. SOME dates %
tend to fill quickly, O you'll want to plan
ahead. Call today to reserve your next
memorable event at Treasure Island.

1.§00-222-7077
Catering Department - Ext. 5
Limousine Service - Ext. 541

Motor Coach Service - Ext. 590

T 04536




_ Come to Treasure Island for productnve
meetings with innovative surroundmgs From
hard workmg roll-up- your-sleeves board

brand of fnendlmess and professional serwce.. ‘

Come to Treasure Island for parties, - | :
showers, banquets and receptions, too. N\enu
choices are varied to suit the occasion. And the -

.. tropical atmosphere adds a charmingly exotic

touch to your event.

R vHoId a conference in Aruba, a meetmg in
Malta or a banquet in’ Barbados' Treasure Island
has a space that's just nght for your group.

T 04537



Saint Paul

More Ways to Play & Win
Off Hwys 61 & 316
1-800-222-7077

- )--i,‘:i j
Thls tropical lsland is closer than you mlght think.

We re located near Hastmgs just off Highways 61 & 316.
Come play and win with us soon !

1—500—222—7077

Printed in USA ' . ©199%4 Treasure Island Cﬁino

T 04538
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FRIBAL

,!ii..}E\ZQEQ/<m_. TO LAS VEGAS SINCE 1997

@
i aed

ETING / TRAVEL LO

VicD

i
T
|
'

CATION / HOTEL

AUDREY KOHNEN

NOAH WHITE, JR

LU TAYLOR

IDARRELL CAMPBELL

Nard Gaming Congress & Expo, Las Vegas, NV

Sept or Oct, 1997

o Financial Management & Budgeling Las Vegas NV

(1/20/98-01/22/98

reasure Isiand

g Tubal Budget Serminar Las Vegas NV

01/27/98-01/30/98

01/27/98 - D1/30/96

t
|

O g Background _,_:\mm:mm:o:m\r_nm:m_:o_rmm<m@mm.z<

I
! !
i T
i
1

CAZ&.E:.SS

& Go Shutes Reservation LasVeqas,NV

word Gaming Congress & Expo, Las \‘egas, NV

08/17/98 - 09/26/98

09/17/98 - 09/26/98

(9717/98-09/26/98

09/17/98 - 09/25/98

iNew York New Yo

i Gambling Impact Study Commis, LasVegas, NV

& Rio Suites

11/08/98 - 11/11/G8

MGM Grand

Am Gaming Lodging

& Leisure Summut, Las Vegas, NV

01/11/99 - 01/13/99

‘Luxor Hotet

Governmenta! Acctg

& Indirect Cost Rates, i.as Vegas,NV

C1/13/89-01/15/99

01/13/99 - 01/17/39

‘Luxor Hotel

Norld Gaming Congress & Expo.Las Vegas. NV

09/12/99 - 09/17/99

09/12/99 - 09/17/99

09/12/98-09/17/99

09/11/99 - 09/19/99

iVenelian, Mirage

Ve

T
w

& Rio Suiies

Tour wINSP & Congressmen Las Vegas NV

10/16/99 - 10/19/99

‘The Flamenco

3

lnternational Assc of Chiefs of Police Indian Country Law

Lnforcement Seclion, Las Veqgas, NV

02/25/00 - 03/01/00

Rio Suiies

ernanonal Secunty Conf & Expo, Las Vegas, NV

103/12/00 - 03/17/00

iVeneuan

World Ganung Conference. Las Vegas, NV

10/17/00 - 10/21/00

10/15/00 - 10/21/00

10/17/00-10/21/00

[

10/15/00 - 10/22/C0

Venetian

.,.I_[\EH..J Mounlan & Moapa Paute Tribe, Las Vegas, NV

03/04/01 - 03/07/0+

03/04/0% - 03/07/01

03/04/01-03/07/01

G3/02/01 - 03/07/01

IVenehan

hhan Taxabon/Falmouth Institute, Las Vegas, NV

03/30/01 - 04/05/01

(-
Venelian

}

Giobal Oml_j):é Expc, Las Vegas, NV

09/29/01 - 10/04/01

+

08/29/01 - 10/04/01

Venetian & Mirag

e

Ytcca Mountain Testimony. LasVeqgas {Pahrump). NV

EXHIBIT

———

‘Beilagio

PRA 025.




Developing Tribal Budaet Seminar,La

m.l; ming Background _3<mm:@w:ozm\frm:mﬁo__-mm<m@mw.z<

TRIBAL C

Yucea

Worid Gaming Congress & Expo, Las Vegas, NV

COUNCIL TRAVEL

L TO LAS VEGAS SINCE 1997

1

EETING / TRAVEL LOCATION / HOTEL

DOREEN HAGEN

RON JOHNSON

HOTEL _

Casino Financial Management & Budgeling,Las Vegas NV

S Vegas,NV

01/27/98 - 01/30/98

Bally's

04/14/98 - D4/18/98 |

San Remo Hotel

|

¢
!

fountain & Go Shules Reservation LasVegas,NV

tonte Carlo Hotel

09/17/98 - 09/26/98

New York New York

m,rw_!O;:C_:S fmpacl Study Commis, LasVe egas, NV

MGM Grand

,\(C Id A._n:

Vng. Lodging & Leisure Summmil, Las Vegas, NV

Bellagio Hotel

O:S:::I:m_ Acclg & Indicect Cost Raies, Las Vegas NV

01/11/39 - 01/16/99 |

Luxor Hotel

1l Gaming Congress & Expo Las Vegas, NV

09/12/99 - 09/17/99

Ric Suites

.:cm .ﬁ A MIn Tour WINSP & Congressment Las Vegas,NV

ational Assc of Chiefs of Police Indian Country Law

orcement Section, Las Vegas, MY

nanor iy Conf &

Expo, Las Vegas, NV

g Conference, Las Vegas, NV

10/17/00 - 10/22/00

Monte Carlo -BW

!

\

| Sy

<,: €A “Mou

in & foapa Pawste Tribe, Las Vegas, NV

03/04/01 - 33/07/01

'

Vanetan

? an Taxation/Faimouth Inshiute, Las Veqgas, NV

stobat C,,E_:c E£xpo, Las Vegas, NV

RS AU SR 4

109/29/01 - 10/04/01

Veneglian & Bellagio

’

Yueea Moun: lain Tos

10711701 - 1G/13°01

1

_wo__m (10
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7O THANK YOU FORVISITING

TREASURE ISLAND
"IN MINNESOTA,

WEDLKETOTREATYOUTO [ BN | , A
q’“ :’m—m;zu A\ | THE ACTION IS HOTTER HERE

VOLUME 7 JANUARY/FEBRUARY, 1995

TRIPS m

WEEKDAY
IN JANUARY!

It's January FREES! or the Icland, all
month long. January FREES! is our
way of saying thank you to our best
customers for piaying where it's hot,
on the Island. January 2nd through
the 31st, we'll be giving out FREE hats,
t-shirts, mugs & cashi prizes all day and
all night. And, at 7 p m., every week-
night during the FREES! we'll draw
for a trip for 2 to Las Vegas, including
airfare and an exciting stay at ¢

1 Treasure Island Hotel n_rm. 4500 cash to
give your gaming a kick-start. Come out
to the Island cuning January FREES! and

~ get Island hot!




FRONT DESK-WRONG TREASURE ISLAND

v INFORMATION SHEET
pate: (/240
Time: _ 4 32pM
GuestName: G len Schre ne (™

Address: /BO\K Sé \/Q‘tfb/}\ {\{( ?AU)W&\N /O

Phone Number:

Original Reservation Number: Z%O C/ 303
Quoted Room Rate: _ CMW NMM\.QT’/\

Number of Nights: }

Were we able to accommodate this guest here at Treasure Island? W\

(Yes/No/Partially?) @ ' W‘)J
Explanation: (yuead At Zé{&r o LaSVe - 5eR o '
panation A A/ R 7 Mada reSe (b L

How did this guest book this reservation? (Where did they find the number?)

Munidres @% /%féf&( Mﬁ’d on ot .

Form completed by: (\/\jﬂj}’&gﬂ\ J;{mﬂﬁ,_

Please make every attempt to accommodate guests who booked in error at Treasure

Island in Las Vegas.

EX}iiBET

# (¥

| |
§ - (3%}




JUNE 24-26, 2001

Get your motor runnin’ and head out for adventure at Treasure
Island! You're gonna rock & roll all night and ride away with a
share of a whole lotta CASH!

Sunday, June 24

Check into your room at an easy ridin’ rate of $45 per night for up to three nights
Session Registration & Gift Distribution

Monday, June 25

First day of tournament play (you'll play in two sessions)...

Spin your wheels and spin those reels! )
g . )+ 2

Tuesday, June 26

a7
Second day of tournament play...
Listen to the roar of the machines as you rack up those jackpots!

Everyone's a WINNER at the biggest Slot Rally around!
| Casino Marketing at

to make your reservations.

TREASURE ISLAND NOW OFFERS CASH BACK AND COMPLIMENTARIES
ON NICKEL AND QUARTER MACHINES.

Guesls mus! be invited Treasure Island Stot Club Members and at least 21 years of age
Treasure Island resenes the nght 1 modity or lnit participation at its own disciehon.

S

:‘;\

SearNTEeTEs

“.

N \‘\\-.\ \,.r,-\'.-\ AN \_ oy L.l
\s\\_\" N \."*,."";-‘\" \q- -
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Treasure ¥

PO Box75

@ 5734 Sturgeon Lake Road
Red Wing, MN 55066

[ l I* Reservations: 888-867-STAY

FAN: (651)385-2906

RESORT & CASINO Business: {651) 388-6300

NANME FIRM

Glen Schreiner
STREET

Box 56 West Highway 10
STREET
CiTv STATE zip

Eleva WI 54738
ARRIVE DEPART ADULTS. SOURCE: '

06/24/01 06/25/01 2 DISC

PLATE. STATE

MAKE OF CAR

RCOM.
. 241 RES# 409305
RATE:
RACK / 40.50 (Incl. 10.00%

METHQOD OF PAYMENT: CASH D CREDIT CARD D CHECK D
COMMENTS:
RN NAME

241 Schreiner, Glen

I DEPART

06/24/01 06/25/01

NO [N PARTY

CHARGE CARD

REIOBT & CASING

Schreiner, Glen 409305
06/24/01
X 241 05/25/01

SICNATURL

DEPOSIT RECEIVED:
0.00

Disc.)

lagree thar my Labiliry for this bdl 15 not waived and agree 10 be he
rsonally Labie o the event that the indicated person. company or associats
als 1o pay the full amount of these charges

-

SIGNATURE
CHECK OUT TIME IS 1100 AM  NO #r iy 00
Schreiner, Glen 409305
06/24/01
241 06/25/01

]
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EXHIBIT

/74 A/A

K

3-23-1¢ 33 2. 12PM FRom 1 TOUR MARKETING 8123882508
CALL TRACKING SUMMARY
— — —_ - o [ d
_ . |rtew |no _|Group bik |sold out [sold out [room ty expecl (wrong jrate  [lack of
high package |sold out |weekend Jweekday[notavail |not met [T 1 info " |discount
Feb 39 2 18 2100 199 7 3 6] 341
Jan 13 5 4 22 1863 63 22 7 13 476 1
Dec 38 3 3 10/ 678 587 19 2 5| 308 2
Nov- 38 7 2 8 1147 97 26 3 16 381 1
Oct- 38 15 6 6 1028 84 23 1 8 361 1
Sep 18 20 5 884 41 18 8] 403
Aug- 18 54 1 12 740 7 25 1 14]  B92
Jul- 28 53 3 11 949 241 42 3 7] 638 2
Jun- 18] 12 10 9 635 92 31 3 17] 507 4
May- 18 38 2 11 448 160 15 1 17 286 2l
Apr- 3 27 16 15 592 17 13 2 3 362
Mar- -8 23 20 7 1508 47 17 1 28 494 1
Feb- .8 24 6 2 1533 100 9 1 14 262 2
Jan- '8 30 12 2 1021 124 23 1 11 526 4
Dec- .7 44 1 2 335 364 6 1] 25 574 5
Moy- 7 35 12 3 316 146 13 2 26 663 3
Oct- 17 26 7 3 28 1460 30 20 717 1
Sep- 17 31 10 2 730 64 7 11 632 ]
Aug- 7 100 9 3 139 39 12 4 748 8
Jul- 7 22 5 134 S 2 2 511 4
Jun- 17 62 192 S 4 849 12
May- 17 22 29 478 120 7 386 14
Apr- 17 40 8 1011 2 ' 4
Mar- 7 24 3 340 22 6
Feb- 7
Jan-' 7 1 1 2
. J
ltotals 744 239 151] 17961 4733 461 88| 260 10837 30j
-7 p)
Thoe LT B
SO I THRE LLS TS
SIS
e L PLAINTIFF
DEPOSITION EXHIBIT
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RESERVATIONS BDESK-WRONG TREASURE ISLAND
INFORMATION SHEET

Dat Z/((/O/é é — 0 ‘”jd
ale ( ,

Time: A_ éz %//Z

Guest Name: r/"zv(/: B /d»}f/ﬂm-o’u

Address:

Phone Number: - . _ — -
How did they get our aumber? C9")’\ %Qj

ade you realize that they did oot want this Treasure Island?

//17 14n, /)A(;f @ZL/MTZ/J/ MJTL,./Q%MMMJ
Reseivation Agent: /éﬁ, J e, )' . /7‘/&//‘/74/‘;{ /L& M

Please make sure the guest is provided with the correct number for Treasure Island

Casino in Las Vegas. yﬂ/\){ 4&{/ m é/mwf/?l %

- U//rw




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE

PRAIRIE ISLAND INDIAN COMMUNITY,
A FEDERALLY RECOGNIZED INDIAN TRIBE,

Plaintiff,

VS.

TREASURE ISLAND CORP.,

Defendant.

TRADEMARK TRIAL AND APPEAL BOARD

Opposition Nos. 91115866 and
91157981

Cancellation Nos. 92028126
92028127; 92028130, 92028133,
92028145; 92028155; 92028171,
92028174; 92028199; 92028248,
92028280; 92028294; 92028314,
92028319; 92029325; 92028342,
‘and 92028379 (as consolidated)

INDEX TO DEFENDANT'S TESTIMONY EXHIBITS

CITED IN DEFENDANT'S TRIAL BRIEF

EXHIBIT NO

DESCRIPTION

Russell Exhibit K

Nevada State Mark Registration

Russell Exhibit N

Article from Los Angeles Times entitled "Mirage Resorts Plans
Family Hotel in Vegas"

| Russell Exhibit O

Videotape of "Treasure Island the Adventure Begins"

Russell Exhibit T

Assignment of Mark

Russell Exhibit V

Registrant's Objections and Responses to Petitioner's Fourth Set
of Interrogatories

Mikulich Exhibit A

Copy of Belly Glass

Mikulich Exhibit B

Copy of Belly Glass

Mikulich Exhibit C

Photograph of "Treasure Island — Win A Pirate's Ransom" slot
sign

Mikulich Exhibit D

Close-Up photograph of Treasure Island Progressive slot sign
from left-hand side

Mikulich Exhibit E

Photograph of Treasure Island Progressive slot sign

Mikulich Exhibit F

Close-Up photograph of Treasure Island Progressive slot sign
from right-hand side

Mikulich Exhibit H

Copy of "Treasure Island A Pirate's Treasure Awaits You... Only
at the Mirage & Golden Nugget" sign; "Golden Nugget Grand Prix
Slots" sign; "Golden Nugget Zodiac Slots" sign; "Golden Nugget
4Way Progressive Slots" sign

Mikulich Exhibit J

Copy of "Treasure Island A Pirate's Treasure Awaits You.... Only
at the Mirage & Golden Nugget” sign

Pascal Exhibit H

August 24, 1989 correspondence from Suburban Graphics to

|




EXHIBIT NO

DESCRIPTION

Golden Nuggett

Pascal Exhibit |

Purchase requisitions and related documents

Valentine Exhibit B

April 15, 1992 correspondence from Gregory A. Sebald of
Merchant & Gould to Ronald Valentine

Valentine Exhibit H

Purchase Order from Treasure Island Casino & Bingo to
Designing Signs dated April 27, 1992

Plaintiffs Exhibit 34
in Plaintiff's Trial
Brief

(Flemke Exhibit 23)

Legible Copy of Trilogy Tours Advertisement dated October 15,
1992




STATE OF NEVADA OFFICE Lig}iyr\:l:;;. —

DEPARTMENT OF STATE Date Reg. 40200 Ly
Carson City, Nevada VOI""Z/‘”A"“PZ"C"’%%/
o o Expires...... 7’ e

MARK REGISTRATION

PLEASE READ INSTRUCTIONS ON REVERSE SIDE BEFORE COMPLETING FORM

IMPORTANT:

1. Please Designate ONE Choice: TRADEMARK O TRADE NAME OO SERVICE MARK XJ

2. Mark to Be Regis[ered....“........T.I.‘..I.'..e..?.i,.s.‘31‘.1.’..9.,....1..5...1@.@.@ .................................................................... 3. ClassNo.¥g0 /07 .
4. Name of Applicant....... GN LY G O R et e
5. Business Address.......... P. O. Box 610, Las Vegas, Nevada 89125 . .
6. Applicant is: Individual O Partnership OO Corporation & Association O Other {J

7. If a corporation, give state where incorporated....... NV A . et
8. If apartnership, list names of general partners N B et
9. Date mark was first used anywhere ... 08O e In Nevada ... 6./ 8D e

............... S10t MeXCRANALSIIIG e
12. (a) If a trademark, check how the mark is used. By applying it: directly to the goods............. , directly to the containers
for the goods.....c.c...... , 1o tags or labels affixed to the goods.............. . 1o tags or labels affixed to the containers for the
goods. ... . or by displaying it: in physical association with the goods in the sale or distribution thereof.............
(b) If a service mark, by displaying it: in advertisements of the service....... X..... , on documents, wrappers, or articles
delivered in connection with the service rendered.............. , in other fashion............... Cif 50, (SPecify) oo
"""""""""""""""""""""""""""""""""""""""""""""""""""""""""" Russell - Treasure Island Exhibit _K
(¢) If trade name, the general nature of the business ... . . ]
Prame Island Indian Community V. )
Treasure Island Corp. -
STATE OF ... . NEVADA e :
ss. ‘Opposition Nos: 91115866 and
COUNTY OF oo CLARK e PP
- 91157981 .
................. Mark W. Russell . ......being first duly sworn, deposes and says that he
lsVP/GeneralCounsel ...... of..... GNLV,Corp ............................. , the applicant
herein, and makes this affidavit in............... 1ts behalf; that he has read the above application and that the
e registered; that no other

statements and facts set out therein are true; that the applicant is the owner of the mark soughtto b
of Nevada to use such mark either in the identical form set forth in the application or in such

person has the right in the State
se confusion or cause mistake

near resemblance to it as might, when applied to the goods or services of such other person, cau

or be calculated to deceive..;

s s STUE OF NEYADA
7y County of Clark
SECRETARY OF STATE Rebooca L. Quinn

STATE CAPITOL COMPLERy Appsintrmient Ezpires July 25, 1092
CARSON CITY, NEVADA 8971

See instructions on reverse sig

TM 1-0-2030 (Rev 2 87 (BRI
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Mirage Resorts
Plans Family
Hotel in Vegas

s Gaming: The
$300-milhion Treasure
fshand complex is expected
1o intensify competition in
Nevada's biggest
entertainment oasis.

By GEORGL WIHITE

TINHES SEATL Wk

Mirage e ants Ine sad Taesday
(hat sl walt boid 8 $300-mlhon
farnily ortcir 0 thenwd 1eaort an
lLas Vegas. wicatating the fight for
family busmess in the Nevada
gaming and adult cntertainment
0as1s

The Las Vegas-based company.
which owns Lhe Golden Nuggel
casinns in Lus Vegas and Laughhn.
Nev., said 113 latest mega-casine—
o be catted Treasure fstand—will
have 3,000 guest rooms and will be
tocuted adjacent o the Mirage. the
furm’s flagship casino and resort

The new resort is cxpected to
open in md - 1994, Micage Hesoris
sand

‘The company ins a long bist of
gammg Nrms entenng the ULur-
groming family cntertarmment
market in a Cily once viewed ds an
agults-oniy vacation spol. Curcus
Circus Enterpnses lnc. an June
1990, opened the Excalibur. d
4.000-room hotet and casino that
has a medieval theme and offers
substantial pon-gaming entertain:
ment Circus Circus 1s cxpecled 10
announce soon that 1l ptans to binid
yelanother property

In addition, MGM Crand Inc,
which 1s controlled by Beverly
1iils investor Kirk Kerkoriin, this
month began construclion on @
S600-rmithon. 112-acre complex m
Ve Vegas that will inchade A
« 000 room hotet and d theme park

‘'he Miurage Resorls announcc:
ment s another sign of changing
times n Las Vegas. said Manny
Cortez. execulive dircctor of l.as

NN I

Sleve Wynn announces plans for new resort called Treasure Jstand

Vegas Convention and Visilors Au-
thotity

‘Because nf the proliferaton of
ganung around the country, the
local casinos have decidgd that
Ihey van sutvive only Dy expand -
ing and diversilying 1o attract
neoader {spectrum] ol prople '
Cortes, sl

Hawever, the hanlging boem s
eapeciod o crnile compeutive
skakcout it as Vegas Uhe o
has about 77000 hote! rovms, 2
20% ncirease over the past (wo
years. With just the announced
expansion plans, l.as Vegas would
have an additional 10,000 rooms Dy
1994, sard Willard Jiown. ¢ gamimg
pthestry anabyst at Dean Witiet
Reynolds m New York

“Phe smaller casimus s
casinos with weaker managamest
are gowng Lo face some lough
Lwmes,' Brown smid "By 1994, 2
number of casinos wiil be barely
hanging un, some will bc pur-
chosed by larger opgrations and
some wiil head into hankruptey.”

[uwgwel some (asinos we il
ready feeling the competiive pies
sure ‘[’hc holel occupancy rate
thus far i 1991 1s 80%. comparcd
(0 86% [or the same period in 1890
Casino revenue growth m 1991 is

the

about 3%, compared to about 10¢

a yecar carher, said Walter ‘Fyinm

ski, an ndusicy analyst wha con

tributes 1o Resort Managenen
Report, a trade pouenal pubhished in
Mudlothwn, Va

“Besides |new} construchan
husingss has nevel recovered frosr
the duwnturn that oceurr il o
fihe Gull War] and slosdosn
the cconomy. Tymimskr sael

However, Mirage lesorts Chasr
man Steve Wynn said ‘Ticasure
{sland will allow s company (0
enter Lhe luciauive lower-priced.
family-orniented market Room
yates at the new property will
average $40 a might, he s ‘I'he
Mirage. 2 3.000-room. $630 nnthon
hotel and ¢asino that apcued n
November, 1984, caters to the up
put end of the market, with e
averaging $120 2 mght.

Some major €asino  SLOCKS
dropped in Wall Sirect trarching
after the Mirage announcement in
New York Stock Exchange com:
pusite trading. Mirage ctosed
$21°0. down $150 In othe g
Board vading. Cncus Cucus fell
$125 closing at $34 126, while
1ilton shipped 12 5 cenlts 1o 312875
Howcver, Caoesars gained 875
conts to close at $32 375

Russell - Treasure Island Exhibit __

Prairie Island Indian Community V.

Treasure Island Corp.

Opposition Nos: 91115866 and

911579R1

TIC 03911
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ASSIGNMENT OF MARK o
Eo«xandnnmnxiﬁmxmn;oixbmmxwﬁ...E.ﬁf.e::.ti.ve.ﬁc.to.ber....l.,....lB9.44.,.._f0r4..._,4...‘ ____________________________________________________ '

oas R xinx xaodx padd xard xother good and valuable consideration, the receipt of which is hereby acknowledged, the

: . Treasure Island .
undersigned hereby assigns unto.............. casure 3l °ne.. Corp ......................................................................................................

AATESS. o T e

all right, title and interest, together with the good will of the business in which the mark is used, or with that part of the
- good will of the business connected with the use of and symbolized by the mark.

Name of mark.. TREASURE ISLAND gm ................
............................................................................................................................................................................. })[%@j

How mark is used.......2 0 8 0 e 2 Y S e
Russell - Treasure Island Exhibit T
Name of owner of mark........... GNLY CODe e Prairie Island Indian Community \2
Treasure Island Corp.
Post Office Box 610 Opposition Nos: 91115866 and
AGATESS. ..o oo
91157981
Las Vegas, Nevada 89109
Witness our signatures this the.............. QY OF e , 19,94,

owner of the above mark, who acknowledged that he (they) executed the above and foregoing assignment

day and year herein written. )
Fice this the, /<" Ao vembe T
Given under my hand and seal of office this the../47.. .. day of.._ .7 V! A e , 190273
hieg L 744 roq| s i . . 4 ) .
I NOTARY PUSIAEL Ccua’fﬂ/a/(léwJ,/Zﬁ/’?%:_/n}Z%éu(aJ

< -
! {»&ES‘ STATE OF NEV#( A /@ZX) ) , ,
| i) Countyof Clak 1\ AMohecci Lo (P, NOA s P C
N miobesca L. QUIRA ASIHLL L e LR NI LT LA

- Appr Expicos Aug. 20, 1996

My Commission Expires
THIS FORM MUST BE FILED WITH THE SECRETARY OF STATE AND MUST BE ACCOMPANIED BY A $50.00 FEE.

State Capitol Complex, Carson City, Nevada 89710
Telephone (702) 687-5203
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Prainie Island Indian Community v.
Treasure Island Corp.

Opposition Nos: 91115866 and
91157981
UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

Reg. Nos 1.949,380; 1,955,279,
2010396 2,176,004, 1,984,421,
2024221, 2,019,487, 1,918,033,
1,941,475, 1,966,090. 1,903,619,
1.943,123; 1,949,378: 1,985,968,
2.040,756:; 2.040,770; 1,981,369

PRAIRIE ISLAND INDIAN COMMUNITY,

Petitioner,

V.

Cancellation Nos. 28,126; 28,127
28 130: 28,133, 28,145, 28,155; 28,199,
28,248 28,280; 28,294, 28,314, 28,319,
28,325 28,342, 28,379, 28171, 28,174

TREASURE ISLAND CORPORATION,

Registrant.

e e e e S’ e S’ e e St

REGISTRANT'S OBJECTIONS AND RESPONSES
TO PETITIONER’S FOURTH SET OF INTERROGATORIES

Pursuant to Rules 26 and 33 of the Federal Rules of Civil Procedure and Rule 407

of the Trademark Trial and Appeal Board Manual of Procedure, Registrant hereby objects

and responds to Petitioner’s Third Set of Interrogatories in the consolidated cancellation

- proceedings referenced above Pursuant to the stipulation between the parties, this

respohsé shall serve as the consolidated response 10 the second set of interrogatories

served by Petitioner in each of the cancellation proceedings.

GENERAL OBJECTIONS APPLICABLE TO ALL INTERROGATORIES

1 Registrant objects 10 each interrogatory to the extent it seeks

information protected by the attorney-client privilege or work product doctrine.

2. Registrant objects to each interrogatory to the extent it seeks

information not within the possession, custody or controt of Registrant

3. Registrant objects to the interrogatories to the extent they seek 1o

impose duties on the Registrant beyond the scope of the Federal Rules of Civil Procedure




4 Registrant reserves the nght to supplement, amend arjd correct the
responses set forth below. Registrant’s investigation is ongoing and the information
contained in these responses is preliminary.

5 Registrant objects to each intérrogatory to the extent it seeks
confidential, proprietary or sensitive business information

&) Registrant incorporates by reference the "Preliminary Statement,
Reservation of Rights and Continuing General Objections” set forth in numbered
paragraphs 1 through 15 in "Petitioner's Answer and Objections lo Registrant’s First Set

of Interrogatories” served in Cancellation No. 28.126.

OBJECTIONS AND RESPONSES

INTERROGATORY NO. 1:

List all publications in which your property has been advertised

RESPONSE TO INTERROGATORY NO. 1:

Registrant objects to this interrogatory on the grounds that it is overly broad and
unduly burdensome The interrogatory seeks to require Registrant 10 locate and identify
each publication that it has ever advertised in without any limitation as to time.

Subject to and notwithstanding the foregoing objections, pursuant to Rule 33(d),

Registrant will produce advertisements from a representative sample of publications in

which it has advertised.

INTERROGATORY NO. 2:

Rank in order the fifteen states in which the greatest number of customers of your

property reside




RESPCNSE TO INTERROGATORY NO. 2:

Registrant objects to this interrogatory on the.grounds that it i1s vague and
ambiguous as to what is meant by "customers,” specifically, whether "customers” include
anyone who has entered the property grounds, entered the property building, stayed at the
hotel, played in the casino, attended shows, dined in restaurants, or some other variation
or combination thereof Moreover, because Petitioner ié seeking information regardmg
“customers” in this interrogatory and “visitors” in Interrogatory No. 5 it appears that the
Petitioner intends to ascribe a different meaning to each of these terms but has failed to
define these terms. Moreover, this interrogatory is vague as to the time period for which
itis seeking information. Registrant further objects to this interrogatory on the grounds that
it is overly broad and unduly burdensome. Depending on what definition of “customer” is
used, Registrant may not have information sufficient to respond to this interrogatory oOf,
alternatively, responding to this information may require review of substantially voluminous
records. Regrstrant further objects to this interrogatory on the grounds that it seeks
discovery outside of the scope of Rule 26, as amended on December 1, 2000,

Subject to and notwithstanding the foregoing objections, as of Fall 1999,
Registrant's slot club members (which may or may not be representative of the guests,

visitors or customers of the property as a whole) reside in the following top 15 states (from

highest to lowest):

1. California
2 Texas
3. llhinois
4 New York

5 Ohio




(@]

- WMhchigan

/. Nevada
8. Florida
9. Pennsylvania

10. New Jersey
11 Arizona

12. Washington
13. Wisconsin

14 Colo_rado

15 Massachusetts

INTERROGATORY NO. 3:

ldentify the number of Minnesota residents who have stayed at your hotel for each

year since your Property opened for business.

RESPONSE TO INTERROGATORY NO. 3:

Registrant objects to this interrogatory on the grounds that it seeks discovery outside
of the scope of permissible discovery under Rule 26, as amended on December 1, 2000.

Subject to and without waiving this objection, Registfant cannot provide this
information for thé period of time from opening until August 1988, when Registrant
changed its reservation system. During the period of 1998 to.May 2001, a total of 16,681
Minnesota residents stayed at the property, for an annualized average of approximately
8,996.

INTERROGATORY NO. 4.

State the amount of money that has been spent on advertising, marketing, and

promoting your property for each year since it opened for business




RESPONSE TO INTERRCGATORY NQO. 4:

Registrant cbjects to this interrogatory on the grocunds that it is vague and

ambiguous as what constitutes advertising, marketing and promotion. Registrant further

objects to this interrogatory to the extent it seeks information not within the possession,

custody or controf of the Registrant, such as travel agencies and others who may have

spent money promoting the Registrant's property.

Subject to and notwithstanding the foregoing objections, Registrant has spent the

following amounts on advertising each year since 1993:

Advertising Complimentary Marketing Expense
Expenses

1993 $892,360 $4.573,934 $1,156.520

1994 $2,738,921 $23,882,572 $6,984,323

1985 $1,939.905 $28,201 364 $8,556,565

1996 $2,125,460 $30,881,638 $10,313,423

1997 $32,236,800 $31,378,660 $11,437,804

1998 $3,064,053 $34,250,821 $11,189,785

1999 $3,835,881 $32.354,177 $10,510,018

2000 $3,788,611 $34,525,934 $7,246,740

2001 $991,655 $11,485.312 $2.186,773 ]
TOTAL $21.613,645 $231,534.411 $69,581,952 ]

Note: 2001 figures are through April

INTERROGATORY NO. 5:

State the total visitor volume for your Property for each year since your Property

opened for business.




RESPONSE TO INTERROGATORY NO. &:

Registrant objects to this interrogatory on the grcunds that it 1s vague and
ambiguous as to “wvisitor” volume, including whether visitor includes -anyone who has
entered the property grounds, entered the property building, stayed at the hotel, played in
the casino, attended shows, dined in restaurants, or some other variation or combination
thereof Moreover, becauvse Petitioner 1s seeking information regarding "visitors” in this
interrogatory and "customers” in Interrogatory No. 2, it appears that the Petitioner intends
to ascribe a different meaning to each of these terms but has failed to define these terms.
Registrant further objects to this interrogatory on the grounds that it is unduly burdensome.
Registrant does not keep tallies of the number of visitors to its property.

Subject to and notwithstanding the foregoing objections, the rooms occupied for the
period of 1993 through April 2001 were.

1993, 159,544 (excluding suites)
1984 1,039,583

1995 1,049,062

1996, 1,046,629

1997. 1,038,872

1998: 1,034,466

1999 971.057

2000: 1,027 544

2001: 350,286 (through April 20C1)

These numbers do not reflect the number of people in each room. These numbers

do not reflect visitors to the property who did not stay in the hotel. Registrant estirates

that 20,000 people visit the property each day.




RESPCNSE TO INTERROGATORY NO. 21:

Registrant objécts to this interrogatory on the grounds that it seeks disclosure of
communications that would be prolected by the atiorney-client privilege and/or work
product doctrine. Registrant further objects to this interrogatory on the grounds that it
" seeks information that is not within the scope of permissible discovery under Rule 26.

INTERROGATORY NO. 22

[dentify the Hotel front desk supervisors who were on duty at Treasure Island Las

Vegas on April 8, 1998.

RESPONSE TO INTERROGATORY NO. 22:

Scott Gold, Polly Brekken, Christina Johnson, Lauren LoBue, Dawn Frazer, Robert

Hornbuckle, Rod Jones, Anthony Westbrook, Chris Forrester, an'd lvan Hoff.

STATE OF NEVADA )
) SS!
COUNTY OF CLARK )

,,m/ / /7
Mark W. Russell
Vice President and General Counsel
The Mirage Casino-Hotel

Signed and sworn to before me on this l_Q_“Uay of June, 2001, by Mark W. Russell.

CTRRT
i NEVADA ’
Counly of Clark SMM D - P&dAQ/QO\
Thetesa D. Padilla Not Publi

Appt No 93.4322.1 otary Fublc

y Appt Expires Aug 11,2001
My commission expires: Ow\g 11, 2001

14




Objections are by counsel.

15

QUIRK & TRATOS

o Wil M. J_

Mark G. Tratos {

Michael J McCue

Jenna F. Karadbil

3773 Howard Hughes Parkway
Suite 500 North

Las Vegas, Nevada 839109

Attorneys for Registrant




CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing REGISTRANT'S OBJECTIONS
AND RESPONSES TO PETITIONER’S FOURTH SET OF INTERROGATORIES was

transmitted this __/ "’Lday of June, 2001, by first.class mail, postage prepaid, to

Petitioner’'s counsel of record, as follows:

Henry N. Buffalo, Jr.

Joseph F. Halloran
JACOBSON, BUFFALO, SCHOESSLER & MAGNUSON, Ltd.

18885 University Avenue, Suite 246
St. Paul, MN 55104

Orrin Haugen

Eric Haugen

Haugen Law Firm PLLP

121 South Eighth Street, Suite 1130
Minneapolis, Minnesota 55402

’ (-/{’:LQW /L\ - /él /N’(/p(

An Employee of Quirk & Tratos




soN uotyisodd(y:

crite -

pue 998

‘d10) pue|S] ainseal]’
O UBIpU] PUB[S] UIel]

-

A AJTUNRWWio

T g

X7 PUBS] 210581 - YIInyI[A

14




N

e AR '
TR AN

Mikulich - Treasure Island Exhibit _f

Prairie Island Indian Community V.
Treasure Island Corp.

Opposition Nos: 91115866 and
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o - Treasure Istand Exhibit e

T
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abrie istand Indian Community v.
-Jasure Island Corp.

sjon Nos: 91115866 and
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Mikuolich - Treasure Island Dxkibn 90

Prairie Jsland Indian Community v.
Treasure Island Corp.

Opposition Nos: 91115866 and
Q11579%1

| TIC 03919




Mikulich - Treasure Pstand Bxnion _p

i Tt ¥ ¥l ey Y
Drairie lsfand Indian Commumiy v,

Treasurc Istand Corp.

Opposition Nos: 91115866 and
91157981
DI S e . |
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Mikulich - Treasure Island Exhibit _#

Prairie Island Indian Community v.
Treasure Island Corp.

Op,. .sition Nos: 91115866 and
911579K1
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2901°SO. HIGHLAND DR # 1
{AS VEGAS, NEVADA 89109

0?2).735-1212

4o, Bobby Baldwin
vi~Andrew Pascal » . -~
oris Young 0

Machine Critique

1. Nickelodean

A.  Award Belly dark pink as reel and top glass
B.  "Win Meter"

"Credits" white letters take out
"Coin Played" white highlights this area
2. GCran Prix

A.  Belly Award malke top pay jump out
B. Logo - 2 [lags OxO “Gran Prix" on top of flags
C. lettering colors to match sign "Gran Prix"

(we will get photo of sign)

3. Zodiac

A. Black oulline on all Ay 2" on top awards

B.  "2" on glass not in box with s iqgn

€. Darken bLJue background (too light)

D, Pumple glass make "Any 2" darker blue also

L. 0o reel top insert "Play your lucky saignt

F. Disclaimers "sign - doubles winning conbinalion®
top of top award -

G, Disclaimer "2 signs Pays dx's winning combination
except when 3 signs are showing moved to bot tom’!
sunilar to I.G.T. Double Jackpot Glass

4. $9 Million

M. Total re-do check w/Doris PC sheet

Pascal - Treasure Island Exhibit H

CONTIMUED ON [OLLOWING PAGE

[

Prairie Island Indian Community v.
Treasure Island Corp.

Opposition Nos: 91115866 and
91157981 -
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: e
Hat on pirate needs to look as sign—-? 7

B. Colors on chest not same (Dan would like \woodgl_’fa_i_n) as sign)
C. Pirate off strips ang payschedule/new symbol. i5]<
D.

] \;--.-‘ an -
A [) . GA E
F

- Sandy look for sand - ol<

Blue on poker not as dark as slots (check)--d"
Poker ghrasgs new look on top glass-

take out es "Progressive"

" % fix ' tone on belly -0«
' RN

Get photos of signs for gradation on "Treasure Island"-pi”

All changes will be reviewed by Doris and Andrew before printing.

( 0

Thank You
Ay e,
A Ta

JG/t5i
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_ustomer Part#: S.Q. Part#: 11475
Manuf.: - Model#: :
Size: Q7px30%g
Variatdons:
, COLOKS:

Main Background:

1. HL- 10 Black 6. lGT 400 qreen 11.5@ 04 +lesh
2- Qdd | 7 HL - 502 ed 12-6&-&@6‘7 ourple
5.§G~WO\ smncke 8. HL - 300 yellow 15% 1058 porple
4. (T a0 greeﬂ 9. S A0w bro\,}ﬂ 14’. Kp 12 (“’— b‘u(,
5. HL ~520 redd 10. SG - O™ —Hpgh ' 15-]67 en |+ bloe

| llgl\_'Ii__‘i_ - R
S T ?, T PH. (702) 731-1212

e & ST 800-552-6363
5 FAX (702)735-1510
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— S "m 7 < 43995
GOLDEN || \ ’
QOD§ NUGGET /7/\/\ ) ONE-TIME PURCHASE
ERVICES D =P waA () REPEATING PURCIHASE
00DS AND SERVICES (J SERVICE ACREEMENT
‘ PURCH ASE REQUISITION
DEFARTMENT ACTULNT wURA ORDER . PQRB- +| TERMS BYR/TYP TAX DLL REQ DATY NtMIH
ot
Marketing M-4771 < 4/1/93 4310
RECOMMENDED SUPPLIERS Co FOR PURCHASING DEPARTMENT USE
-PURCHASE . Lo
820 /) “ORDER.- . .
NUMBER
(AWJZ/M Mé/ SUPPLIER
2 Mﬁ/
DELIVERY REQUESTED 4/15/93 M S -
QUANTITY UNtT COMFLETE ORDEXING DESCRIPTIUN UNIT COST vriu([
SM ea TREASURE ISLAND SLOT TOURNAMENT Z/l//// 7 <
5M ea |ENVELOPES

i

*See gspec sheet for additional information

ESTiMATLD (05T

ALL NONBUDCETED ITEMS AND VARIATIONS [N EXCESS OF
NOTE: BUDCET REQUIRE JUSTIFICATION AND EXECUTIVE APPROVAL

| [EaYalalalalal [STa)

“Pascal - Treasure Island Exhxbnt_:z—

REASON FOR PURCHASE:

Prairie Island Indian Community V.
Treasure Island Corp.

Opposition Nos: 91115866 and

TO: The Mlirage

Careof_______Stepharie Ishil

Special Events

ClIID V71 a

91157981
REQUESTED BY 7 3991 |
APPROVED _ﬂ' ﬁz
APPROVED
APPROVED I

TIC 1191




AVAST YE SCOUDRELS!
PREPARE TO SET SAIL TO THE NEW

TREASURE ISLAND RESORT AND CASINO |
FOR YOUR COMPLIMENTARY TWO NIGHT STAY.

PLEASE CONTACT YOUR FAVORITE
CLUB MIRAGE MATIES AT 1-800-937-4444
TO MAKE YOUR RESERVATIONS

This offer is valid from October 27,1993 to January 27,1994 and is subject to availability. Must
present photo 1.D.upon check-in: This cerificate has no cash value and isnon-transferrable.

TIC 1227
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April 15, 1992

Mr. Ron Valentine, General Managexr
Treasure Island Casino & 3ingo
5734 Sturgecn Lake Roead

Welch, MN 5508°

Re: G 9818.0-00-0)Y - Trademark Search

Dear Mr. Valentine:

We have now completed our review of the trademark
aveilability search results and for the TREASURE ISLAND service
marks for use in cornection with gaming services. In braef, 1t
is our opinion that it is unlikely thet you will be able to
cbtain a fedexral registration for the mark, but it appears that
you should be able to obtain a state reglstration.

The search turned up a variety of federal registrations for
variations of TREASURE 1ISL2KRD as well as TREASURE ISLAND
registrations in a number of classes. As we have discussed, the
most relevant mark discovered in the search is TREASURE ISLAND
HCTEL & CASINO ST. MARARTEN, N.A., registered for educationrnal and
entexrtainment services ant owned by Treasure Island N.V,
Netherlands Antilles Corporation. The mark is federally
registered and, unfortunately, also has a use prior to your first
use of Treasuvre Island. The portions ocf the mark “HOTEL &
CASINO" and "ST. FARRTEN, N.A." have been disclaimed, leaving
only TREASURE ISLAND. Since we believe that “CASINO & BINGO"
would have Lo be disclaimed for your mark, we believe that there
35 a lixelihood of confus:ion and thexefiore an epplication for a
federal registraticn would likely be denied Valentine - Treasure Island Exinbit g5

Prairie Island Indian Conmymuniiy v
Treasure Island Comp.

e




Ron Valentine
11l 15, 1882
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In the search of state registrations and ccmmon law marks,
rel marxs for TREASURE ISLAND were uncovered. Bowmver, none
d appeer to blpock registration in Minnesota. As we had
ussed on the phone, we are proeceeding with preparing an
pplication. If you decide to continue, ycu should also consider
iling in other states 1n which you are actively advertising and
drawing customers using the TREASURE ISLAND marks. It &pPpEars
that Wisconsin and Iowa, among others, would also bae availabl

ve

O o (@

for registration.

A relevent markx, and one which you had expressed concern

over, was the registration of TREASURE ISLAND in Kevacda. The
goods and services listed vwere Hotel & Casino. The mark has a

first use of October 27, 1588, ageain preceding your first use.
The mark is registered to Jerald J. White d/b/a Four Torey
Corporatcion. After review of the Business Week article, it i3
50t clear whether this is the same entity headed by Steve Wynna.
Also of interest, you micht note that TREASURE ISLAND has
been registered in Nevada for Slot Merchendising to GNLV
Corporation. In addition, TREASURE CHEST has been registered in
Nevada fcr a Ca2sino to Donald L. Owens and TREASURE CHEEST has

r

been registered in Nevada for a Propesed Hotel & Casino to David
J. Morrison.

Since the mark for the Netherlands Antilles is registered
and has a first uvse preceding the other first use dates, we
helieve that it shovld block federal registretion of the Wevada
TREASURE ISLAND marks.

The mark for the Netherlands Antilles will have an affidavit
of current use due in December of this year, we will monitor
whether such an affidavit is filed. If no affidavit is filed,
the mark will be cancelled. Note that we have checkxed and the
hotel is still in business at this time. However, should the
mark be cencelled, we believe that we could file for a federal
registration before any of the other owners of TREASURE ISLAND

marks. Since the Nevada marX has a prior use, they could also
file, but if we file first, then they could only request &
ccncurrent use registration. With a concurrent use registration,
each party may only use the mark in designated geographic &reas

You had expresscd concern regarding Steve Wynn's plens fov
N1s new TREASURE ISLAND casino in Las Vegas. Since iuxinvrdvps A
ruge investment, we can assume he will tfy te protect and enforce
his rights and we should continue to watch his operetions.
Therefore, we are now monitoring the mark TREASURE ISLANND On our
trademark board. We also note that he 1is cdeveloping casinos On
Natvtive American land in Yansas and in Wa:thgton‘state. s we

had discussed, he will certainly find ocut about vour husiness and

vee of TREASURE 1SLAND., Showvld army Sconee Aarsooe - . - e~
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state registration for TREASURE

We will proceed with the
the mark

ISILAND and monitor whether the federal registration for
has been renewed. Please review our proposals in light of the
plans for the casino. We would be happy to meet and further
discuss the courses of action availlable. As always, if you
should have any guestions, please do not hesitate to call.

Sincerely,

MERCHANT, CQOULD, SMITH, EDRDEILIL,
WELTER & SCHMIDT, P.A.

2 7
-
= _,/7’._,//‘;//”4 LT
By T
1) " ’,,/
Gregory A. Sebald

GAS :mah
cc: o Williem J. Merdacker, Esqg.

1a .
Michelle }¥. Michel, Esqag.
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His Mirage casino has won over hug
s e e ———

g IUs notsilarungoutasa gocd
il ) day for Steve Wynn The
' flamboyant chawman of M-

rage Resorts Inc.—the
man who brought white U-
gers and exploding voicanoes o
Las Vegas—is having problems with his
wristwatch. “See that,” he says impatient-
ly to the nervous-looking manager of his
hotel's jewelry shop. "It's the face. Every
Lme | move my wrist, it slips off o the
oide " It's the third tme Wynn has sum-
moned the manager, and it's the third time
w {wd & new

that he nas sent hwm ol
watchband

These who know Stephen A Wynn well
understand the jeweler's dilemma Mercu-
rial always demaznding, Wynn is a man
with an unshakable noton of how he wants
things done. He builds the fanciest, most
eYPeNnsIve Cusinos in town, and, like a nch
man’s P.T. Barnum, draws in high rollers
and celebrnties to make the projects pay
off. “People love {0 bhad-mouth Steve be:
cause he can be extravagant and showy,”
savs Jack Bimon, who runs Binion's Horse
choe casino ' But just about gverything he
wouches Lurms goiden, and no one 1s gOINg
to deny that”

Two years ago Wynn laid down the hefti
est wager Las Vegas had ever seen 2 $630
million hotel exuavaganza called the Mi
rage. Many scoffed that he'd never make il
pay, but Wynn won the bet. Today, the M
rage 15 a cash machine, and its great 3t
traction is pure Wynn hyperbole A five:
story volcano out front explodes every 15
minutes ¢uring the cvenings White tigers
behind glass and sharks in 3 tank greet
guests in the jobby. Out back, doiphins
frolic in an enormous pool.
aussie roray. Donald Trump in Atlantic
City 15 also known for his extravagant cas:
nos But while Trump’s debt-burdened Te)
Mahal was forced to restructure, Wynn s
laying pians for more “expansion. Wynn
wanls to develop casings 1n Austiaha and
Argenuna, where national governments
may sanction gambling and pending regu-
,latory approval, Mirage has been signed o
“develop casinos on Native Amencan fand
5lor the,Szc and Fox nauon

I

5 T T - ver v o
g o up thibe in Washingilon sales S

in Karsas and

CH

b rollers. Now, he's betting on the ‘mass-market’ crowd

Tut those projects are like mckel clots
compared to the next big bet Wynn 1s plac
ing on Vegas. With the painton the Mirage
barely dry, he's spending $430 rmilhon on
another 3,000 room casino hotel called
Treasure lsland. Planned for an 18-acre
site next to the Mirage on the Las Vegas
stnp, the new project will havé its own
splash of daring. In 3 360-fool water-{illed
canal, mock pirate ships will stage gun bat:
tles where stuntmen catapult wnito the air
as explosions appear o destroy ther ves:
sels “It's dynamite, pure magic,” bubbles
Wenn “Chwer me hmbers, walking the
plank. Who could resist that?”

He had better hope nobody. With
both Circus-Circus Enterprises Inc.
and Kuk Kerkoman building big
Las Vegas casinos, the desert
landscape 1s getting pretty
crowded Recession has e
pressed occupancy rates,
and Vegas gaming reve
nues have dropped for
two years running.
What's more, Wynn's
Mirage s cannibaliz:
ing petrons from his
own Golden Nugget
casino downtown
Nugget revenues
shpped 21% last year

In that environ-
ment, Wynn's new
project 15 fraught with
nsks. For one thing, s
onginal 3300 rthon price W3
has surged by more than 3 third since
Wynn announced 1t October. To cover
the increase, he has hiked 3 proposed new
ssue of mortgage-backed notes from $200
million to $300 millon. Keeping the price
dawn is crucial because Wynn intends o
market the new casmno Lo what he calls the
“mass markel' eschewing the high rollers
that his places usually attract That vall
mean setung
abeut half the Mirage's current rate
"Qreve's problem has always been that
he's a tinkerer,” says Los Angeies based
cacino consultant Saul F Leonard “He's

<o creatve that he just can’t stop himseif “

On this day, as he dees e crng'ay,;\’y’yrm is

rouin rates ol 360 or less;

Jonking over plans at Atlandia Design, Mr
rage's in-house design deparunént_ Thirty
pounds hghter from two moriths of dieung,
he's holding a bag of microwaved popcorn
as he argues with Atlandia’s Lop designer,
Joel Bergman. The problemn? Valels re
gieving cars will have to veer around sev-
eral columns to get out of the garzge.
Wynn would rather move the columns,
which will hike costs. And though Berg-
man objects, the change will be made.
Wynn has always been that aggressive
The son of a Maryland bingo-parlor opera-
tor, he got his start in 1967 by paying
335000 for a uny pece of Las Vegas' Fron-
ver Hotel Five years later, he bought
stock in Mirage's predecessor, Golcen
Nugget Inc. There, he untov:
ered emplovees on
the tike and 0

—_—

VEGAS VESUVIUS:
A “VCOLCANO™ IM
FRONT OF THE

$630 MILLION -
MIRAGE “ERUPTS'
EVERY 15 MINKUTES




Y ETIREL '»i%’z&.fz“’ TR

W T?‘?ﬂl"’ﬁ'm-{‘ 2 P

S

a— s ‘A

e pusned wae company's Wwial
Lo more than §) bilhion—65% | Deid |
LX” ‘p"nL 345 muhon o huild a Trum nE S

t, Wyrn refused w sell w any of
Atlantic City casinos When other
10,000 p czongs wid Wynn they hked to bid as a

nﬂd he | group, he skipped Atlzntic City 2ltogether
Trawner igures the spub cost him $250,000

P
GRFES IO IR O
turming the *',QQ(L of
"”0 acre goif course hned with

wm from Canada
the aliusiomst act,

an
l~>
‘s

"tﬂ‘ﬂft“%l\ Foaie:
mLo 2 moneyrrarer, Wynn opened 2 smell
er Golden Nugg stin At Jantic City 1 1980
most prol»mnie

nine
trees trucked
signed Sicgined & Roy

it became one of the aitv's
aomos and cemented the Wann formula. | to 3 Dive year deal worth 347 mihon With Winn deflintely does thaings his own
}‘! ving hgh mhers i by hehcopuer from | all the hoopla, many Jkeptlcs thought the | way But who's W argue? He owns 33% of
Mew York and Ph !aoupmx offering thern | cebt zervice would eat him up Mirage's stock, anc his brother and wife sit
plenty of credit, and booking bLig acts hike | 1F YOU BUILD T .. Wynn roiled the dice | on the board He pays himself 32 million a
Prank Sinztra, Wynn filled the place wath | anyway. "What people didn't understand s vear and hives like
hig spenders When he sold out to Bally | that we're selling fun and games and Treasure the celebriues he
’/x;nuf;zcumr.g Corp. 1in 1987 for $440 nul- wham-bzam-thank-vou-ma’'am excitement,” . courts Ly add ght-
hon, his preisx gam wes $170 mithon he says You build something Lig ang fan ESEﬁznd ‘u‘.’!” ter Lo s casinos.
The uming of Wynn's departure from | cy and people are going to want to come h AL his 50th-birth-
ave a

Atlznte City was uncznny Within 2 few

months, the overbuilt resort began o long
shde By then, Wynn was zlready focused

and see iU They did 1n 1991, the Mirage's

second year, operating cash flow hit $201
million, which 2nalysts contend 1s @ a record
That

Was

360-foot
canal with

day party n Janu-
ary, guests includ-
ed actor George
Hamilton, Quincy

for a single casino property.

on the Mirage. To build
enough for Wynn to reure nearly a third of

Jones, and former

the 3,000 .
the Fompdn\'s debt Mirage Re p!rute baseball commis-
sorts’ net income leaped | . sioner Peter Ue-
57% in 1891, to 46 8 mulhom, ' ShlPS GNd berroth. Michael
though the recession chpped Jackson 15 a fre-
9 5% off revenues, which came in mOCk gunmn quent guest in the

at $822.8 mithon : Mirage' )
al $822.8 mithon ’ battles if Mirage's posh bun:
The Mirage's secret wasn't just galows. He likes
2 fancy buildng. Wynn raded | Wynn can o watch  the

other casinos, stealing top-paxd . e dalphins

marketing empicyees with seli SJOO Wynn and his
woridwide contacts He has .". . wife, Flaine, have
two priva ate jels n the s | FTRE fon in heen together fer
meost ¢f the ume, which opera- andS to 28 years, though

they were divorced
pay for 1t five vears ago and
remarried lzst
June Since 1578, thev have hved in the
same piace near Las Vegas, but they just
bought the house next door in order to tear
them both down and buwild an 8,000-square-
foot mansion in their place. An exercise fa-
natic, Wynn Joves to jog and hit the Stair-
master. & jack of penipheral vision caused
the eve disease rcumm pigmentosa
, but it deesn't pre-

Gves n Asia (il with some of
the world’'s richest gamblers
He has also discovered the
mage of baxing Wynn star
ted the fignt game by pavm;>
%10 million o promote the Bus
er Douglss-Evancer Holyfleld
heavyweight bout 1n 1990 The
fLght jost $2 mithon—but 1t lured
encugh big spenders into the casing
w0 of fsei that deficit severzaliold by
While promoting the DHight, Wynn | keeps hun from dniving
also' ran smack 10w his longtme nem- | clude gm(mb or ﬁkntng
esis Donald Trump Wynn has never Wynn's brash, take-t-or-leave it style an-
forgiven mm for buying 4.9% of | novs alotof ,Jeuple in Las Vegas. But most
Golden Nugget's stock 1n a | thnk he's good for gambhing. Henry

e eav o

stalled 1987 takeover bhid. | Cluck, charman of rival Caesar's Werld
Boxing promoter Mike | Inc, putst this way: “You have Lo sepa-
Trainer savs that rate the ego from the accom
while plishments. We don’t care

he says or does as
long as it brings in bus:
ness to the aity.” Wynn,
though, has tw watch that

hs ego doesn't interfere

swhat

hawking /l////7/7
[ e

with all he has built

A wisionary named
Bugsy Siegel once
came to Las Vegos
:';**4 ot cverex
tended @ hury.
Wynn has chown urn?

and again that he's a loL smarter than that.
But he'll need to play s cards carefully W
make sure his latest gamble

A
34
v

hays off ke

the rest
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NE {1991
DATE

04/27/92
IMPORTANT

Our Order Number must sppear on )nvo:oes
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ISLAND PITATE SHIP

OWANTONHA, MN 55060
Packages, and Correspondence.
Acknowledge  unable to dekver by date _requred
CATE REQUIRED TEAMS o _ o ~f:O“B»P4OlNT~W ’ .| HOW SHT? ) )
04 /27 /9? 55% DOWN DESTINATION s . DRal OTruck  (JParcel Posi @Omer e
REQUISITION NOFOR ROUTING PLEASE SEND______COPIES OF YOUR
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1 FRINTING PLE g

~ Trilogy Tour-.

and

Treasure Istand ™. Casino

presents

The Treasure sland Connection from Indianapolis!

Located just 45 minute{ from the Minneapolis/St. Paul Airport in Welch, Minnesota

on the Mississippi River, Treasure Island has some of the best gambling in the
country. A short flight takes you to Treasure Island’s exciting Poker and Blackjack
tables, High Stakes Birigo, 600 Ksno, and high-return slot machines. You'll fing
Treasure [sland THE place to be!

HOTEL PACKAGE INCLUDES:

* Round trip air fare from Indianapolis  * Fun booK
* Transfers from hotel %mairport + Casino rebate
___*Tdransfers from hotel t¢ casino * 2 meals at the Casino
1 Night; 199.00 2 Nights: $219.00
Casino Rebate: - §100.00 Casino Rebate: - $100.00
Your Cost: $99.00 Your Cost: $119.00

FLIGHT PACKAGE INCL.UDES (no hotel included):
* Round trip air fare from Indianapolis  « Fun book

with transfers from the airport * Casino rebate
10 casino * 2 meals at the casino
Air only with transfers:*  $154.00  FLIGHT INFORMATION
Casino Rebate: — S$75.00 TW 401 LV IND 910 PM — AR MPLS 950 PM.

TW 202 LV: MPLS 9:00 A.M. — AR IND 11:34 A M,
Your Cost: 3$79.00

All rates are per person. double loccupancy. Particioants ars not required 10 gamble sng must be at least 27,
Some resuictions may apply. Casino Rebate given at Treasure Is/and Casino — not by Trilogy Tours.

For More Information, Please Call:, .

TRILOGY TOURS

Soo Line Bldg., [105 South 5th St., Minneapolis, Mt PLAINTIFF

EXHIBIT
297
SEP-23-1998  16:00 3 "‘
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

PRAIRIE ISLAND INDIAN COMMUNITY, Opposition Nos. 91115866 and
A FEDERALLY RECOGNIZED INDIAN TRIBE, 91157981
Petitioner, Cancellation Nos. 92028126
92028127; 92028130; 92028133,;
VS. 92028145; 92028155; 92028171,
02029174; 92028199; 92028248;
TREASURE ISLAND CORP., 02028280; 92028294, 92028314,
, 02028319: 92029325, 92028342,
Respondent. and 92028379 (as consolidated)

TRADEMARK TRIAL AND APPEAL BOARD
COMMISSIONER FOR TRADEMARKS

P.O. BOX 1451

ALEXANDRIA, VA 22313-1451

REQUEST FOR ORAL HEARING

On Friday, May 26, 2006, Respondent filed their Trial Brief in Response to

Petitioner's Trial Brief filed on April 3, 2006.

Pursuant to TTMP § 802.02, Respondents hereby request an oral hearing.
Respondent's request oral hearing so that they may answer or clarify any questions the
board may have concerning the proceedings and the issue of priority. Respondent

further requests the chance to respond to any issues addressed in Petitioner's Reply

Brief.

[signature page follows]




DATED: May 26, 2006
GREENBERG TRAURIG

Byﬂ%z MW/‘//

Mark G. Tratos

R. Richard Costello, of Counsel
Laraine M.1. Burrell

Greenberg Traurig

3773 Howard Hughes Parkway
#500N

Las Vegas, NV 89109
Attorneys for Defendant




CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing REQUEST FOR ORAL HEARING was served on: |

HAUGEN LAW FIRM
Eric O. Haugen, #189807
121 S. Eighth Street
1130 TCF Tower
Minneapolis, MN 55402
Phone: 612.339.8300

JACOBSON, BUFFALO, SCHOESSLER & MAGNUSON, Ltd.
Henry M. Buffalo, Jr., #236603

Joseph F. Halloran, #224132

Shawn R. Frank, #0309941

1360 Energy Park Drive, Suite 210

Saint Paul, MN 55108

Phone: 651.644.4710

attorneys for PETITIONER/OPPOSER by causing a full, true, and correct copy thereof
to be sent by the following indicated method or methods, on the date set forth below:

¥

O

DATED: 777(&// A, Q006

by mailing in a sealed, Express Mail postage-prepaid envelope, addressed
to the last-known office address of the attorney, and deposited with the
United States Postal Service at Las Vegas, Nevada.

by hand delivery.
by sending via overnight courier in a sealed envelope.

by faxing to the attorney at the fax number that is the last-known fax

number.

by electronic mail to the last known e-mail address.

=~

e

i %
An employee of Greenberg Traurig, LLP
Attorney for Registrant/Applicant




