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OPPOSER’S REPLY IN SUPPORT OF ITS MOTION
TO EXTEND TESTIMONY PERIODS

Opposer submits this reply brief in support of its motion to extend the opening and close of
the testimony periods. As previously indicated, the extension is needed because the parties have
been focused on settiement and because opposer has been waiting for applicant to provide promised
discovery, specifically a supplemental response to opposer’s Interrogatory 16. As discussed below,
the extension is needed for the further reason that applicant recently informed opposer that it no
longer intends to honor its commitment to provide supplemental discovery, thereby necessitating the
filing of a motion to compel.

More specifically, on December 6, 2004, six days after opposer filed its motion to extend,
applicant informed opposer that it no longer intended to provide the long promised discovery. In
“Applicant’s Opposition To Motion To Extend Discovery And Testimony Periods,” applicant’s
counsel Diane Becker states that she has not agreed to provide any information other than the
supplemental response to Interrogatory 15 that she provided on December 23, 2003 in response to

opposer’s prior motion to compel. Applicant’s counsel Ms. Becker simply ignores the November




29, 2001 and September 5, 2003 commitments of applicant’s lead counsel, Mr. Kenneth Hovet, to
provide a supplemental response to Interrogatory 16. Exhibits A and B, attached hereto. Based on
those commitments, opposer’s prior motion to compel focused on discovery applicant was refusing
to provide, not discovery it indicated would be forthcoming.

On May 20, 2004, after the Board’s ruling on opposer’s prior motion to compel, opposer
reminded applicant of its September 5, 2003 promise to provide a supplemental response to
Interrogatory 16. Applicant’s counsel acknowledged receipt of the letter, and in no way disputed
that it would provide a supplemental response as previously promised. At the same time, the parties
re-focused their attention on settlement, with the result that opposer did not push applicant to
provide the promised discovery immediately. Opposer believed that applicant’s delay in providing
the promised discovery was because of the parties’ focus on settlement. Instead, seven months later,
on December 6, 2004 (after the filing of the present motion to extend), applicant’s counsel Ms.
Becker informed opposer for the first time that applicant no longer intended to abide by the
commitment of applicant’s lead counsel Mr. Hovet to provide the supplemental response to
Interrogatory 16. Exhibit C, attached. Opposer accordingly has filed a motion to compel.'

Applicant offers no explanation for its refusal to provide promised discovery other than to
argue that applicant’s counsel Ms. Becker provided a supplemental answer to Interrogatory 15 on
December 23, 2003 (as a result of opposer’s prior motion to compel) and that applicant’s promise to
provide a supplemental answer to Interrogatory 16 predated the preparation of the supplemental

answer to Interrogatory 15. Applicant’s argument is disingenuous at best. Applicant’s counsel’s

1 Opposer’s Motion To Compel, filed December 29, 2004, references correspondence and other exhibits
confirming the facts set forth in that motion and herein.




decision to have a previously uninvolved member of his firm handle discovery matters does not
mean that applicant can pretend that prior commitments never occurred.

Applicant attempts to rely on the fact that opposer has not taken depositions of the persons
identified in the supplemental answer to Interrogatory 15. This provides no basis for applicant’s
objection. First, opposer could not take testimony depositions prior to the opening of its testimony
period. Further, it is axiomatic that motions to compel must be filed prior to the opening of the first
testimony period. Opposer therefore moved to extend the opening of its testimony period while
awaiting receipt of promised discovery to insure that it was received before expiration of the
deadline to file a motion to compel.

Applicant’s response confirms that the parties have been discussing settlement, but argues
that the requested extension should be denied because it will delay settlement. Applicant further
states that settlement should be reached in December 2004. In fact, while applicant states that
applicant has been diligently replying to opposer’s comments and expects to finalize a settlement in
December, no response to opposer’s November 23, 2004 communication has been received from
applicant through the date of this reply. Applicant’s counsel also misstates the communications
between the parties’ counsel, ignoring the periods of time that opposer has waited for applicant’s
response in the past. Applicant further omits the facts that counsel for the parties spoke on
November 11, 2004 and agreed to speak the following week; that the parties’ counsel exchanged
calls the following week without connecting; that once counsel spoke on November 23, opposer’s
counsel faxed a marked up agreement to applicant’s counsel for their discussion later that day but
applicant’s counsel did not call after receipt of the fax; and that applicant’s counsel still has not

responded to the November 23 marked up agreement..




Setting aside the issue of when specific conversations regarding settlement occurred, the fact
remains that opposer has been waiting for supplemental discovery promised by applicant, that
opposer believed applicant was deferring providing such information as promised because of the
parties’ renewed settlement efforts and therefore deferred pushing applicant for such information
while settlement talks were ongoing, and that only on December 6, 2004 did applicant inform
opposer that it no longer would honor its commitment to provide such information. Opposer
accordingly has filed a motion to compel to obtain such information. Opposer’s motion to extend
should be granted to allow time for the Board to consider opposer’s motion to compel and resolve
the outstanding discovery dispute and for the parties to proceed with testimony thereafter if no
settlement has been reached.

Respectfully submitted,

SMART & BOSTJANCICH

By: \,94/1/\/\» ROM/\OV\AJA IA/\
"Patricia S. Smart
John Bostjancich
19 S. LaSalle Street
Suite 1300
Chicago, IL 60603
(312) 857-2424

Attorneys for Opposer



CERTIFICATE OF SERVICE
The undersigned, an attorney for applicant, hereby certifies that a copy of the foregoing
Opposer’s Reply in Support Of Its Motion To Extend Discovery Periods is being served upon
Kenneth J. Hovet, Nordman, Cormany, Hair & Compton, P.O. Box 9100, Oxnard, California 93031-

9100, this 29" day of December, 2004 by first class mail, postage prepaid.

o Toonu M

CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited with the United States Postal Service as first class
mail in an envelope addressed to: Commissioner for Trademarks, P.O. Box 1451, Alexandria, VA 22313-1451, on
December 29, 2004,

Ay
Date: December 29, 2004 W O o u A

" JOHN BOSTJANCICH




EXHIBIT A




l‘ KENNETH J. HQ\/ET KENNETH J. HOVET TELEPHONE

ARTHUR K. SAMORA VENTURA
LA W O F F I C E S (805) 642-2101
4476 MARKET STREET. SUITE GOI SANTA BARBARA
VENTURA, CALIFORNIA 93003 (805) 563-47G0
FACSIMILE

(805) 642-2102

E-MAIL

KJHovet@aol.com

November 29, 2001

Ms. Patricia S§. Smart

SMART & BOSTJANCICH

19 South LaSalle Street, #1300
Chicago, Ill 60603

Re: Charles Revson, Inc v. Joico Laboratories, Inc.,
Opposition No. 109,468; Your Ref. REVS-35050~USA-OP

Dear Patti:

In response to your October 22, 2001 requests for supplemental
information, I enclose formal Supplemental Responses for Admission

Request 14 and Interrogatory Request 15. These omissions were
inadvertent oversights.

With respect to Interrogatory 16, we expect to update our
prior 1listing of third pParty applications and registrations
previously sent to you. Additionally, we may conduct a common law
search of the "ULTIMA" formative.

With respect to your problems with our Interrogatory 6
responss, we reiterate that the requested information cannot be
determined. There are no ulterior motives about this fact. Your
perceptions are misplaced.

Yours truly,

S n”

Kenneth J. Hovet

KJH:xgr
Enclosures
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WILLIAM H. HAIR
ROBERY L. COMPTON
MARC L. CHARNEY
RONALD H. GILLL

LARRY L. HINES
KENNETH M. HIGH, JR.
MICHAEL C. O'BRIEN
AANDALL H. GEORGE
JANET ANNE REESE
PAUL W. KURZEKA
ANTHONY H TREMBLEY
JONATHAN FRASER LIGHT
WILLIAM E. WINFIELD
CHAISTOPHER K. KITASAKI
SCOTT B. SAMSKY

GUY C. PARVEX, JR.
GLENN J. DICKINSON
NANCY MILLER

JOEL MARK

SUSAN M. SEEMILLER
DIEN LE

BRIAN NOMI

ANTHONY M. RAMOS
MARIA L. CAPRITTO
CURTIS A. GRAHAM
MATTHEW R. BOGOSIAN
MELISSA H. SAYER
GLENN A FULLER
MEGHAN B CLARK

LAW OFFICES OF

NORDMAN, CORMANY, HAIR & COMPTON
1000 TOWN CENTER DRIVE
SIXTH FLOOR
POST OFFICEBOX 9100
OXNARD, CALIFORNIA 93036-1132
(805) 485-1000

6TH FLOOR FAX (805) 988-8387
5THFLOOR FAX (805) 988-8397

September 5, 2003

BEN £ NDRDMAN
(1913-1985)
RALPH L. CORMANY
1921-2002)

LOUIS A. CAPPADONA
PHILIP C. DRESCHER
KENNETH J. HOVET
DIANE L. BECKER
(OF COUNSEL)

16133 VENTURA BOULEVARD
PENTHOUSE A
ENCINO, CALIFORNIA 91436
{818) 986-8080
FAX (B18) 789-0947

WRITER'S DIRECT DIAL
NUMBER

(805) 988-8346

WRITER S E-MAIL ADDRESS
khovet@nchc.com

Via Facsimile & US Majl

Patricia S. Smart

Smart & Bostjancich

19 South LaSalle Street, Suite 1300
Chicago, IL 60603

Re:  Charles Revson, Inc. v. Joico Laboratories, Inc. Opposition No. 109,468;
Your Ref. REVS-35050-USA-OP; Our Ref. 14382.001

Dear Patti:
In response to your August 28, 2003 letter, I advise as follows:

Interrogatory No. 6:

Applicant's expenditures for ALTIMA ($CICO ALTuna) products cannct be
derived.

Interrogatory No. 15:

This interrogatory is objectionable, in that it lacks specificity regarding the
information or knowledge required by a person to be identified thereunder. Please
provide us with at least some specific criteria for your inquiry. Nevertheless, the
original Owner and President of Joico Laboratories, Inc. from about 1976 - 2001 (Steve
Stefano), is identified. A long-term marketing person who is familiar with the
evolution and use of the JOICO brand, Janine Smice, is identified. Also, I identify
myself, Joico’s trademark attorney from about 1978 to the present.




Patricia S. Smart
Smart & Bostjancich
September 5, 2003
Page 2

Interrogatory No. 16:

I will be on vacation from September 8, 2003 to September 29, 2003. During
that time, we will be updating our compilations of non-Revlon usages of ULTIMA. We
will provide you with this information during the week of September 29, 2003. I

identify myself and my assistant (Paul Chancellor) as the persons with knowledge of
the above compilations.

Very truly yours,
NORDMAN, CORMANY, HAIR & COMPTON
Kenneth J. Hovet

KJH:tbs

"ODMANWORLDOX' H* WDOCS\14382"001'.LTR\ 10160184 WPD
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GLENN J. DICKING ON
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SUBAN M. SEEMILLER FAX (818) 788-0pay

DIEN L8

BRIAN NOM) ,

ANTHONY M RAMQg WRITEAR SoRacY DAl

MARIAL, GAMAITTO NUMBER

CURTIS a, G“;H‘gau (B05) 988-5348

MATTHEW w. oG N

MELISSA 1. £avER WRITER'S Evmair ADDRESS

i o FULLER khovet®nche.com

MEGHAN B, CLARK P X
September 5, 2003

Via Facsimile & US Ma;]

Patricia S. Smart

Smart & Bostjancich

19 South LaSalle Street, Suite 1300
Chicago, IL, 60603

Re: Charles Kevson, Inc. v. Joico Laboratories, Ine. Opposition No. 109,46s8;
Your Ref. REVS-35050-USA-OP; Our Ref, 14382.001

Dear Patt;:

In response to your August 28, 2003 letter, I advise ag follows:

Intermgatou No. 6:

evolution and uge of the JOICO brand, Janine Smice, is identified. Also, T identify
myself, Joico’s trademark attorney from about 1978 to the present.



Patricia S. Smart
Smart & Bostjancich
September 5, 2003
Page 2

Interrogatory No. 16:

I will be on vacation from September 8, 2003 to September 29, 2003. During
that time, we will be updating our compilations of non-Revlon usages of ULTIMA. We
will provide you with this information during the week of September 29, 2003. 1
identify myself and my assistant (Paul Chancellor) as the persons with knowledge of
the above compilations.

Very truly yours,

NORDMAN, CORMANY, HAIR & COMPTON
P

Kenneth J. Hovet

KJH:tbs

~ODMA\WORLDOX\H:\WDOCSE"14382\001\LTR\ 10160 184. WPD
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MARC L. CHARNEY
RONALD 4. GiL

LARRY L, MINES
KENNETH M, HICH. JR.
MICHAGL ©, D'BRIEN
RANDALL H. GEOROGE
JANET ANNE REEBE
PAUL W, KURZEKA
ANTHONY H. TREMBLEY
JONATHAN FRAGER LIGHT
WRLIAM K. WINFIELD
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SOOYY B. BAMBKY
GLENNM J. DICKINSOM
NANOY MILLER

JOEL MARK

SUSAN M. SEEMILLER
BRIAN NOMI

ANTHRNY M. RAMOS
mania CAPRITTO
CUATIS A, QRATIAM
MATTHEW A, O SOERIAN
MELISEA M. ZAVER
GLENN A, FULLER
MEGHAN B. CLARK
JARED L. BRYAN
AONALD A. BHEA

LAW OFFICES OF

NORDMAN, CORMANY, HAIR & COMPTON
1000 TOWN CENTER DRIVE .
SIXTH FLOCR
POST OFFICEBOX 9100
OXNARD, CALIFORNIA 83031=- 9700
(805) 4B5-1000

8THFLOOR FaXx (B05) 9868-8387
5TH FLOOR FAX (805) BBB-B387

WEBSITE: WWW NCHC.COM

FAX COVER SHEET

BEN C. NGABMAN
{1813-1985)
RALPM L, OORAMANY
(1821-u082)

LOUIB A, CAPPADONA
PHILIP C. DRESCHECR
KENNETH. J. HOVEYT

CIANE LL.BECKER
{OF CO\NBEL)

18133 VENTURA BOULEVARD
PENTHOUBE A
ENCING, CALIFORNIA 91436
(818} 986:8080
FAK (B18) 728-0847

The Information contained In this facsimile is intended only for the use of the Individual or entity to which It is addressed, and may be
privileaed, confidential énd exempt from disclosure under applicable law. If the reader of this message is not the Intended recipient,
or the employse or agent responsible for delivery to the intended raclpient, you are hereby notified that any dissemination, distribution
or copying of this communication Is strictiy prohibited. If you have raceived this facsimile in error, please notify us immediately by
telephona and return the original to us at the above address via U.S. Postal service. Thank you.

DATE AND TIME:

CLIENT-MATTER #:

FAX NUMBER:

SENDER'S DIRECT DIAL #:

Dear Patti:

FROM:

MESSAGE:

September 5, 2003

14382.001 (Joico/Zotos

TO: Patricia S. Smart @ Smart & Bostjancich

(312) 201-0737

Kenneth J. Hovet

(805) 988-8346

Direct Fax: (B0bH) 988-7746

Charles Revson Inc. v. Joico Laboratories, Inc.;

Opposition No. 109,468; REVS-35050-USA-OP

Please see attached letter.

Yours truly,

FOLLOW-UP ORIGINAL WILL BE SENT BY U.S. MAIL: yes
TOTAL NUMBER OF PAGES INCLUDING COVER PAGE: 3

PLEASE CALL THE FOLLOWING NUMBER IF FACSIMILE IS INCOMPLETE OR ILLEGIBLE: (805) 485-1000.

+ODMA\WORLDOX\EA\WDOCS\ 14982 \001\f'AX\10158687.WPD
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DRIAN NOM|
ANTHORNY M, RAMOS
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o5) B -77Q7
MELISSA M, CAYER {B0OG) Rap
MEQHAN B. CLARK

BROOK J CaRMOLL WHRITEN'S EMAIL ADDRESS
SAMURL #. CAZSOWAKI

dbocker@nghc.cam
MEENA P. KOTAK

December 6, 2004

VIA FACSIMILE 1.312.201.0737
Patricia Smart, Esq.

Smart & Bostjancich

19 South LaSalle Street
Suite 1300

Chicago, Illinois 60603

Re: Charles Revson Inec. v. Joico Laboratories, Inc.

Opposition No. 109,468; Motion to Extend Discovery
and Testimony Periods

Dear Patti:
This will acknowledge receipt of your letter dated November 24, 2004.

I have reviewed your letter of August 28, 2003 and Ken's letter of September 5, 2003,
and Applicant’s Third Supplemental Answers to Opposer’s First Set of Interrogatories
dated December 23, 2003, which I prepared in response to your September 5, 2003 letter.
The information contained in the Third Supplemental Answers is all of the information
which Joico Laboratories, Inc. is willing to provide without a motion to compel. This being
said, I am hopeful that you and Ken will resolve the matter.

Please do not ask for another extension if you and Ken do not reach a settlement.
Any further request for an extension will be opposed by Applicant.

Very truly yours,

NORDMAN CORMANY HAIR & COMPTON

Adwwi A

Diane L. Becker
DLB:pz

cc: Kenneth Hovet, Esq.

{1143R2\00T\LTR\10204612.DOC)
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The information contained in this facsimile is intended only for the use of the Individual or entity 10 which it is addressed, and may

be privileped, confidential and exempt from disclosure under applicable taw. If the reader of this message is not the intendad

racipient, or the employee or agent responsible for delivery to the intanded recipient, you ara hereby notified that any dissemination,

distribution or copying of this communication is strictly prohibited. If you have received this facsimile in error, pleass notify us

immediately by telephone and return the original to us at the above address via U.S. Postal service. Thank you.

DATE AND TIME:

CLIENT-MATTER #

TO:

FAX NUMBER:

FROM:

SENDER'S DIRECT DIAL #:

MESSAGE:

December 6, 2004

14382.001

Patricia S. Smart @ Smart & Bostjancich

(312) 201-0737

Diane L. Becker, Esq.

(805) 988-8307 Direct fax: (805) S88-7707

Transmitted herewith letter from Diane L. Becker, Esq.

FOLLOW-UP ORIGINAL WILL BE SENT BY U.S, MAIL: no
TOTAL NUMBER OF PAGES INCLUDING COVER PAGE:4
PLEASE CALL THE FOLLOWING NUMBER IF FACSIMILE 1S INCOMPLETE OR ILLEGIBLE: (805) 485-1000.

14332\001\FAXN\10202926. WPD



