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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CHARLES REVSON INC,, )
o )
poser, ) : : , . T
) Uo i) Ho. qé/"a’Bg
\% ) Opposition No. 109,468
) R . ,
JOICO LABORATORIES, INC., ) W |
)
Applicant. ) 10-14-2003
U.8. Patent & TMOfc/TM Mail Rcpt Dt. #66

MOTION TO COMPEL
Opposer, Charles Revson Inc., in accordance with Rule 37 of the Federal Rules of Civil
Procedure and‘ Rule 2.120(¢) of the Trademark Rules of Practice, hereby requests an Order
compelling applicant Joico Laboratories, Inc. to provide a complete response to Interrogatory 15 of
Opposer's First Set Of Interrogatories To Applicant, or, alternatively, an Order barring applicant
from introducing testimony of anyone other than the persons identified in response to Interrogatory
15 with respect to the facts which allegedly support applicant’s first affirmative defense. As

discussed below, opposer’s counsel has made a good faith effort, through extensive correspondence

with applicant’s counsel, to resolve the issues presented by this motion but has been unable to reach

agreement. The grounds for opposer's motion to compel set forth below.

On June 19, 1998, opposer served Opposer’s First Set Of Interrogatories To Applicant, a
copy of which is attached as Exhibit A. On September 10, 1998 applicant served Applicant’s
Answers To Opposer’s First Set Of Interrogatories To Applicant, a copy of which is attached hereto

as Exhibit B.




Interrogatory 15 requests applicant to identify the factual basis of applicant’s first
affirmative defense and each person having information or knowledge of the same. In response,
applicant identified only applicant’s attorney of record, Kenneth Hovet, as having knowledge of the
facts alleged to support applicant’s first affirmative defense. See Exhibit B.

On December 23, 1998, opposer’s counsel sent applicant"s counsel a letter identifying
various deficiencies in applicant’s discovery responses. Opposer requested, inter alia, that
applicant supplement its response to Interrogatory 15 and identify business persons with knowledge
of the facts supporting its first affirmative defense unless applicant intended to offer its counsel as
its only witness as to those facts. See, Exhibit C.

After a suspension of proceedings, and following renewed reminders by opposer in October
1999 and December 1999, applicant’s counsel sent a letter on February 24, 2000. Applicant again
failed to identify all persons claimed to have knowledge of the facts alleged to support applicant’s
first affirmative defense. Instead, applicant’s counsel’s letter stated (emphasis added) that “[a]¢ this
time, at least Janine Smice, Joico’s Marketing Director, can be identified as a potential witness”
with knowledge of one of the facts alleged to form the basis of applicant’s first affirmative defense.

See, Exhibit D.

Opposer therefore wrote applicant again on July 26, 2000, stating that if there were other
persons with knowledge of the facts supporting Joico’s first affirmative defense, they should be
identified during discovery, not applicant’s testimony period. See, Exhibit E. After opposer sent
applicant another letter on October 22, 2001, applicant provided a supplemental response to
Interrogatory 15 on November 29, 2001. In its supplemental response, applicant revised its

statement of the claimed basis of its first affirmative defense and “confirm[ed] Janine Smice and




Steve Stefano as potential witnesses regarding Joico’s First Affirmative Defense,” but continued to
fail to identify all persons with knowledge who might be called as witnesses. See, Exhibit F.

On August 28, 2003, after proceedings resumed and the parties resumed their discovery
efforts, opposer wrote applicant and once more requested that applicant provide the names of
anyone else with knowledge of facts supporting Joico’s first affirmative defense or confirm that Ms.
Smith and Mr. Stefano were the only persons with such knowledge. See, Exhibit G. On September
5, 2003, applicant responded, again refusing to either identify additional persons with knowledge or
confirm that there was no one else with knowledge upon whose testimony applicant might later
rely. See, Exhibit H.

It is axiomatic that opposer is entitled to discover the identity of persons with knowledge of
the facts upon which applicant intends to rely in defense of the opposition and to decide which of
those individuals it wishes to depose. Applicant’s repeated failure to either identify everyone with
knowledge or confirm that applicant will not later attempt to introduce the testimony of others with
respect to those facts has prevented opposer from obtaining discovery to which it is entitled.

Opposer accordingly requests that applicant be required to provide a full response to
Interrogatory 15 of Opposer's First Set Of Interrogatories To Applicant or, alternatively, that
applicant be barred from introducing testimony of anyone other than Mr. Stefano or Ms. Smice

regarding the facts that allegedly support applicant’s first affirmative defense.




Respectfully submitted,

SMART & BOSTJANCICH

By: ’Pa;bn'c«'a A. Amat

Patricia S. Smart
John Bostjancich
19 S. LaSalle Street
Suite 1300
Chicago, IL 60603
(312) 857-2424

Attorneys for Opposer




CERTIFICATE OF SERVICE

I, Patricia S. Smart, an attorney for applicant, hereby certify that a copy of the foregoing
Motion To Compel is being served upon Kenneth J. Hovet, Nordman, Cormany, Hair & Compton,
P.O. Box 9100, Oxnard, California 93031-9100, this 7t day of October, 2003 by first class mail,

Dotnicia A, dmat

postage prepaid.

CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited with the United States Postal Service as first class
mail in an envelope addressed to: Commissioner for Trademarks, 2900 Crystal Drive, Arlington VA 22202-3514, on

October 7, 2003.
PATRICIA S. SMART

Date: October 7, 2003 %aa A M__
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CHARLES REVSON INC,,

Opposer,
v. Opposition No. 109,468

JOICO LABORATORIES INC.,

A S S T W A N N

Applicant.

OPPOSER'S FIRST SET OF INTERROGATORIES TO APPLICANT

In accordance with Rule 33 of the Federal Rule of Civil Procedure and Rules 2.116 and
2.120 of the Trademark Rules of Practice, opposer, Charles Revson Inc., requests that applicant,
Joico Laboratories, Inc., answer each of the following interrogatories subject to the definitions set
forth below. These interrogatories are continuing and impose upon applicant the obligations
stated in the Federal Rules of Civil Procedure.

DEFINITIONS

A. As used herein, the term "applicant” includes Joico Laboratories, Inc., its
predecessors in interest and any parent, subsidiary, affiliate, or other related organization, and the
officers, directors, employees, agents and representatives of each.

B. As used herein, the term "opposer" includes Charles Revson Inc., its predecessors
in interest and any parent, subsidiary, affiliate or other related organization, and the officers,
directors, employees, agents, and representatives of each.

C. As used herein, "ALTIMA mark" includes any mark comprised in whole or in part

of the term ALTIMA, including but not limited to the marks ALTIMA and JOICO ALTIMA.




D. As used herein, "ULTIMA mark" includes any mark comprised in whole or in part
of the term ULTIMA, including but not limited to the marks ULTIMA and ULTIMA II.

E. "Person" means any natural person, corporation, association, firm, partnership, or
other business or legal entity.

F. Whenever an interrogatory inquires about a person, and the answer is a natural
person, the information requested includes: (1) the person's full name; (2) the person's present
position or title and employer; (3) the person's title or position and employer at the time in
question with respect to the interrogatory; and, (4) the person's present or last known address
(including street name and number, city or town, state and country).

G. Whenever an interrogatory inquires about a person and the answer is a company,
corporation, association, partnership or other legal entity besides a natural person, the information
requested includes: (1) the entity's name: (2) the address of its principal place of business; (3)
its state of incorporation or association; (4) the principal type of business in which it is engaged;
and, (5) its relationship to applicant, if any.

H. Whenever an interrogatory inquires about the identity of a document, the
information requested includes: (1) a description of the document (e.g., letter, memorandum,
report, etc.); (2) title (if any) and date; (3) the subject matter; (4) the identity of the author,
addressee, and each person who received a copy; and (5) present or last known custodian.

L. As used herein, "and" as well as "or" shall be construed disjunctively or
conjunctively as.necessary in order to bring within the scope of the interrogatory all responses
which might otherwise be construed to be outside its scope. Similarly, the word "any" shall

include "each and every" as well as "any one", the masculine gender shall be deemed to include




the feminine and the neutral where appropriate, and the singular shall be deemed to include the
plural and vice versa as necessary in order to bring within the scope of the interrogatory all
responses which might otherwise be coﬁstrued to be outside its scope.
INTERROGATORIES
1. Identify each person having knowledge concerning applicant's consideration or
selection of an ALTIMA mark, including the person(s) who first conceived of each ALTIMA
mark applicant has used or considered using.

2. Identify each trademark search or investigation conducted by or for applicant in
connection with an ALTIMA mark and each person involved in the review of each such
trademark search or the results of any investigation.

3. For each ALTIMA mark used by applicant, identify, by date and circumstances,
applicant's first use of said ALTIMA mark and each person with knowledge relating thereto.

4. For each ALTIMA mark used by applicant, identify each product sold by applicant
under said mark, the time period during which it has been sold, the channels of trade through
which it has bee'n sold, and the annual sales volume for each year it has been sold.

5. Identify those persons who have had primary responsibility for the marketing of
each product sold by applicant under an ALTIMA mark and the time period during which each
such person has _had such responsibility.

6. Identify the types of media used by applicant for the advertising or promotion of
products sold under an ALTIMA mark and applicant's annual expenditures for each type of

advertising or promotional material.




7. Identify those persons, including advertising agency personnel, with primary
responsibility for the advertising or promotion of applicant's products sold under an ALTIMA
mark and the time period during which each such person has had such responsibility.

8. Identify those persons with primary responsibility for the preparation of product
literature for applicant's products sold under an ALTIMA mark.

| 9. Identify each transfer of rights in an ALTIMA mark to or from applicant.

10.  Identify each license of rights in an ALTIMA mark to or from applicant.

11.  Identify each officer or employee of applicant with knowledge of opposer's
ULTIMA products or opposer's ULTIMA mark.

12, (a) Is applicant aware of any instances, or possible instances, of confusion
caused as a result of applicant's use of an ALTIMA mark?

(b) If so, describe each such instance in detail, and provide the identity of all
persons involved or having knowledge of any such instance.

13. Identify each person having knowledge of any market research, including but not
limited to focus groups, surveys, studies, polls, questionnaires or other inquiries which, refers or
relates to an ALTIMA mark or products sold under an ALTIMA mark.

14. (a) Identify each expert witness applicant intends to call as a witness in this
proceeding, his or her qualifications as an expert, the substance of the facts and opinions as to
which (s)he is expected to testify and a summary of the grounds for each.

(b) For each such expert, provide the information which Rule 26(a)(2)(B)

specifies is to be included in an expert report.




15.  State the factual basis for applicant's first affirmative defense set forth in paragraph
7 of applicant's Answer To Notice Of Opposition and identify each person having information
or knowledge relating thereto.

16. State the factual basis for applicant's second affirmative defense set forth in

paragraph 8 of applicant's Answer To Notice Of Opposition and identify each person having

information or knowledge relating thereto.

17. If applicant claims privilege respecting any document called for by a request for
documents by opposer to applicant, identify each such document and the basis of the claim of
privilege.

18. Identify each person who supplied information or otherwise assisted in the
preparation of the interrogatory answers, specifving the interrogatory answers for which he or she
assisted.

SMART & BOSTJANCICH

By )@bﬂa'qA Mva -
Patricia S. Smart
John Bostjancich
19 South LaSalle Street
Suite 1300
Chicago, Illinois 60603
(312) 857-2424

Attorneys For Opposer




CERTIFICATE OF SERVICE
I, Patricia S. Smart, an attorney for opposer, hereby certify that a copy of the foregoing
Opposer's First Set Of Interrogatories To Applicant is being served upon Kenneth J. Hovet,
Kenneth J. Hovet Law Offices, 4476 Market Street, Suite 601, Ventura, California 93003, this

19th day of June by first class mail, postage prepaid.

Lotpicia d Amact
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Serial No. 75/115,587
Published in the Official Gazette on
September 2, 1997

JOICO ALTIMA
CHARLES REVSON INC,,
Opposer,
OPPOSITION NO. 109,468
V. S.N. 75/115,587

JOICO LABORATORIES, INC,,

Applicant.

QN N B T ST G S S A S

APPLICANT'S ANSWERS TO
OPPOSER'S FIRST SET OF INTERROGATORIES
TO APPLICANT

Pursuant to Rule 2.120 of the Trademark Rules of Practice and Rule 43 of the Federal Rules
of Civil Procedure, Joico Laboratories, Inc. ("Applicant") hereby furnishes under oath answers to the

following interrogatories:

GENERAL OBJECTIONS

The following general objections are incorporated by reference into each of the following
individual interrogatory responses to the extent applicable to the respective response.

1. Applicant objects to the Interrogatories, Definitions, and Instructions to the extent
they seek or would impose greater obligations than those provided by the Federal Rules of Civil
Procedure, including F.R.C.P. 26 and 33, or by the Rules of the Trademark Trial and Appeal Board.

2. Applicant objects to producing information that is or embodies attorney-client

privileged and/or work product protected materials or information.




3. Applicant objects to producing confidential business and technical information, but
will suspend this objection upon entry of a suitable protective order pursuant to F.R.C.P. 26(c).

4, Applicant objects to each Interrogatory to the extent it seeks material or information
that is unreasonably cumulative or duplicative, that is publicly available or available from some other
source that is more convenient to the Opposer, or that is unduly burdensome or expensive for
Applicant to procure.

5. Applicant objects to each Interrogatory to the extent it seeks information that is not
reasonably calculated to lead to the discovery of admissible evidence.

6. Applicant objects to each Interrogatory that is so broad and vague as to time and
subject matter that it places an onerous burden on Applicant to second-guess what information is

sought.

INTERROGATORIES

1. Identify each person having knowledge concerning applicant's consideration or
selection of an ALTIMA mark, including the person(s) who first conceived of each ALTIMA mark
applicant has used or considered using.

ANSWER:

Subject to and without waiving the foregoing general objections, the following Joico

employees were involved in selecting the ALTIMA mark: Steve Stefano, Shawn Egide, Denise

Davis, Safina Boruah, Gus Low, Alan Shore, Janis Lovullo and Janine Smice.

2. Identify each trademark search or investigation conducted by or for applicant in
connection with an ALTIMA mark and each person involved in the review of each such trademark
search or the results of any investigation.

ANSWER:

Applicant identifies an October 18, 1993 letter from Ken Hovet to Brenda Wright at Joico

Laboratories, Inc. entitled "OPTIMA/ALTIMA Trademarks". This document is withheld pursuant




to attorney-client privilege. Persons who reviewed the above search are listed in the answer to

Interrogatory No. 1.

3. For each ALTIMA mark used by applicant, identify, by date and circumstances,
applicant's first use of said ALTIMA mark and each person with knowledge relating thereto.
ANSWER:

The date of first use for the ALTIMA mark is March 4, 1994 in accordance with a shipment
to F.H. Loeffler, Inc., 633 Jefferson Road, Rochester, New York 14623. The inquiry with respect
to who would have knowledge of such sale is deemed vague and indefinite. However, at Joico

Laboratories, Inc. such knowledge would likely involve clerical and computer personnel.

4, For each ALTIMA mark used by applicant, identify each product sold by applicant
under said mark, the time period during which it has been sold, the channels of trade through which
it has been sold, and the annual sales volume for each year it has been sold.

ANSWER: |

ALTIMA products comprise a leave-in hair conditioner. They are sold in containers of 0.25
ounce, 2 ounce, 8.8 ounce, 17.6 ounce and liter sizes. The products are sold through a network of
distributors who, in turn, sell to beauty schools, hair salons and professional beauty supply outlets
that have a hair stylist on the premises. The annual sales volume for each year in which ALTIMA

products have been sold are as follows:

Fiscal Year 1994 § 891,917.71
Fiscal Year 1995 1,165,974.39
Fiscal Year 1996 888,716.47
Fiscal Year 1997 937,093.48
Fiscal Year 1998 662,066.80 (through June 1998)




5. Identify those persons who have had primary responsibility for the marketing of each
product sold by applicant under an ALTIMA mark and the time period during which each such
person has had such responsibility.

ANSWER:

The following Joico employees have shared the responsibilities for marketing ALTIMA

products from 1994 through to the present time: Steve Stefano, Shawn Egide, Denise Davis, Safina

Boruah, Gus Low (Gus Low & Associates), Alan Shore, Janis Lovullo, Janine Smice.

6. Identify the types of media used by applicant for the advertising or promotion of
products sold under an ALTIMA mark and applicant's annual expenditures for each type of
advertising or promotional material.

ANSWER:

Applicant primarily utilizes print media for advertising and promotion the ALTIMA
products. However, audio cassette tapes, live seminars, trade shows and slide presentations have
also been utilized. Applicant's marketing operation and financial records are not amenable to

delineating annual expenditures for advertising and promoting ALTIMA products.

7. Identify those persons, including advertising agency personnel, with primary
responsibility for the adv{:nising or promotion of applicant's products sold under an ALTIMA mark
and the time period during which each such person has had such responsibility.

ANSWER:

In addition to the individuals identified in the answer to Interrogatory No. 5, Gus Low &

Associates, 370 N. Westlake Boulevard, Suite 210, Westlake Village, California 91362, provided

advertising agency services.




8. Identify those persons with primary responsibility for the preparation of product
literature for applicant's products sold under an ALTIMA mark.
ANSWER:

The individuals and entity identified in Interrogatory Nos. 5 and 7 shared responsibility for

preparing ALTIMA product printed materials.

9. Identify each transfer of rights in an ALTIMA mark to or from applicant.
ANSWER:

No transfer of rights in the ALTIMA mark has occurred.

10. Identify each license of rights in an ALTIMA mark to or from applicant.
ANSWER:
Applicant's rights in the ALTIMA mark have not been licensed.

11. Identify each officer or employee of applicant with knowledge of opposer's ULTIMA
products or opposer's ULTIMA mark.
ANSWER:

No officer or employee has specific knowledge of Opposer's ULTIMA products or Opposer's
ULTIMA mark.

12. (a) Is applicant aware of any instances, or possible instances, of confusion caused

as a result of applicant's use of an ALTIMA mark?

(b) If so, describe each such instance in detail, and provide the identity of all
persons involved or having knowledge of any such instance.
ANSWER:

(a) Applicant is not aware of any instances or possible instances of confusion in
relation to Applicant's use of the ALTIMA mark.

(b) None.



13. Identify each person having knowledge of any market research, including but not
limited to focus groups, surveys, studies, polls, questionnaires or other inquiries which, refers or
relates to an ALTIMA mark or products sold under an ALTIMA mark.

ANSWER:

No such person.

14. (a) Identify each expert witness applicant intends to call as a witness in this
proceeding, his or her qualifications as an expert, the substance of the facts and opinions as to which
(s)he is expected to testify and a summary of the grounds for each.

(b) For each such expert, provide the information which Rule 26(a)(2)(B)

specifies is to be included in an expert report.

ANSWER:
(a) At this time, Applicant has not identified an expert witness.
(b) Not applicable.
15.  State the factual basis for applicant's first affirmative defense set forth in paragraph

7 of applicant's Answer To Notice Of Opposition and identify each person having information or
knowledge relating thereto.
ANSWER:

The basis for Applicant's first affirmative defense pertains to the notoriety of the JOICO mark
in relation to professional hair care products. Factual information representative of such notoriety
relates to the continued and substantial use of the JOICO mark on hair care products since 1976 in
addition to a significant amount of advertising expenditures. Also, Applicant is the owner of
Registration Certificate No. 1,542,172 on JOICO in International Classes 3 and 42. The undersigned

attorney has information and knowledge relating to the above.




16. State the factual basis for applicant's second affirmative defense set forth in paragraph
8 of applicant's Answer To Notice Of Opposition and identify each person having information or
knowledge relating thereto.
ANSWER:

Representative of the factual basis for Applicant's second affirmative defense is the existence
of U.S. registrations in International Class 3 of trademarks using the ULTIMA formative which
thereby substantiate the narrow scope of Opposer's rights to the ULTIMA mark. The undersigned

attorney has information and knowledge relating to the above.

17. If applicant claims privilege respecting any document called for by a request for
documents by opposer to applicant, identify each such document and the basis of the claim of
privilege.

ANSWER:
Please see the attached listing of Withheld Documents which includes the legal basis for each

document being withheld.

18. Identify each person who supplied information or otherwise assisted in the
preparation of the interrogatory answers, specifying the interrogatory answers for which he or she
assisted.

ANSWER:
Thomas Phillips of Joico Laboratories, Inc. assisted the undersigned attorney in preparing

the foregoing answers involving sales and marketing.

[ declare under penalty of perjury that the foregoing is true and correct to the best of my

knowledge, information and belief. Executed on September "2 , 1998.

Joico Laboratories, Inc.

L /7
L - “‘/ 5 /] . et
By, '&%/""’C)

Terry Cassietto, Secretary




As to objections,

Dated: September &/, 1998. P> % 7M

Kennefh J. Hovét

Attorney for Applicant
Kenneth J. Hovet Law Offices
4476 Market Street, Suite 601
Ventura, California 93003

CERTIFICATE OF SERVICE

[ hereby certify that a true and complete copy of Applicant's Answers to Opposer's First Set
of Interrogatories to Applicant was mailed by first class mail, postage prepaid, in an envelope

addressed to Patricia S. S art, Smart & Bostjancich, 19 South LaSalle Street, Suite 1300, Chicago,
Illinois 60603 on this// 71 “day of September 199?3 /

Ak'f/b Aéd; NG

Becky Woo man




ATTORNEYS AT LAW
19 South LaSalle Street
Suite 1300
Chicago, Illinois 60603

SMART & BOSTJANCICH (

JOHN BOSTJANCICH

TELEPHONE (312) 857-2424
PATRICIA S. SMART

FACSIMILE (312) 201-0737

December 23, 1998

Kenneth J. Hovet, Esq.
Kenneth J. Hovet Law Offices
4476 Market Street

Suite 601

Ventura, California 93003

Re:  Charles Revson Inc. v. Joico Laboratories, Inc.

Opposition No. 109,468
Our Ref.: REVS-35050-USA-OP

Dear Ken:

Our review of Joico’s interrogatory answers and responses to document requests reveal
a number of requests which we believe need to be supplemented.

Interrogatory Answers

Interrogatory 1: Please identify the position of each of the persons identified in
response to Interrogatory 1.

Interrogatory 2: Please clarify whether the answer to Interrogatory 2 is intended to
mean that all of the persons identified in Interrogatory 1 have knowledge of the search. If not,
please specify the individuals with knowledge. In addition, please supplement the answer to
identify the underlying search, as well as your opinion letter.

Interrogatory S: Please provide the address for Gus Low & Associates.

Interrogatory 6: Please confirm that your failure to provide information regarding
the advertising and promotional expenditures for Joico’s ALTIMA products means that Joico does

not intend to introduce any evidence of advertising or promotional expenditures during its
testimony period.

Interrogatory 11: The statement that no Joico officers or employees have "specific"
knowledge is nonresponsive. Please identify those with knowledge of opposer’s ULTIMA



Kenneth J. Hovet, Esq.
December 23, 1998
Page 2

products and ULTIMA marks regardless of whether you would classify that knowledge as
"specific".

Interrogatory 15: Please identify a business person (or persons) with knowledge of

the facts supporting Joico’s first affirmative defense, unless you intend to be Joico’s witness on
this topic.

Interrogatory 16: It is unclear from the answer to Interrogatory 16 whether Joico’s
second affirmative defense is based on anything other than third party registrations. If Joico
intends to rely on anything more, please supplement the answer to Interrogatory 16 to identify
that information. Additionally, please identify a business person (or persons) with knowledge of
the facts supporting Joico’s second affirmative defense.

Interrogatory 18: Please provide Mr. Phillip’s title and identify, by number, the
interrogatories for which he supplied information or other assistance. If there are others who also
assisted, please identify them as well.

Document Requests

Request No. 1: Request 1 requests all documents identified and requested to be
identified in response to the interrogatories or which otherwise were relied upon in answering the
interrogatories. The statement that Joico is producing certain documents responsive to Requests
2-27 is nonresponsive. Please provide a full response to Request No. 1.

Request No. 2: It is well-settled that a trademark clearance search (as opposed to
an attorney opinion) is not privileged and should be produced. See, e.g., Miles Laboratories, Inc.

v. Instrumentation Laboratory, Inc., 185 U.S.P.Q. 432, 433-34 (T.T.A.B. 1975). Please provide
copies of all searches.

Request No. 11: Please supplement Joico’s response to this request. Although the
response to Request No. 11 indicates that Joico would produce a video, no video was received.

In addition, please provide copies of the trade show materials identified in response to
Interrogatory 6.

Request No. 12: Request 12 seeks production of documents sufficient to identify the
media and publications used for the dissemination of Joico’s advertising and promotional

materials and the dates of the dissemination. Please supplement the production to include such
documents.

Request No. 13: Please confirm that the statement that records are not available
means that Joico does not intend to introduce any evidence regarding advertising and promotional
expenditures for its ALTIMA products.



Kenneth J. Hovet, Esq.
December 23, 1998
Page 3

Request No. 17: Please make a further check for documents responsive to Request
No. 17. The request encompasses, inter alia, the correspondence from Arch Ahern objecting to

Joico’s registration and use of an ALTIMA mark. Please check for any other responsive
documents.

Request No. 22: If Joico believes it is too burdensome to produce all responsive
correspondence, representative specimens can be provided.

Request No. 26: If Joico intends to introduce any documents beside the excerpt from
the 1998 Edition of the Directory of U.S. Trademarks produced to date, they should be produced
also.

Very truly yours,

et Imact-

Patricia S. Smart

PSS:mjw

cc: Arch M. Ahern, Esq.
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l‘ KENNETH J. HOVET TELEPHONE

4476 MARKET STREET, SUITE GOI SANTA BARBARA
VENTURA, CALIFORNIA 93003 (805) 563-4760

FACSIMILE
(805) G42-2102

E-MAIL
KJHovet@aol.com

February 24, 2000

Patricia S. Smart

Smart & Bostjancich

19 South LaSalle Street, Suite 1300
Chicago, Illinois 60603

Re: Charles Revson Inc. v. Joico Laboratories, Inc.;
Opposition No. 109,468; Your Ref.: REVS-35050-USA-OP

Dear Patti:

In response to your December 23, 1998 request for supplemental

information, we advise as follows:

INTERROGATORY ANSWERS

Interrogatory No.l: Please identify the position of each of the

persons identified in response to Interrogatory No. 1.

Applicant's Response: Steve Stefano, President of Joico
Laboratories, Inc.; Shawn Egide, Director of Sales; Denise Davis,
Director of Creative Services; Safina Boruah, Associate Marketing
Director; Gus Low, Independent Contractor (Advertising); Alan
Shore, Marketing Manager; Janis Lovullo, previously Director of

Education; and, Janine Smice, Director of Marketing.
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Interrogatory No.2: Please clarify whether the answer to
Interrogatory No.2 is intended to mean that all of the persons
identified in Interrogatory No.l have knowledge of the search. If
not, please specify the individuals with knowledge. In addition,
please supplement the answer to identify the underlying search as

well as your opinion letter.

Applicant's Response: The individuals identified in Interrogatory
No.l requested the trademark search. The search is dated October
18, 1993 and identified as Privileged and Confidential Document
No.10.

Interrogatory No.5: Please provide the address for Gus Low and

Associates.
Applicant's Response: The address has not changed since we
answered Interrogatory No. 7. It is -- Low and Associates, 370

North Westlake Boulevard, #210, Westlake Village, California 91362.

Interrogatory No.6: Please confirm that your failure to provide

information regarding the advertising and promotional expenditures
for Joico's ALTIMA products means that Joico does not intend to
introduce any evidence of advertising or promotional expenditures

during its testimony.

Applicant's Response: We do intend on introducing whatever
evidence can be obtained from Joico should this matter move into
the Testimony phase. At the present time, such expenditures are

not available for the reasons previously given.
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Interrogatory No.11: The statement that no Joico officers or
employees have "specific" knowledge is non-responsive. Please
identify those with knowledge of Opposer's ULTIMA products and
ULTIMA marks regardless of whether you would classify that

knowledge as "specific".

Applicant's Response: It is not possible to answer this inquiry
because it requires asking an indefinite field of employees about
their memory which, inherently, will be vague and highly
unreliable. Also, no time period has been specified as to when
Joico officers or employees had any knowledge of Opposer's ULTIMA
products and marks. Further, employees and officers have come and
gone since the introduction of Joico's ALTIMA products. Therefore,
it is unrealistic and virtually impossible to provide an answer to

this inquiry.

Interrogatory No.15: Please identify a business person (or
persons) with knowledge of the facts supporting Joico's first
affirmative Defense, unless you intend to be Joico's witness on

this topic.

Applicant's Response: At this time, at least Janine Smice, Joico's
Marketing Director, can be identified as a potential witness with
knowledge of the notoriety of the JOICO mark in relation to

professional hair care products.

Interrogatory No.l6: It is wunclear from the answer to

Interrogatory No.16 whether Joico's second affirmative defense is
based on anything other than third party registrations. If Joico

intends to rely on anything more, please supplement the answer to




Interrogatory No.16 to identify that information. Additionally,
pPlease identify a business person (or persons) with knowledge of

the facts supporting Joico's second affirmative defense.

Applicant's Response: In addition to Janine Smice, Education

Director Steven Nottingham, who are Joico employees, have knowledge
of the hair care industry with potential knowledge of products in
which the "ULTIMA" formative is used. Therefore, it is probable we
will rely on additional information other than third party

registrations to substantiate the narrow scope of Opposer's ULTIMA

mark.

Interrogatory No.18: Please provide Mr. Phillips' title and
identify, by number, the interrogatories for which he supplied
information or other assistance. If there are others who also

assisted, please identify them as well.

Applicant's Response: Thomas Phillips is manager of the legal

department. Mr. Phillips supplied information or assistance in
answering Interrogatory No. 1 - 8, and 11 - 13. Other Joico
employees who assisted Mr. Phillips in answering interrogatories

are identified in Applicant's Response to Interrogatory No.1l.

DOCUMENT REQUESTS

Request No. 1: Request No.l requests all documents identified and
requested to be identified in response to the interrogatories or
which otherwise were relied upon in answering the interrogatories.
The statement that Joico is producing certain documents responsive
to Requests 2 - 27 is non-responsive. Please provide a full

response to Request No.l.




Applicant's Response: All documents previously produced and which
are being produced herein are deemed a full response to Request

No.1l.

Request No. 2: It is well-settled that a trademark clearance
search (as opposed to an attorney opinion) is not privileged and
should be produced. See, e.g. Miles Laboratories, Inc. v.
Instrumentation Laboratory, Inc., 185 U.S.P.Q. 432, 433-33

(T.T.A.B. 1975) Please provide copies of all searches.

Applicant's Response: Applicant has produced confidential and

privileged document No. 10 pursuant to the Stipulated Protective

Order.
Request No. 11: Please supplement Joico's response to this

request. Although response to Request No.ll indicates that Joico
would produce a video, no video was received. In addition, please
provide copies of the trade show materials identified in response
to Interrogatory No. 6.

Applicant's Response: Applicant produces two videos. The first is
entitled "Joico - The Promise", with a code number Y~PKV-PSE. The
second is entitled "Joico Product Knowledge", identified with code
number Y-JPKV-VHS. Additionally, Applicant produces a notebook
identified with code number X-AVP containing a video on ALTIMA and
an audio tape cassette entitled "Joico Sellutions". The notebook
also includes a ALTIMA sales sheet identified by code number ZL-
ALT-SS. The above materials were provided at trade shows and
shipped to distributors during the period 1994/1995 in which the
ALTIMA product was introduced.




Request No. 12: Request 12 seeks production of documents

sufficient to identify the media and publications used for the
dissemination of Joico's advertising and promotional materials and
the dates of the dissemination. Please supplement the production

to include such documents.

Applicant's Response: Applicant produces printed color copies of
16 slides that were used to introduce the ALTIMA product. Also

produced is an ALTIMA contest poster (X-APP) provided to
distributors of Joico products and a sales sheet identified as ZLI-
ALT-SS provided to European distributors. A Euro counter card
identified by code ZLI-ALT-E, is produced which is also distributed
to European distributors of Joico products. Additionally, a copy
of an Altima introductory ad having the phrase "Change is an..."

for insertion into Modern Salon magazine in 1995 is produced.

Request No. 13: Please confirm that the statement that records are
not available means that Joico does not intend to introduce any
evidence regarding advertising and promotional expenditures for its

ALTIMA products.

Applicant's Response: As indicated previously, advertising and

promotional expenditures for ALTIMA products are not separately
distinguishable in Joico's records. However, we intend to glean
and introduce whatever information and rough estimates that may be

obtainable from Joico during the Testimony phase.

Request No. 17: Please make a further check for documents
responsive to Request No.l7. The request encompasses, inter alia,

the correspondence from Arch Ahern objecting to Joico's

6



registration and use of an ALTIMA mark. Please check for any other

responsive documents.

Applicant's Response: We enclose copy of my April 16, 1998 letter
to Arch and his June 12, 1998 reply. In locating the above, I also
uncovered correspondence between Carol Anne Been regarding Nissan
Motors' registrations on ALTIMA. Therefore, I enclose copies of
her January 27, 1995 and March 14, 1995 letters, and my replies
dated February 14, 1995 and April 11, 19895.

Request No. 22: If Joico believes it is too burdensome to produce
all responsive correspondence, representative specimens can be

provided.

Applicant's Response: Our previous answer to this request remains

as originally stated.

Request No. 26: If Joico intends to introduce any documents beside
the excerpt in the 1998 Edition of the Directory of U.S. Trademarks
produced to date, they should be produced also.

Applicant's Response: Please see the above Applicant's Response in

relation to Interrogatory No.1l6.

Yours truly,

Kenneth J. Hovet

KJH :mw

Enclosures



ATTORNEYS AT LAW

19 SOUTH LASALLE STREET
SUITE 1300

CHICAGO, ILLINOIS 60603

SMART & BOSTJANCICH ;
W

PATRICIA S. SMART TELEPHONE (312) 857-2424
FACSIMILE (312) 201-0737

Tuly 26, 2000

VIA FACSIMILE
(805) 642-2102

Kenneth J. Hovet, Esq.
Kenneth J. Hovet Law Offices
4476 Market Street

Suite 601

Ventura, California 93003

Re:  Charles Revson Inc. v. Joico Laboratories, Inc.
Opposition No. 109,468
REVS-35050-USA-OP

Dear Ken:

We have reviewed your February 24, 2000 letter responding to my December 23, 1998
letter regarding the deficiencies of Joico’s discovery responses. Your responses remain inadequate
in a number of respects.

Interrogatory No. 2: Interrogatory 2 requests Joico to identify searches conducted with
respect to an ALTIMA mark. You answer fails to identify any search and instead refers only to
your opinion letter. My December 23, 1998 letter therefore requested that you identify the
underlying search(es). Your letter states that the search will be produced as Privileged and
Confidential Document No. 10. The document provided as Document No. 10, however, is your
opinion letter. We again request that you identify and produce the search itself.

Interrogatory 2 also asks Joico to identify those persons with knowledge of the search.
Your letter states all seven people listed in Interrogatory 1 requested the search, but fails to indicate
which of those persons have knowledge of the search which was conducted and the results. Please
do so promptly.

Interrogatory No. 6: If there is other information regarding advertising and promotional
expenditures for Joico’s ALTIMA products, it should be provided at this time, not during Joico’s
testimony period.

Interrogatory No. 11: Interrogatory 11 requests information regarding Joico’s knowledge of
opposer’s ULTIMA mark and products, information to which opposer clearly is entitled. In order



Kenneth J. Hovet, Esq.
July 26, 2000
Page 2

to resolve this matter, we are willing to accept your representation that it is too burdensome to
identify all employees with knowledge. We will consider Joico's answer complete if you identify

which (i) officers and (ii) persons identified in response to Interrogatories 1, 5 and 7 have such
knowledge.

Interrogatory 15: If there are any other persons with knowledge of the facts supporting
Joico’s first affirmative defense, they need to be identified now, not during Joico’s testimony
period.

Interrogatory 16: If Joico intends to rely on uses other than the third party registrations
previously identified, such information needs to be provided now, not during Joico’s testimony
period. Similarly, if any one other than Janice Smith or Steve Nottingham have knowledge of the
facts alleged to support Joico’s second affirmative defense, they need to be identified now.

Interrogatory 18: As set forth in Interrogatory 18, you need to specify the interrogatory or
interrogatories with which each person assisted.

Please promptly provide us with supplemental interrogatory answers, incorporating both the
information set forth in your February 24, 2000 letter and the information requested above.

Request 1: It still is unclear whether you intend to produce all documents requested to be
identified in response to the interrogatories or which otherwise were relied upon in answering the
interrogatories or whether you are withholding certain documents. Please provide a clear response
which allows us to determine whether requested documents are being withheld.

Request 2: Despite repeated requests, you still have not produced the search itself. Please
do so immediately.

Request 13: See comments respecting Interrogatory No. 6.

Request 26: See comments respecting Interrogatory No. 16. If there are documents
responsive to this request, they need to be provided now.

Very truly yours,
oty
Patricia S. Smart

PSS:ms
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

¥

CHARLES REVSON INC.,

Opposer,
Opposition No. 109,468
vs

JOICO LABORATORIES, INC.,

Applicant.

APPLICANT'S SUPPLEMENTAL ANSWERS TO OPPOSER'S FIRST SET OF
INTERROGATORIES TO APPLICANT

Pursuant to Opposer's October 22, 2001 letter inquiry and Rule
2.120 of the Trademark Rules and Practice and Rule 43 of the
Fed.R.Civ.P., Joico Laboratories, Inc. (Applicant) hereby furnishes
a Supplemental Answer to the following Interrogatory:

15. State the factual basis for Applicant's first affirmative
defense set forth in paragraph 7 of Applicant's Answer To Notice Of
Opposition and identify each person having information or knowledge
relating thereto.

Response: Factual basis resides in the lack of actual confusion;
the obvious lack of visual similérity between J0ICO ALTIMA and the
ULTIMA marks; the absence of any meaning to the JOICO ALTIMA mark
vs. a clear unambiguous dictionary meaning for ULTIMA; differences
in channels of trade as manifested in each party's responses to
Interrogatories related thereto; the existence of third party
"Ultimate" registrations for hair and skin care products; the
notoriety of the JOICO name in its channels of trade; the dominance
of the JOICO name in the combined word mark JOICO ALTIMA; and, the
finding of no confusion by the Trademark Examiner during

examination of the subject application.




Charles Revson, Opposer vs. Opposition 109,468
Joico Laboratories, Inc., Applicant Page 2 '

We confirm Janine Smice and Steve Stefano as potential witnesses
regarding Joico's First Affirmative Defense.

I, Thomas Phillips, declare that I am Assistant Secretary of

Joico Laboratories, Inc. and that the foregoing is true and correct
to the best of my knowledge.

Dated: November /3, 2001. M

Thomas Phillips

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of
Applicant's Supplemental Answers to Opposer's First Set of
Interrogatories to Applicant was mailed by First Class mail,
postage prepaid, in an envelope addressed to Patricia S. Smart,
Smart and Bostjancich, 19 South LaSalle, Suite 1300, Chicago,
Illinois 60603 on November XY , 2001.

Remaloe Rocthupinn

Romala Rathnam

Revsond. supp 2



ATTORNEYS AT LAW

19 SOUTH LASALLE STREET
SUITE 1300

CHICAGO, ILLINOIS 60603

SMART & BOSTJANCICH 5

PATRICIA S. SMART TELEPHONE (312) 857-2424
FACSIMILE (312) 201-0737

August 28, 2003

VIA FACSIMILE
(805) 988-7746

Kenneth J. Hovet, Esq.

Nordman, Cormany, Hair & Compton
P.O. Box 9100

Oxnard, California 93031-9100

Re:  Charles Revson Inc. v. Joico Laboratories, Inc.
Opposition No. 109,468
REVS-35050-USA-OP

" Dear Ken:

Thank you for forwarding a response to my October 22, 2001 letter regarding Joico’s
discovery responses. Several issues remain.

Joico to date has provided no information regarding its advertising or promotional
expenditures in connection with its ALTIMA products. Instead in response to Interrogatory 6, you
have indicated both that such cannot be determined and that they may be determined later. As we
previously advised you, the requested information regarding expenditures either can or cannot be
derived. Ifit can be derived, it must be provided in discovery.

Interrogatory 15 asks Joico to identify all persons with knowledge regarding applicant’s
First Affirmative Defense. The statement that Joico has identified Janine Smice and Steve Stefano
as potential witnesses on the subject is an incomplete response. Please provide us with the names
of anyone else with knowledge of facts relating to the First Affirmative Defense or confirm that Ms.
Smith and Mr. Stefano are the only persons with knowledge thereof.

With respect to Interrogatory 16, your November 16, 2001 letter indicates that you intend to
update your response, but you have not done so to date. Please provide us with any additional
information on which Joico intends to rely. In addition, you have failed to identify all persons with
knowledge of third party use. Please do so.




Kenneth J. Hovet, Esq.
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Page 2
We look forward to your prompt response.
Very truly yours,

'/&zaj_
Patricia S. Smart

PSS:ms
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WRITEHN S E-MAIL ADDRESS
khovet@nchc.com

Via Facsimile & US Mail

Patricia S. Smart

Smart & Bostjancich

19 South LaSalle Street, Suite 1300
Chicago, IL 60603

Re: Charles Revson, Inc. v. Joico Laboratories, Inc. Opposition No. 109,468;
Your Ref. REVS-35050-USA-OP; Our Ref. 14382.001

Dear Patti:
In response to your August 28, 2003 letter, I advise as follows:

Interrogatory No. 6:

Applicant’s expenditures for ALTIMA (JCICO ALTima) products cannct be
derived.

Interrogatory No. 15:

This interrogatory is objectionable, in that it lacks specificity regarding the
information or knowledge required by a person to be identified thereunder. Please
provide us with at least some specific criteria for your inquiry. Nevertheless, the
original Owner and President of Joico Laboratories, Inc. from about 1976 - 2001 (Steve
Stefano), is identified. A long-term marketing person who is familiar with the
evolution and use of the JOICO brand, Janine Smice, is identified. Also, I identify
myself, Joico’s trademark attorney from about 1978 to the present.



Patricia S. Smart
Smart & Bostjancich
September 5, 2003
Page 2

Interrogatory No. 16:

I will be on vacation from September 8, 2003 to September 29, 2003. During
that time, we will be updating our compilations of non-Revlon usages of ULTIMA. We
will provide you with this information during the week of September 29, 2003. I
identify myself and my assistant (Paul Chancellor) as the persons with knowledge of
the above compilations.

Very truly yours,

NORDMAN, CORMANY, HAIR & COMPTON
7

Kenneth J. Hovet

KJH:tbs
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