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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 5& (

In the Matter of Application Serial No. 75/011,373
Published in the Official Gazette on June 24, 1997
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NOTICE OF OPPOSITION

Black Box Corporation of Pennsylvania and BB Technologies, Inc. ("Opposers")
believe that they will be damaged by registration of the trademark shown in Serial No. 75/011,373,
filed October 27, 1995 and published June 24, 1997, and hereby oppose the same. Opposers have
this day filed a Notice of Opposition against Applicant's co-pending application Serial No.
74/733,0609, filed September 22, 1995, and request that the two oppositions be consolidated in one

proceeding before the Trademark Trial and Appeal Board.

As grounds of opposition, Opposers allege that:



PARTIES

1. Opposer Black Box Corporation of Pennsylvania is a Delaware
corporation having plant facilities and offices at 1000 Park Drive, Lawrence, PA 15055.
Opposer BB Technologies, Inc. is a Delaware subsidiary of Black Box Corporation of

Pennsylvania, having offices at 911 Washington Street, Wilmington, Delaware 19801-1545.

2. Opposer BB Technologies, Inc., through its predecessors, has obtained
various trademark registrations asserted below. Opposer BB Technologies, Inc. has exclusively

licensed these trademarks to Opposer Black Box Corporation of Pennsylvania.

3. Upon information and belief, Betterbox Communications Ltd. ("Applicant")
is a corporation organized under the laws of the United Kingdom and has a usual place of business
in Milton Keynes, England. Applicant's founder and its current manager and owner, Horatio

Baoies, is a former employee of Opposers' predecessor.

OTHER ALLEGATIC™S ~* FACT

4. Opposers have for many years, and long prior to the existence of
Applicant, been continuously engaged in the sale of electric and electronic data communications

products, computer peripheral products, computer connectivity products and the production and



distribution of catalogs for such products under the "BLACK BOX", the "BLACK BOX and Box
Design" and box design trademarks. Opposers have built up a large business in connection with
these products and their "BLACK BOX", the "BLACK BOX and Box Design" and box design
trademarks have become well known and highly respected in the data communications and

computer equipment industries and in related fields.

5. In 1976, long prior to the existence of Applicant, Opposer Black Box
Corporation of Pennsylvania, through its merged predecessor, Black Box Corporation, adopted
the "BLACK BOX", the "BLACK BOX and Box Design" and box design trademarks, which
marks have been in continuous use in interstate commerce ever since, in connection with the sale
of electric and electronic data communications products, computer peripheral products, computer

connectivity products and the distribution of catalogs for such products.

6. Opposer BB Technologies, Inc. currently owns and maintains the
following United States Trademark Registrations for the "BLACK BOX", "BLACK BOX and

Box Design" and box design trademarks, copies of which are attached as Exhibits A, B, C, and

D:

Mark Reg.No.  IssueDate  Product

A. BLACK BOX 1,095,109 07/04/78 Catalog for data communication
products.

B. BLACK BOX 1,343,851 06/25/85 Electric and electronic data
& Design communication apparatus; namely,
interface converters and adapters,
protocol converters, code converters,






printer sharing interfaces, and structural
parts for the described electric and
electronic data communication
apparatus.

7. Opposer Black Box Corporation of Pennsylvania is the exclusive United

States licensee of Opposer BB Technologies, Inc. for the "BLACK BOX", the "BLACK BOX

and Box Design" and box design trademarks listed in Paragraph 6 above.

8. In the past five (5) fiscal years alone, Opposers have sold over $725
million of products under the "BLACK BOX", the "BLACK BOX and Box Design" and box
design trademarks. Sales of these products are expected to exceed $235 million annually in the

current fiscal year.

9. Opposers have extensively advertised and promoted the "BLACK BOX",
the "BLACK BOX and Box Design" and box design trademarks. Opposers expend
approximately $10 million per year throughout the United States in promoting the "BLACK
BOX", the "BLACK BOX and Box Design" and box design trademarks in catalogs, newspapers,
trade journals, and at trade shows. Opposers expect to distribute over 3 million catalogs and
supplements in 1997 alone, to promote the "BLACK BOX", the "BLACK BOX and Box
Design" and box design trademarks. Samples of Opposers' advertising and promotional
materials are attached as Exhibit E. The cover and inside page of Opposers' catalog are attached

hereto as Exhibit F.



10. Electronic and electric data communication products and computer
peripheral products and computer connectivity products and catalogs related thereto made and sold
by BLACK BOX under the registered trademarks "BLACK BOX" "BLACK BOX and Design"
and box design are well and favorably known to the trade and to the public in the several states of
the United States, as well as in foreign countries and such goods are understood as originating with

Opposers.

11.  The "BLACK BOX", the "BLACK BOX and Box Design" and box design
trademarks are recognized throughout the United States by the public and business customers
who associate the "BLACK BOX", the "BLACK BOX and Box Design" and box design
trademarks with Opposers as the source of quality data communications and computer
equipment. By virtue of the arbitrary and highly distinctive nature of the marks, the long,
extensive and continuous use by Opposers of the marks, and the efforts and expenditures of
Opposers to advertise and promote their goods and services thereunder, the "BLACK BOX", the
"BLACK BOX and Box Design" and box design trademarks have become assets of substantial
va’ :to Oppo.__; as a symbol of their quality products d their goodwill. In 1991, the
"BLACK BOX", the "BLACK BOX and Box Design" and box design trademarks and goodwill

were valued at $35.9 million.



12. Applicant filed Application Serial No. 75/011,373 on October 27, 1995 for
the mark "BETTERBOX and Design" for COMPUTER HARDWARE, COMPUTER
PERIPHERALS, COMPUTER MODEMS in Class 9. Such application was published in the

Official Gazette on June 24, 1997, on page TM 187.

13.  The goods recited in Applicant's application are identical or substantially
similar to those offered by Opposers under their trademarks. Applicant offers these products
through a catalog distribution system nearly identical to that created by Opposers that is
marketed to the same consumers. The cover and inside page of Applicant's catalog are attached

hereto as Exhibit G and are similar to that of Opposers.

14.  Applicant's mark is a composite mark comprised of a word mark portion
and a box design portion. The word mark and design portions of Applicant's mark are
confusingly similar to Opposers' "BLACK BOX" and box design trademarks, respectively.
Applicant's composite mark is confusingly similar to Opposers' "BLACK BOX and Box Design"
trademark.

15.  Applicant was founded and is currently owned and managed by a former
employee of Opposers' predecessor. That former employee knew the business value of the
"BLACK BOX", the "BLACK BOX and Box Design" and box design trademarks. That former
employee adopted trademarks substantially similar to the trademarks of Opposers with full

knowledge of Opposers' trademarks, products and services. That former employee adopted the



name "BETTERBOX" and the box design to trade on the reputation and goodwill of Opposers

after leaving Opposers' employ.

16.  Applicant has never had any rights under the "BLACK BOX", the

"BLACK BOX and Box Design" and box design trademarks.

17.  The "BETTERBOX and Design" trademark of Applicant, as applied to the
goods of Applicant set forth in its application, so resembles the trademark "BLACK BOX" and
"BLACK BOX and Design" of Opposers, previously used by Opposers and previously registered
by Opposers, as applied to the goods of Opposers, to cause confusion or to cause mistake or to

deceive consumers of the products.

18.  Based upon the foregoing, the registration of the mark depicted in
Application Serial No. 75/011,373, filed October 27, 1995 on the Principal Register of the United

States Patent and Trademark Office, will cause injury and damage to Opposers.

WHEREFORE, Opposers  juestthat _ ation of Applicant's mark
"BETTERBOX and Design", Application Serial No. 75/011,373 be denied and that this Opposition

be sustained.

PETITIONERS hereby appoint George P. Baier (United States Patent and

Trademark Office Registration No. 26,717), Michael L. Dever (United States Patent and Trademark



Office Registration No. 32,216), and Carla J. Vrsansky (United States Patent and Trademark Office
Registration No. 36,958) of Buchanan Ingersoll Professional Corporation, its attorneys in the matter
of the above-identified Opposition, to prosecute the Opposition, to transact all business with the
Patent and Trademark Office and the United States courts connected with this Opposition and to
sign its name to all papers which may hereafter be filed in connection with the Opposition and to

receive the official communications relating to the same.

BLACK BOX CORPORATION OF
PENNSYLVANIA

Date J\«(ﬁ/ 114949 By ‘LAA\)\ ul}\’ @MI
© ' Anna M. Baird
Vice President and
Chief Financial Officer

BB TECHNOLOGIES, INC.

Date ﬁkz g 1217 By

enneth J. Kubacki
President




owe 719197 W?X)ﬂw

o Georgﬁ% Haier
Reg. No. 26,717
Michael L. Dever
Reg. No. 32,216
Carla J. Vrsansky
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BUCHANAN INGERSOLL
PROFESSIONAL CORPORATION
One Oxford Centre
301 Grant Street, 20th Floor
Pittsburgh, PA 15219-1410
(412) 562-1635

Attorneys for Opposers

Black Box Corporation of
Pennsylvania and its wholly owned
subsidiary BB Technologies, Inc.
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Int. Cl.: 16

Prior U.S. Cl.: 38
. Reg. No. 1,095,109
United States Patent and Trademark Office Registered Julv 4. 1978

TRADEMARK

Principal Register

Expandor I>corporated (Pennsylvania corporation) For: CATALCG “CR DATA COMMUNICATION
612 B:a:':y' Road PRODUCTS, in CLASS 16 (U.3, CL. 38).
Moaroevilie, Pa. 15146 First uze Oct. S, 1976; in commerce Oct. 5, 1976.

Ser. No. 107,330, filed Nov. 22, 1976.
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Int. Cl.: 9
Prior U.S. Cls.: 21 and 26

Reg. No. 1,343,851

United States Patent and Trademark Office Registered June 25, 1985

TRADEMARK
PRINCIPAL REGISTER

G

BLACK BOX CORPORATION (PENNSYLVA-
NIA CORPORATION)

MAYVIEW ROAD AT PARK DRIVE

BOX 12800

PITTSBURGH, PA 15241 , BY CHANGE OF
NAME FROM EXPANDOR INCORPORATED
(PENNSYLVANIA CORPORATION) UPPER
ST. CLAIR, PA

FOR: ELECTRIC AND ELECTRONIC DATA
COMMUNICATION APPARATUS; NAMELY,
INTERFACE CONVERTERS AND ADAPTORS,
PROTOCOL CONVERTERS, CODE CONVERT-
ERS, SWITCHES, MONITORING AND DIAG-
NOSTIC TESTERS AND TEST METERS, MOD-
ULATORS, DEMODULATORS, INTERCON-
NECTING CABLES, CABLE CONNECTORS
AND CONNECTOR ADAPTORS, CABLE CON-
NECTOR WALL BOXES AND BOX COVERS,
PRINTERS, PRINTER CONNECTION ADAP-
TORS, PRINTER INTERFACE CONVERTERS
AND ADAPTORS, CIRCUIT BOARDS, TRANS-

FORMERS, POWER SUPPLIES, AUTOMATIC .
COMPUTER ANSWER AND RESPONSE OR

DISCONNECT INTERFACE CONVERTERS
AND ADAPTORS, COMPUTER TERMINAL
AND LINE SHARING INT “FACF ATNaD
TORS, ACOUSTIC COUPLED, MP____.
TERMINAL TIMED DISCONNECT MONITORS,

BLACKBOX

COMPUTER AND COMPUTER TERMINAL
TIME USE MONITORS, COMPUTER TERMI-
NAL PRINTER SHARING INTERFACE CO-
VERTERS AND ADAPTORS, AND STRUCTUR-
AL PARTS FOR THE DESCRIBED ELECTRIC
AND ELECTRONIC DATA COMMUNICATION
APPARATUS, IN CLASS 9 (U.S. CLS. 21 AND
26).

FIRST USE
10-5-1976.

OWNER OF US. REG. NOS.
1,095,109, AND 1,141,117.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “BLACK BOX" , APART FROM
THE MARK AS SHOWN.

THIS DESIGN CONTAINS STIPPLING,
WHICH IS INTENDED ONLY FOR CONTRAST
PURPOSES, AND NO CLAIM IS MADE TO
COLOR.

THE MARK CONSISTS OF “BLACK BOX"
AND A LOGO WHICH MAY BE CONSIDERED
AS AN OPTICAL ILLUSION BOX CAPABLE
OF REVERSIBLE PERSPECTIVE AND ALSO
CAPABLE OF APPEARING AS A MISCELLA-
NEOUS PLANAR DESIGN.

10-5-1976; IN COMMERCE

1,095,108,

SER. NO. 181,326, FILED 8-7-1978.
G. T. GLYNN, EXAMINING ATTORNEY
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Int. Cl.: 16

Prior U.S. Cl.: 38
. Reg. No. 1,095,108
United States Patent and Trademark Office Registered July 4, 1978

TRADEMARK

Principal Register

IGirpandor Incorporated (Pennsylvania corporation) For: CATALOG FOR DATA COMMUNICATION
MZ Beatty Road PRODUCTS, in CLASS 16 (U.S. CL. 38).
onrocville, Pa. 15146 First use Oct. §, 1976; in commerce Oct. 5, 1976.

The mark is an optical illusion box design capable of
reversible perspective. The mark is also capable of appear-
ing as a miscellancous planar design.

* Ser. No. 107,325, filed Nov. 22, 1976.
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