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Applicant, U. S. South Communica
brief in opposition to Opposer’s Motion to
(“Opposer’s Motion to Reset”). U. S. Sout}
to reset only the testimony periods, witho}

and (2) does not allow sufficient time betyv

U. S. South’s testimony period. U. S. Sou

periods to take place after a reopened per

PERTINENT PRO

On February 6, 2004, U. S. South fi
Discovery Period and to Reset the Dates

Pending Motion”), which requested that t

for 60 days from the date of the order allg

04-12-2004
U.S. Patent & TMOTc/TM Mail Ropt Dt. #78

ions, Inc. (“U. S. South”), submits this
Reset Dates of Testimony Period
1 opposes that motion because it (1) seeks
ut first reopening the discovery period,
reen the Opposer’s testimony period and
h has no objection to resetting testimony
od of discovery.1

EDURAL BACKGROUND
led Applicant’s Motion to Reopen the
of the Testimony Period (“U. S. South’s
he Board (i) reopen the discovery period

wing that motion, and (ii) reset the

1 Indeed, U. S. South has filed its own motion to neopen the discovery period and reset testimony

periods.




testimony periods in accordance with Trag

Pending Motion, pp. 2, 6.

emark Rule 2.121(a)(1). U. S. South’s

Opposer opposed U. S. South’s Pendling Motion. Although Opposer objected

to reopening discovery, it nevertheless ar
additional discovery, it should allow Oppg

of discovery rather than the 60 that U. S.

ed that (1) if the Board does allow
ser to take discovery and allow 120 days

South requested, and (2) the Board should

reset the testimony periods regardless of|whether it grants additional discovery.

Opposer’s Response, | 2.

U. S. South submitted a reply brief

in support of its Pending Motion (“U. S.

South’s Reply”). In that brief, U. S. South noted that that Opposer had

mischaracterized the relief that U. S. South requested, and emphasized that U. S.

South requested that discovery be reopened for both parties. U. S. South further

noted that it had no objection to Opposer’s request for additional time (i.e. 120 days)

to take discovery. U. S. South’s Reply, pr

.1-2.

Opposer filed Opposer’s Motion to Reset on March 23, 2004.

GROUNDS FOR QOPPOSITION TO OPPOSER’S MOTION

1. Reopening discovery is necessary and appropriate.

As discussed in detail in U. S. South’s Pending Motion, the stay of

proceedings of almost three years, to which Opposer agreed, see Paper No. 31, has

resulted in outdated discovery materigls

This is due, in part, to the momentous

shift in the marketplace—and therefore in facts material to central issues in this

proceeding—that has taken place since discovery last was conducted. See U. S.




South’s Pending Motion, pp. 4-5, and mat

U S West merged into Qwest, which then

erials cited therein. Among other things,

:ngaged in an aggressive campaign to

purge the marketplace of the U S WEST mark. I.d; see also U. S. South’s Reply, pp.

2-4 (discussing Opposer’s abandonment ofi the U S WEST mark, Opposer’s

misplaced reliance on the Hatten decisionfin an effort to avoid discovery, and the

significant fact that the U S WEST mark

no longer is famous, or even in use.) U. S.

South seeks no more than—and in the intlerests of fairness and justice is entitled to

no less than—a reasonable opportunity tJ conduct discovery concerning, among

other things, Opposer’s systematic and de

mark.

benefit Opposer but unfairly prejud

liberate abandonment of the U S WEST

ce Applicant.

2. Resetting testimony period? without reopening discovery will

If testimony periods are reset without first reopening discovery, Opposer will

benefit greatly. First, Opposer will not be forced to confront the consequences of

updated facts that U. S. South expects tg
that conclusively demonstrate Opposer@

Second, Opposer allowed its recent testirr

gather during discovery, including those
abandonment of the U S WEST mark.

ony period to lapse without taking any

testimony whatsoever. If testimony periqds are reset, Opposer will be rescued from

potential dismissal under Trademark Ru

testimony or offer other evidence during

South, did not let its own testimony perja

le 2.132 due to Opposer’s failure to take
ts now-expired testimony period.2 U. S.

d pass without seeking an extension, but it

2 Under the Board’s January 18, 2004 Notice, Qpposer’s testimony period closed March 24, 2004.




will be unfairly hampered and prejudiced

forced to proceed without updated discove

3. Resetting testimony periods

in the presentation of its case if it is

lt',
ithout reopening discovery will

result in a distorted, inaccurate presentation of evidence to the Board.

U. S. South should be given a fair opportunity to gather up-to-date, material

facts to prepare its testimony and to show| among other things, Opposer’s

abandonment of the U S WEST mark. W

ithout this opportunity, the evidence

presented to the Board will largely be outdated and inaccurate, thus providing the

Board with a distorted and misleading reg

Proceeding in such a manner hardly will

ord upon which to base its decision.

serve the interests of fairness or justice.

4. Opposer has offered no good reason not to reopen discovery.

Opposer’s professed opposition to r
and contradictory. Opposer sets forth no
reopened. While one might infer that Op
Opposer fears the damage that pertinent
proceeding, such fear is not an acceptable

reasonable opportunity to conduct necess

copening discovery 1is, at best, superficial
good reason why discovery should not be
Foser resists additional discovery because
updated facts will do to its position in this
» reason to deprive U. S. South of a

ary, updated discovery.

5. Opposer’s position as to ﬁiscovery is contradictory.

Opposer’s professed opposition to g
positions in Opposer’s Response. On the

discovery period sought by U. S. South, s

liscovery is belied by the contradictory

one hand, Opposer opposes the 60-day

ee, e.g., Opposer’s Response, { 2, while, on

the other hand, Opposer states that if the Board grants U. S. South’s request to




reopen discovery, the period should be 12

Dldays. Opposer’s Response, 1 2, 5.

Opposer’s contradictory positions smack of game-playing.

6. Opposer suggests unnece
periods.

The Board’s January 13, 2004, Not
provided Opposer (as the party in the pos
date of the notice to complete its 30-day t.
the party in the position of defendant) wi

complete its 30-day testimony period, an

sarily close scheduling of testimony

ice included a testimony schedule that
ition of plaintiff) with 70 days from the
bstimony period, provided U. S. South (as
th 63 days after the close of that period to

| provided Opposer with 45 days after the

close of U. S. South’s testimony period to

In sharp contrast, Opposer’s Moti

complete its 15-day rebuttal period.

n suggests 40 days after the Board’s ruling

on U. S. South’s [Pending] Motion for Opposer to complete its 30-day testimony

period, a mere 35 days after the close of
30-day testimony period, and 20 days fror
complete its rebuttal period.

The schedule proposed by Opposer
before the Board. The Trademark Trial 3
states that:

Specifically, the Board schedules

hat period for U. S. South to complete its

m the close of that period for Opposer to

is not consistent with standard practice

and Appeal Board Manual of Procedure

a 30-day testimony period for the

plaintiff to present its case in chief, a 30-day testimony period for the

defendant to present its case an
a 15-day testimony period for th

to meet the case of the plaintiff, and

blaintiff to present rebuttal evidence.

]
The plaintiff's period for presenting its case in chief is scheduled to
open 60 days after the close of the discovery period; the defendant's

testimony period is scheduled to
plaintiffs testimony period i

open 30 days after the close of the
chief, and the plaintiff's rebuttal




testimony period is scheduled to
defendant's testimony period.

ppen 30 days after the close of the

TBMP, § 701, citing Stagecoach Properties, Inc. v. Wells Fargo & Co., 199 USPQ

341, 356 (TTAB 1978) (30-day interval between each testimony period), aff'd, 685

F.2d 302, 216 USPQ 480 (9th Cir. 1982).

intervals that are standard Board proced

ather than providing the 30-day

ire, Opposer seeks to force U. S. South to

participate in Opposer’s testimony period with only a 10-day interval after the

Board’s ruling, and, more egregiously, se

2ks to force U. S. South to begin its own

testimony period with a mere 5-day interyal after the close of Opposer’s period.?

Opposer provides no reason for su
While Opposer might believe that it doe

testimony period,* U. S. South believes

January 13, 2004, Notice, and in the sche

h closely-scheduled testimony periods.
not require ten weeks to complete its

1at the timing reflected in the Board’s

consistent with standard Board procedure, and necessary in light of the involved

facts and issues.

/

3 In addition to the unfair burden placed upon/ U
practical problems. For example, if Opposer take
period, it is unlikely that U. S. South will have tk
testimony period starts, at least not without \i{\cu

expedited transcript.
4 Due, perhaps, to its apparent—but erroneous—
somehow is dispositive of the instant proceeding

6

S. South, a five-day interval is likely to create
>3 a testimony deposition late in its thirty-day
1e transcript of that deposition before its own
rring the unnecessary, additional cost of an

position that the Board’s decision in Hatten
See Opposer’s Response, 9 12-13.

dule sought by U. S. South, is appropriate,



Ca

For the foregoing reasons, Applican
Motion should be denied, and that U. S. S
with an order stating a discovery and tria

DISCOVERY PERIOD TO CLOSE:

30-day testimony period for party in
the position of plaintiff to close:

30-day testimony period for party in
the position of plaintiff to close:

15-day rebuttal period for the party in
the position of plaintiff to close:

[0]

(

Dated: April 8, 2004

G

CLUSION

t U. S. South submits that Opposer’s
outh’s Pending Motion should be allowed,
1 schedule as follows:

120 days from the date of the
Board’s order allowing U. S. South’s
Pending Motion.

60 days after the close of the
discovery period.

60 days after the close of the
previous period.

45 days after the close of the
previous period.
<

spectfully submitted,

DLLAND & KNIGHT LLP

a C. Krumhol
lward J. Naughton
chael A. Pezza, Jr.
St. James Ave.
ston, MA 02116
17) 523-2700

17) 523-6850 (fax)
torneys for Applicant
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CERTIFICATLZ

I certify that the foregoing Applicant’s
Reset Dates of the Testimony Period is being

d

OF MAILING

Brief in Opposition to Opposer’s Motion to
eposited with the U. S. Postal Service with

sufficient postage as first-class mail in an envelope addressed to: Assistant Commissioner

for Trademarks, BOX TTAB, NO FEE, 2900 ¢

on April 8, 2004.

Attorney for Applic&ht

CERTIFICAT

I certify that a copy of the foregoing A
Motion to Reset Dates of the Testimony Peria
class mail, postage prepaid, on April 8, 2004,

Liza Meyers, Esq.

Webb Lewis & Meyers LLC
2300 Fifteenth Street, Suite 320
Denver, CO 80202

George G. Matava, Esq.
LeBoeuf, Lamb, Greene & MacRae LL
633 Seventeenth Street, Suite 2000
Denver, CO 80202

])
/

on, Virginia 22202-3513,

OF SERVICE

licant’s Brief in Opposition to Opposer’s
is being served by U. S. Postal Service first-
pon counsel of record as follows:

#1849070_v1
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NOTICE OF APPEARANCE OF

ADDITIONAL ATTORNEY FOR

APPLICANT U. S. SOUT

COMMUNICATIONS, INC.

Please note the appearance of the {
U. S. South Communications, Inc., in add
and Edward J. Naughton, whose appeara

Michag
Holland

108

Boston, MA 02116

(6

R

Dated: April 8, 2004

[OLLA

#)llowing attorney on behalf of Applicant,

ition to lead counsel Joshua C. Krumholz,
nces were previously filed:

1 A. Pezza, Jr. T

& Knight LLP

. James Ave. 04-12-2004

7) 523-2700

pspectfully submitted,

D & KNIGHT LLP

/,

ichael A. Pezza, Jr.
St. James Ave.

pston, MA 02116

17) 523-2700
17) 523-6850 (fax)

itorneys for Applicant
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CERTIFICATE OF MAILING

I certify that the foregoing Notice of Appearance of Additional Attorney for

Applicant U. S. South Communications, Inc
with sufficient postage as first-class mail in
Commissioner for Trademarks, BOX TTAB,
Virginia 22202-3513, on April 8, 2004.

Mi
Attorney for Applica

is being deposited with the U. S. Postal Service

enyglope addressed to: Assistant
1 %E‘; 2909 Cryst#) Drive, Arlington,

chael A. Pezza, J.

CERTIFICATE OF SERVICE

I certify that a copy of the foregoing

Notice of Appearance of Additional Attorney for

Applicant U. S. South Communications, Inc.|is being served by U. S. Postal Service first-
class mail, postage prepaid, on April 8, 2004 upon counsel of record as follows:

Liza Meyers, Esq.

Webb Lewis & Meyers LLC
2300 Fifteenth Street, Suite 320
Denver, CO 80202

George G. Matava, Esq.

LeBoeuf, Lamb, Greene & MacRae LILP

633 Seventeenth Street, Suite 2000
Denver, CO 80202

~

i)
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!
ttorney for Applicbft

Xichael A. Pezza, Jr
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HOLLAND & KNIGHT LL

10 St. James Avenus
Boston, Massachusetts 02116

617-523-2700

617-523-6850 Fax
www.hklaw.com

April 8, 2004

Assistant Commissioner for Trademarks

Box TTAB No Fee
2900 Crystal Drive
Arlington, VA 22202-3513

Re:

kZirs;

Annapolis San Antonie

Allanta San Francisco
Bethesda Seattle
Boston Taltahassee
Bradenton Tempa
Chicago Washington, D.C.
Forl Lauderdale West Paim Beach
i:kd;s::;nlle g,;:n:;?nal Offices:
:;s Angeles Helsinki

jiami o~
New York Mexico City
Northern Vieginia Rio de Janeiro
Ottando S30 Paulo
Portiand Tel Aviv
Providence Tokyo
St. Petersburg “Representative Office

MICHAEL A. PEZZA, JR.

617-573-5819
michael.pezza@hklaw.com

A O

04-12-2004

US. Pawnt & TMOTc/TM Mail Rept O #78

US West, Inc. v. U. S. SouJ h Communications, Inc.

U.S.P.T.O. Opposition Nog. 106,051; 108,930; 109,314; 109,375

Dear Assistant Commissioner;
Enclosed for filing in this matte

1. Notice of Appearance of Add
Communications, Inc.; and,

2. Applicant’s Brief in Opposit
the Testimony Period.

Please note that the substance ¢
which the enclosed opposition brief pe;
Applicant’s Motion To Reopen The Di
The Testimony Period (as to which O
a reply), which remains pending.

r please find:

tional Attorney for Applicant, U. S. South

on to Opposer’s Motion to Reset Dates of

f Opposer’s March 23, 2004, motion, to
rtains, is related to the February 6, 2004,
covery Period And To Reset The Dates Of
oser filed a response, and Applicant filed

t these papers, or if we may provide any

additional information, please let me know.

If you have any questions abo/A

# 1849703_v1

Very truly yours,




b

Assistant Commissioner for Trademark
April 8, 2004
Page 2

MAP/wp
Enclosures

cc:  Liza Meyers, Esq.
George G. Matava, Esq.

#1849703_v1




