IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

U S WEST, INC.,
Opposition No. 106,051 (parent)
Opposer, Opposition No. 108,930
Opposition No. 109,314

V. Opposition No. 109,375
Application Serial No. 75/271,213
U.S. SOUTH COMMUNICATIONS, INC|, Published: November 4, 1997
Docket No. 50902-7050
Applicant.

APPLICANT’S REPLY BIJ{IEF IN SUPPORT OF ITS
MOTION TO REOPEN THE DISCOVERY PERIOD
AND TO RESET THE DATES OF THE TESTIMONY PERIOD

The Applicant, U.S. South Communications, Inc. (“U.S. South”), files this
Reply to correct numerous inaccuracies contained in the Response of the Opposer,
U S West, Inc. (“U S West”). The inaccurate statements are set forth and corrected

herein.

1. OPPOSER MISCHARACTERIZES THE REQUESTED RELIEF

Opposer claims that U. S. South “seeks an order reopening discovery solely
for U.S. South.” See Opposer’s Response to \Applicant’s Motion to Reopen the
Discovery Period and to Reset the Dates of the Testimony Period (hereinafter
“Opposer’s Response”), 3. That characterization is simply false. U.S. South seeks
to “reopen the discovery period.” See Applicant’s Motion, p. 1. It never stated, nor
intended, that the reopened period should apply only to U.S. South.

Further, U.S. South’s motion requests|that discovery be re-opened for 60

days. See Applicant’s Motion, p. 6. Although U S West claims that no additional
O o
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discovery is necessary, it asks that discovery be reopened for 120 days. See
Opposer’s Response, 2. U.S. South has no objection to U S West’s request for

additional time to conduct discovery.

2. OPPOSER MISCHARACTERIZES THE ABANDONMENT ISSUE

With its motion, U.S. South submitted several news articles that described
Opposer’s abandonment of the U S WEST mark because it was dogged by a poor
reputation. Opposer attempts to minimize those articles, stating that “there is no
language in any of the articles cited that ¢can be attributed to a representative of
Qwest or U S West regarding any intent to cease using the U S WEST Mark.” See
Opposer’s Response, 10. This statement, too, is false. Exhibit 2 to U.S. South’s
motion included an article from the Denver Post. That article identifies Matt
Barkett as a spokesman for Qwest and attributes several statements to him. With
respect to the re-branding campaign that would eliminate the use of the U S WEST
mark, for instance, Mr. Barkett specifically stated that “[w]e’'ve made a commitment
to doing this, and we are going to do it right and do it quickly.” See Exhibit 2. He
also told the newspaper that he expected the removal of all U S WEST logos to be
completed over the next several months. See id. U S West’s characterization of
these exhibits is simply inaccurate.

As reflected by Mr. Barkett’s statement, U S West plainly exhibited an intent
to no longer use its mark. See Highland Potato Chip Company v. Culbro Snack
Foods, Inc., 585 F. Supp. 17, 22, 221 U.S.P.Q. 142 (S.D. Iowa 1982), aff. 720 F.2d
981 (“a public announcement of intention to discontinue the sale of a product may

be a circumstance from which an intent not to resume may be inferred.”). Now,
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four years later, U.S. South most certainly should have the right to show that the
re-branding campaign in fact was carried out, and that the U.S. WEST mark is no
longer in use. If U.S. South is prevented from discovering how Opposer has ceased
using the U S WEST mark in the years since discovery was conducted, the Board

runs the risk of reaching a fundamentally wrong result.

3. THE OPPOSER MISCHARACTERIZES THE HATTEN DECISION
AND THE EVIDENCE TO BE CONSIDERED BY THE BOARD

The Opposer suggests that the Hatten ruling is dispositive of this matter, so
that any evidence of actual market conditions therefore is irrelevant. See Opposer’s
Response, ] 12, 13. U S West claims that the Board in Hatten “made clear its
analysis that ‘U.S.” plus a directional indicator, whether ‘East’ as there or ‘South’ as
here, is confusingly similar to the registered mark U S WEST.” See Opposer’s
Response,  13. It concludes that taking further discovery would “simply waste the
Board’s time,” see id. (despite its request that discovery be reopened for 120 days
rather than the 60 days requested by U.S. South in its motion).

The Opposer seriously mischaracterizes the ruling in Hatten. The Board
emphatically did not hold that “U.S.” plus a directional indicator, whether ‘East’ as
there or ‘South’ as here, is confusingly similar to the registered mark U S WEST.”
The Board’s ruling is significantly narrower and is based largely on the similarities
between the words “east” and “west” and the appearance of the marks at issue in

that case:

Obviously, the marks U S WEST and US EAST are extremely similar
in that they both begin with the letters U S depicted with no periods
and end in directional indicators, each of which consist of four letters,
with the final two letters (ST) being the same.
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Hatten, at 6. Notably, these similarities are absent in this case. U.S. South’s mark
contains periods between “U” and “S”, while U S West’s mark does not. Further, the
directional indicator “south” looks and sounds very different from “west.” It consists
of more than four letters, and its final twp letters are not “ST.” In those respects,
the marks are not “extremely similar.” See Hatten, at 6.

Perhaps more importantly, the Bodrd’s analysis was influenced significantly
by its conclusion that U S West’s mark was famous. See Hatten, at 8, 12. Now,
however, as a result of Qwest’s thorough re-branding campaign, the U S WEST
mark no longer is famous. The mark apparently has not even been in use for more
than three years, so that it has been abandoned as a matter of law. At a
minimum, U.S. South should have the opportunity to take discovery about the
current state of the market and consumers’ awareness of the respective marks.

Opposer implies — surprisingly — that evidence about the actual use of the
marks in commerce and confusion in marketplace is not relevant to the Board’s
consideration of the issues. See Opposer’s Response, 12. To the extent that
Opposer actually makes this argument, it is|seriously flawed. Among other factors,

DuPont expressly directs the Board to consider:

“(7) The nature and extent of any actual confusion.

(8) The length of time during and conditions under which there has
been concurrent use without evidence of confusion.”
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Application of E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973);
see In re Coors Brewing Co., 343 F.3d 1340, 1343 (Fed. Cir. 2003) (“To decide
whether a likelihood of confusion has been shown in a particular case requires us to
consider the factors summarized in [DuPont].”); see also Kenner Parker Toys, Inc. v.
Rose Art Industries, Inc., 963 F.2d 350, 352 (Fed. Cir. 1992) (“The test for likelihood
of confusion does not focus on similarity of competing marks in the abstract.
Rather, the test evaluates objective evidence that the competing marks, when used
in the marketplace, are likely to confuse the purchasing public about the source of

the products”).!

CONCLUSION

Based on the foregoing, U.S. South requests the following schedule:

DISCOVERY PERIOD TO CLOSE: 120 days from the date
of the Board’s order

allowing this motion

30-day testimony period for party in the Two months after the
position of the plaintiff to close: close of the previous
period

Two months from the
close of the previous
period

30-day testimony period for party in th
position of the defendant to close:

1 The Hatten case involved an intent-to-use application for the US EAST mark. U.S. South, by
contrast, has been using its mark for nearly ten years. Inithat circumstance, the evidentiary
considerations are very different and actual market experience is highly probative.
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15-day rebuttal period for party in the 45 days from the close
position of the plaintiff to close: of the previous period

Respectfully submitted,

HOLLAND & KNIGHT LLP

a C. Krunth
ard J. Naughton
0 St. James Ave.

Boston, MA 02116
(617) 523-2700
(617) 523-6850 (fax)

Dated: March Z , 2004

CERTIFICATE OF SERVICE

I hereby certify that the foregoing Applicant’s Reply Brief in Support of
Its Motion to Reopen the Discovery Period and to Reset the Dates of the
Testimony Period was deposited with the U.S. Postal Service as first class mail
under 37 C.F.R. 1.8 and is addressed to the Assistant Commissioner of Trademarks,
BOX TTAB NO FEE, 2900 Crystal Drive, Arlington, Virginia, 22202-3513, and that
a copy of this filing is being served by overnight courier to the following persons:

Liza Meyers, Esq. eorge G. Matava, Esq.

Webb Lewis & Meyers LLC LeBoeuf, Lamb, Greene & MacRae LLP
2300 Fifteenth Street, Suite 320 633 Seventeenth Street, Suite 2000
Denver, CO 80202 Denver, CO 80202

Joshfia C. Kr
Dated: March _&, 2004
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