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APPLICANT’S MOTION TO REOPEN THE DISCOVERY PERIOD
AND TO RESET THE DATES OF THE TESTIMONY PERIOD

R A g

The Applicant, U.S. South Communications, Inc. (“U.S. South”), hereby
requests that the Board reopen the discovery period in these consolidated
proceedings and reset the dates of the testimony period. As set forth more fully
below, the parties produced documents, conducted surveys, and took depositions in

1998, then moved to suspend the proceeding in March 2001 pending the Board’s
final deterrmination of Opposition No. 110,126 (“the 126 Case”). The Board agreed
to that suspension, and the proceeding remained dormant until recently re-opened
In the intervening period, the documents and information that U S West
previously produced to demonstrate its use of the U S WEST mark have become
seriously outdated. Since discovery was last taken, the relevant markets have
changed considerably. In particular, the Opposer, U S West, Inc. (“U S West”), has

been merged into Qwest Communications International, Inc. (“Qwest”). According

to published reports following the merger, Qwest has deliberately and
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systematically abandoned its use of the U S WEST mark -- the mark upon which
the oppositions are based.

The information obtained prior to then developments therefore does not
reflect the current market. Similarly, the surveys that the parties’ experts
conducted in 1998 no longer reflect current market conditions and consumer
recognition of the relevant marks. Fundamentally, the prior discovery taken by the
parties no longer is relevant to the Board’s analysis.

Consequently, U.S. South requests that the Board reopen the discovery
period briefly, for 60 days, to permit U.S. South the opportunity for discovery into
Qwest’s current use of the U S WEST mark. U.S. South also requests that the
Board reset the testimony period accordingly.

PROCEDURAL BACKGROUND

On April 7, 1997, U.S. South filed an application to register the mark U.S.
SOUTH for use in connection with paging services, local and long distance
telephone communication services, and cellular telephone communication services
(International Class 38), and providing multiple-user access to a global computer
information network for the transfer and dissemination of a wide range of
information (International Class 42). The examiner allowed U.S. South’s
application, and it was published for opposition on November 4, 1997.

On February 3, 1998, U S West filed a notice of opposition opposing

registration on the grounds that the registration of the U.S. SOUTH mark would be
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likely to cause confusion or mistake.! U.S. South denied U S West’s allegations, and
the Board set dates for the discovery and testimony period. In October 1999,
U S West amended its opposition.

The parties began discovery in early 1998, serving document requests and
interrogatories aimed at learning how each used their respective marks. The
parties exchanged responses to the document requests and interrogatories in late
March and early April 1998, produced documents shortly thereafter, and proceeded
with depositions. They then exchanged expert reports and took expert depositions,
primarily focusing upon consumer surveys conducted prior to July 1998. All
depositions were completed by the end of 1998.

On March 12, 2001, the parties filed a stipulated motion to stay these
proceedings, pending the Board’s final determination of the 126 Case, which also
involved the U S WEST mark. See Paper No. 31. U S West represented to the
Board that this open-ended suspension would not cause it to suffer any prejudice.
Id. Accordingly, the Board granted the motion on March 28, 2001, suspended the
proceedings, and indicated that the Board would call up the consolidated cases “for
appropriate action” upon the final determination of the ’126 Case. See Paper No.
32. As a result, the parties have undertaken no activity in this matter since early
2001.

After the Board issued a decision in the 126 case, it sent notice to the parties.

See Paper No. 33. In that notice, the Board asked whether the parties intended to

1 U.S. South subsequently filed applications to register the marks U.S. SOUTH PREPAID, U.S.
SOUTH ONLINE, and U.S. SOUTH in connection with additional goods and services. These
applications also were allowed and the marks published for opposition. U S West has opposed the
registration of these marks as well, and the proceedings have been consolidated.
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resume these consolidated proceedings, and informed them that, if no response was
received, the Board would issue an order resuming proceedings “and resetting all
appropriate dates.” See Paper No. 33. When the parties indicated that they
intended to resume, the Board issued an order resuming the proceedings. In that
order, it stated that discovery was closed and set dates for the testimony period.
See Paper No. 36.

DISCUSSION

When the Board suspended these proceedings at the parties’ request, it did so
on the understanding that they could be called up again “for appropriate action.”
See Paper No. 32. Now that the proceedings have been resumed, and in view of the
considerable change in circumstances since the completion of discovery and
suspension of proceedings, “appropriate action” includes a brief resumption of
discovery.

First, the discovery materials that the parties have exchanged are seriously
outdated. The parties produced documents, exchanged other information and took
depositions concerning the use of the marks in 1998. This lapse of time alone - -
nearly five years -- constitutes good cause for reopening discovery.

In addition, however, there have been momentous shifts in the marketplace
and U S West's use of its mark since discovery last was conducted. On June 30,
2000, U S West was merged into Qwest. See Qwest press release dated June 30,
2000 announcing completion of merger (attached as Exh. 1). Following the merger,
Qwest decided to cease using the U S WEST mark, apparently because of the poor

reputation associated with the mark and to increase public awareness of the Qwest
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name. See, z.g., Kristi Arellano, Qwest Making Its Mark, DENVER POST, July 9,
2000, at K-1; Marcelene Edwards, Quwest Promises New Name, New Reputation
After Merger With US West, TACOMA NEWS TRIBUNE, July 18, 2000; New Books
Distributed With Qwest Dex Name Change, Olympics Guide, YELLOW PAGES &
DIRECTORY REPORT, Sept. 13, 2000 (compiled and attached as Exh. 2).

As a result of these dramatic changes in the critical facts and circumstances,
a substantial new defense has emerged. The Lanham Act specifies that “[a] mark
shall be deemed abandoned when . . . its use has been discontinued with intent not
to resume such use.” 15 U.S.C. § 1127. Because intent can be difficult to prove with
direct evidence, the statute specifies that “[i]ntent not to resume may be inferred
from circumstances.” Id. Moreover, the statute creates a presumption: “Nonuse for
3 consecutive years shall be prima facie evidence of abandonment.” Id. Useofa
mark, of course, requires bona fide use in the ordinary course of business, and not
made merely to reserve a right in a mark. See id.

Here, the circumstances point clearly to an abandonment. U S West has
apparently ceased to exist, and during the suspension of the proceedings, its
successor, Qwest, undertook a systematic campaign to remove and replace the
U S WEST mark, hoping to shed the poor reputation that was associated with it.
See Exh. 2. These significant changes in the most critically important facts — the
use and recognition of the Opposer’s mark — constitute a compelling reason for a
brief resumption of discovery to allow U.S. South a fair opportunity to take

discovery into the current use, if any, of the U S WEST mark.
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In view of the three-year hiatus to which U S West has already agreed —
which it acknowledged would cause it no prejudice (see Paper No. 31) — it cannot
now credibly complain that it will suffer any prejudice from a 60-day resumption of
discovery. If U.S. South is not permitted some additional discovery into the current
use of the 1J S WEST mark, by contrast, U.S. South will be substantially prejudiced:
it will be forced to begin the testimony phase armed only with outdated, inaccurate,

and potentially misleading information about the use and consumer recognition of
the U S WEST mark.

CONCLUSION

The Board’s decision in this proceeding should be based on current
information about the use of the Opposer’s mark, not stale information that dates
from well before its abandonment. For these reasons, the Board should grant this
motion to permit U.S. South a fair opportunity to develop this evidence, reopen
discovery for 60 days from the date of its order allowing this motion, and reset the

testimony period in accordance with Trademark Rule 2.121(a)(1).

Respectfully submitted,

Joshua C. Krum
Edward J. Naughtpn
10 St. James Ave.
Boston, MA 02116
(617) 523-2700

(617) 523-6850 (fax)

Dated: February £, 2004
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing Applicant’s Motion To Reopen The
Discovery Period And To Reset The Dates Of The Testimony Period was
deposited with the U.S. Postal Service as first class mail under 37 C.F.R. 1.8 and is
addressed to the Assistant Commissioner of Trademarks, BOX TTAB NO FEE,
2900 Crystal Drive, Arlington, Virginia, 22202-3513, and that a copy of this filing is
being served by overnight courier to the following persons:

Liza Meyers, Esq.
Webb Lewis & Meyers LLC
2300 Fifteenth Street, Suite 320
Denver, CO 80202
George G. Matava, Esq.
LeBoeuf, Lamb, Greene & MacRae LLP
633 Seventeeth Street, Suite 2000
Denver, CO 80202

HOLLAND & KNIGHT LLP

Edward J. Naugjiton
10 St. James Avenue
Boston, MA 02116
(617) 523-2700

(617) 523-6850 (fax)

Dated: February _Q, 2004
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CERTIFICATE OF MAILING BY FIRST CLASS MAIL (37 C.F.R. 1.8)

I hereby certify that the Applicant’s Motion to Reopen the Discovery
Period and to Reset the Dates of the Testimony Period is being deposited with
the 1.S. Postal Services as first class mail under 37 C.F.R. 1.8 and is addressed to
the Assistant Commissioner for Trademarks, BOX TTAB, 2900 Crystal Drive,
Arlington, Virginia 22202-3513.

Dated this Qﬂbday of February, 2004

I

va C. Kr
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Qwest Communications Completes Merger with U S WEST,
Creating $85 Billion Broadband Internet Communications
Competitor

New Board of Directors Named; Company Added to S&P 500

DENVER, June 30, 2000 — Qwest Communications International Inc. (NYSE: Q), the
broadband Internet communications company, today completed its merger with U S WEST, Inc,
The companies closed the transaction in 49 weeks, faster than any other large merger in the
communications industry. Government officials at the federal and state levels gave fast-frack
approval to the merger, which is the first combination of old and new economy communications
companies.

The new Qwest will have an $85 billion market capitalization; expected pro forma year 2000
revenue of $18.5 billion and pro forma year 2000 earnings before interest, taxes, depreciation
and amortization (EBITDA} of $7.4 billion. The merger produces a company featuring Qwest's
broadband Internet data, video and veice communications capabilities with digital subscriber line
(DSL), wireless services and local communications services in 14 states.

“During the past three years Qwest has become one of the fastest growing Internet
communications companies in the world, solidifying Qwest's position as the third-largest carrier
of Internet traffic. The new Qwest will have the scale, scope and growth characteristics to deliver
more value for shareowners and to continue to lead the industry in the delivery of innovative
applications and services," said Joseph P. Nacchio, who will continue to be Qwest's chairman and
CEO.

The new Qwest Board of Directors includes current Qwest board members Philip F. Anschutz,
Joseph P. Nacchio, Jordan L. Haines, Cannon Y. Harvey, Vinod Khosla, Craig D. Slater, and W.
Thomas Stephens. In addition, U S WEST appointed Linda G. Alvarado, Craig R. Barrett, Hank
Brown, George J. Harad, Peter S. Hellman, Marilyn C. Nelson, and Frank Popoff.

Each U S WEST share will be exchanged for 1.72932 shares of Qwest common stock. Qwest will
issue approxirnately 882 million shares in exchange for U S WEST shares currently cutstanding,
or approximately 53 percent of the combined company’s shares.

The all-stock transaction will be accounted for as a purchase and is tax-free to U S WEST
shareowners to the extent of the Qwest stock delivered in the transaction. For accounting
purposes only, U S WEST will be deemed the acquirer and its assets and liabilities will be brought
forward at net book value.

Nacchic added, "Qur new company will improve communication with elected and appointed state
and federal officials, be faster in responding to customer service concerns, be stronger in the
competitive rnarketplace, and continue to develop cutting-edge, high-tech solutions for our
customers."

The new Qwest is expected to have a compounded average annual revenue growth rate of
approximateiy 15-17 percent, and a compounded average annual EBITDA growth rate of
approximately 20 percent, for the period 2000 through 2005. Revenue synergies of $12 billion
over a five-and one-half year period are expected from the merger. Cost savings are estimated
to be $4.4 billion over the same five-and one-half year period.

http://www.gwest.com/about/media/pressroom/1,1720,298_archive,00.html?printVersion=1... 2/5/2004
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Qwest will be added to the Standard and Poor's 500 list (S&P 500), replacing U S WEST. Widely
recognized arounc the world as the standard for measuring large-cap U.S. stock market
performance, the S&P 500 includes a representative sample of leading companies in major U.S.
industries. The move to the S&P 500 further reflects Qwest's leadership position in the
broadband Internet communications marketplace and will help raise awareness with new
investors and customers.

Announced on July 18, 1999, the merger was approved by shareholders of both companies on
November 2, 199%9. All federal and state regulatory approvals were received prior to June 30,
2000. The combired company will have 71,000 employees. Its headguarters will be at 1801
California Street in downtown Denver.

About Qwest

Qwest Communications International Inc. (NYSE: Q) is a leader in reliable, scalable and secure
broadband Internet-based data, veice and image communications for businesses and consumers.
The Qwest Macro Capacity® Fiber Network, designed with the newest optical networking
equipment for speed and efficiency, spans more than 104,000 miles globally. For mare
information, please visit the Qwest web site at www.qwest.com.

View Merger Fact Sheet

H###

This release may contain forward-locking statements that involve risks and uncertainties. These
statements may differ materially from actual future events or results. Readers are referred to
the documents fi.ed by Qwest with the SEC, specifically the most recent reports which identify
important risk factors that could cause actual results to differ from those contained in the
forward-looking statements, including potential fluctuations in quarterly results, dependence on
new product development, rapid technological and market change, failure to maintain rights of
way, financial risk management and future growth subject te risks, adverse changes in the
regulatory or legislative envircnment. This release may include analysts' estimates and other
information prepared by third parties, for which Qwest assumes no responsibility. Qwest
undertakes no obligation to review or confirm analysts' expectations or estimates or to release
publicly any revisions to any forward-looking statements to reflect events or circumstances after
the date hereof or to reflect the occurrence of unanticipated events.

The Qwest logo is a registered trademark of, and CyberCenter is a service mark of, Qwest
Communications International Inc. in the U.S. and certain other countries.

Contact Information:

Qwest Media Contact Qwest Media Contact
Lee Wolf Tyler Gronbach Matt Barkett
{800} 567-7296 (303) 992-2155 {303) 992-2155
IR@qgwest.net tyler.gronbach@qwest.com 303-992-2085

http://fwww.qwest.com/about/media/pressroom/1,1720,298 _archive,00.html?printVersion=1... 2/5/2004
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July 18, 2000, Tuesday
KR-ACC-NO: TC-QWEST
LENGTH: 510 words
HEADLINE: Qwest Promises New Name, New Reputation after Merger with US West
BYLINE: By Marcelene Edwards

BODY:
As the US West name disappears from signs and bills, Qwest officials say they need to leave
behind the company's reputation as well.

The two Colorado-based telecommunications companies completed their $ 65 billion merger last
month. The new company, called Qwest Communications International, has embarked on a
campaign tc inform customers about the name change.

But even more important, Qwest executives want to assure the public that Qwest customer
service is better.

"US West has had a history of some tough times with customer service," Qwest spokesman Matt
Barkett saic. "Qwest is about providing top-class customer service, period.”

US West customer service complaints soared during the last few years. In 1999, 3,131
complaints were logged with the Washington Utilities and Transportation Commission.

They ranged from static on the lines to billing problems to installation delays, commission
spokeswoman Marilyn Meehan said. That's a 261 percent increase from the 867 complaints
received in 1992,

Andrew Hamerling, an analyst with Bank of America Securities in New York, said Qwest
executives are held to a higher level of accountability than what executives at U S West are used
to.

"Certainly you will see service quality better than US Worst," he said, using the name critics
liked to apply to US West. "You have management who know how to run a network."

To get regulatory approval for the merger, the combined company agreed to maintain a $ 335
million annual investment in the state's phone network, expand fiber-optic and digital
technology, eliminate backlogged work orders and refund up to $ 20 million a year to customers
if service quality standards are not met.



Qwest will solve customers problems the first time they are reported and will do it quickly,
Barkett said. The message will be found on the new bills and in television and newspaper ads.

Chief Executive Joe Nacchio is even advertising his e-mail address -- joe @ qwest.com --
allowing customers to contact him with questions.

The utilities commission will continue to monitor Qwest's performance in the market, Meehan
said. The company still has to get its local telephone rates approved by state officials. Good
customer and network service can be rewarded by allowing the company to recover more of its
expenses through increased rates.

Beginning this month, customers will notice the disappearance of the U S West name. It will be
removed from telephone booths, service trucks, building signs and telephone books. But because
many customers never have heard of Qwest, the company will include the slogan "U S West is
now Qwest'' on bills and advertisements.

Qwest is now the state's largest local telephone carrier, serving 3 million residential and business
phone lines. Qwest brought to the deal a long distance and data network, while U S West
provided 25 million local telephone and data customers in 14 states.

To see more of The News Tribune, or to subscribe to the newspaper, go to
http://www.tribnet.com

JOURNAL-CODE: TC
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July 9, 2000 Sunday 2D EDITION
SECTION: BUSINESS; Pg. K-01
LENGTH: 853 words

HEADLINE: Qwest making its mark Phone company starts replacing signs, logos



BYLINE: By Kristi Arellano, Special to The Denver Post,

BODY:
A television commercial introducing Qwest to former US West customers remarks that change
can happen in the blink of an eye. And if Qwest officials have their way, it will.

Since completing its merger with US West on June 30, Qwest has been aggressively replacing
the US West name, immediately hanging its blue 'ride the light' insignia on US West
buildings downtown.

'People want to get rid of the days of US Worst,' said Tom Friedberg, an analyst with Tucker
Anthony Cleary Gull in Denver. They want to get the message out and change the perception of
the company.’

But ridding the world of US West logos could be just as difficult as turning around the phone
company's long-tainted reputation.

Qwest will have to replace signs on thousands of vehicles and hundreds of buildings. It will also
have to replace logos on equipment and pay phones, not to mention marketing
materials, business cards and stationery.

The effort will cost shareholders and customers tens of millions of dollars, though Qwest
officials would not release data related to the number of items requiring changes or the
costs tnvolved.

In Colorado, just one of 14 states US West services, the company owns more than 200
properties and has nearly 1,700 vehicles registered, according to state and county records.

According to estimates from sign companies, US West will spend almost $ 2.5 million changing
signs and logos on vehicles and buildings in Colorado alone. Extrapolate that figure to a 14-
state region, and the company faces a bill of roughly $ 35 million just to change its name on
buildings and vehicles.

Floyd German, vice president of Colorado Signworks, estimates that Qwest could spend
upwards of $ 100,000 to install the sign at the former US West headquarters at 1801 California
St. Currently, a temporary banner covers the sign.

German's company, formerly the German Sign Co., installed the original US West sign at its
headquarters and had plans to replace it with a larger one until Qwest made its bid for US West.

Installation of a larger sign, which would have required a helicopter, would have taken German's
crew of six up to four weeks, he said. Due to regulations, crews could only work on weekends
and hang the sign only on Sunday momings, he said.

Even a smaller sign such as a storefront on a customer service center could cost up to $ 10,000
to replace, German said.



and the phones, cars
He estimates that replacing the US West logo on vehicles conservatively cost $ 125 per vehicle.
That would mean Qwest could spend more than $ 200,000 to rebrand its vehicles in Colorado

and up to $ 3 million to do so in 14 states.

In addition, Qwest will have to change logos on thousands of pay phones, which German says
could cost $ 100 per phone.

Qwest would not release a specific timeline for the rebranding effort, but spokesman Matt
Barkett expects it to be completed over several months.

He said the speed with which Qwest is approaching the change is in line with the company's
focus on speed and customer service.

While Qwest is confident that it will complete the transition quickly, Herb Hackenburg, a local
telecommunications historian, said the 1984 transition from Mountain Bell to US West took
much longer.

A daunting task

‘I don't think (US West) ever did completely do it,' said Herb Hackenburg, historian for the
Telecommunications History Group. He estimated that the majority of the transition

was completed within three years.

"They generally put the new logos on the vehicles when it was time to paint them. In the rural
areas, a lot of them went to the junkyard before they ever got repainted,” Hackenburg said.

He said the magnitude of the project Qwest is undertaking is difficult to assess.

'It's impossible to get your arms around the scope of it, he said.

While Qwest is facing a daunting task, Barkett said the company will use a methodical process
begining in metro areas and extending outward into rural areas. It's possible that not all

the signs will change.

Qwest officials will assess buildings on a case-by-case basis and may not place a Qwest sign on
all of them, said Barkett. The decisions will be based on visibility, customer traffic and security.

Barkett added that, while rural areas may not be the first to see the new branding, they will not
be overlooked.

'We've made a commitment to doing this, and we are going to do it right and do it quickly.'

Qwest will retain ownership of the US West name and could possibly license it for use by



another company. In this case, Qwest would receive royalties for the name.

Rick Sterling, president of Sterling Rice, a Boulder-based brand development group, said Qwest
also has the option of keeping the name on certain products or services such as US West
Dex Yellow Pages.

By rushing to eliminate the US West name, Qwest could be painting over a valuable asset,
Sterling said.

GRAPHIC: PHOTO: The Denver Post/Glenn Asakawa Mark Barkett, right, vice president of
Sign Management Consultants of Nashville, Tenn., watches workers removed the US West
Wireless signs at 1860 Lincoln St. to make room for the new Qwest banner that went up
Thursday. Thousands of signs and logos will have to be changed. PHOTOQ: Denver Post file
photo/John Prieto Paul Teel, a US West technician, climbs a telephone pole near Evergreen last
fall to inspect phone cables.
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Copyright 2000 Simba Information Inc.
Yellow Pages & Directory Report

September 13, 2000
SECTION: Vol.16, No.15
LENGTH: 227 words

HEADLINE: New Books Distributed With Qwest Dex Name Change, Olympics Guide

BODY:

Qwest Dex, formally US West Dex, has begun distributing millions of directories with its new name.
Qwest Dex adopted the new name this summer following the completion of the merger between Qwest
Communications and US West. The new Qwest Dex phone books were distributed in Tucson AZ last
month. This month 1.2 million copies of the white and yellow pages are being delivered in the Salt Lake
area.

Qwest Dex spokesperson Wendy Carver-Herbert told YP&DR the company has been working to increase
public awareness about the new name. "Qwest has been doing a great deal of transitional advertising as
a corporation," she said.

In addition to the new name, directories in Salt Lake City, Ogden and Provo, UT will feature a 20-page
Olympics guide with information about tickets, venues and volunteer opportunities for the 2002 Winter
Games. "The Olympics guide is designed specifically for residents that are living in those areas and
contains specific information they may be interested in. As we get closer to the event the information may
change to accommodate those people traveling to the area,” Carver-Herbert said.

The new directories feature Internet pointers in the shape of a hand icon that points to an Internet
address, and an Internet guide that provides Internet search tips and information on Web terminology, e-
commerce and online banking.



BIBLIOGRAPHY: Qwest Dex can be reached at 303-784-2572.
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Re: U.S. West, Inc. v. U.S. South Communications, Inc.
U.S.P.T.O. Opposition Nos. 106,051; 108,930, 109,314; 109,375

Dear Commissioner:

Enclosed for filing in the above entitled action please find the
Applicant’s Motion To Reopen The Discovery Period And To Reset The
Dates Of The Testimony Period.

If you have any questions, please feel free to call at any time.

Very truly yours,

HOLLAND & KNIGHT LLP
ua C. z
JCK/cao
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