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SUBSEQUENT FINAL OFFICE ACTION

 

Issue date:  June 13, 2024

INTRODUCTION 
 
This Office action is in response to applicant’s communication filed on June 5, 2024.
 
In a previous Office action(s) dated December 5, 2023, the trademark examining attorney issued the 
following refusal(s) and/or requirement(s):
 

Section 2(e)(1) Refusal - Merely Descriptive •
Refusal - Amendment to Supplemental Register Unacceptable •

 
The trademark examining attorney maintains and now makes FINAL the refusal(s) and/or 
requirement(s) in the summary of issues below.  See 37 C.F.R. §2.63(b); TMEP §714.04.
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SUMMARY OF ISSUES 
 

Section 2(e)(1) Refusal - Merely Descriptive •
Refusal - Amendment to Supplemental Register Unacceptable •

 
 
SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE
 
Registration is refused because the applied-for mark merely describes a purpose, function or use of 
applicant's goods and services.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP 
§§1209.01(b), 1209.03 et seq.
 
A mark is merely descriptive if "it immediately conveys knowledge of a quality, feature, function, or 
characteristic of [an applicant's] goods or services."  In re The Chamber of Commerce of the U.S., 675 
F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) (quoting In re Bayer Aktiengesellschaft, 
488 F.3d 960, 963, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); TMEP §1209.01(b); see DuoProSS 
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 
2012) (quoting In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978)).
 
In the present case, applicant's proposed mark is HOSPITAL AUTOMATION for the following goods 
and services:

International Class 009: Downloadable computer software for wired and wireless data 
communication for controlling, receiving, processing, transmitting, aggregating, analyzing, and 
displaying information and alerts relating to medical conditions; Downloadable communication 
software to facilitate communications among patients and medical personnel, or between medical 
personnel; Downloadable computer software for admitting, discharging, and transferring patients 
from hospitals; Downloadable computer software for hospital patients to obtain entertainment 
options, food, beverages, and personal care products; Downloadable computer software for 
hospital patients and medical personnel to control patients' environments in the nature of lighting, 
temperature, HVAC, security, hospital bed positioning, communication systems, or audio and 
visual equipment

•

International Class 036: Extended warranty services, namely, service contracts•
International Class 037: Installation of monitoring and data reporting systems consisting of 
computer hardware

•

International Class 042: Computer network configuration services for monitoring and data 
reporting systems consisting of hardware and software; Computer network configuration services 
for medical monitoring and data reporting systems consisting of hardware and software; 
Providing temporary use of non-downloadable computer software for wired and wireless data 
communication for controlling, receiving, processing, transmitting, aggregating, analyzing and 
displaying information and alerts relating to medical conditions; Providing temporary use of non-
downloadable communication software to facilitate communications among patients and medical 
personnel, and between medical personnel; Providing temporary use of non-downloadable 
computer software for admitting, discharging, and transferring patients from hospitals; Providing 
temporary use of non-downloadable computer software for hospital patients to obtain 
entertainment options, food, beverages, and personal care products; Providing temporary use of 
non-downloadable computer software for hospital patients and medical personnel to control 
patients' environments in the nature of lighting, temperature, HVAC, security, hospital bed 

•



positioning, communication systems, or audio and visual equipment; Updating of computer 
software; Installation of computer software for monitoring and data reporting systems 

 
The previously attached dictionary evidence from Merriam-Webster shows that the term HOSPITAL is 
defined as "an institution where the sick or injured are given medical or surgical care" and the term 
AUTOMATION is defined as "the technique of making an apparatus, a process, or a system operate 
automatically" or "the state of being operated automatically."  Similar dictionary evidence further 
supporting the understanding of these terms was previously attached from The American Heritage 
Dictionary of the English Language and Macmillan Dictionary.
 
Thus, the wording merely describes a function, feature, purpose, or use of applicant's goods and/or 
services, i.e., the Class 9 and Class 42 software is for automatically operating medical equipment in an 
institution where the sick or injured are given medical or surgical care, and the Class 36 service 
contracts, Class 37 installation services, Class 41 education and training services, and Class 42 
configuration and software updating services are all in the field of and/or to permit clients to use 
equipment that is operated automatically in an institution where the sick or injured are given medical or 
surgical care.  
 
This understanding is confirmed by the previously attached excerpt from applicant's website 
(https://www.masimo.com/hospital-automation/), noting that "Masimo hospital automation integrates 
patient monitoring ... with sophisticated connectivity and interoperability solutions to seamlessly 
provide access to the most accurate, relevant patient data in the most helpful ways at the most important 
moments".
 
Applicant argues that the mark is suggestive because HOSPITAL AUTOMATION does not have a 
dictionary definition.  The fact that a word or term is not found in the dictionary is not controlling on 
the question of registrability.  In re Hikari Sales USA, Inc., 2019 USPQ2d 111514, at *8 (TTAB 2019) 
(citing In re ActiveVideo Networks, Inc., 111 USPQ2d 1581, 1603 (TTAB 2014); In re Dairimetics, 
Ltd., 169 USPQ 572, 573 (TTAB 1971)); TMEP §1209.03(b); see In re Gould Paper Corp., 834 F.2d 
1017, 1018, 5 USPQ2d 1110, 1111-12 (Fed. Cir. 1987).   
 
Further, if the individual components of a mark retain their descriptive meaning in relation to the goods 
and/or services, the combination results in a composite mark that is itself descriptive and not 
registrable.  In re Fat Boys Water Sports LLC, 118 USPQ2d 1511, 1516 (TTAB 2016) (citing In re 
Tower Tech, Inc., 64 USPQ2d 1314, 1317-18 (TTAB 2002)); TMEP §1209.03(d); see, e.g., In re 
Cannon Safe, Inc., 116 USPQ2d 1348, 1351 (TTAB 2015) (holding SMART SERIES merely 
descriptive of metal gun safes); In re King Koil Licensing Co., 79 USPQ2d 1048, 1052 (TTAB 2006) 
(holding THE BREATHABLE MATTRESS merely descriptive of beds, mattresses, box springs, and 
pillows). 
 
Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or 
otherwise nondescriptive meaning in relation to the goods and/or services is the combined mark 
registrable.  See In re Colonial Stores, Inc., 394 F.2d 549, 551, 157 USPQ 382, 384 (C.C.P.A. 1968); In 
re Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013).
 
In this case, both the individual components and the composite result are descriptive of applicant's 
goods and/or services and do not create a unique, incongruous, or nondescriptive meaning in relation to 
the goods and/or services.  Specifically, consumers would understand HOSPITAL AUTOMATION, as 

https://www.masimo.com/hospital-automation/


a phrase, to describe applicant's goods' ability to operate automatically or cause other devices to operate 
automatically in a hospital setting.
 
Applicant also argues that the mark is suggestive because it requires a multi-step process of thought to 
arrive at the goods and/or services at issue.  However, the determination of whether a mark is merely 
descriptive is made in relation to an applicant's goods and/or services, not in the abstract.  DuoProSS 
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 
2012); In re The Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 
(Fed. Cir. 2012); TMEP §1209.01(b).  "Whether consumers could guess what the product [or service] is 
from consideration of the mark alone is not the test."  In re Am. Greetings Corp., 226 USPQ 365, 366 
(TTAB 1985).
 
Next, applicant argues that the mark is suggestive because the terms HOSPITAL AUTOMATION form 
an incongruous phrase.  A mark is suggestive if some imagination, thought, or perception is needed to 
understand the nature of the goods and/or services described in the mark; whereas a descriptive term 
immediately and directly conveys some information about the goods and/or services.  See Stoncor Grp., 
Inc. v. Specialty Coatings, Inc., 759 F.3d 1327, 1332, 111 USPQ2d 1649, 1652 (Fed. Cir. 2014) 
(citing DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251-52, 103 USPQ2d 
1753, 1755 (Fed. Cir. 2012)); TMEP §1209.01(a).  A composite mark that is "incongruous" is one 
where the combination of terms results in a "bizarre" meaning.  TMEP §1209.03(d).  That is not the 
case here because the phrase would be immediately understood by consumers as referring to the 
automation of devices and procedures used in a hospital; no secondary or bizarre meaning exists.
 
Finally, applicant argues that any doubt regarding the mark's descriptiveness should be resolved on 
applicant's behalf.  E.g., In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571 4 
USPQ2d 1141, 1144 (Fed. Cir. 1987); In re Grand Forest Holdings, Inc., 78 USPQ2d 1152, 1156 
(TTAB 2006).  However, in the present case, the evidence of record leaves no doubt that the mark is 
merely descriptive.
 
Applicant's proposed mark is therefore refused as merely descriptive under Trademark Act Section 
2(e)(1). 
 
Please note, if applicant properly amends the application to the Supplemental Register after submitting 
an amendment to allege use, this refusal will be withdrawn.
 
Applicant should note the following additional ground for refusal.
 
 
REFUSAL -- AMENDMENT TO SUPPLEMENTAL REGISTER UNACCEPTABLE 
 
Registration is refused on the Supplemental Register because the proposed mark is not in lawful use in 
commerce, as required by Trademark Act Section 23(a).  See 15 U.S.C. §1091(a); 37 C.F.R. §2.47(a); 
TMEP §714.05(a)(i).  The application in this case is based solely on applicant’s bona fide intention to 
use the mark in commerce under Section 1(b) and no amendment to allege use has been filed, despite 
applicant's stated intent in its response to do so.  Accordingly, applicant is not eligible for registration 
on the Supplemental Register until applicant files an acceptable amendment to allege use.  See 37 
C.F.R. §§2.47(d), 2.75(b), 2.76(a)-(c); TMEP §§815.02, 1102.03.
 
This refusal will be withdrawn if applicant (1) withdraws the amendment to the Supplemental Register 



or (2) timely submits an amendment to allege use that meets the requirements of 37 C.F.R. §2.76.  See 
37 C.F.R. §2.47(d); TMEP §§815.02, 1102.03. 
 
If applicant does not withdraw the amendment to the Supplemental Register and provides an acceptable 
amendment to allege use, the application effective filing date will become the date applicant met the 
minimum filing requirements under 37 C.F.R. §2.76(c) for the amendment to allege use.  37 C.F.R. 
§2.75(b); TMEP §§816.02, 1102.03.  The trademark examining attorney will then conduct a new search 
of the Trademark database for potentially conflicting marks based on this later date.  TMEP §§206.01, 
206.04, 1102.03.
 
 
RESPONSE GUIDANCE
 
Response deadline.  File a request for reconsideration of this final Office action and/or a timely appeal 
to the Trademark Trial and Appeal Board (TTAB) within three months of the “Issue date” below to 
avoid abandonment of the application.  Review the Office action and respond using one of the links 
below to the appropriate electronic forms in the “How to respond” section below.
 
Request an extension.  For a fee, applicant may request one three-month extension of the response 
deadline prior to filing a response and/or an appeal.  The request must be filed within three months of 
the “Issue date” below.  If the extension request is granted, the USPTO must receive applicant’s 
response and/or appeal within six months of the “Issue date” to avoid abandonment of the application.
 
How to respond.  File a request form for reconsideration of this final Office action that fully 
resolves all outstanding requirements and/or refusals and/or file a timely appeal form to the 
Trademark Trial and Appeal Board with the required fee(s).  Alternatively, applicant may file a 
request form for an extension of time to file a response for a fee.  

 

/Andrea Cornwell/
Andrea Cornwell
Examining Attorney 
LO115--LAW OFFICE 115
(571) 272-4608
Andrea.Cornwell@USPTO.GOV

 

RESPONSE GUIDANCE

Missing deadline to responding to this letter will cause the application to abandon.  A 
response, appeal, or extension request must be received by the USPTO before 11:59 p.m. 
Eastern Time of the last day of the response deadline. Trademark Electronic Application System 
(TEAS) and Electronic System for Trademark Trials and Appeals (ESTTA) system availability 
could affect an applicant’s ability to timely respond. For help resolving technical issues with 
TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to •

https://www.uspto.gov/trademarks/apply/abandoned-applications
https://teas.uspto.gov/erp
https://teas.uspto.gov/office/rfr/
https://estta.uspto.gov/
https://estta.uspto.gov/
https://teas.uspto.gov/erp
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/blog/ebiz/
mailto:TEAS@uspto.gov
https://www.uspto.gov/trademarks/maintain/responding-office-actions


abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://www.uspto.gov/trademarks/apply/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information


United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on June 13, 2024 for  

U.S. Trademark Application Serial No. 90640003

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS) or the Electronic System for Trademark Trials and Appeals (ESTTA), as 
appropriate.  Your response and/or appeal must be received by the USPTO on or before 11:59 
p.m. Eastern Time of the last day of the response deadline.  Otherwise, your application will 
be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

http://tsdr.uspto.gov/documentviewer?caseId=sn90640003&docId=SFREF20240613
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks/apply/check-status-view-documents
http://tsdr.uspto.gov/documentviewer?caseId=sn90640003&docId=SFREF20240613
http://tsdr.uspto.gov/documentviewer?caseId=sn90640003&docId=SFREF20240613
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks/protect
http://tsdr.uspto.gov/documentviewer?caseId=sn90640003&docId=SFREF20240613
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center


Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to 
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

•

 

https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

