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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:

Trademark Examining Attorney:
Javier Munoz Lazaga, David
Ismael Martin, Adrian Martin Alaina M. Arthur
Gémez and Sandro Avila Rosén | Law Office: 104

Serial No.: 90/558,805

Filed: March 3, 2021

Mark: iOJO! CRIA CUERVOS

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

APPLICANTS’ REQUEST FOR REMAND MOTION TO SUSPEND

Applicants Javier Munoz Lazaga, David Ismael Martin, Adrian Martin Gémez and
Sandro Avila Rosén (collectively the “Applicants”) respectfully request suspension of the
current appeal proceedings relative to U.S. Trademark Serial No. 90/558,805, and remand of
the same to the Examining Attorney to consider additional evidence, pursuant to § 1207.02
of the Trademark Trial and Appeal Board Manual of Procedure (TBMP). Specifically,
Applicants seeks remand of the application so the Examining Attorney may consider whether
the certified foreign registration documents attached hereto as Exhibit A satisfy the statutory
requirement under Trademark Act Section 44(e). As this is the only requirement remaining,
if such documents suffice, the only outstanding issue will be rendered moot and the
application will be in condition for publication.

ARGUMENT

The Board may remand an application to the Examining Attorney after a subsequent

final action on request from the applicant with a showing of good cause therefor. TBMP

§ 1207.02. The length of the delay in making the request after the reason for the remand
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becomes known, or the point in the appeal process at which the request for remand is made,
will be considered in the determination of whether good cause exists. Id.

Here, Applicants have good cause to request remand to the Examining Attorney as
the Subsequent Final Office Action dated August 15, 2023 (the “Subsequent FOA”) was not
issued until after the filing of Applicants’ notice of appeal. Applicants filed the notice of
appeal on July 27, 2023 in response to the Final Office Action dated April 27, 2023 (the
“FOA”), which contained a Section 2(d) likelihood of confusion rejection as the sole basis for
refusing registration of the instant application. Specifically, the FOA did not raise any issues
with Applicants’ prior submitted foreign registration evidence. Prior to the issuance of the
FOA, a Suspension Letter dated May 11, 2022 was issued informing Applicants that the
foreign registration documents they had previously submitted on April 5, 2022 in response
to the Non-Final Action dated October 6, 2021 (“NFOA”) satisfied the requirement to provide
a foreign registration. Then, on August 15, 2023, after the present appeal had already been
instituted, the Subsequent FOA issued informing Applicants that the Subsequent FOA 1is
supplemental to and supersedes the FOA dated April 27, 2023. The Subsequent FOA refused
registration of the mark on the basis that Applicants’ previously submitted evidence of
foreign registration was insufficient to satisfy the requirement under Section 44(e) because
it was not certified by the foreign intellectual property office. Accordingly, Applicants have
good cause to request that the matter be further remanded to the Examining Attorney as the
issue with respect to the foreign registration documents had not been raised prior to

Applicants’ appeal.!

! Applicant notes the Subsequent FOA did not inform Applicants that the Board will resume
the appeal. TMBP § 715.04(b) (“[B]ecause a subsequent final action issued after the filing of
an appeal does not give the applicant an automatic six-month response period, the
subsequent final action must also inform the applicant that the Board will be notified to
resume the appeal.). Out of an abundance of caution, noting the appeal has been resumed,
Applicants seek further remand rather than submitting the attached documents to the

2
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A request for remand for introduction of additional evidence is timely where it is made
prior to consideration and final decision of the appeal. TBMP 1207.02. Applicants submit
that their request is timely and made early in the proceedings. As set forth in TBMP §
1207.02, one of the relevant factors in a finding of good cause is the stage in the appeal
process. In the present case, Applicants have not yet submitted their initial appeal brief. As
such, there has not been undue delay or any wasted use of the Board’s resources.
Furthermore, there will not be prejudice to either of the parties in the event that the remand
is granted. The Examining Attorney will have the opportunity to review the newly submitted
foreign registration documents and reply to the same, if appropriate. Applicants believe that
this evidence is sufficient to overcome the Examining Attorney’s refusal to register the mark.
As such, the Board’s resources should not be used in this situation, where they could be
avoided by the Examining Attorney’s consideration of the relevant evidence.

In light of the foregoing, Applicants respectfully submit that they have shown good
cause for the pending appeal proceedings to be suspended and review of the certified foreign
registration documents in Exhibit A to be remanded to the Examining Attorney for
consideration.

Dated: October 6, 2023 Respectfully submitted,

VEDDER PRICE P.C.

Angelo J. Bufalino
Vedder Price P.C.

222 North LaSalle Street By: _/ Angelo J. Bufalino /
Chicago, Illinois 60601 Angelo J. Bufalino
T: +1 (312) 609 7500 Reg. No. 29,622

Examining Attorney directly. Accordingly, Applicants make the instant request for remand
pursuant to 1207.02, so that the evidence of foreign registration attached hereto as Exhibit
A may be considered by the Examining Attorney.
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EXHIBIT A



Ref: 2023000095

b AT (R CERTIFICACION
Wy e fnemese DE ASIENTOS OBRANTES EN BASE DE DATOS

DONA M2 BELEN LUENGO GARCIA, SUBDIRECTORA GENERAL ADJUNTA DEL
DEPARTAMENTO DE SIGNOS DISTINTIVOS DE LA OFICINA ESPANOLA DE
PATENTES Y MARCAS.

CERTIFICA: Que los datos y particulares que a continuacion se resefian del
expediente abajo indicado son fiel reproduccion de los obrantes en la Base de Datos
electronica (SITADEX) de esta Oficina Espafiola de Patentes y Marcas.

EXPEDIENTE: Marca Nacional N°. 4088869 (X)

CONSULTA A BASE DE DATOS SITADEX:
martes, 12 de septiembre de 2023 11:11

ANOTACIONES OBRANTES EN LA BASE DE DATOS:

EXPEDIENTE CONSULTADO.: M 4088869 (X)

MARCA PRODUCTOS/SERVICIOS

FECHA PRESENTACION SOLICITUD........... 14/10/2020 A LAS 18:33 EN INTERNET
FECHA PRESENTACION SOLICITUD OTORGADA.: 14/10/2020

FECHA INICIO PLAZO DE 5 ANOS PARA USO EFECTIVO (art. 39 LM): 29/06/2021

jOjo! CRIA CUERVOS
SOLICITANTE/TITULAR.... POR TRANSFERENCIA NUM.2021.02745 DE F.RESOL.22/02/2022
VINOS CRIA CUERVOS, S.L.

DOMICILIO.............: C/. FUENCARRAL, 123, 5°. B
LOCALIDAD.............. MADRID
PROVINCIA/COD.POSTAL..: 28010 MADRID
REPRESENTANTE.. MARIANC SANTOS QUINTANA
DOMICILIO........ PASEQ DE LA CASTELLANA, 7-PL. 7
LOCALIDAD........ MADRID
PROVINCIA/CODIGO: 28046 MADRID
*** CLASES Y PRODUCTOS/SERVICIOS O ACTIVIDADES SOLICITADOS

Clase 33:. BEBIDAS ALCOHOLICAS EXCEPTO CERVEZAS, PREPARACIONES
ALCOHOLICAS PARA ELABORAR BEBIDAS
** CLASES Y PRODUCTOS/SERVICIOS O ACTIVIDADES CONCEDIDOS

Clase 33: CLASE LIMITADA POR RENUNCIA A;

VINOS

“* ACTOS DE TRAMITACION

18/11/2020 COMUNICACICN A TITULARES DERECHOS ANTERIORES (ART.18,4LM):
N0380544

25/11/2020 PUBLICACION DE SOLICITUD

28/05/2021 PUBLIC. CONCESION DE F. RESOL. 21/05/2021

28/05/2021 PERSONACION REPRESENTANTE
informacién gogpm.es P.° de la Castellana, 75
WWW.0epm.€8 Pag.: 1de2 28071 MADRID

FAX: 91349 5597/ TEL.: 91 349 53 00



Ref: 2023000095

Tk I;:::;mﬂé?mkcmma Cficina Espaitola CERTIFICACION
o TTURSNO epumeyieat - DE ASIENTOS OBRANTES EN BASE DE DATOS

21/09/2021 SOLICITUD DE TRANSFERENCIA NUM: 2021.02745
CESIONARIO: VINOS CRIA CUERVOS, S.L.

01/03/2022 PUBL. CONCESION TRANSFERENCIA NUM: 2021.02745

27/04/2023 SOLICITUD DE NULIDAD; N°REFERENCIA: NUL/0072/2023
MOTIVOS: ART.52.1; ART.6.8;
CLASES AFECTADAS: 33

12/056/2023 PUBL. TRASLADO DE SOLIC. DE NULIDAD E INICIO FASE
CONTRADICTORIA 05/05/2023

12/07/2023 ESCRITO RENUNCIA PARCIAL

12/07/2023 CONTESTACION A LA SOLICITUD DE NULIDAD CON PETICION DE PRUEBA
DE USO
ADD0B11919 M1951388

20/07/2023 PUB.ADMIS.RENUN.PARC.FEC.RES.: 13/07/2023

Y para que conste, a peticion. qql mteresado se expide la presente certificacion

en Madrid a 12 de septiembre de %@23

rﬁi N
l'l"__-,ﬁ E;.”

informacidn@ocpm.es P.% de la Castellana, 75
WWW.0ehm.es Pag.:2de2 28071 MADRID
FAX:91 349 5597 /TEL.: 91 349 53 00



Ref:2023000095

= . '\ MINISTERIO Oficina Espaiiola
Q DEINDUSTRIA, COMERCIO o Parentes v Mareas
& =
CERTIFICATION

OF ENTRIES IN THE DATABASE

M2 BELEN LUENGO GARCIA, DEPUTY ASSISTANT DIRECTOR GENERAL OF THE DEPARTMENT OF
DISTINCTIVE SIGNS OF THE SPANISH PATENT AND TRADEMARK OFFICE.

CERTIFIES: That the data and particulars of the file below are a faithful reproduction of those
contained in the electronic database (SITADEX) of this Spanish Patent and Trademark Office.

FILE: National Trademark No. 4088869 (X)
CONSULTATION OF THE SITADEX DATABASE:
Tuesday, 12 September 2023 11:11 am

ANNOTATIONS IN THE DATABASE:

FILE CONSULTED: N 4088869 (X)

BRAND PRODUCTS/SERVICES

APPLICATION SUBMISSION DATE.......:14/10/2020 AT 18:330N THE INTERNET
DATE OF SUBMISSION OF APPLICATION GRANTED..: 14/10/2020

START DATE OF 5 YEARS FOR EFFECTIVE USE (art.39 LM):29/06/2021
TYPE:........... DENOMINATIVE

CITY MADRID
PROVINCE/POSTAL CODE...: 28010 MADRID
REPRESENTATIVE : MARIANO SANTOS QUINTANA
ADDRESS PASEO DE LA CASTELLANA, 7-PL. 7
CITY MADRID
PROVINCE/CODE: 28046 MADRID
***CLASSES AND GOODS/SERVICES OR ACTIVITIES APPLIED FOR

Class 33: ALCOHOLIC BEVERAGES EXCEPT BEERS; ALCOHOLIC PREPARATIONS
FOR THE PREPARATION OF BEVERAGES.
***CLASSES AND PRODUCTS/SERVICES OR ACTIVITIES AWARDED

Class 33: CLASS LIMITED BY WAIVER A:

WINES

***PROCESSING ACTS
18/11/2020 COMMUNICATION TO PRIOR RIGHT HOLDERS (ART. 18.4 LM): N0380544
25/11/2020 PUBLICATION OF APPLICATION
28/05/2021 PUBLIC. GRANT OF F. RESOL. 21/05/2021
28/05/2021 PERSONAL REPRESENTATION
21/09/2021 TRANSFER REQUEST NO: 2021.02745
ASSIGNEE: VINOS CRIA CUERVOS, S.L.
01/03/2022 PUBL. GRANT TRANSFER NUMBER: 2021.02745



Ref:2023000095

MINISTERIO Oficina Espaiiola
DE INDUSTRIA, COMERCIO de Patentes y Marcas
Y TURISMO

S
N =

CERTIFICATION

OF ENTRIES IN THE DATABASE

27/04/2023 APPLICATION FOR ANNULMENT; REFERENCE NUMBER: NUL/0072/2023
REASONS: ART. 52.1; ART 6.8;
CLASSES AFFECTED:33
12/05/2023 PUBL. TRANSFER OF THE APPLICATION FOR ANNULMENT AND START OF THE
ADVERSARIAL PHASE (05/05/2023)
12/07/2023 PARTIAL RESIGNATION LETTER
12/07/2023 REPLY TO THE APPLICATION FOR A DECLARATION OF INVALIDITY WITH REQUEST
FOR PROOF OF USE
M1951388A000811919
20/07/2023 PUBLICATION OF ADMISSION OF PARTIAL RESIGNATION FEC. RES. 13/07/2023

And for the record, at the request of the interested party, this certificate is issued in Madrid on 12
September 2023.




Ref: 2023000094

= b g;mwm v 2 Olicine Evpoiola CERTIFICAC’ON
e e DE ASIENTOS OBRANTES EN BASE DE DATOS

'f Y TURISMO
-

DONA M? BELEN LUENGO GARCIA, SUBDIRECTORA GENERAL ADJUNTA DEL
DEPARTAMENTO DE SIGNOS DISTINTIVOS DE LA OFICINA ESPANOLA DE
PATENTES Y MARCAS.

CERTIFICA: Que los datos y particulares que a continuacion se resenan del
expediente abajo indicado son fiel reproduccién de los obrantes en la Base de Datos
electrénica (SITADEX) de esta Oficina Espafiola de Patentes y Marcas.

EXPEDIENTE: Nombre Comercial N°. 0418563 (3)

CONSULTA A BASE DE DATOS SITADEX:
martes, 12 de septiembre de 2023 11:05

ANOTACIONES OBRANTES EN LA BASE DE DATOS:

EXPEDIENTE CONSULTADO.: N 04185683 (3)

NOMBRE COMERCIAL

FECHA PRESENTACICN SOLICITUD..........: 12/08/2020 A LAS 18:04 EN INTERNET
FECHA PRESENTACION SOLICITUD OTORGADA.; 12/08/2020

FECHA INICIO PLAZO DE 5 ANOS PARA USQ EFECTIVO (art.39 LM): 30/04/2021

DENOMINACION..........
iQjo! CRIA CUERVOS
SOLICITANTE/TITULAR...: POR TRANSFERENCIA NUM.2021.02745 DE F.RESQL.22/02/2022
VINOS CRIA CUERVOS, S.L.

DOMICILIO.............. C/. FUENCARRAL, 123, 5°. B
LOCALIDAD.............. MADRID
PROVINCIA/COD.POSTAL..: 28010 MADRID
REPRESENTANTE.. MARIANO SANTOS QUINTANA
DOMICILIO........ PASEO DE LA CASTELLANA, 7-PL. 7
LOCALIDAD........ MADRID
PROVINCIA/CODIGO: 28046 MADRID
*** CLASES Y PRODUCTOS/SERVICICS O ACTIVIDADES SOLICITADOS
: Clase 33: BEBIDAS ALCOHOLICAS EXCEPTO CERVEZAS; PREPARACIONES
ALCOHOLICAS PARA ELABORAR BEBIDAS.
*** CLASES Y PRODUCTQOS/SERVICIOS O ACTIVIDADES CONCEDIDOS

Clase 33: CLASE LIMITADA POR RENUNCIA A:

VINOS

*»** ACTOS DE TRAMITACION

16/09/2020 EFECTUADO TRAM. ART.18.4 LEY SIN DETECTAR ANTERIORIDADES
RELEVANTES

23/09/2020 PUBLICACION DE SOLICITUD

29/03/2021 PUBLIC. CONCESION DE F. RESOL. 22/03/2021

28/05/2021 PERSONACION REPRESENTANTE
informacion’doepm.es P.° de [a Castellana, 75
WWW.0E[Im. es Pag.:1lde?2 28071 MADRID

FAX: 91 349 5597/ TEL.: 91 349 53 00



Ref: 2023000094

3 o CERTIFICACION
> Pl o cher¥m o DE ASIENTOS OBRANTES EN BASE DE DATOS

21/09/2021 SOLICITUD DE TRANSFERENCIA NUM: 2021.02745
CESIONARIO: VINOS CRIA CUERVOS, S.L.

01/03/2022 PUBL. CONCESION TRANSFERENCIA NUM: 2021.02745

27/04/2023 SOLICITUD DE NULIDAD; N°REFERENCIA: NUL/0071/2023
MOTIVOS: ART.52.1; ART.6.8; ART.91;
CLASES AFECTADAS: 33

12/05/2023 PUBL. TRASLADO DE SOLIC. DE NULIDAD E INICIO FASE
CONTRADICTORIA 05/05/2023

12/07/2023 ESCRITO RENUNCIA PARCIAL

12/07/2023 CONTESTACION A LA SOLICITUD DE NULIDAD CON PETICION DE PRUEBA
DE USO
M1951388 A000811919

20/07/2023 PUB.ADMIS.RENUN.PARC.FEC.RES.: 13/07/2023

Y para que conste, a peticion deJ. mteresado se expide la presente certificacion

en Madrid a 12 de septiembre de Zqu Yo

informacion/@oepimn.es P.° de la Castellana, 75
WWW.0e[im.es Pag.: 2 de 2 28071 MADRID
FAX: 91349 5597/ TEL.: 91 349 533 00



Ref:2023000094

¥ MNisTERIO Oficina Espafiola
DE INDUSTRIA, COMERCIO de Patentes y Marcas
Y TURISMO

S
) =

CERTIFICATION

OF ENTRIES IN THE DATABASE

M2 BELEN LUENGO GARCIA, DEPUTY ASSISTANT DIRECTOR GENERAL OF THE DEPARTMENT OF
DISTINCTIVE SIGNS OF THE SPANISH PATENT AND TRADEMARK OFFICE.

CERTIFIES: That the data and particulars of the file below are a faithful reproduction of those
contained in the electronic database (SITADEX) of this Spanish Patent and Trademark Office.

FILE: Trade Name No. 0418563 (3)
CONSULTATION OF THE SITADEX DATABASE:
Tuesday, 12 September 2023 11:05 am

ANNOTATIONS IN THE DATABASE:

FILE CONSULTED: NO 0418563 (3)

TRADE NAME

APPLICATION SUBMISSION DATE.......:12/08/2020 AT 18:04 ON THE INTERNET
DATE OF SUBMISSION OF APPLICATION GRANTED...: 12/08/2020

START DATE OF 5 YEARS FOR EFFECTIVE USE (art.39 LM):30/04/2021
TYPE:........... DENOMINATIVE

CITY MADRID
PROVINCE/POSTCODE: 28010 MADRID
REPRESENTATIVE : MARIANO SANTOS QUINTANA
ADDRESS PASEO DE LA CASTELLANA, 7-PL. 7
CITY MADRID
PROVINCE/CODE: 28046 MADRID
***CLASSES AND GOODS/SERVICES OR ACTIVITIES APPLIED FOR

Class 33: ALCOHOLIC BEVERAGES EXCEPT BEERS; ALCOHOLIC PREPARATIONS
FOR THE PREPARATION OF BEVERAGES.
***CLASSES AND PRODUCTS/SERVICES OR ACTIVITIES AWARDED

Class 33: CLASS LIMITED BY WAIVER TO:

WINES

***PROCESSING ACTS
16/09/2020 PROCESSED. ART. 18.4 LAW WITHOUT DETECTING RELEVANT ANTECEDENTS
23/09/2020 PUBLICATION OF APPLICATION
29/03/2021 PUBLIC. GRANT OF F. RESOL. 22/03/2021
28/05/2021 PERSONAL REPRESENTATION
21/09/2021 TRANSFER REQUEST NO: 2021.02745
ASSIGNEE: VINOS CRIA CUERVOS, S.L.
01/03/2022 PUBL. GRANT TRANSFER NUMBER: 2021.02745
27/04/2023 APPLICATION FOR NULLITY; REFERENCE NUMBER: NUL/007/2023



Ref:2023000094

i MINISTERIO Oficina Espafiola
% DE INDUSTRIA, COMERCIO de Patentes y Marcas
1 | é Y TURISMO

CERTIFICATION

OF ENTRIES IN THE DATABASE

REASONS: ART. 52.1; ART 6.8; ART 91;

CLASSES AFFECTED:33
12/05/2023 PUBL. TRANSFER OF THE APPLICATION FOR ANNULMENT AND START OF THE
ADVERSARIAL PHASE (05/05/2023)
12/07/2023 PARTIAL RESIGNATION LETTER
12/07/2023 REPLY TO THE APPLICATION FOR A DECLARATION OF INVALIDITY WITH REQUEST
FOR PROOF OF USE

M1951388 A000811919
20/07/2023 PUBLICATION OF ADMISSION OF PARTIAL RESIGNATION FEC. RES. 13/07/2023

And for the record, at the request of the interested party, this certificate is issued in Madrid on 12
September 2023.




Intellectual

Property
Office

Certified Copy

| certify that the attached is a true copy of the entry of a trade mark in the United

Kingdom register of trade marks.

Ao LoVanS

Adam Williams
Comptroller General of Patents, Designs and Trade Marks
Intellectual Property Office

Dated: 12 September 2023

Intellectual Property Office is an operating name of the Patent Office

Trade Mark No: UKO0003806343

www.ipo.gov.uk



CDiA
CUIRVOS

Trade Mark No: UK0O0003806343
Mark type: Figurative mark

Trade Mark status: Registered, CANCELLATION APPLICATION
Trade Mark type: Standard

Filing Date: 05/07/2022 Registration Date: 14/10/2022
Renewal Date: 05 July 2032

Journal First Advert
Journal Number:2022/030
Publication Date: 29/07/2022

Goods and Services List:
Class 33:
Wine.

Owner(s) Details:
VINOS CRIA CUERVOS, S.L.
Calle Fuencarral n® 123 — 5° B 28010 Madrid SPAIN

Representatives Details:
Bird & Bird LLP
12 New Fetter Lane EC4A 1JP London UNITED KINGDOM

Cancellation Application Details:

Cancellation Details

Number: CA0O00505785

Milestone: Evidence Rounds

Status: OPEN

Applicant's name: Tequila Cuervo, S.A. de C.V.
Applicant's address: Avenida Periferico Sur No. 8500
Tlaquepaque

C.P. 45601

MEXICO

Trade Mark No: UKO0003806343



