Trademark Trial and Appeal Board Electronic Filing System. htips://estta.uspto.gov

ESTTA Tracking number:
Filing date:

ESTTA1233752
09/06/2022

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Ex Parte Appeal -

90479362

Serial No.
Appellant Lam Research Corporation
Applied for mark SMART PARTS
Correspondence | DUY THAI
address DUY THAI LAW FIRM
ONE SANSOME STREET
STE. 3500
SAN FRANCISCO, CA 94104
UNITED STATES
Primary email: duy@duythai.com
Secondary email(s): duy@duythai.com, katie@duythai.com
415-296-9927
Submission Request for remand/amendment
Attachments SMART PARTS -90479362 -CL. 7-REQ FOR REMAND.pdf(197125 bytes )
Filer's name Duy Thai
Filer's emalil duy@duythai.com, katie@duythai.com
Signature /Duy Thai/
Date 09/06/2022



https://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re Application of
CERTIFICATE OF ELECTRONIC FILING

Lam Research Corporation ) ) _
I hereby certify that this document is

Ser. No.: 90479362 being filed on ESTTA on September 6,
2022.
/duy thai/

Mark: SMART PARTS Duy Thai

Trademark Examining Attorney:
Joseph P. McCarthy, Law Office 127

REQUEST FOR REMAND FOR CONSIDERATION OF (1) AMENDMENT TO
ALLEGE USE AND (2) AMENDMENT TO SUPPLEMENTAL REGISTER

Pursuant to TBMP § 1205.01(b) and TBMP § 1209.04, Applicant Lam
Research Corporation hereby requests that the Trademark Trial and Appeal Board
remand this application to the Examining Attorney for consideration of (1) an
Amendment to Allege Use and (2) an Amendment to the Supplemental Register.

Applicant has filed this Appeal in connection with a Trademark Act
Section 2(e)(1) refusal of the above captioned U.S. Trademark application.

On September 6, 2022, Applicant filed an Amendment to Allege Use
while this appeal was pending. TBMP § 1206.01. Exhibit 1.

Upon acceptance of the Allegation of Use, Applicant respectfully requests
amendment of this application to the Supplemental Register.

Good cause for this request for remand exists as follows:

1. The Examining Attorney has not had a chance to consider the

Amendment to Allege Use.



2. Upon acceptance of the Allegation of Use, the amendment to the
Supplemental Register will obviate a ground for refusal. TBMP
§1205.01(b).
For the above reasons, applicant respectfully requests that the Board grant
its request to remand this appeal to the Examining Attorney for consideration of the

amendments.

DATED: September 6, 2022
Respectfully submitted,

/Duy Thai/

Duy Thai

Attorney at Law

One Sansome Street, Ste. 3500
San Francisco, CA 94104

Tel: 415 296-9927

Fax: 415 723-7397
duy@duythai.com

Attorney for Lam Research
Corporation

2
REQUEST FOR REMAND FOR CONSIDERATION OF AMENDMENT TO ALLEGE USE AND
AMENDMENT TO SUPPLEMENTAL REGISTER
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EXHIBIT 1



Filing Receipt for Amendment to Allege Use Form
and Next Steps in the Application Process

Application serial no. 90479362.
Mark. SMART PARTS(Standard Characters, see mark).

Thank you for submitting your form to the U.S. Patent and Trademark Office (USPTO). Please read this filing receipt carefully
and keep a copy for your records. If you find an error, the After You File page gives information about correcting errors.

Next steps

1. If you also need to respond to an Office action, use the Response to Office Action form and in the Miscellaneous
Statement field state that you filed an Amendment to Allege Use form. Filing only an Amendment to Allege Use is not
considered a response to the Office action.

2. If you changed the owner name in the form, visit our page on trademark assignments and ownership.

3. Infour to five days, please confirm that we received the documents submitted with this form by checking Trad
emark Status and Document Retrieval (TSDR). If your documents do not appear in TSDR after four to five days,
please email TrademarkAssistanceCenter@uspto.gov.

4. Within one to two months, we will review your submission.

If your submission is accepted, we will send you a notice that the Amendment to Allege Use has
been accepted.

If your submission is not accepted, you will receive an Office action explaining why it was not
accepted and listing your options for responding.

5. Continue to check TSDR every three to four months for any updates to your application status until you
receive your registration certificate.

6. Keep your addresses, including email addresses, current in USPTO records using the address forms on our
website.

7. Questions? Please visit our website, email us, or call us at 1-800-786-9199 and select
option 1.

8. System experiences issues when trying to connect to message retriever

The information submitted in the form appears below:

Trademark/Service Mark Amendment to Allege Use
(15 U.S.C. Section 1051(c))

The table below presents the data as entered.

SERIAL NUMBER 90479362

LAW OFFICE ASSIGNED LAW OFFICE 127
EXTENSION OF USE NO

MARK SECTION

MARK mark


javascript:onclick=NewWD('https://tmng-al.uspto.gov/resting2/api/img/90479362/large')
https://www.uspto.gov/trademarks-application-process/filing-online/after-you-file?utm_source=teas&utm_medium=email_request_reconsider&utm_campaign=tm-filing_receipts&utm_content=after_you_file
https://www.uspto.gov/trademarks-application-process/filing-online/response-forms
https://www.uspto.gov/trademark/trademark-assignments-change-search-ownership
https://tsdr.uspto.gov/#caseNumber=90479362&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=documentSearch
https://tsdr.uspto.gov/#caseNumber=90479362&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=documentSearch
mailto:TrademarkAssistanceCenter@uspto.gov
https://tsdr.uspto.gov/#caseNumber=90479362&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch
http://www.uspto.gov/trademarks/teas/correspondence.jsp
http://www.uspto.gov/trademarks
mailto:TrademarkAssistanceCenter@uspto.gov
https://tmng-al.uspto.gov/resting2/api/img/90479362/large

LITERAL ELEMENT
STANDARD CHARACTERS
USPTO-GENERATED IMAGE

MARK STATEMENT

OWNER SECTION (current)
NAME

MAILING ADDRESS
CITY

STATE

ZIP/POSTAL CODE

STATE/COUNTRY/REGION/JURISDI
CTION/U.S. TERRITORY

EMAIL

OWNER SECTION (proposed)
NAME

MAILING ADDRESS

CITY

STATE

ZIP/POSTAL CODE

STATE/COUNTRY/REGION/JURISDI
CTION/U.S. TERRITORY

EMAIL

SMART PARTS
YES
YES

The mark consists of standard characters, without claim to any
particular font style, size or color.

Lam Research Corporation
4650 Cushing Parkway
Fremont

California

94538

United States

tra*******@lamresearch.com

Lam Research Corporation
4650 Cushing Parkway
Fremont

California

94538

United States

iplg2@lamresearch.com

CORRESPONDENCE INFORMATION (current)

NAME

PRIMARY EMAIL ADDRESS FOR
CORRESPONDENCE

SECONDARY EMAIL ADDRESS(ES)
(COURTESY COPIES)

DUY THAI

duy@duythai.com

duy@duythai.com; katie@duythai.com

CORRESPONDENCE INFORMATION (proposed)

NAME

PRIMARY EMAIL ADDRESS FOR
CORRESPONDENCE

SECONDARY EMAIL ADDRESS(ES)
(COURTESY COPIES)

DUY THAI

duy@duythai.com

duy@duythai.com; katie@duythai.com



GOODS AND/OR SERVICES SECTION
INTERNATIONAL CLASS

CURRENT IDENTIFICATION

GOODS OR SERVICES
FIRST USE ANYWHERE DATE
FIRST USE IN COMMERCE DATE

SPECIMEN FILE NAME(S)

SPECIMEN DESCRIPTION
WEBPAGE URL
WEBPAGE DATE OF ACCESS
REQUEST TO DIVIDE
PAYMENT SECTION
NUMBER OF CLASSES IN USE

SUBTOTAL AMOUNT [ALLEGATION
OF USE FEE]

TOTAL AMOUNT

SIGNATURE SECTION
DECLARATION SIGNATURE
SIGNATORY'S NAME
SIGNATORY'S POSITION

DATE SIGNED

SIGNATORY'S PHONE NUMBER
SIGNATURE METHOD

FILING INFORMATION

SUBMIT DATE

TEAS STAMP

007

Replacement components for semiconductor manufacturing
machines; Replacement components for semiconductor
substrates manufacturing machines; Replacement components
for semiconductor wafer processing equipment; Replacement
components for semiconductor wafer processing machines
KEEP ALL LISTED

08/02/2021

08/02/2021

SPN0-26001007b021ebb58cf3 40dc437631a0-20220902001 8
32380599 . Smart_Parts_Us

User Guide/manual for goods with mark affixed thereto
None Provided
None Provided

NO

100

100

/craig p. opperman/

Craig P. Opperman

Vice President and Chief Intellectual Property Officer
09/06/2022

14152969927

Sent to third party for signature

Tue Sep 06 13:38:47 ET 2022

USPTO/AAU-2600:1007:0021:
ebb5:8¢f3:40dc:4376:31a0-
20220906133848884890-9047
9362-800635fa62763c67ec8a
219ab7cedfa6729ddd5ff2ba7
12f54c3a08aaac74de8c1-CC-
38471952-2022090200183238
0599






Trademark/Service Mark Amendment to Allege Use
(15 U.S.C. Section 1051(c))
To the Commissioner for Trademarks:

MARK: SMART PARTS(Standard Characters, see https://tmng-al.uspto.gov/resting2/api/img/90479362/large)
SERIAL NUMBER: 90479362

OWNER AND/OR ENTITY INFORMATION
The owner proposes to amend the following:
Current: Lam Research Corporation, having an address of
4650 Cushing Parkway
Fremont, California 94538
United States
Email: tra*******@lamresearch.com
Proposed: Lam Research Corporation, having an address of
4650 Cushing Parkway
Fremont, California 94538
United States
Phone:
Email: iplg2@lamresearch.com

The owner is submitting the following allegation of use information:

For International Class 007:

Current identification: Replacement components for semiconductor manufacturing machines; Replacement components for
semiconductor substrates manufacturing machines; Replacement components for semiconductor wafer processing
equipment; Replacement components for semiconductor wafer processing machines

The mark is in use in commerce on or in connection with all of the goods/services, or to indicate membership in the collective
organization listed in the application or Notice of Allowance or as subsequently modified for this specific class.

The mark was first used by the applicant, or the applicant's related company, licensee, or predecessor in interest at least as
early as 08/02/2021, and first used in commerce at least as early as 08/02/2021, and is now in use in such commerce. The
applicant is submitting one specimen for the class showing the mark as used in commerce on or in connection with any item
in the class, consisting of a(n) User Guide/manual for goods with mark affixed thereto.

1 [SPN0-26001007b021ebb58cf3 40dc437631a0-202209020018 32380599_._Smart_Parts_Us er_Guide__1_.pdf ]

Webpage URL: None Provided
Webpage Date of Access: None Provided

The applicant is not filing a Request to Divide with this Allegation of Use form.

Correspondence Information (current):
DUY THAI
PRIMARY EMAIL FOR CORRESPONDENCE: duy@duythai.com
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): duy@duythai.com; katie@duythai.com

Correspondence Information (proposed):
DUY THAI
PRIMARY EMAIL FOR CORRESPONDENCE: duy@duythai.com
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): duy@duythai.com; katie@duythai.com

Requirement for Email and Electronic Filing: | understand that a valid email address must be maintained by the applicant
owner/holder and the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must
be submitted via the Trademark Electronic Application System (TEAS).



A fee payment in the amount of $100 has been submitted with the form, representing payment for the allegation of use for 1
class.

Declaration

The signatory believes that the applicant is the owner of the mark sought to be registered.

For a trademark or service mark application, the mark is in use in commerce on or in connection with all the
goods/services in the application or notice of allowance, or as subsequently modified.

For a collective trademark, collective service mark, collective membership mark application, the applicant
is exercising legitimate control over the use of the mark in commerce by members on or in connection with all the
goods/services/collective membership organization in the application or notice of allowance, or as subsequently
modified.

For a certification mark application, the applicant is exercising legitimate control over the use of the mark in
commerce by authorized users on or in connection with the all goods/services in the application or notice of
allowance, or as subsequently modified, and the applicant is not engaged in the production or marketing of the
goods/services to which the mark is applied, except to advertise or promote recognition of the certification
program or of the goods/services that meet the certification standards of the applicant.

The specimen(s) shows the mark as used on or in connection with the goods/services/collective membership
organization in commerce.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, authorized users,
members, and/or concurrent users, have the right to use the mark in commerce, either in the identical form or in
such near resemblance as to be likely, when used on or in connection with the goods/services/collective
membership organization of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the
circumstances, the allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or
both, under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the validity of the
application or submission or any registration resulting therefrom, declares that all statements made of his/her own
knowledge are true and all statements made on information and belief are believed to be true.

Signature: /craig p. opperman/ Date: 09/06/2022

Signatory's Name: Craig P. Opperman

Signatory's Position: Vice President and Chief Intellectual Property Officer

Signatory's Phone: 14152969927

Signature method: Sent to third party for signature

Thank you,

The TEAS support team

Tue Sep 06 13:38:48 ET 2022

STAMP: USPTO/AAU-2600:1007:b021:ebb5:8¢f3:40dc:4376:31a20-20220906133848884890-90479362-
800635fa62763c67ec8a219ab7cedfa6729ddd5ff2ba712f54c3a08aaac74de8c1-CC-38471952-20220902001832380599
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