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Opinion by Cataldo, Administrative Trademark Judge: 

Applicant, Urban Tower LLC, seeks registration on the Principal Register of the 

mark URBAN TOWER (in standard characters), identifying the following services: 

Antenna installation and repair in International Class 37; 

 

Internet service provider (ISP); Internet service provider services; 

Wireless broadband communication services; Wireless telephone 

telecommunications services, namely, wireless mobile telephone calling 

plans; Communication services, namely, transmission of voice, audio, 

visual images and data by telecommunications networks, wireless 

communication networks, the Internet, information services networks 

and data networks; Leasing commercial fixed wireless spectrums; 
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Providing multiple user wireless access to the Internet; 

Telecommunication services, namely, wireless telephone services; 

Telecommunications services, namely, wireless telephony and wireless 

broadband communications services for the transmission of voice and 

data in International Class 38; and 

 

Design and development of wireless communication systems for 

transmission and reception of voice, data and video in International 

Class 42.1 

 

The Trademark Examining Attorney refused registration of Applicant’s mark 

under Section 2(e)(1) of the Trademark Act, 15 U.S.C. § 1052(e)(1), on the ground that 

URBAN TOWER merely describes a function or purpose of all three classes of the 

identified services. Applicant and the Examining Attorney filed briefs.2 

I. Propriety of Refusal of Registration 

Applicant objects to the Examining Attorney’s issuance of the mere 

descriptiveness refusal of registration after previously approving its application for 

publication. Applicant argues:3 

The underlying record reveals a backwards application of USPTO 

procedure for evaluating trademark applications. Here, the trademark 

examiner prolonged and impeded the Applicant’s opportunity to 

prosecute Applicant’s trademark application by withholding details and 

materials supporting their basis for refusal. Indeed, the exchange 

between Applicant and the Examining Attorney shows that Applicant 

                                            
1 Application Serial No. 90464116 was filed on January 13, 2021, under Section 1(b) of the 

Trademark Act, 15 U.S.C. § 1051(b), based upon Applicant’s allegation of a bona fide intent 

to use the mark in commerce in connection with all classes of services. 

 
2 All citations to documents contained in the Trademark Status and Document Retrieval 

(TSDR) database are to the downloadable .pdf versions of the documents in the USPTO TSDR 

Case Viewer. See, e.g., In re Peace Love World Live, LLC, 127 USPQ2d 1400, 1402 n.4 (TTAB 

2018). References to the briefs on appeal refer to the Board’s TTABVUE docket system. 

Before the TTABVUE designation is the docket entry number; and after this designation are 

the page references, if applicable. 

3 10 TTABVUE 6-10 (Applicant’s brief; emphasis supplied by Applicant). 
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had very little to respond to up until most recently. Applicant 

respectfully requests the Board to consider this appeal in view of the 

Examining Attorney’s incomplete examination of Applicant’s Mark 

during each turn of an office action as detailed below. … 

 

On July 27, 2021, the Examining Attorney issued the first Office 

Action (the “First Office Action”). Notably the First Office Action does 

not raise a refusal based on mere descriptiveness. Instead, the First 

Office Action is a narrow request for more information. 

 

Critically, “[t]he initial examination of an application by the examining 

attorney must be a complete examination.” TMEP § 704.01. Indeed, 

“[t]he examining attorney’s first Office action must be complete, so the 

applicant will be advised of all requirements for amendment and 

grounds for refusal.” Id. Importantly, “[e]very effort should be made 

to avoid piecemeal prosecution, because it prolongs the time needed 

to dispose of an application.” Id. 

 

Again, “[i]t is the policy of the USPTO to conduct a complete examination 

upon initial review of an application by an examining attorney and to 

issue all possible refusals and requirements in the first Office action.” 

TMEP § 706.01. 
 

Applicant essentially argues that the Examining Attorney failed to raise the mere 

descriptiveness refusal in her initial Office Action; failed to adequately address 

Applicant’s arguments against the refusal of registration in its responses to the 

subsequent Office Actions; and failed to provide evidence in support of the refusal of 

registration until late in the prosecution of the involved application, hindering 

Applicant’s ability to respond. 

With regard to the Trademark Examining Operation’s (TMEO) prosecution of the 

involved application, we note that trademark rights are not static, and that 

registrability must be determined on the basis of the facts and evidence in the record 

at the time registration is sought. See, e.g., In re Chippendales USA Inc., 622 F.3d 

1346, 96 USPQ2d 1681, 1686 (Fed. Cir. 2010). While the examination of this 
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application may not be a model of expediency, we see no significant deviation from 

acceptable standard practice and procedure on the Examining Attorney’s part. See 

generally Trademark Manual of Examining Procedure (TMEP) § 1209.01 (July 2022) 

and authorities cited therein. Simply put, the Examining Attorney is required to issue 

all refusals and requirements pertaining to an application, including any not raised 

in the initial Office Action. In addition, Applicant was afforded opportunities to 

respond to the refusal of registration as set forth in the Examining Attorney’s Office 

Actions. 

We recognize Applicant’s frustration, and construe its remarks regarding 

examination irregularities as amplifications of its arguments as to why it views the 

refusal to register as erroneous; thus, we have considered these remarks to that 

extent. 

I. Mere Descriptiveness 

In the absence of acquired distinctiveness,4 Section 2(e)(1) of the Trademark Act 

prohibits registration on the Principal Register of “a mark which, (1) when used on 

or in connection with the goods [or services] of the applicant is merely descriptive . . . 

of them.” 15 U.S.C. § 1052(e)(1). A term is “merely descriptive” within the meaning 

of Section 2(e)(1) if it “immediately conveys knowledge of a quality, feature, function, 

or characteristic of the goods or services with which it is used.” In re Chamber of 

Commerce of the U.S., 675 F.3d 1297, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) 

                                            
4 Applicant has not made a claim of acquired distinctiveness. Accordingly, the question of 

whether Applicant’s URBAN TOWER mark has acquired distinctiveness under Trademark 

Act Section 2(f), 15 U.S.C. § 1052(f), is not before us.  
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(quoting In re Bayer AG, 488 F.3d 960, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); see 

also In re TriVita, Inc., 783 F.3d 872, 114 USPQ2d 1574, 1575 (Fed. Cir. 2015); In re 

Gyulay, 820 F.2d 1216, 3 USPQ2d 1009, 1009 (Fed. Cir. 1987). “On the other hand, if 

one must exercise mature thought or follow a multi-stage reasoning process in order 

to determine what product or service characteristics the term indicates, the term is 

suggestive rather than merely descriptive.” In re Tennis in the Round, Inc., 199 USPQ 

496, 498 (TTAB 1978); see also In re Gyulay, 3 USPQ2d at 1009. 

A term need only describe a single feature or attribute of the identified services to 

be descriptive. In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57 USPQ2d 

1807, 1812 (Fed. Cir. 2001). Whether a mark is merely descriptive cannot be 

determined in the abstract or on the basis of guesswork. Descriptiveness must be 

evaluated “in relation to the particular [services] for which registration is sought, the 

context in which it is being used, and the possible significance that the term would 

have to the average purchaser of the [services] because of the manner of its use or 

intended use.” Chamber of Commerce of the U.S., 102 USPQ2d at 1219 (quoting In re 

Bayer AG, 82 USPQ2d at 1831). 

The question is not whether a purchaser could guess the nature of the services 

from the mark alone. Rather, we evaluate whether someone who knows what the 

services are will understand the mark to convey information about them. DuoProSS 

Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 103 USPQ2d 1753, 1757 

(Fed. Cir. 2012); In re Tower Tech Inc., 64 USPQ2d 1314, 1316-17 (TTAB 2002). To 

be merely descriptive, a term must forthwith convey an immediate idea of a quality, 
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feature, function, or characteristic of the relevant services with a “degree of 

particularity.” The Goodyear Tire & Rubber Co. v. Cont’l Gen. Tire, Inc., 70 USPQ2d 

1067, 1069 (TTAB 2008) (citing In re TMS Corp. of the Americas, 200 USPQ 57, 59 

(TTAB 1978) and In re Entenmann’s Inc., 15 USPQ2d 1750, 1751 (TTAB 1990)). 

In her brief,5 the Examining Attorney argues: 

Applicant’s applied-for mark, URBAN TOWER, is descriptive of the 

services under §2(e)(1) of the Trademark Act, 15 U.S.C. §1052(e)(1) 

because it describes a feature and function of the applicant’s services, 

namely, that the services are located in URBAN areas and the services 

function as TOWERS. 

  

In support of this contention, the Examining Attorney introduced into the record 

with her February 8, 2022 non-final Office Action6 and September 28, 2022 Denial of 

Applicant’s second Request for Reconsideration7 definitions, including the following, 

of terms comprising and related to the mark: 

URBAN – “of, relating to, or located in a city, characteristic of the city or city life;” 

TELECOMMUNICATION TOWER – “all types of towers including but not limited 

to: a monopole; tripole; lattice tower; guyed tower; self-supported tower; pole; mast; 

or other structure, which are used to support one or more telecommunication 

antennae for the purpose of radio telecommunications and which may be located at 

ground level or on the roof of a building and may include an equipment shelter 

                                            
5 12 TTABVUE 4 (Examining Attorney’s brief). 

6 At 4, 9-11. 

7 At 11. 
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containing electronic equipment and which is not staffed on a permanent basis and 

only requires periodic maintenance;” 

WIRELESS COMMUNICATION TOWER – “any structure built for the sole or 

primary purpose of supporting one or more FCC licensed or authorized antennas and 

their associated facilities, including structures that are constructed for wireless 

communications services.” 

Applicant introduced into the record with its June 14, 2022 Request for 

Reconsideration8 the following definitions of terms comprising the mark: 

URBAN – “of, relating to, characteristic of, or constituting a city.” 

TOWER – “a building or structure typically higher than its diameter and relative 

to its surroundings that may stand apart or be attached to a larger structure and that 

may be fully walled in or of skeleton framework (such as an observation or 

transmission tower).” 

In further support of her contentions, the Examining Attorney introduced into the 

record with February 8, 2022 non-final Office Action,9 July 13, 2022 Denial of 

Applicant’s first Request for Reconsideration10 and September 28, 2022 Denial of 

Applicant’s second Request for Reconsideration,11 screenshots, excerpted below, from 

informational and commercial websites from  utilizing the terms “URBAN” and 

“TOWER” in the context of various aspects of telecommunications: 

                                            
8 At 64-69, 85. 

9 At 6-8. 

10 At 23-49. 

11 At 11. 
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The Examining Attorney also introduced with her July 13, 2022 Denial of 

Applicant’s first Request for Reconsideration12 and September 28, 2022 Denial of 

Applicant’s second Request for Reconsideration13 copies of eight third-party 

registrations identifying a wide variety of goods and services in which the term 

URBAN or TOWER is disclaimed. 

Applicant essentially argues that its URBAN TOWER mark only suggests a 

function, feature or characteristic of its services. As discussed above, in her July 27, 

                                            
12 At 5-22, 50-52. 

13 At 68-73. 
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2021 first Office Action14 the Examining Attorney requested the following 

information: 

(1)  Explain whether the wording “TOWER” in the mark has any meaning or 

significance in the trade or industry in which applicant’s goods are 

manufactured or provided, any meaning or significance as applied to 

applicant’s goods, or if such wording is a term of art within applicant’s 

industry.  

  

(2)  Respond to the following questions:  

            

Do the applicant’s services involve communications TOWERS? 

 

In its December 6, 2021 response,15 Applicant submitted the following: 

 

In further support of its position, Applicant introduced into the record with its 

June 14, 2022 first Request for Reconsideration16 and August 30, 2022 second 

                                            
14 At 1. 

15 At 4. 

16 At 20-56; 78-83, 100-122. 
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Request for Reconsideration17 copies of twelve third-party registrations for URBAN 

and TOWER formative marks issued to different entities and identifying a variety of 

goods and services, and screenshots from third-party websites showing uses of 

URBAN TOWER unrelated to its services. 

We further note that the Examining Attorney introduced multiple copies of 

evidence. The Board has long discouraged this practice. Virtual Independent 

Paralegals, 2019 USPQ2d 111512, at *1. Submitting evidence more than once does 

not increase its probative value and, instead, undermines the effective presentation 

of the issues involved in the case, hinders the Board’s review of the record, and 

ultimately delays issuance of a final decision. Id. (“[M]ultiple submissions of the same 

evidence can cause confusion in reviewing the record and unnecessary delay in 

issuing a final decision. If evidence that purportedly is the same is presented more 

than once, the Board must compare all versions of the evidence to confirm that it is, 

in fact, identical. This is not an appropriate use of the Board’s limited resources.”). 

The Examining Attorney’s evidence, excerpted above, includes only six third-party 

uses of the term URBAN TOWER, one use of “urban cell tower” and one use of 

“backup for urban and remote cell towers” in informational and commercial websites 

discussing cellular towers located in cities versus rural areas. These website excerpts 

suggest that URBAN TOWER has some significance in the context of cellular 

communications towers located in urban areas. However, the evidence of record, 

consisting of dictionary definitions of the terms comprising the mark and pages from 

                                            
17 At 13-15. 
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the above internet websites, falls short of demonstrating that URBAN TOWER 

merely describes a function, feature or characteristic of Applicant’s various 

telecommunications services, antenna installation and repair, and design and 

development of wireless communications systems with the required degree of 

particularity.  

We acknowledge that the evidence shows six instances of various aspects of 

cellular communications towers located in cities referred to generally as URBAN 

TOWER(S). However, we agree with Applicant that the Examining Attorney’s 

evidence is insufficient to show that URBAN TOWER merely describes a particular 

function or feature of Applicant’s services. At least one, if not two of the online articles 

are technical in nature and there is no indication regarding the extent of their 

circulation or readership, even among telecommunications professionals who might 

be the purchasers or end users of the identified services. Further, it is impossible from 

the evidentiary record to determine whether use of URBAN TOWER simply 

represents use of the term in context, or indicates use of the term to describe some 

particular aspect of Applicant’s services. On this record, URBAN TOWER is, at worst, 

a suggestive term in all of the articles in which it appears although, as noted above, 

the term may be descriptive of cellular communications towers located in cities and 

urban centers. As a result, the Examining Attorney’s slim record evidence fails to 

demonstrate that URBAN TOWER describes a significant feature, aspect or 

characteristic of the recited services or their purpose such that the mark as a whole 

may be merely descriptive of thereof. To the extent that Applicant’s services may be 
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used, inter alia, to create and maintain a substitute for a cellular communication 

tower in an urban setting, imagination or additional thought is required upon viewing 

URBAN TOWER to reach that conclusion. See, e.g.,  In re George Weston Ltd.,  228 

USPQ 57 (TTAB 1985) (SPEEDI BAKE for frozen dough found to fall within the 

category of suggestive marks because it only vaguely suggests a desirable 

characteristic of frozen dough, namely, that it quickly and easily may be baked into 

bread) 

With regard to the third-party registrations introduced into the record by 

Applicant and the Examining Attorney, as is often noted by the Board and the courts, 

each case must be decided on its own merits. See In re Nett Designs Inc., 236 F.3d 

1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001); see also In re Kent-Gamebore Corp., 59 

USPQ2d 1373 (TTAB 2001); In re Wilson, 57 USPQ2d 1863 (TTAB 2001). This 

evidence nonetheless suggests that, based upon the evidentiary records presented in 

the underlying applications, the marks and services identified thereby were allowed 

to register without resort to disclaimer of the terms URBAN or TOWER, or resort to 

a showing of acquired distinctiveness under Trademark Act Section 2(f) in some 

cases, and not in others when identifying a variety of goods and services. However, 

these registrations are not dispositive on the issue under appeal herein. 

Finally, to the extent that any “doubts exist as to whether [the] term is descriptive 

as applied to the . . . [services] for which registration is sought, it is the practice of 

this Board to resolve doubts in favor of the applicant and pass the mark to publication 

with the knowledge that a competitor of applicant can come forth and initiate an 
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opposition proceeding in which a more complete record can be established.” In re 

Stroh Brewery Co., 34 USPQ2d 1796, 1797 (TTAB 1994); see also In re Merrill Lynch, 

Pierce, Fenner, and Smith Inc., 828 F.3d 1567, 4 USPQ2d 1141, 1144 (Fed. Cir. 

1987) (citing In re Gourmet Bakers, Inc., 173 USPQ 565 (TTAB 1972)).” 

Decision: The refusal to register Applicant’s mark under Section 2(e)(1) on the 

basis that the mark URBAN TOWER is merely descriptive of the identified services 

is reversed. 


