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SUBSEQUENT FINAL OFFICE ACTION

Issuedate: September 5, 2025

I ntroduction
This Office Action isin response to applicant’s communication filed on August 4, 2025.

In a previous Office Actiondated February 3, 2025, the trademark examining attorney refused
registration of the applied-for mark based on the following: Trademark Act Section 1, 2, 3, and 45 as
the proposed mark is used in connection with unregistrable activities. In addition, applicant was
required to satisfy the following requirements: provide information about the services and provide an
acceptable verified substitute specimen.

The trademark examining attorney maintains and now makes FINAL the refusal(s) and/or
requirement(s) in the summary of issues below. See 37 C.F.R. 8§2.63(b); TMEP §8714.04.


mailto:uspto@ferencelaw.com
mailto:tmng.notices@uspto.gov
mailto:uspto@ferencelaw.com
mailto:tmng.notices@uspto.gov

SUMMARY OF ISSUESMADE FINAL:

I. Refusal—Sections 1, 2, 3, and 45, Activities are Not Registrable Services
[1. Requirement to Provide Information about the Services
[11. Insufficient Specimen

For the reasons set forth below, the refusal is now made FINAL under Trademark Act Sections 23(c)
and 45 for failure to function as a service mark. See 15 U.S.C. §81051-1053, 1091(c), 1127; 37 C.F.R.
§2.63(b). In addition, the following requirement are now made FINAL: respond to the requirement to
provide information about the services and provide an acceptable verified substitute specimen. See 37
C.F.R. 82.63(b).

|.REFUSAL—SECTIONS 1, 2, 3, AND 45, ACTIVITIES ARE NOT REGISTRABLE
SERVICES

Registration is refused because the activities recited in the identification of services, when viewed in
conjunction with the specimen, are not registrable services as contemplated by the Trademark Act.
Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. 881051-1053, 1127; see TMEP 88904.07(b),
1301.01 et seq.

The activities set forth as services in an application are reviewed using the following criteria to
determine whether they constitute registrable services:

(1) A serviceisareal activity, not an idea, concept, process, or system.
(2 A serviceis performed primarily for the benefit of someone other than the applicant.

(3 A service is an activity that is sufficiently separate and qualitatively different from an
applicant’s principal activity, i.e., it cannot be an activity that is merely incidental or necessary to an
applicant’ s larger business.

TMEP 81301.01(a); see In re Dr Pepper Co., 836 F.2d 508, 509-510, 5 USPQ2d 1207, 1208-1209
(Fed. Cir. 1987); In re Canadian Pac. Ltd., 754 F.2d 992, 994-95, 224 USPQ 971, 973 (Fed. Cir.
1985); In re Landmark Commc’'ns, Inc., 204 U.S.P.Q. 692, 695 (TTAB 1979).

In this case, the description set forth in the identification of servicesis as follows:

Class 40: Manufacturing services for others in the field of manufacturing chemicals for use in
the manufacture of organic light emitting devices and other organic electronic devices

As detailed in TMEP section 1301.01(a)(ii), “to be a service, an activity must be primarily for the
benefit of someone other than the applicant,” and section 1301.01(a)(iii) provides that an activity must
be “sufficiently separate from an applicant’s principal activity to constitute a service,” and “an activity
that is normally expected or routinely done in connection with sale of a product or another
serviceis not a registrable service,” TMEP § 1301.01(a)(iii). While an advertising agency provides a
service when it promotes the goods or services of its clients, a company that promotes the sale of its
own goods or services is doing so for its own benefit rather than rendering a service for others. Seeln
re Restonic Corp., 189 U.S.P.Q. 248, 249 (TTAB 1975) (phrase used merely to advertise goods



manufactured and sold by applicant's franchisees did not serve as mark to identify franchising services);
In re Reichhold Chems,, Inc., 167 USPQ 376, 377 (TTAB 1970) (technical bulletins and data sheets on
which mark was used merely to advertise chemicals did not show use as service mark for consulting
services).

The specimen suggests the proposed mark is used in connection with goods, specifically, PLASMON
PHOLED material manufactured by the applicant. Not only does the specimen show the proposed mark
Is used in connection with a good, rather than a service, the specimen indicates any manufacturing of
plasmon pholed material is performed for the benefit of the applicant instead of a third-party as the
applicant is manufacturing its own plasmon pholed material. Moreover, the attached evidence from the
applicant's website indicates the applicant manufactures its own plasmon pholed
materials. See February 3, 2025 Office Action, TSDR p. 7-16. In fact, Janice DuFour, the applicant's
GM Universa PHOLED material sales business V.P. of Technology Commercialization, states, "With
our strong, longstanding, partner at PPG Industries, who is our exclusive supplier of our OLED
materials, we work rapidly to bring that new material from R&D to full scale commercialization with a
process that can ensure high quality, consistent, supply to our customers.” Id at 9. at Y ouTube video at
3:27. Because the specimen and cited evidence shows the applicant is manufacturing its own plasmon
pholed material, the clauses identified above are unregistrable activities under Sections 1, 2, 3, and 45
of the Trademark Act.

Applicant' Arguments

The applicant argues this refusal should be withdrawn because its services are are provided through
licensing and/or business relationships for its proprietary technologies. Whether the applicant has
licensing or business relationships for its goods does not establish the applicant is providing
manufacturing services for the benefit of a third-party. Because a licensing or business relationship for
its goods does not establish the applicant is providing manufacturing services for the benefit of athird-
party, the specimen and the image provided by the applicant in its August 2025 Response shows the
applicant is manufacturing its own plasmon pholed materials, and the applicant states in its August
2025 Response that it provides its own materials to its licensees/business partners, the applicant is not
providing the Class 40 services to and for the benefit of a third-party. Thus, the Sections 1, 2, and 45
Failure to Function, Activities, Refusal isnow FINAL.

1. REQUIREMENT TO PROVIDE INFORMATION ABOUT THE SERVICES

The applicant did not directly respond to this requirement. Therefore, the requirement to provide
information about the servicesis now FINAL.

To permit proper examination of the application, applicant must submit additional information about
applicant’s services. See 37 C.F.R. §2.61(b); TMEP 8814. The required information should include fact
sheets, brochures, and/or advertisements. If these materials are unavailable, applicant should submit
similar documentation for services of the same type, explaining how its own services will differ. If the
services feature new technology and no information regarding competing services is available,
applicant must provide a detailed factual description of the services. The applicant must answer the
following interrogatories:

Does the applicant manufacture its own plasmon pholed material ?
Please provide photographs of the plasmon pholed material inside the brown bottle featured in the
specimen.



Please describe the composition of the plasmon pholed material inside the brown bottle featured in the
specimen.

Does the applicant manufacture plasmon pholed for the benefit of third parties?

If the applicant manufactures plasmon pholed for the benefit of third parties, please provide, in detail,
how the applicant provides the services to third parties.

Factual information about the services must clearly indicate what the services are and how they are
rendered, their salient features, and their prospective customers and channels of trade. Conclusory
statements regarding the services will not satisfy this requirement for information.

If applicant submits webpage evidence to satisfy this requirement, applicant must provide (1) an image
of the webpage, (2) the date it was accessed or printed, and (3) the complete URL address. In re ADCO
Indus.-Techs., L.P., 2020 USPQ2d 53786, at *2 (TTAB 2020) (citing In re I-Coat Co., 126 USPQ2d
1730, 1733 (TTAB 2018)); TMEP 8§710.01(b). Providing only a website address or hyperlink to the
webpage is not sufficient to make the materials of record. In re ADCO Indus.-Techs., L.P., 2020
USPQ2d 53786, at *2 (citing In re Olin Corp., 124 USPQ2d 1327, 1331 n.15 (TTAB 2017); Inre HSB
Solomon Assocs,, LLC, 102 USPQ2d 1269, 1274 (TTAB 2012); TBMP §1208.03); TMEP §814.

Applicant has a duty to respond directly and completely to this requirement for information. See In re
Ocean Tech., Inc., 2019 USPQ2d 450686, at *2 (TTAB 2019) (citing In re AOP LLC, 107 USPQ2d
1644, 1651 (TTAB 2013)); TMEP 8814. Failure to comply with a requirement for information is an
independent ground for refusing registration. In re SCPA Holding SA, 2021 USPQ2d 613, a *6
(TTAB 2021) (citing In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI
P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814).

1. INSUFFICIENT SPECIMEN

Applicant was previoudy refused registration in International Class 40 because the specimen failed to
establish a direct association between the mark and the clause in Class 40. Response options for
overcoming that refusal, if any, were set forth in the prior Office action. The applicant chose to not
submit a substitute specimen.

Therefore, the refusal to register the applied-for mark in International Class40 is now made final
because applicant failed to provide evidence of use of the applied-for mark in commerce. 15 U.S.C.
881051, 1127; 37 C.F.R. 882.56(a), 2.63(b); TMEP 88904, 904.07, 1301.04(g)(i).

Specimen does not show direct association between mark and services. Registration is refused
because the specimen does not show a direct association between the mark and the services and fails to
show the applied-for mark as actually used in commerce with the identified services in International
Class40. Trademark Act Sections 1 and 45, 15 U.S.C. 881051, 1127; 37 C.F.R. 882.34(a)(1)(iv),
2.56(a), (b)(2); TMEP 88904, 904.07(a), 1301.04(f)(ii), (g)(i). An application based on Trademark Act
Section 1(a) must include a specimen showing the applied-for mark as actually used in commerce for
each international class of services identified in the application or amendment to allege use. 15 U.S.C.
81051(a)(1); 37 C.F.R. 882.34(a)(1)(iv), 2.56(a); TMEP 88904, 904.07(a).

When determining whether a mark is used in connection with the services in the application, a key
consideration is the perception of the user. In re JobDiva, Inc., 843 F.3d 936, 942 (Fed. Cir. 2016)
(citing Lens.com, Inc. v. 1-800 Contacts, Inc., 686 F.3d 1376, 1381-82 (Fed Cir. 2012)). A specimen
must show the mark used in a way that would create in the minds of potential consumers a sufficient



nexus or direct association between the mark and the services being offered. See37 C.F.R.
82.56(b)(2); In re Universal Oil Prods. Co., 476 F.2d 653, 655 (C.C.P.A. 1973); TMEP
81301.04(f)(ii).

For specimens showing the mark used in advertising the identified services, a direct association
between the mark and services is established when the specimen (1) explicitly references the services
and (2) shows the mark used to identify the services and their source. In re Weiss, Ser. No.
88621608, 2024 TTAB LEXIS 277, at *12 (2024); (quoting In re WAY Media, LLC, Ser. No.
86325739, 2016 TTAB LEXIS 201, at *4-5 (2016)); TMEP 81301.04(f)(ii). The services need not be
specified word for word on the specimen; but “a sufficient reference to the services themselves or a
general reference to the trade, industry, or field of use is required.” TMEP 81301.04(f)(ii); see In re
Pitney Bowes, Inc., Ser. No. 86502157, 2018 TTAB LEXIS 2, a *8-10 (2018); In re Florists
Transworld Delivery, Inc., Ser. No. 85164876, 2016 TTAB LEXIS 192, at *13-14 (2016); In re Ralph
Mantia Inc., Ser. No. 74657328, 2000 TTAB LEXIS 62, at *5 (2000).

Specimens showing the mark used in rendering the identified services need not explicitly refer to those
services to establish the required direct association, but “there must be something which creates in the
mind of the purchaser an association between the mark and the service activity.” In re Weiss, 2024
TTAB LEXIS 277, at *12-13 (quoting In re Johnson Controls, Inc., Ser. No. 74195251, 1994 TTAB
LEXIS 25, at *7 (1994)).

In the present case, the specimen does not show a direct association between the mark and services in
that the specimen does not reference any service. Because the specimen does not reference any service,
the specimen does not show a direct association between the mark and the services identified in the
application.

Applicant's Arguments

For the reasons given above, the licensing and/or business relationships for the applicant's goods do not
establish the proposed mark is used in connection with the clause in Class 40.

Examples of specimens. Specimens for services must show a direct association between the mark and
the services and include: (1) copies of advertising and marketing material, (2) a photograph of business
signage or billboards, or (3) materials showing the mark in the sale, rendering, or advertising of the
services. See 37 C.F.R. 82.56(b)(2), (c); TMEP 81301.04(a), (h)(iv)(C). Any webpage printout or
screenshot submitted as a specimen must include the webpage’'s URL and the date it was accessed or
printed on the specimen itself, within the electronic form that submits the specimen, or in a verified
statement under 37 C.F.R. 82.20 or 28 U.S.C. 81746 in a later-filed response. See 37 C.F.R. 82.56(C);
TMEP §8904.03(i), 1301.04(a).

Response options. Applicant may respond to this refusal by satisfying one of the following for each
applicable international class:

Submit a different specimen (a verified “substitute” specimen) that (a) was in actua use in
commerce at least as early as the filing date of the application or prior to the filing of an
amendment to alege use and (b) shows the mark in actual use in commerce for the services
identified in the application or amendment to allege use. A “verified substitute specimen” is a
specimen that is accompanied by the following statement made in a signed affidavit or supported
by a declaration under 37 C.F.R. 82.20: “The substitute (or new, or originally submitted, if
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appropriate) specimen(s) was/were in use in commerce at least as early as the filing date of the
application or prior to the filing of the amendment to allege use.” The substitute specimen
cannot be accepted without this statement.

For an overview of the response options referenced above and instructions on how to satisfy these
options using the electronic response form, see the Specimen webpage.

RESPONSE TO A FINAL ACTION

Applicant may respond to this final Office action by providing one or both of the following:

Q) A request for reconsideration that fully resolves all outstanding requirements and
refusals; and/or

(2 An appeal to the Trademark Trial and Appeal Board with the required filing fees.
TMEP 8§715.01; see 37 C.F.R. 82.63(b)(1)-(2).

Response deadline. File arequest for reconsideration of thisfinal Office action and/or atimely appeal
to the Trademark Trial and Appeal Board (TTAB) within three months of the “Issue date” below to
avoid abandonment of the application. Review the Office action and respond using one of the links
below to the appropriate electronic formsin the “How to respond” section below.

Request an extension. For a fee, applicant may reguest one three-month extension of the response
deadline prior to filing a response and/or an appeal. The request must be filed within three months of
the “Issue date” below. If the extension request is granted, the USPTO must receive applicant’s
response and/or appeal within six months of the “Issue date” to avoid abandonment of the application.

How to respond. File a request form for reconsideration of this final Office action that fully
resolves all outstanding requirements and/or refusals and/or file a timely appeal form to the
Trademark Trial and Appeal Board with the required fee(s). Alternatively, applicant may file a
request form for an extension of timeto file a response for afee.

/Ryan Cianci/

Ryan Cianci

Examining Attorney
LO116--LAW OFFICE 116
(571) 270-3721
Ryan.Cianci@USPTO.GOV

RESPONSE GUIDANCE

* Missing deadline to responding to this letter will cause the application to abandon. A
response, appeal, or extension request must be received by the USPTO before 11:59 p.m.
Eastern Time of the last day of the response deadline. Trademark Electronic Application System
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(TEAS) and Electronic System for Trademark Trials and Appeals (ESTTA) system availability
could affect an applicant’s ability to timely respond. For help resolving technical issues with
TEAS, email TEAS@uspto.gov.

Responses signed by an unauthorized party are not accepted and can cause the application to
abandon. If applicant does not have an attorney, the response must be signed by the individual
applicant, al joint applicants, or someone with legal authority to bind a juristic applicant. If
applicant has an attorney, the response must be signed by the attorney.

If needed, find contact information for the supervisor of the office or unit listed in the
signature block.
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United States Patent and Trademark Office (USPTO)
USPTO OFFICIAL NOTICE

Office Action (Official Letter) hasissued
on September 5, 2025 for
U.S. Trademark Application Serial No. 90357339

A USPTO examining attorney has reviewed your trademark application and issued an Office
action. Y ou must respond to this Office action to avoid your application abandoning. Follow
the steps below.

(1) Read the Office action. Thisemail isNOT the Office action.

(2) Respond to the Office action by the deadline using the USPTO electronic filing
system. Y our response or appeal, if applicable, must be received by the USPTO on or before
11:59 p.m. Eastern Time of the last day of the response period. Otherwise, your application
will be abandoned. See the Office action itself regarding how to respond.

(3) Direct general questions about using USPTO electronic forms, the USPTO website, the
application process, the status of your application, and whether there are outstanding deadlines
to the Trademark Assistance Center (TAC).

After reading the Office action, address any question(s) regarding the specific content to the
USPTO examining attorney identified in the Office action.

GENERAL GUIDANCE

» Check the status of your application periodically in the Trademark Status &
Document Retrieval (TSDR) database to avoid missing critical deadlines.

» Update your correspondence email addressto ensure you receive important USPTO
notices about your application.

» Bewareof trademark-related scams. Protect yourself from people and companies that
may try to take financial advantage of you. Private companies may call you and pretend
to be the USPTO or may send you communications that resemble official USPTO
documentsto trick you. We will never request your credit card number or social security
number over the phone. Verify the correspondence originated from us by using your
serial number in our database, TSDR, to confirm that it appears under the “ Documents”
tab, or contact the Trademark Assistance Center.

» HiringaU.S-licensed attorney. If you do not have an attorney and are not required to
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have one under the trademark rules, we encourage you to hire aU.S.-licensed attorney
specializing in trademark law to help guide you through the registration process. The
USPTO examining attorney is not your attorney and cannot give you legal advice, but
rather works for and represents the USPTO in trademark matters.



