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DESCRIPTION OF THE RECORD

Applicant filed the Application on September 4, 2020, seeking registration on
the Principal Register for the mark MAVERICK in standard characters in connection with
“Skis; Ski binding; Ski poles” in Class 28.

On January 12, 2021, the Examining Attorney issued a Non-Final Office Action
(“the First Office Action”), refusing registration under Trademark Act § 2(d), 15 U.S.C.
§1052(d) on the ground that Applicant’s mark is so similar to a registered mark that it is likely
consumers would be confused, mistaken, or deceived as to the commercial source of the goods
of the parties.

Applicant filed a response (“the First OA Response”) on June 7, 2021, in which
Applicant offered arguments and evidence against the refusal.

On July 7, 2021, the Examining Attorney issued a Final Office Action (the Final
Office Action”) regarding the refusal under Trademark Act § 2(d), 15 U.S.C. §1052(d).

On October 27, 2021, Applicant appealed the refusal to register the mark. 1

TTABVUE. The appeal was acknowledged and instituted the same day. 2 & 3 TTABVUE.

SUMMARY OF EVIDENCE

A. Evidence Offered by Examining Attorney
1. Office Action of January 12, 2021.
e Registration Certificate for Reg. No. 3957994
e Registration Certificate for Reg. No. 0608371

e Registration Certificate for Reg. No. 5115896



e Screenshots from online retailers
2. Final Office Action of July 7, 2021
e Screenshots from online retailers
B. Evidence Offered by Applicant
1. Office Action Response of June 7, 2021
2. Screenshots of USPTO.gov, Trademark Electronic Search System

Searches

STATEMENT OF THE ISSUE

The issue on appeal is whether the Examining Attorney erred in refusing the
present Application under Trademark Act § 2(d), 15 U.S.C. §1052(d) with respect to U.S.

Registration Nos. 0608371 and 5115896.



ARGUMENT

Applicant, Atomic Austria GmbH, hereby respectfully appeals the Examining
Attorney’s refusal to register Applicant’s standard character, word only MAVERICK mark in
Application Serial No. 90/159,452 (“the Application”). The Examining Attorney has refused
registration of Applicant’s mark on the grounds that Applicant’s mark, MAVERICK, directed
to skis, ski bindings and ski poles in International Class 28 is so similar to two registered
trademarks of Wrangler Apparel Corp. for the mark MAVERICK directed toward jeans,
bottoms, jackets, pants shirts and tops in International Class 25 that it is likely consumers
would be confused, mistaken, or deceived as to the commercial source of the goods of the
parties, pursuant to Trademark Act § 2(d), 15 U.S.C. § 1052(d). Applicant respectfully
disagrees. Applicant respectfully requests that the Board reverse the statutory refusal pursuant

to Trademark Act Section 2(d), and allow the Application to proceed to publication.

Whether a likelihood of confusion exists is a question of law, based on
underlying factual determinations. Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d
1261, 1265 (Fed. Cir. 2002). Each likelihood of confusion trademark case must be determined
on its own facts. Inre N.A.D. Inc., 754 F.2d 996, 998 (Fed. Cir. 1985). The factors to be
considered in determining whether there is a likelihood of confusion between two marks are set
forth in In re E.I. DuPont DeNemours & Co., 476 ¥.2d 1357, 1361 (C.C.P.A. 1973). These
factors include:

1. the similarity or dissimilarity and nature of the goods or services as

described in an application or registration or in connection with which a
prior mark is in use;

A the similarity or dissimilarity of established, likely-to-continue trade
channels; and



3, the conditions under which and buyers to whom sales are made, i.e.,
impulse vs. careful, sophisticated purchasing; and

4. the number of nature of similar marks in use on similar goods.
Id. Any one of the DuPont factors can be enough to show that there is no likelihood of
confusion. Id. at 1361-62. Not all of the DuPont factors are relevant to every case, and only

factors of significance to the particular mark need be considered. In re Mighty Leaf Tea, 601

F.3d 1342, 1346 (Fed. Cir. 2010).

The similarity or dissimilarity and nature of the goods factor considers whether
the consuming public may perceive, with respect to the respective goods of the parties, as
related enough to cause confusion about the source or origin of the goods. Hewlett-Packard,
281 F.3d at 1267. The mere fact that goods are used together does not, on its own, show
relatedness. Packard Press, Inc. v. Hewlett-Packard Co., 227 F.3d 1353, 1358 (Fed. Cir.
2000). The question that must be considered is whether the goods are so related that they are
likely to be connected in the mind of a prospective purchaser. PC Club v. Primex

Technologies, Inc., 32 Fed. Appx. 576, 578 (Fed. Cir. 2002).

The mere purchase of the goods and services of both parties by the same
institution does not, by itself, establish similarity of trade channels or overlap of customers.
Astra Pharmaceutical Prods. v. Beckman Instruments, 718 F.2d 1201, 1206 (1* Cir., 1983).
“We are not concerned with theoretical possibilities of confusion, deception, or mistake or with
de minimus situations but with the practicalities of the commercial world, with which the

trademark laws deal.” Electronic Design & Sales, Inc. v. Electronic Data Systems Corp., 954



F.2d 713, 717 (Fed. Cir. 1992) (quoting Witco Chem. Co. v. Whitfield Chem. Co., 418 F.2d

1403, 1405 (CCPA 1969)).

“IB]ecause the marks are used on goods that are ‘quite different’ and sold to
different, discriminating customers, there is no likelihood of confusion even though both
parties used the identical mark.” Dynamics Research Corp. v. Langenau Mfg. Co., 704 F.2d
1575, 1576 (Fed. Cir. 1983). Where the purchasers are the same, their sophistication is
important and often dispositive because sophisticated consumers may be expected to exercise
greater care. Pignons S.A. de Mecanique de Precision v. Polaroid Corp., 657 F.2d 482,489 (1%
Cir. 1981). There is always less likelihood of confusion where goods are expensive and

purchased after careful consideration. Astra, 718 F.2d at 1206.

Determining that a mark is weak suggests that consumer confusion is unlikely.
PC Club, 32 Fed. Appx. at 579. Evidence of third party usage of similar marks on similar
goods is relevant to show that the mark is relatively weak and entitled to a narrower scope of

protection. Id. at 580.

Applicant respectfully submits that no likelihood of confusion exists between
the Applicant’s mark and the cited marks, Registration Nos. 0608371 and 5115896 (“the Cited
Registrations”), and Applicant respectfully requests that the refusal to register the mark be
removed. All four of the listed DuPont factors indicate the absence of a likelihood of

confusion.



1. The Dissimilarity And Nature Of The Goods Indicate the Absence of
a Likelihood of Confusion between Applicant’s Mark and the Cited
Registrations.

No likelihood of confusion exists between the Applicant’s mark and the mark of

the Cited Registrations because the marks are directed toward entirely different goods.

Applicant’s mark is directed toward “Skis; Ski bindings; Ski poles” in

International Class 28.

In contrast, the goods of the Cited Registrations include “MEN’S AND BOY’
JEANS AND MEN’S SHIRTS” for Registration No. 0608371, and “Bottoms; jackets; jeans;
pants; shirts; tops” for Registration No. 5115896. Both of the Cited Registations are owned by

Wrangler Apparel Corp, and are directed towards goods in International Class 25.

The similarity or dissimilarity and nature of the goods factor considers whether
the consuming public may perceive, with respect to the respective goods of the parties, as
related enough to cause confusion about the source or origin of the goods. Hewlett-Packard,
281 F.3d at 1267. The mere fact that goods are used together does not, on its own, show

relatedness. Packard Press, Inc., 227 F.3d at 1358.

Here, clear and significant differences exist between the goods of the
Applicant’s mark and the goods of the Cited Registrations. The goods are different in
character, material, size, and function. Applicant’s goods are directed toward skis, ski
bindings, and ski poles in International Class 28, which have unique and highly specific

shapes, sizes and functions.



In contrast, the goods of the Cited Registrations are jeans and other related
apparel items in International Class 25. Jeans and other apparel items are owned by, and worn
casually, by most people. Jeans are not worn for sporting activities. Skiers do not wear jeans
because jeans are not water proof and become wet if worn while skiing. Jeans and other
apparel items have no relationship or commonality with skis, ski bindings or ski poles. The
jeans and other apparel items of the Cited Registrations are not specific to any sport or any

specific use.

The listed goods are entirely different and they address different consumer
needs. The listed goods are listed in separate classes, serve entirely different functions and are
intended to be used by different consumers. The numerous differences in the goods described

above demonstrate the absence of a likelihood of confusion between the goods.

2, The Dissimilarity of Established, Likely-to-Continue Trade
Channels Indicate an Absence of a Likelihood of Confusion.

The channels of trade of the goods of the Applicant’s mark and the goods of the
cited mark are different indicating an absence of a likelihood of confusion. The Applicant’s
mark relates to goods that are different from the goods of the cited mark, and these different
goods are distributed, marketed, displayed and sold often in entirely different trade channels,
often by completely different distributors, retail stores, or in completely separate locations

within larger retail stores or websites.

In the instant case, skis, ski bindings and ski poles are typically sold in sporting
goods stores, ski sports specialty shops, and ski sports specific retailers, including on-line ski

and winter sports retailers and sporting goods stores. The apparel sold in ski shops is generally



ski apparel, and does not include jeans. Ski equipment and jeans do not have overlapping trade

channels for ski enthusiast. See, for example, www.quora.com/why-is-it-considered-not-ok-to-

wear-jeans-while-skiing.

Purchasing ski equipment also typically involves specialized ski sales
personnel, which further reduces any likelihood of confusion between skis, ski bindings and ski
poles, and jeans and other related apparel. Skis, ski bindings and ski poles are typically
purchased in association with personal professional assistance by ski sales professionals,
and/or by using the skis, ski bindings and/or ski poles prior to completing the purchase. Many
ski consumers rely on the feel, specifications and appearance of the skis before making a
purchase. The sport of skiing includes inherent risks, and it is important for ski consumers to
select the skis that best fit their needs. Skis and ski bindings are critical to most skiers’
experience, satisfaction and performance of the sport of skiing. It is very common for skiers to
have a significant connection with their skis. In contrast, most people own jeans and related

apparel items, and they are sold at many retail stores. The trade channels are vastly different.

The Examining Attorney references the goods of the Application and the Cited
Registrations being sold in large retail stores and websites. It is well established that products
are not deemed to be related goods by nature of their capability of being sold in the same
markets (i.e., the “modern supermarket”). In re August Storck KG, 218 U.S.P.Q. 823, 825
(T.T.A.B. 1983) (finding that candy on the one hand and a beef and vegetable protein mix on
the other are quite different). The fact that some ski retailers also sell jackets and pants relating
to skiing does means that jeans and the related goods of the Cited Registrations would be sold

in the same areas of such stores.



As mentioned above, jeans are neither waterproof nor water-resistant. They
care heavy and cold when wet. Jeans can freeze becoming solid and inflexible. Jeans can also
stick to chairlift seats when frozen. The fact that a general sporting goods store may carry
some skis and some jeans or other related apparel items does not negate the fact that skis are

sold as a specialty item in a ski store or a ski section of a general sporting goods store.

The mere purchase of the goods and services of both parties by the same
institution does not, by itself, establish similarity of trade channels or overlap of customers.
Astra Pharmaceutical Prods., 718 F.2d at 1206. Further, skis, ski bindings and ski poles
require typically require fitting and specific adjustment by trained sales professionals for the
skier using the skis. Although some very large sporting goods retailers may sell both skis, and
shirts, jackets and pants, the fact that the goods may be sold in the same sporting goods retail

store does not mean that the goods share the same trade channels.

The dissimilarity of the channels of trade of the goods of the Applicant’s mark
and the goods of the cited mark strongly indicate the absence of a likelihood of confusion

between the Applicant’s mark and the cited mark.

3. The Conditions Under Which, And Buyers To Whom, Sales Are
Made, L.E., Impulse Vs. Careful, Sophisticated Purchasing Strongly
Indicate an Absence of a Likelihood of Confusion.

The amount of care taken by a typical purchaser when purchasing skis, ski
bindings and ski poles compared to purchasing jeans and related apparel is significantly
different, and strongly indicates an absence of a likelihood of confusion between the

Applicant’s mark and the mark of the Cited Registrations. Courts have found less likelihood of

10



confusion where goods are purchased after careful consideration. Pignons S.A. de Mecanique
de Precision, 657 F.2d at 489.

Skiing is a unique and very specific sports activity. Skis are very unique and
readily recognized by most consumers. Skiing requires the acquisition or development of
specific skills, appropriate weather conditions, and mountains or hills of sufficient height and
contour to allow for skiing. Skis and ski bindings are generally quite expensive. Skis and ski
binding have varied specifications which are almost always customized or selected for each
individual skier. Skiing can also be a difficult sport to learn and to become proficient in. It is
important for skis, ski bindings and ski poles to be properly sized and adjusted for a skier’s
skill level, size and intended use. Skiers necessarily spend a significant time considering their
skis and ski binding purchases before making them, often with professional assistance. Skiers
are highly sophisticated purchasers. Skiers are very particular about the type of the equipment

they use so that they can improve their performance and enjoyment of skiing.

In contrast, jeans and related apparel items are generally lower cost commodity

items that typically involve little consideration before purchase.

“[Blecause the marks are used on goods that are ‘quite different’ and sold to
different, discriminating customers, there is no likelihood of confusion even though both
parties used the identical mark.” Dynamics Research Corp. 704 F.2d at 1576. Where the
purchasers are the same, their sophistication is important and often dispositive because
sophisticated consumers may be expected to exercise greater care. Pignons S.A. de Mecanique

de Precision, 657 F.2d at 489. There is always less likelihood of confusion where goods are

11



expensive and purchased after careful consideration. Astra Pharmaceutical Prods., 718 F.2d at

1206.

Here, the difference in the amount of consideration could not be greater. No
skier is confusing their ski, ski bindings or ski poles with jeans or another apparel item. It is
simply unreasonable to suggest that a skier who is carefully considering a the purchase of a
skis and ski binding that best fit his or her needs is going to be confused about the source of the

skis, ski bindings or ski poles that he or she is purchasing.

This increased level of consideration and discretion exercised by purchaser of
skis, ski binding and ski poles v. jeans and related apparel items strongly indicates the absence

of a likelihood of confusion between the Applicant’s mark and the cited marks.

4. The Number and Nature of Similar Marks In Use on Similar Goods
Indicates the Lack of a Likelihood of Confusion.

Evidence of third party usage of similar marks on similar goods is relevant to
show that the mark is relatively weak and entitled to a narrower scope of protection. PC Club,
32 Fed. Appx. at 580. The USPTO Trademark Electronic Search System (TESS) identifies
that the Principal Register includes 224 active U.S. Trademark Registrations, and 86 pending
trademark applications, that include the word MAVERICK. See, Attachment A. 75 of the 224
active U.S. Trademark Registrations, that include MAVERICK, utilize MAVERICK as the full
mark. See, Attachment B. The Principal Register includes 34 active Trademark Registrations
in International Class 25, and 9 active Trademark Registrations in International Class 28, that

include the word MAVERICK. See, Attachment C.

12



The over 250 U.S. Trademark Registrations co-exist and include the word,
MAVERICK, on the Principal Register. It is unreasonable to conclude that the present
Application somehow will cause consumer confusion with the Cited Registrations, when over
30 registrations already exist in the marketplace for goods in the same class as the Cited
Registrations, International Class 25, while Applicant’s goods reside in a different class, Class
28. The high number of similar marks on similar goods on the Principal Register strongly
indicates that the mark MAVERICK is relatively weak and entitled to a narrower scope of

protection.
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