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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of: Wave Neuroscience, Inc. [Law Office: 114
Serial No:. 88/796115 Examining Attorney: Regina C. Hines
Filed: February 13,2020

Mark: WAVE NEUROSCIENCE

APPLICANT’S REPLY BRIEF

In reply to the brief of the Examining Attorney filed on March 26, 2021, for which the
period for reply ends on April 15, 2021, Applicant requests reversal of the refusal to register and

publication of the application.

L. Discussion

A. The Examining Attorney Has Attempted to Enter New Evidence

In the issued office actions and Reconsideration Letter, the Examining Attorney included
several dictionary definitions for the term WAVE in an effort to show that the mark is
descriptive of Applicant’s goods and services, even though the term is not descriptive of the
same. Through several mental leaps and thought processes, the Examining Attorney tried to use
these definitions to show that the term WAVE somehow describes the relevant goods and
services. Among those definitions was one from Merriam Webster Online, Retrieved May 8,

2020 from https://www.merriamwebster.com/dictionary/wave,' which defines WAVE as “a

!'See Outgoing First Office Action dated May 12, 2020, page 8.
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https://www.merriamwebster.com/dictionary/wave

disturbance or variation that travels through medium; Energy is transferred by a wave from one
region of the medium to another without causing any permanent displacement of the medium; a
disturbance or variation that transfers energy progressively from point to point in a medium and
that may take the form of an elastic deformation or of a variation of pressure, electric or
magnetic intensity, electric potential, or temperature; a rolling or undulatory movement or one of
a series of such movements passing along a surface or through the air.”?

Knowing that the above definition does not show that the term WAVE is descriptive of
Applicant’s goods and services without several mental leaps and a complicated thought process,
and having basically relied on this definition to make the refusal, the Examining Attorney is now
trying to improperly introduce new evidence through the submission of an additional dictionary
definition from an online medical dictionary. This new dictionary definition is referenced in the
Examiner’s Statement in footnotes 4, 5 and 7. In addition, the Examining Attorney has requested
that the TTAB take judicial notice of the same.

37 C.F.R. §2.142(d) states that “[t]he record in the application should be complete prior to
the filing of an appeal. Evidence should not be filed with the Board after the filing of a notice of
appeal. If the appellant or the examining attorney desires to introduce additional evidence after
an appeal is filed, the appellant or the examining attorney should submit a request to the Board to
suspend the appeal and to remand the application for further examination.”

In this case, the Examining Attorney did not request remand to submit this new evidence. In
addition, Applicant had no notice of the definition and was unable to present any evidence to
rebut the claim or address the definition in any manner during the course of prosecution of the

application. Thus, the new definition submitted with the Examining Attorney’s brief was not a

2ld.
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part of the record at the time of appeal. As such, Applicant respectfully requests that the Board
not consider the new definition as submitted.

The Examining Attorney has also requested that the Board take judicial notice of the new
definition that it has submitted. The Board takes judicial notice of online dictionaries that are
available in printed format or have regular fixed editions. See In re Hotels.com L.P., 87 USPQ2d
1100, 1103 (TTAB 2008); and In re Red Bull GmbH, 78 USPQ2d 1375, 1377 (TTAB 2006).
There is no evidence that the definition provided by the Examining Attorney is from a reference
work that is available in a printed format, or that it is from a publication that has a regular fixed
edition. In addition, there is no evidence to show whether such information is accurate or up to
date or taken from an outdated publication as there is no manner in which to confirm that the
publication is even in print. Since it is unclear whether the source material is available in a
printed format or has a regular fixed edition, it would be improper for the Board to take judicial
notice of the same. TBMP §1208.04 (““The Board will not take judicial notice of dictionary
definitions if it is not clear what the source of the material is.”). Therefore, Applicant
respectfully requests that the Board not take judicial notice of the new evidence that was

presented, especially since such new evidence, as indicated above, is inadmissible.

B. The Term WAVE Is Not Descriptive of Applicant’s Goods/Services

As previously stated, the term WAVE is not descriptive of Applicant’s goods or services.
Contrary to the Examining Attorney’s unsupported assertions, the terms BRAINWAVE and
WAVE are not interchangeable, and do not have the same meaning. The term WAVE has
myriad definitions, most of which have nothing to do with Applicant’s goods and services.
Moreover, even the definitions provided by the Examiner in the previous office actions,

Reconsideration Letter and Examiner’s Statement require several mental steps and a leap of
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imagination in order to draw a conclusion that the term WAVE has anything to do with
Applicant’s goods and services.

The term WAVE is seen as the movement of the water in an ocean or a body of water. That
is what comes to the mind of a consumer upon seeing Applicant’s Mark. Applicant’s Mark does
not bring “BRAINWAVE” to the mind of a consumer as this term simply is not used to replace
the term WAVE. Applicant’s goods and services have nothing to do with “waves”. The entire
crux of the Examining Attorney’s conclusion is that the term “wave” is “used to describe some
of the specific types of brainwaves recognized in the field of Neuroscience.”* But no evidence
was ever provided to show that the term WAVE is used to describe a BRAINWAVE or that use
of WAVE by itself has the same meaning as BRAINWAVE. The terms are simply not used to
refer to one another and consumers would not recognize the term WAVE as being used in this
manner. The conclusion of the Examining Attorney is simply incorrect.

The Examining Attorney also states that Applicant’s geographical location is irrelevant when
reviewing the mark as the only thing to be considered are the goods and services. This is
incorrect. Applicant’s geographical location is relevant to an analysis of the mark. Part of an
analysis of descriptiveness is the commercial impression of the mark and the context in which
the mark is used or intended to be used, as well as the possible significance of the mark on the
average purchaser of the goods or services in the marketplace. See In re Chamber of Commerce,
675 F.3d at 1300, 102 USPQ2d at 1219; In re Bayer, 488 F.3d at 964, 82 USPQ2d at 1831; In re
Nett Designs, Inc., 236 F.3d 1339, 1342 (Fed. Cir. 2001); In re Omaha Nat’l Corp., 819 F.2d
1117, 2 USPQ2d 1859 (Fed. Cir. 1987); In re Abcor Dev. Corp., 588 F.2d 811, 200 USPQ 215

(C.C.P.A. 1978); In re Datapipe, Inc., 111 USPQ2d 1330 (TTAB 2014).

3 Examiner’s Statement, page 7.
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Here, consumers will view Applicant’s goods and services in the context of Applicant’s
location. Applicant is located in Newport Beach. Any consumer will recognize that the term
WAVE, when used by a business located in Newport Beach, a very famous beach destination, is
a reference to the ocean. As such, in the context in which the mark is used, consumers will
recognize the significance of use of the term WAVE by Applicant, meaning the waves of an
ocean and nothing more.

Moreover, suggestive marks require thought, imagination, or perception to reach a
conclusion as to the nature of the goods and services. See In re George Weston Ltd., 228 USPQ
57 (TTAB 1985); In re The Noble Co., 225 USPQ 749 (TTAB 1985); In re Pennwalt Corp., 173
USPQ 317 (TTAB 1972). Consumers viewing Applicant’s mark will consider not only the
Applicant’s goods and services but the location where Applicant provides such goods and
services as this affects the possible significance of the mark on the average purchaser of the
goods or services in the marketplace.

In addition, the double entendre as used by Applicant, cannot and should not be ignored. By
definition, a double entendre is an “association that the public would make fairly readily, and
must be readily apparent from the mark itself.” TBMP §1213.05(c) (Emphasis in original). In re
Tea and Sympathy, Inc., 88 USPQ2d 1062 (TTAB 2008) (holding THE FARMACY registrable
for retail store services featuring natural herbs and organic products and related health and
information services relating to dietary supplements and nutrition); In re Simmons Co., 189
USPQ 352 (TTAB 1976) (THE HARD LINE for mattresses and bed springs); In re Del. Punch
Co., 186 USPQ 63 (TTAB 1975) (THE SOFT PUNCH for noncarbonated soft drink); In re
National Tea Co., 144 USPQ 286 (TTAB 1965) (NO BONES ABOUT IT for fresh pre-cooked

ham). Applicant’s mark clearly uses the term WAVE. Members of the public will clearly
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associate such use of the term with Applicant’s location, Newport Beach, near the ocean which
has waves. As such, the association that the public would make between the term WAVE, which
is used in the mark, and Applicant, is readily apparent from the mark itself.

Based on the above, the term WAVE is not descriptive of Applicant’s goods or services such
that the mark WAVE NEUROSCIENCE as a whole cannot be considered to be merely
descriptive.

C. Examining Attorney’s Evidence Does Not Establish Use of the Composite Mark to

Identify a Specific Feature, Quality or Characteristic

The Examining Attorney has not shown that WAVE is a descriptive term when used in
connection with Applicant’s goods and services. When viewing WAVE NEUROSCIENCE as a
composite mark (as the mark is seen by consumers), it also does not immediately convey
information about a feature or characteristic, because the composite term is too vague to convey
specific information.

The only articles and evidence that the Examining Attorney has presented to show that the
term WAVE is descriptive actually only reference the term BRAINWAVE, or the whole terms
“gamma wave,” “beta wave,” etc. There is no evidence that shows that the term WAVE by itself
is descriptive or is used instead of BRAINWAVE. There is also no evidence to show that a
consumer viewing the term WAVE would automatically associate it with “gamma wave,” “beta
wave,” etc. The terms simply do not have the same meaning. The Examining Attorney also
presented many definitions of the term WAVE which have no meaning or significance when
used with Applicant’s goods and services at all.

Moreover, the Examining Attorney argues that “it is not required to show that the wording

describes the ‘full scope and extent’ of applicant’s goods services” and then goes on to state that
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the evidence of record details “alpha waves, delta waves, infra-low waves, theta wave and beta
waves,” and that “wave” describes the brainwaves that the purpose, function, use and feature of
the goods and services are predicated upon.” There are so many mental steps taken in the
Examining Attorney’s analysis that it is clear that even the Examining Attorney is struggling to
conclude and find that the term WAVE is descriptive of Applicant’s goods and services. A
consumer seeing the term WAVE does not automatically associate the term with “alpha wave” or
“gamma wave” or “theta wave,” etc. That would only occur after several mental thought steps or
a leap of imagination are made. This clearly shows that the term WAVE is suggestive, not
descriptive. Moreover, the Examining Attorney’s conclusion that WAVE describes
BRAINWAVE is completely unsupported and no evidence has been provided to show this.
Therefore, the term WAVE simply is not descriptive of Applicant’s goods and services.

Applicant has provided substantial evidence that the mark WAVE NEUROSCIENCE is not
descriptive of Applicant’s goods and services. At a minimum, the record clearly shows that the
terms WAVE and BRAINWAVE are not synonymous or interchangeable and that the term

WAVE is not descriptive of Applicant’s goods and services.

IL. Conclusion
For the foregoing reasons, Applicant respectfully requests reversal of the Section 2(e)(1)

refusal and approval of the application for publication.
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