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APPLICANT’S REPLY BRIEF

Filed: November 14, 2019

Applicant ACT, Inc. (“Applicant” or “ACT”) submits its reply brief in this matter.
I. IT WAS ERROR TO DENY REGISTRATION BASED ON APPLICANT’S SPECIMENS

“A certification mark specimen must show how a party other than the owner actually uses the mark”
in commerce to certify the “quality, accuracy, or other characteristics of such person’s goods or
services . . .” 37 C.F.R. § 2.56(b)(5); TMEP § 1306.01. ACT’s specimens of record meet this requirement.
They include publications promoting recognition of the certification program and services, as well as
personal resumes demonstrating how authorized individuals in the workforce use the PLATINUM, GOLD,
SILVER, and BRONZE marks, (“Applicant’s Marks”), in commerce in connection with their labor services
in the specified industries. See, e.g., Ex. A to Applicant’s Br., 4 TTABVUE 28-30; Ex. B-C to Applicant’s
May 3, 2021 Response to Office Action (“ROA”) for GOLD; Ex. D-E to ACT’s June 12, 2020 ROA for
GOLD. The Applications claim services as contemplated under the Trademark Act.

A. The Underlying Activities are Services

The Examiner claims that Applicant’s Marks are not certification marks because Applicant merely
“provides standardized tests for skills such as math, reading, and graphic literacy, and provides a rating
based on the test scores.” Examiner’s Brief (“EB”), 8 TTABVUE 10. As an initial matter, this is a veiled

attack on Applicant’s Certification Statement and identification of services, both of which were previously



approved in response to prior Office Actions, as outlined extensively in briefs pending before the Board.'

Nevertheless, the Examiner draws the following conclusions: (1) “[t]he skills being tested are not
specifically designed for any particular occupation” and as a result Applicant is “not certifying that the
person certified possesses characteristics or qualifications that are specifically required or designed to be
able to perform the applied-for services”; and (2) because Applicant “is not certifying the quality or
characteristic of any good or service . . . [and] is simply providing an indicator of fundamental skills test
results[,]” use of Applicant’s Marks is analogous to diplomas and not a certification mark. Id, citing In re
University of Mississippi. The argument is circuitous, unsupported by legal authority and flawed.

That a certification exam assesses skills required to perform various labor services is not dispositive
of whether a service is registrable, as demonstrated by “the certification examination conducted by
applicant” in The Council on Certification of Nurse Anesthetists case, which “covers the areas of ‘Basic
Sciences,” ‘Equipment, instrumentation, and technology,” ‘Basic principles of anesthesia,” ‘Advanced
principles of anesthesia,” and ‘Professional issues,”” 85 U.S.P.Q.2D (BNA) 1403, 1410 (T.T.A.B. 2007),
all of which surely assess skills relevant to the nursing services at issue. Similarly, in In re Nat’l Inst. for
Auto. Serv. Excellence, the Board noted that “applicant’s certification program ... tests ‘at a high level of
competency, based on difficult, meaningful tests of mechanics’ skill and knowledge.’” 218 U.S.P.Q. (BNA)
744, 746 (T.T.A.B. 1983). The Board found “In our opinion, applicant’s design mark, when used by an
automotive mechanic certified by applicant, serves to certify a characteristic of the automotive repair
services performed by him, namely, that the services are being performed by a person who meets certain
standards and tests of competency set by applicant, an indication that the services may be of better quality

than automotive repair services performed by a person who has not been certified by applicant.” /d. The

! The certification statement states: “The certification mark, as used by persons authorized by the certifier,
certifies that the services are being performed by a person who meets certain standards and measures of
competency set by certifier relating to necessary foundational skills to meet the needs of the employer with
respect to reading, math and graphic literacy.” Two Examiners are involved in the prosecution of the
Applications. The Examiner who approved Applicant’s Certification Statement and identification of
services for the Applications was Kyle Aurand, and not Julie Choe, who is currently assigned to the
Applications.



Board noted that: “Applicant’s design mark, which is used to certify that the labor was performed by a
person meeting certain standards of competency set by applicant, is in our opinion an equally valid type of
certification mark and is equally entitled to registration.” Id. at 747. The same is true here as demonstrated
by the record evidence — Applicant’s Marks are used to certify that the “labor [of the user] [wa]s performed
by a person meeting certain standards of competency set by the applicant,” id, and they are “equally”
entitled to registration.

The Examiner’s reliance on /n re University is misplaced. There, the Board found that the
University applicant was using the mark as a “service mark identifying and distinguishing applicant’s [own]
educational services,” and not as a certification of quality or characteristic of the services of others, which
is “mutually exclusive.” In re University of Mississippi, 1 U.S.P.Q.2d (BNA) 1909, 1910-11 (T.T.A.B.
1987). The function of the mark (a seal) on the diploma was “to make that document official.” Id. at 1911.
In contrast, here, the BRONZE, SILVER, GOLD and PLATINUM certificates are not used to identify
ACT’s services or to make any ACT documents “official.” ACT does not advertise its college and career
readiness education, testing and related workforce assessment services under the BRONZE, SILVER,
GOLD or PLATINUM marks. Rather, individuals in the workforce use Applicant’s Marks, which certify
to companies seeking job candidates that such individuals’ work and labor services meet the standards for
a particular ACT-profiled position in the relevant industries. Such use is far from that of a seal signifying
that an individual has satisfied the standards required under applicant’s own services as in In re University.
That Applicant’s services address the needs of several industries as identified in the Applications does not
strip the marks of their certification status. In light of the foregoing, Applicant’s Marks are used and
recognized as certification marks by thousands of job candidates and companies who seek ACT’s testing
and profiling services to assess the needs for particular job positions pursuant to the PLATINUM, GOLD,
SILVER, and BRONZE levels.

B. The Specimens Demonstrate Use of the Applied-for Services

Examiner argues that “[i]n the present case, the specimens do not show use in a manner that the

purchasing public would recognize the applied-for marks as certification marks for the identified services.”



EB, 8 TTABVUE 10. However, this plainly disregards the significant evidence on the record establishing
otherwise. ACT provided evidence demonstrating that the purchasing public — individuals in the workforce
and nearly 27,000 employers who participate in the Work Ready Communities — recognize Applicant’s
Marks as certifying that an individual’s labor or work meets certain standards within the identified
categories specified in the Applications. See, e.g., Ex. B to Applicant’s May 3, 2021 ROA for GOLD, TSDR
pp. 3-4.% Specifically, the evidence submitted in ACT’s May 3, 2021 ROA states that “26,555 Employers
recognize the ACT® WorkKeys® NCRC®” bearing the subject marks. /d. Employers can also “Verify a
Certificate” by entering an individual’s “Certificate ID” into the portal. /d. Employer job postings further
show that the employers recognize Applicant’s Marks as certification of the quality or characteristics with
which the employee will provide the services required for the jobs that have been profiled.

Examiner argues that the specimens of record fail to demonstrate that the marks are used in
connection with the applied-for services, but rather show that Applicant’s use is akin to a title or degree.
EB, 8 TTABVUE 13. For the reasons provided above, that is demonstrably false. An academic degree or
diploma indicates that a student met requirements established by an academic institution. It does not certify
employment services, or that a person has characteristics to be successful at any particular job. The
WorkKeys system assesses skills and profiles for specific jobs to determine the skills and level of skills
required. This case is distinguishable from In re Institute of Certified Professional Business Consultants,
216 U.S.P.Q. (BNA) 338 (T.T.A.B. 1982) or In re National Association of Purchasing Management, where
“the only evidence of such use ... [was] business cards . . . on which the acronym appears following the
name of the person appearing on each card.” 228 U.S.P.Q. (BNA) 768, 769 (T.T.A.B. 1986). Nor are the
marks at issue here descriptive titles such as “PROFESSIONAL LEGAL SECRETARY,” (EB, 8
TTABVUE 12 (citing In re National Association of Legal Secretaries, 221 U.S.P.Q. (BNA) 50 (T.T.A.B.
1983)) or used merely on a letterhead such as “CERTIFIED PROFESSIONAL PHOTOGRAPHER?” rather

than in the sale or advertising of photography services rendered by that person. In re Professional

2 All citations to the TSDR record refer to the documents in .pdf format. TBMP § 1203.01.



Photographers of Ohio, Inc., 149 U.S.P.Q. (BNA) 857 (T.T.A.B. 1966). Here, the specimens show use of
the mark on the certificates, instructional materials, employer job postings, and resumes in which job

applicants advertise their relevant labor services to employers. An example is shown below:

José Armando Hernandez Saavedra
Electronics Engineer

Twelve years experience on information technology infrastructure. Competencies cover
network interconnection equipment, data servers and end user personal computers hardware
and software, and the security of all mentioned issues.

Education
El Salvador Equivalent Degree for U.S. Bachelor of Sciences on Electronics Engineering.

Personal abilities related to working performance:

+ Full Spanish Language Domain.

e Structured Wiring Expert.

e United States permission to work (Green Card holder).
« Silver Level National Career Readiness Certificate.

See Ex. H to June 22, 2020 ROA for SILVER .

Examiner argues the resume specimens do not show certification mark use because “there is
nothing in the resumes to indicate what specific services of the individual are being certified” (EB, 8
TTABVUE 14). However, Applicant’s evidence including the above example satisfies the specimen
requirement for a certification mark, namely, use in commerce by an authorized user to reflect certification
“that the performer meets certain standards.” TMEP § 1306.01. The evidence demonstrates that the
purchasing public recognizes that the services offered are employment services for the occupations profiled
through the ACT job profile service. In the above case, that is for an Architectural Technician position that
is encompassed in Applicant’s services “in the nature of . . . architecture.” See also Applicant’s
November 14, 2019 Statement of Use, TSDR p. 14 (LinkedIn profile advertising GOLD certification and
seeking administrative and office clerical position).

Examiner claims that the following type of evidence was present in /n re Council on Certification
of Nurse Anesthetists, 85 U.S.P.Q.2d (BNA) at 1410, but not this case: “certification certificate and
brochures bearing the certification mark, both of which are displayed by certified nurses at their places of
business, as well as, literature about the requirements that are specifically designed for nurse anesthetists

for certification that are made available to the public.” EB, 8 TTABVUE 11. Similar evidence is part of the



record here as well. The record includes certificates bearing the certification mark (see November 14, 2019
Specimens for BRONZE, SILVER, GOLD and PLATINUM) as well as information regarding the
requirements, which are publicly available. See Ex. C to June 22, 2020 and May 3, 2021 ROAs for
BRONZE; June 22, 2020 and May 3, 2021 ROAs for SILVER; June 12, 2020 and May 3, 2021 ROAs for
GOLD; and June 23, 2020 and May 3, 2021 ROAs for PLATINUM. Where the certified nurses displayed
their certificate bearing the mark at their places of business to the purchasers of those services, here, the
certified individuals display their marks on their advertising material (i.e., their resume) to purchasers of
their labor services (i.e., the employers). This information is also posted publicly, for example, on LinkedIn.
See November 14, 2019 Specimens for BRONZE, SILVER, GOLD and PLATINUM; Exs. D, E and G to
June 22, 2020 ROA for BRONZE; Exs. D, E, G and H to June 22, 2020 ROA for SILVER; Ex. D to June
12, 2020 ROA for GOLD; Exs. D, E and G to June 23, 2020 ROA for PLATINUM,; and Exs. D and E to
May 3, 2021 ROAs for BRONZE, SILVER, GOLD, and PLATINUM .

Finally, Applicant respectfully requests that the Board consider Applicant’s exhibits and other
evidence on the record aside from those submitted on November 14, 2019 for the Applications to assess
use of Applicant’s Marks as certification marks. The Examiner never provided Applicant with the option
of submitting substitute specimens in response to the specimen refusal as required under the TMEP for
certification mark applications. TMEP § 904.07(a) (“[T]he examining attorney must indicate that
registration is refused because the applicant has not provided evidence of use of the applied-for mark in
commerce . . . The examining attorney must also require the applicant to submit a substitute specimen and,
if necessary, a supporting affidavit or declaration[.]”) Instead, the Examiner simply refused Applicant’s
specimens on the basis that the services identified in the Applications did not constitute a “service” under
the Trademark Act because an employer could not purchase services from an employee. See, e.g., June 8§,
2021 Final Office Action and November 2, 2020 Non-final Office Action for GOLD. Accordingly,
Applicant respectfully requests that the Board consider Exhibit G to Applicant’s June 16, 2020 ROA for
GOLD showing State of Alaska’s use, namely, advertising the services associated with Applicant’s Marks

as well as any other exhibits properly made of record on appeal.



II. THE APPLICATIONS CLAIM SERVICES CONTEMPLATED BY THE TRADEMARK ACT

Applicant has demonstrated in its Appeal Brief that the applied-for services under Applicant’s
Marks constitute a registrable service under the three-prong criteria. However, Applicant briefly addresses
specific points raised in the Examiner’s Brief as follows.

A. Applicant’s Services Are Real Activities

Examiner argues that Applicant’s specimens and the evidence show that the applied-for services of
the Applications are “fundamental skills” rather than registrable services. As provided above, Applicant’s
Marks do not function like a diploma, title, or degree and its specimens of record show that job seekers use
Applicant’s Marks in connection with their labor services in the relevant categories identified. These
designations, BRONZE, SILVER, GOLD and PLATINUM, when used by a job applicant, certify that the
job applicant has the skills necessary for jobs that require the relevant designation, as determined by the
employer during the job profiling process.

Here, the services identified in the application are labor services provided by a job applicant to a
company seeking a candidate that meets certain standards for a particular role. The Examiner’s own

evidence supports that the underlying activities are services. Examiner attached a Wikipedia definition of

“Employment,” which is described as ““a relationship between two parties regulating the provision of paid

labour services. ... Employees work in return for wages.... An employee contributes labor and expertise

to an endeavor of an employer or of a person conducting a business or undertaking...and is usually hired

to perform specific duties which are packaged into a job.” EB, 8 TTABVUE 23-24. The Board in /n re

Nat’l Inst. for Auto. Serv. Excellence, 218 U.S.P.Q. (BNA) at 746, found that “applicant’s design mark,

when used by an automotive mechanic certified by applicant, serves to certify a characteristic of the

3 Applicant’s evidence establishes that the assessments are designed to measure the characteristics that are
required by the employers for specific jobs that are profiled, and the certification is psychometrically linked
to the specific job profiles through the job profiling process described in the evidence. See Exs. A and H to
June 22, 2020 ROA for BRONZE; Exs. A and I to June 22, 2020 ROA for SILVER; Exs. A and F to
June 12, 2020 ROA for GOLD; Exs. A, E and H to June 23, 2020 ROA for PLATINUM; Ex. A to May 3,
2021 ROAs for BRONZE, SILVER, GOLD and PLATINUM. The fact that Applicant’s services serve a
wide range of specific job positions do not render Applicant’s Marks incapable of being certification marks.



automotive repair services performed by him, namely, that the services are being performed by a person
who meets certain standards and tests of competency set by applicant, an indication that the services may
be of better quality than automotive repair services performed by a person who has not been certified by
applicant.” The Board noted that: “Applicant’s design mark, which is used to certify that the labor was
performed by a person meeting certain standards of competency set by applicant, is in our opinion an
equally valid type of certification mark and is equally entitled to registration.” /d. at 747. The same is true
here where ACT’s marks are used to certify that the “labor [of the user | [wa]s performed by a person
meeting certain standards of competency set by the applicant,” id, and they are “equally” entitled to
registration. See also In re Council on Certification of Nurse Anesthetists.

B. The Services are Not Primarily Performed for the Benefit of Applicant And Are
Sufficiently Separate And Qualitatively Different From Applicant’s Principal Activity

Based on a fundamental misunderstanding of Applicant’s services and the law, the Examiner
concludes that Applicant’s applied-for services do not constitute registrable services under prongs 2 (service
performed primarily for the benefit of someone other than applicant) and 3 (activity that is sufficiently
separate and qualitatively different from applicant’s principal activity) because of the legal relationship
between an employer and an employee.

First, the Examiner states that “the user of the certification mark steps in the shoes of the applicant.”
EB, 8 TTABVUE 18. This argument is incorrect and appears to conflate the identities of the authorized
user and Applicant, notwithstanding that the owner of a certification mark and an authorized user are legally
required to be separate and mutually exclusive, and are so here. The services are offered by prospective
employees, who are certified by Applicant, to prospective employers. Employers recognize the certification
and have job openings that require certification at a particular level, from BRONZE to PLATINUM, as a
result of Applicant’s job profiling process. The employment services are not performed for the benefit of
Applicant at all. When job seekers use BRONZE, SILVER, GOLD or PLATINUM to market a
characteristic of their services, they are not taking over ACT’s role as a certifier; rather, they are using the

certification that they have earned from Applicant to communicate to prospective employers a characteristic



of the employment services they seek to perform.

Examiner also relies on the following statement to argue that the services are not registrable: “a
company that sets up a personnel department to employ workers for itself is merely facilitating the conduct
of its own business, while a company whose business is to recruit and place workers for other companies
is performing employment agency services.” EB, 8 TTABVUE 19. But the former situation is
distinguishable because, here, the company/employer is the purchaser of the labor services from the job
seeker, who is the user of the mark.

Applicant certifies a characteristic of the services offered by the job seekers through its college and
career readiness education, testing and related workforce assessment services. The issue of whether the
service is an activity is “sufficiently separate and qualitatively different from an applicant’s principal
activity” is unquestionably met here where Applicant’s principal activity of testing and workforce
assessment services for job applicants and companies has no overlap with the applied-for services, namely,
the rendering and performance of various labor services by an individual to a future employer. Moreover,
owners of certification marks as in Applicant’s case are prohibited from engaging in the production or
marketing of goods or services to which the mark is applied except in limited cases where they advertise or
promote recognition of the certification program or the goods or services that meet the certification
standards. TMEP § 1306.02.

Because the labor services at issue performed by the certified job seekers primarily for the benefit
of employers, and those services are separate and different from Applicant’s principal activity, the applied-
for services claimed in the Applications are registrable.

III. APPLICANT’S EXHIBITS C AND D SHOULD BE CONSIDERED

Exhibits C and D are timely. The webpage at Exhibit C was submitted on several previous
occasions with no material changes. See, e.g., Ex. B to Applicant’s June 22, 2020 and May 3, 2021 ROAs
for BRONZE; Ex. B to Applicant’s June 22, 2020 and May 3, 2021 ROAs for SILVER; Ex. B. to
Applicant’s June 12, 2020 and May 3, 2021 ROAs for GOLD; and Ex. B to Applicant’s June 23, 2020 and

May 3, 2021 ROAs for PLATINUM.



Exhibit D, regarding ACT Work Keys Job Profiling feature, is significantly discussed in
Applicant’s ROAs for the Applications and overlaps in pertinent part with existing evidence on the record.
See Ex. H to Applicant’s June 22, 2020 ROA for BRONZE; Ex. I. to Applicant’s June 22, 2020 ROA for
SILVER; Ex. H to Applicant’s June 23, 2020 ROA for PLATINUM; and Ex. F to Applicant’s June 12,
2020 ROA for GOLD.

Thus, Exhibits C and D are substantially similar to existing evidence on the record and do not
constitute new evidence on appeal. See In re MK Diamond Products, Inc., 2020 U.S.P.Q.2d (BNA) 10882,
at *1 n.5 (T.T.A.B. 2020); see also TBMP § 1208 (“The Board generally takes a somewhat more permissive
stance with respect to the admissibility and probative value of evidence in an ex parte proceeding than it
does in an inter partes proceeding.”). Applicant requests that Exhibits C and D of its Appeal Brief be
considered.

Applicant’s reference to its WORKKEYS and NCRC registrations is not an attempt to make the
registrations part of the record, but simply sets forth facts relating to the WorkKeys assessments that form
the basis of its National Career Readiness Certificate’s BRONZE, SILVER, GOLD, and PLATINUM
designations.

IV. CONCLUSION

Applicant respectfully requests that the Applications to proceed to registration because Applicant
has demonstrated that the services are registrable and the specimens demonstrate certification mark use.
Dated: April 26, 2022 SHEPPARD, MULLIN, RICHTER & HAMPTON LLP

By //Laura L. Chapman//
Laura L. Chapman

Yasamin Parsafar

Attorneys for Applicant
ACT, Inc.

Four Embarcadero Center, 17th Floor
San Francisco, CA 94111
lchapman@sheppardmullin.com
yparsafar@sheppardmullin.com

Tel: (415)434-9100

Fax: (415) 434-3947

10



