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EXAMINING ATTORNEY’S APPEAL BRIEF 

 

 

 The applicant, ACT, Inc., has appealed the trademark examining attorney’s final refusal to 

register the marks BRONZE (Serial No. 88693022), SILVER (Serial No. 88693155), GOLD (Serial No. 

88693139), and PLATINUM (Serial No. 88693119) for the following certification services in International 

Class B because the specimens of record do not show evidence of use in commerce as certification 

marks under Trademark Act Sections 1, 4, and 45, 15 U.S.C. §§1051, 1054, 1127, and the activities 

recited in the identification of services are not registrable services under Trademark Act Sections 1, 2, 3, 



and 45, 15 U.S.C. §§1051-1053, 1127:  “The rendering and performance of workplace services in the 

nature of business management services, business administration services, financial operations services, 

architecture, construction and engineering services, Information technology services, agriculture 

services, namely, contract farming for others; natural resource services, namely, natural resource 

management and research in the field of natural resources; food preparation and serving services; arts 

services, namely, graphic art design;, entertainment services, namely, media production services for 

film, television and theatrical performances;, media services, namely, media relations and media 

production services; communications services namely, telecommunications services; education and 

training services, government relation services; public administration services; health science services; 

hospitality and tourism services; human resource services; legal services; public safety services in the 

nature of firefighting, police and civil protection services; corrections penal services, namely, providing 

correctional facilities and security services; contract manufacturing services; marketing and sales 

promotion for others; transportation services; logistics management services; community and social 

services in the nature of education courses at the primary and secondary level, public housing services 

and public medical clinic services; and installation, maintenance and repair services in the field of 

automobiles, electronics, appliances and residential and commercial buildings provided to an employer 

by individual employees or prospective employees who possess the necessary foundational skills in core 

disciplines, namely, reading, math and graphic literacy.”  It is respectfully requested that these refusals 

be affirmed. 

STATEMENT OF FACTS 

 On November 14, 2019, the applicant ACT, Inc., filed four co-pending applications under 

Trademark Act Section 1(a) to register the marks BRONZE (standard characters), SILVER (standard 

characters), GOLD (standard characters), and PLATINUM (standard characters) for the following 

certification services in International Class B:  “The rendering and performance of workplace services by 



individuals who possess the necessary foundational skills in core disciplines, namely reading, math and 

graphic literacy”. 

 On February 6, 2020, the examining attorney issued an Office Action in each of the co-pending 

applications wherein the applicant was required to identify with great specificity the services being 

certified and to amend the certification statement to state with greater specificity the features or 

characteristics of the services that are certified. 

 On April 18, 2020 and April 25, 2020, respectively, the examining attorney issued Priority Actions 

wherein registration of the applicant’s mark BRONZE (Serial No. 88693022), SILVER (Serial No. 

88693155), and GOLD (Serial No.  88693139) were partially refused under Section 2(d) of the Trademark 

Act, 15 U.S.C. §1052(d).  The examining attorney also advised the applicant of certain prior pending 

applications.  Further, the examining attorney issued Examiner’s Amendments amending the 

identification of services and certification statements in Serial Nos. 88693022, 88693155, and 88693139.  

The services were amended to read as follows in International Class B: 

“The rendering and performance of workplace services in the nature of business 

management services, business administration services, financial operations services, 

architecture, construction and engineering services, Information technology services, 

agriculture and natural resource services, food preparation and serving services, arts, 

entertainment, media and communications services, education and training services, 

government and public administration services, health science services, hospitality and 

tourism services, human services, legal services, public safety, corrections and security 

services, manufacturing services, marketing and sales services, transportation, 

distribution and logistics services, community and social services, and installation, 

maintenance and repair services by individuals who possess the necessary foundational 

skills in core disciplines, namely reading, math and graphic literacy.”   

 

The certification statements were amended to read as follows: 

“The certification mark, as used by persons authorized by the certifier, certifies that the 

services are being performed by a person who meets certain standards and measures of 

competency set by certifier for the practice in the field of of business management 



services, business administration services, financial operations services, architecture, 

construction and engineering services, Information technology services, agriculture and 

natural resource services, food preparation and serving services, arts, entertainment, 

media and communications services, education and training services, government and 

public administration services, health science services, hospitality and tourism services, 

human services, legal services, public safety, corrections and security services, 

manufacturing services, marketing and sales services, transportation, distribution and 

logistics services, community and social services, and installation, maintenance and 

repair services, an indication that the workplace services are being performed by 

individuals with the necessary foundational skills to meet the needs of the employer.” 

 

 On June 12, 2020, June 22, 2020, and June 23, 2020, respectively, the applicant submitted 

arguments against the partial refusals under Trademark Act Section 2(d) and amended the identification 

of services in each of the co-pending applications in International Class B to: 

“The rendering and performance of workplace services in the nature of business 

management services, business administration services, financial operations services, 

architecture, construction and engineering services, Information technology services, 

agriculture and natural resource services, food preparation and serving services, arts, 

entertainment, media and communications services, education and training services, 

government and public administration services, health science services, hospitality and 

tourism services, human services, legal services, public safety, corrections and security 

services, manufacturing services, marketing and sales services, transportation, 

distribution and logistics services, community and social services, and installation, 

maintenance and repair services provided to an employer by individual employees or 

prospective employees who possess the necessary foundational skills in core disciplines, 

namely reading, math and graphic literacy desired by the employer.” 

 

 On July 27, 2020, the examining attorney issued Examiner’s Amendments in each of the co-

pending applications amending the identification of services and certification statements.  The services 

in International Class B were amended to read as follows:   

“The rendering and performance of workplace services in the nature of business 

management services, business administration services, financial operations services, 

architecture, construction and engineering services, Information technology services, 

agriculture services, namely, contract farming for others; natural resource services, 

namely, natural resource management and research in the field of natural resources; 

food preparation and serving services; arts services, namely, graphic art design;, 



entertainment services, namely, media production services for film, television and 

theatrical performances;, media services, namely, media relations and media production 

services; communications services namely, telecommunications services; education and 

training services, government relation services; public administration services; health 

science services; hospitality and tourism services; human resource services; legal 

services; public safety services in the nature of firefighting, police and civil protection 

services; corrections penal services, namely, providing correctional facilities and security 

services; contract manufacturing services; marketing and sales promotion for others; 

transportation services; logistics management services; community and social services in 

the nature of education courses at the primary and secondary level, public housing 

services and public medical clinic services; and installation, maintenance and repair 

services in the field of automobiles, electronics, appliances and residential and 

commercial buildings provided to an employer by individual employees or prospective 

employees who possess the necessary foundational skills in core disciplines, namely, 

reading, math and graphic literacy.” 

 

The certification statements were amended to read as follows:   

“The certification mark, as used by persons authorized by the certifier, certifies that the 

services are being performed by a person who meets certain standards and measures of 

competency set by certifier relating to necessary foundational skills to meet the needs 

of the employer with respect to reading, math and graphic literacy.” 

 

 On July 29, 2020, the examining attorney issued Examiner’s Amendments in each of the co-

pending applications amending the application filing date to April 18, 2020 per TMEP §204.03.  

 On August 1, 2020, each of the co-pending applications were approved for publication. 

 On August 19, 2020, each of the co-pending applications were withdrawn from publication. 

 On November 2, 2020, the examining attorney issued Office actions in each of the co-pending 

applications wherein registration of applicant’s marks were refused under Trademark Act Sections 1, 2, 

3, and 45, 15 U.S.C. §§1051-1053, 1127, on the ground that the activities recited in the identification of 

services are not registrable services as contemplated by the Trademark Act.  Also, registration was 

refused under Trademark Act Sections 1, 4, and 45, 15 U.S.C. §§1051, 1054, 1127, because the 



specimens of record do not show the applied-for marks as actually used in commerce as certification 

marks.   

 On May 3, 2021, the applicant submitted a response to the Office action in each of the co-

pending applications, wherein applicant argued against the refusal under Trademark Act Sections 1, 2, 3, 

and 45. 

 On June 8, 2021, unpersuaded by applicant’s arguments, the examining attorney issued Final 

Office actions in each of the co-pending applications in which the refusal under Trademark Act Sections 

1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127, was maintained and made final on the ground that the 

activities recited in the identification of services are not registrable services as contemplated by the 

Trademark Act.  Also, the refusal under Trademark Act Sections 1, 4, and 45, 15 U.S.C. §§1051, 1054, 

1127, was maintained and made final because the specimens of record do not show the applied-for 

marks as actually used in commerce as certification marks.   

 On August 6, 2021, each of applicant’s co-pending applications were reassigned to the 

undersigned examining attorney. 

 On December 7, 2021, applicant timely filed a Notice of Appeal with the Trademark Trial and 

Appeal Board (“Board”) in each of the co-pending applications. 

 On February 4, 2022, applicant timely filed its Appeal Brief in each of the co-pending 

applications. 

 On February 7, 2022 and February 10, 2022, respectively, the applicant’s Appeal Brief in each of 

the co-pending applications were forwarded to the undersigned examining attorney. 



 On February 16, 2022, the undersigned examining attorney filed a Motion to Consolidate 

applicant’s four co-pending applications for the marks BRONZE (Serial No. 88693022), SILVER (Serial No. 

88693155), GOLD (Serial No. 88693139), and PLATINUM (Serial No. 88693119). 

 On February 18, 2022, the Board granted the examining attorney’s Motion to Consolidate. 

ISSUES 

 The issues on appeal are: (1) whether the specimens of record show evidence of use of the 

applied-for marks in commerce as certification marks under Trademark Act Sections 1, 4, and 45, 15 

U.S.C. §§1051, 1127; and (2) whether the activities recited in the identification of services provided by 

employees to employers or prospective employers are registrable services under Trademark Act 

Sections 1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127. 

ARGUMENTS 

I. OBJECTION TO EVIDENCE SUBMITTED IN APPLICANT’S APPEAL BRIEF 

 Applicant has submitted new evidence with its appeal brief.  Specifically, applicant submitted 

what appear to be revised screenshots from its website.  February 4, 2022 Applicant’s Appeal Brief, 

Exhibits C and D, TSDR p. 41-47.  The record in an application should be complete prior to the filing of an 

appeal.  37 C.F.R. §2.142(d); TBMP §§1203.02(e), 1207.01; TMEP §710.01(c).  Because applicant’s new 

evidence was untimely submitted during an appeal, the trademark examining attorney objects to this 

evidence and requests that the Board disregard it.  See In re Inn at St. John’s, LLC, 126 USPQ2d 1742, 

1744 (TTAB 2018), aff’d per curiam, 777 F. App’x 516, 2019 BL 343921 (Fed. Cir. 2019); In re Fiat Grp. 

Mktg. & Corp. Commc’ns S.p.A, 109 USPQ2d 1593, 1596 (TTAB 2014); TBMP §§1203.02(e), 1207.01; 

TMEP §710.01(c). 



 Applicant has also submitted a list of registrations.  February 4, 2022 Applicant’s Appeal Brief, 

TSDR p. 11.  However, the mere submission of a list of registrations does not make such registrations 

part of the record.  See In re Peace Love World Live, LLC, 127 USPQ2d 1400, 1405 n.17 (TTAB 2018) 

(citing In re 1st USA Realty Prof’ls, 84 USPQ2d 1581, 1583 (TTAB 2007); In re Duofold Inc., 184 USPQ 638, 

640 (TTAB 1974)); TBMP §1208.02; TMEP §710.03.  To make registrations part of the record, an 

applicant must submit copies of the registrations, or the complete electronic equivalent from the 

USPTO’s automated systems, prior to appeal.  In re Star Belly Stitcher, Inc., 107 USPQ2d 2059, 2064 

(TTAB 2013); TBMP §1208.02; TMEP §710.03.  Accordingly, these registrations should not be considered. 

 

II.  THE SPECIMENS OF RECORD DO NOT SHOW USE OF THE APPLIED-FOR MARKS AS 

CERTIFICATION MARKS 

 

 The specimens of record do not show the applied-for marks as actually used in commerce as 

certification marks.  Trademark Act Sections 1, 4, and 45, 15 U.S.C. §§1051, 1054, 1127; see 37 C.F.R. 

§§2.45(a)(4)(i)(E), 2.56(a), (b)(5); TMEP §§904.07(a), 1306.02(a)(i)(B).   

 A certification mark specimen must show how an authorized party other than the owner 

actually uses the mark in commerce to certify “regional or other origin, material, mode of manufacture, 

quality, accuracy, or other characteristics of that person’s goods or services; or that members of a union 

or other organization performed the work or labor on the goods or services.”  37 C.F.R. §2.56(b)(5); 

TMEP §1306.02(a)(i)(B).  Further, the identification of services in a certification mark describes the 

services of the party who will receive the certification.  See TMEP §1306.02(c).   

 As applicant noted, “whether or not specific matter functions as a certification mark depends on 

whether the matter is used in connection with the goods or services in such a manner that the 

purchasing public will recognize it, either consciously or otherwise, as a certification mark.”  TMEP 



§1306.04(d)(ii).  February 4, 2022 Applicant’s Appeal Brief, TSDR p. 19.  In the present case, the 

specimens do not show use in a manner that the purchasing public would recognize the applied-for 

marks as certification marks for the identified services. 

A. The Nature of Applicant’s Services is Merely a Rating System Based on Standardized 

Tests 

 
 Applicant explained the nature of its certification clearly in its appeal brief.  The applicant 

provides standardized tests for skills such as math, reading, and graphic literacy, and provides a rating 

based on the test scores.  See February 4, 2022 Applicant’s Appeal Brief, TSDR p. 3-6.  The skills being 

tested are not specifically designed for any particular occupation.  Applicant merely identifies 

fundamental and non-industry specific skills that it believes will be useful for different job positions.  See 

February 4, 2022 Applicant’s Appeal Brief, TSDR p. 7.  Accordingly, applicant is not certifying that the 

person certified possesses characteristics or qualifications that are specifically required or designed to 

be able to perform the applied-for services of “business management services, business administration 

services, financial operations services, architecture, construction and engineering services, Information 

technology services, agriculture services, namely, contract farming for others; natural resource services, 

namely, natural resource management and research in the field of natural resources; food preparation 

and serving services; arts services, namely, graphic art design;, entertainment services, namely, media 

production services for film, television and theatrical performances;, media services, namely, media 

relations and media production services; communications services namely, telecommunications 

services; education and training services, government relation services; public administration services; 

health science services; hospitality and tourism services; human resource services; legal services; public 

safety services in the nature of firefighting, police and civil protection services; corrections penal 

services, namely, providing correctional facilities and security services; contract manufacturing services; 

marketing and sales promotion for others; transportation services; logistics management services; 



community and social services in the nature of education courses at the primary and secondary level, 

public housing services and public medical clinic services; and installation, maintenance and repair 

services in the field of automobiles, electronics, appliances and residential and commercial buildings.”   

 The use of the applied-for marks is analogous to diplomas.  In In re University of Mississippi, the 

Board held that a seal on a diploma merely signifies that a graduate has met the university’s standards, 

and did not represent use as a certification mark.  1 USPQ2d 1909 (TTAB 1987).  The applicant in that 

case argued that it certifies graduating students, indicating that they have “met the standards of 

experience, skill and competency promulgated by the various schools and colleges of the applicant.”  Id. 

at 1911.  However, the Board noted that “it is clear that the applicant is not certifying the quality or 

characteristic of any goods or services of others as is required of a certifier.”  Id.  The same can be said 

here, applicant is not certifying the quality or characteristic of any good or service.  The applicant is 

simply providing an indicator of fundamental skills test results. 

 Generally, in cases where use as a certification mark for a professional service has been found, 

the applicants have demonstrated that the requirements and standards were specifically designed and 

created for the particular profession it claims to certify.  See In re Council on Certification of Nurse 

Anesthetists, 85 USPQ2d 1403 (TTAB 2007); In re Nat’l Inst. for Auto. Serv. Excellence, 218 USPQ 744, 

747 (TTAB 1983). 

B. Applicant’s Specimens Do Not Show Use of the Applied-for Marks as Certification 

Marks 

 
 Matter that might appear to be simply a title or a degree may function as a certification mark if 

used in the proper manner.  TMEP § 1306.04(d)(ii).  However, the specimens of record do not show use 

of the applied-for marks in a manner that the public would understand that the identified services in the 

applications are being certified to be performed under any job-specific standard.  The Board noted in In 

re Software Publishers Ass’n, “a certification mark for services must be used in a manner analogous to 



that of a service mark, namely in the sale or advertising of the services rendered.”  69 USPQ2d 2009, 

2014 (TTAB 2003).   

 In In re National Association of Purchasing Management, the Board held that the mark C.P.M., 

which stands for “certified purchasing manager,” was not being used as a certification mark, where the 

only use in the case consisted of business cards of two purchasing managers; this does not constitute 

use as a certification mark, but rather functions solely as a title or degree.  228 USPQ 768 (TTAB 1986). 

 In In re National Association of Legal Secretaries, the Board held the designation PROFESSIONAL 

LEGAL SECRETARY, as used on applicant’s specimens, which consisted of business-card-size certificates, 

does not constitute use as a certification mark, but rather merely identifies a title awarded to the 

cardholder.  221 USPQ 50 (TTAB 1983). 

 In In re Institute of Certified Professional Business Consultants, the Board held that the mark C P 

B C, as used on applicant’s specimens, which consisted of the business cards of an authorized individual, 

does not constitute use as a certification mark, but rather merely identifies a title or degree earned by 

an individual.  216 USPQ 338 (TTAB 1982). 

 In In re Professional Photographers of Ohio, Inc., the Board held the mark CERTIFIED 

PROFESSIONAL PHOTOGRAPHER, as used on applicant's letterhead specimens, does not constitute use 

as a certification mark, but rather as one of a number of titles.  149 USPQ 857 (TTAB 1966). 

 In the present case, the specimens of record consist of the following: 

(1)  Pictures of certificates showing an individual has reached the “BRONZE”, “SILVER”, 

“GOLD”, or “PLATINUM” level, with what appear to be the individual’s score report on 

the back of the certificates.  Serial Nos. 88693022, 88693155, 88693139, and 

88693119, November 14, 2019 Specimen, TSDR p. 1-2. 



(2)  Excerpts of informational material provided to the certificate holder.  Serial Nos. 

88693022, 88693155, 88693139, and 88693119, November 14, 2019 Specimen, TSDR 

p. 3. 

(3)  Excerpts of job postings referencing “BRONZE”, “SILVER”, “GOLD”, or “PLATINUM” 

level candidates as preferred candidates.  Serial Nos. 88693022, 88693155, 88693139, 

and 88693119, November 14, 2019 Specimen, TSDR p. 4-6. 

(4)  Excerpts of resumes stating that the individual has obtained a “BRONZE”, “SILVER”, 

“GOLD”, or “PLATINUM” level certification or award.  Serial No. 88693022, November 

14, 2019 Specimen, TSDR p. 7-9; Serial No. 88693155, November 14, 2019 Specimen, 

TSDR p. 7; Serial No. 88693139, November 14, 2019 Specimen, TSDR p. 7-10; Serial No. 

88693119, November 14, 2019 Specimen, TSDR p. 7-9. 

 The pictures of the certificates by themselves are insufficient to show use as a certification mark 

because they are likely to be perceived as merely an indicator of a title or degree.  See In re Software 

Publishers Ass’n, 69 USPQ2d 2009 (TTAB 2003) (CERTIFIED SOFTWARE MANAGER used on certificate 

merely indicates that holder of the certificate has been awarded a title or degree, and is not likely to be 

perceived as certification mark).  See Serial Nos. 88693022, 88693155, 88693139, and 88693119, 

November 14, 2019 Specimen, TSDR p. 2.   

 The excerpts of the informational material provided to the certificate holder do not show proper 

certification mark use because the materials are provided by the mark owner, ACT, Inc.  The text 

contained in the materials suggest the materials are created by ACT, Inc.  The materials state 

“Congratulations on earning a [Bronze, Silver, Gold, Platinum] National Career Readiness 

Certificate….This credential is registered with ACT and may be verified by employers at 

NationalCareerReadiness.org.”  See Serial Nos. 88693022, 88693155, 88693139, and 88693119, 



November 14, 2019 Specimen, TSDR p. 3.  These informational materials are similar in nature to the 

promotional materials discussed in In re Council on Certification of Nurse Anesthetists, where the Board 

determined that materials used to promote a mark to prospective authorized users do not show use as a 

certification mark.  85 USPQ2d 1403, 1410 (TTAB 2007). 

 The excerpts of the job postings do not show proper certification mark use because the postings 

merely tell the reader what the preferred qualifications of the employer are.  Moreover, the job postings 

do not show use by persons offering any of the services identified in the applications.  The purpose of a 

certification mark is to inform purchasers that the goods or services of a person possess certain 

characteristics or meet certain qualifications or standards established by another person.  TEMP 

1306.01(b).  Here, the job postings do not serve the purpose of informing purchasers that it meets 

certain certification standards; rather, the postings merely communicate to the reader what are the 

preferred qualifications of a prospective employee.  See Serial Nos. 88693022, 88693155, 88693139, and 

88693119, November 14, 2019 Specimen, TSDR p. 4-6.  

 The excerpts of the resumes do not show proper certification mark use because they merely 

show that an individual has obtained an award or certificate named “National Career Readiness 

Certificate (NCRC) – [Bronze, Silver, Gold, Platinum].”  See Serial No. 88693022, November 14, 2019 

Specimen, TSDR p. 7-9; Serial No. 88693155, November 14, 2019 Specimen, TSDR p. 7; Serial No. 

88693139, November 14, 2019 Specimen, TSDR p. 7-10; Serial No. 88693119, November 14, 2019 

Specimen, TSDR p. 7-9.  As used in the resumes, the applied-for marks merely indicate a rating for 

general fundamental skills that are not specified for any particular job position.  Accordingly, there is 

nothing in the resumes to indicate what specific services of the individual are being certified.   

 In the present case, the applicant lists the following certification services in International Class B: 



“The rendering and performance of workplace services in the nature of business 

management services, business administration services, financial operations services, 

architecture, construction and engineering services, Information technology services, 

agriculture services, namely, contract farming for others; natural resource services, 

namely, natural resource management and research in the field of natural resources; 

food preparation and serving services; arts services, namely, graphic art design;, 

entertainment services, namely, media production services for film, television and 

theatrical performances;, media services, namely, media relations and media production 

services; communications services namely, telecommunications services; education and 

training services, government relation services; public administration services; health 

science services; hospitality and tourism services; human resource services; legal 

services; public safety services in the nature of firefighting, police and civil protection 

services; corrections penal services, namely, providing correctional facilities and security 

services; contract manufacturing services; marketing and sales promotion for others; 

transportation services; logistics management services; community and social services in 

the nature of education courses at the primary and secondary level, public housing 

services and public medical clinic services; and installation, maintenance and repair 

services in the field of automobiles, electronics, appliances and residential and 

commercial buildings provided to an employer by individual employees or prospective 

employees who possess the necessary foundational skills in core disciplines, namely, 

reading, math and graphic literacy.” 

 

None of the specimens of record show use of the applied-for marks as certification marks in connection 

with any of the applied-for services.  More importantly, none of the specimens indicate that a holder of 

the certificate has met specific standards of any particular job position. 

 In In re Council on Certification of Nurse Anesthetists, the specimens were found to show use of 

the applied-for mark in a manner which the consuming public would understand that it is a certification 

mark.  See In re Council on Certification of Nurse Anesthetists, 85 USPQ2d 1403 (TTAB 2007).  In that 

case, the Board determined the following specimens together to be persuasive in showing use as a 

certification mark: certification certificate and brochures bearing the certification mark, both of which 

are displayed by certified nurses at their places of business, as well as, literature about the requirements 

that are specifically designed for nurse anesthetists for certification that are made available to the 

public.  Id. at 1409-1410.  This type of use is absent in the present case. 



 For the reasons stated above, the specimens of record do not show the applied-for marks as 

actually used in commerce as certification marks under Trademark Act Sections 1, 4, and 45. 

 

III. THE ACTIVITIES IDENTIFIED IN THE APPLICATIONS ARE NOT SERVICES CONTEMPLATED BY THE 

TRADEMARK ACT 

 

 Registration is refused because the activities recited in the identification of services, when 

viewed in conjunction with the specimen, are not registrable services as contemplated by the 

Trademark Act.  Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127; see TMEP 

§§904.07(b), 1301.01 et seq. 

 The following activities recited in the identification of services in International Class B are not 

registrable services as contemplated by the Trademark Act:  “The rendering and performance of 

workplace services in the nature of business management services, business administration services, 

financial operations services, architecture, construction and engineering services, Information 

technology services, agriculture services, namely, contract farming for others; natural resource services, 

namely, natural resource management and research in the field of natural resources; food preparation 

and serving services; arts services, namely, graphic art design;, entertainment services, namely, media 

production services for film, television and theatrical performances;, media services, namely, media 

relations and media production services; communications services namely, telecommunications 

services; education and training services, government relation services; public administration services; 

health science services; hospitality and tourism services; human resource services; legal services; public 

safety services in the nature of firefighting, police and civil protection services; corrections penal 

services, namely, providing correctional facilities and security services; contract manufacturing services; 

marketing and sales promotion for others; transportation services; logistics management services; 



community and social services in the nature of education courses at the primary and secondary level, 

public housing services and public medical clinic services; and installation, maintenance and repair 

services in the field of automobiles, electronics, appliances and residential and commercial buildings 

provided to an employer by individual employees or prospective employees who possess the 

necessary foundational skills in core disciplines, namely, reading, math and graphic literacy.”  

Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127; see TMEP §§1301.01 et seq. 

 The activities set forth as services in an application are reviewed using the following criteria to 

determine whether the services are registrable: 

(1) A service is a real activity, not an idea, concept, process, or system. 

(2) A service is performed primarily for the benefit of someone other than the applicant. 

(3) A service is an activity that is sufficiently separate and qualitatively different from an 

applicant’s principal activity, i.e., it cannot be an activity that is merely incidental or 

necessary to an applicant’s larger business. 

TMEP §1301.01(a); see In re Dr Pepper Co., 836 F.2d 508, 509-510, 5 USPQ2d 1207, 1208-1209 (Fed. Cir. 

1987); In re Canadian Pac. Ltd., 754 F.2d 992, 994-95, 224 USPQ 971, 973 (Fed. Cir. 1985). 

 The examining attorney does not dispute whether professional activities identified in the 

application are “real activities” as defined by the Trademark Act.  However, the examining attorney 

contends that applicant’s specimens and the evidence presented by the applicant show that the 

underlying “activity” that is the subject of applicant’s certification are fundamental skills rather than the 

list of professional activities specified in the identification.  

 The examining attorney also argues that the services identified in the application are not 

primarily performed for the benefit of someone other than the applicant.  The activities performed for 



an employer by an employee or prospective employee may arguably be performed for the benefit of the 

employer.  However, an employee is hired by an employer specifically to contribute to the employer’s 

business endeavor.  In effect, employees generally act as agents of the employer.  Thus, in a regular 

employment situation, the services being offered by the holder of the certification (agent) are not really 

qualitatively different from the employer’s (principal) larger business.  Accordingly, the second and third 

criteria for determining what constitutes a service are not met here. 

 The examining attorney requests the Board take judicial notice of the attached online 

encyclopedia entries from Wikipedia, for “Employment,” “Law of Agency,” and “Consumer”, which 

describe the employer-employee and consumer-business relationships.  TBMP §1208.04.  

“Employment” is described as “a relationship between two parties regulating the provision of paid 

labour services….  Employees work in return for wages….  An employee contributes labor and expertise 

to an endeavor of an employer or of a person conducting a business or undertaking…and is usually hired 

to perform specific duties which are packaged into a job.”  See attached Wikipedia online encyclopedia 

entry.  According to the “Law of Agency,” “A business owner often relies on an employee or another 

person to conduct a business.”  See attached Wikipedia online encyclopedia entry.  “Consumer” is 

described as “a person or group who intends to order, orders, or uses purchased goods, products, or 

services primarily for personal, social, family, household and similar needs, not directly related to 

entrepreneurial or business activities.”  See attached Wikipedia online encyclopedia entry.  Because an 

employer does not “purchase” an employee’s activities for its own personal need, but rather only in 

relation to its business activities, it cannot be characterized as a “service.” 

 As discussed above, a certification mark is used by someone other than the applicant.  Thus, the 

user of the certification mark steps in the shoes of the applicant.  In an employer-employee relationship, 

the employee acts on behalf of the employer, and when the employee’s activities are conducted for the 

employer’s principal business, they are not distinct services.  The TMEP illustrates this distinction by 



explaining that “a company that sets up a personnel department to employ workers for itself is merely 

facilitating the conduct of its own business, while a company whose business is to recruit and place 

workers for other companies is performing employment agency services.”  TMEP 1301.01(a)(ii).  The 

facts in the present case are distinguishable from those in American Int’l Reinsurance Co. v. Airco, Inc.  

570 F.2d 941 (C.C.P.A. 1978).  While the Court found that the retirement income plan offered to 

employees constitute services, the retirement income plan offered by the employer to its employees is 

distinctly different from the employer’s principal business of manufacturing of sundry products.  Id..  In 

the present case, the activities provided to an employer by individual employees or prospective 

employees are merely facilitating the conduct of the employer’s own business.  Accordingly, they are 

not “services” as contemplated by the Trademark Act.   

 Applicant cites several cases to support its argument that the services provided to an employer 

by individual employees are considered services contemplated within the Trademark Act.  See February 

4, 2022 Applicant’s Appeal Brief, TSDR p. 18-23.  The examining attorney argues that the facts in the 

cited cases are not analogous to the facts in the present case; therefore, the applicant’s cited cases are 

not persuasive in the present case.  

 In the Huthwaite case, the court held that the defendant’s sales training program offered to its 

own employees constituted a service within the meaning of the Lanham Act because the employees 

benefitted by being able to take their sales training experience with them.  See Huthwaite, Inc., v. 

Sunrise Assisted Living, Inc., 204 USPQ 692 (TTAB 1979).  The facts in the Huthwaite case are not 

analogous to the facts in the present case because in the present case employers do not derive any 

benefit from employees’ activities conducted in the course of their employment that is separable from 

the employers’ overall business endeavors. 



 With respect to In re The Council on Certification of Nurse Anesthetists, In re National Council for 

Therapeutic Recreation Certification, Inc., and Am. Int’l Reinsurance Co., none of these cases show that 

the mark is being used in an employment-seeking situation; thus, the facts are not analogous to the fact 

in the present case.  See In re Council on Certification of Nurse Anesthetists, 85 USPQ2d 1403 (TTAB 

2007); In re National Council for Therapeutic Recreation Certification, Inc., 2006 TTAB LEXIS 411 (T.T.A.B. 

2006); Am. Int’l Reinsurance Co. v. Airco, Inc., 570 F.2d 941 (C.C.P.A. 1978).   

 Further, in the ACT, Inc. case, the court merely determined that there is a triable question as to 

whether applicant’s marks are certification marks, but did not make a decision on that issue.  See ACT, 

Inc. v. 22 Worldwide Interactive Network, No. 3:18-cv-186, 2019 U.S. Dist. LEXIS 136927 (E.D. Tenn. Aug. 

14, 2019). 

 Applicant also cites U.S. Registration No. 2768919 for the mark DIAMOND CERTIFIED for the 

following certification services in International Class B:  “Home construction, repair, maintenance, and 

furnishings services, personal care services, health care services, automobile maintenance, repair and 

parts supply services, transportation services, financial services, namely, banking, financial planning, real 

estate loan, insurance, stock brokerage, tax preparation, savings and loan, and resume preparation 

services, employment agency services, professional services, namely, accounting, architectural, and legal 

services, appliance repair services, carpet and drapery cleaning services, equipment rental services, 

catering services, dating services, day care services, diaper services, and cemeteries.”   

 The specimen in Registration No. 2768919 shows a newspaper advertisement for window 

installation services with a certification mark on the advertisement next to the name and contact 

information for the company providing the window installation services indicating the company is a 

“Diamond Certified” company.  June 8, 2021 Final Office Action, TSDR p.3.  Window installation services 

are encompassed within the applicant’s “home…repair, maintenance” services.  Accordingly, the 



specimen in Registration No. 2768919 shows proper use of the certification mark in connection with the 

applied-for services.  In contrast, the specimens of record in the present case do not show proper use of 

the certification mark in connection with the applied-for services for the reasons set forth above.   

 

CONCLUSION 

 For the foregoing reasons, the specimens of record do not show evidence of use of the applied-

for marks in commerce as certification marks under Trademark Act Sections 1, 4, and 45, 15 U.S.C. 

§§1051, 1054, 1127, and the activities recited in the identification of services provided by employees to 

employers or prospective employers are not registrable services under Trademark Act Sections 1, 2, 3, 

and 45, 15 U.S.C. §§1051-1053, 1127.  Accordingly, it is respectfully requested that the refusal to 

register be affirmed. 
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