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UNITED STATES

Applicant: ACT, Inc.
Reference/Docket No. T60347US00

Correspondence Email Address: patatty @ipmvs.com

SUBSEQUENT FINAL OFFICE ACTION

Issuedate: July 7, 2023

Response deadline. File arequest for reconsideration of thisfinal Office action and/or atimely appeal
to the Trademark Trial and Appea Board (TTAB) within three months of the “Issue date” above to
avoid abandonment of the application. Review the Office action and respond using one of the links

below to the appropriate electronic formsin the “How to respond” section below.

Request an extension. For a fee, applicant may request one three-month extension of the response
deadline prior to filing a response and/or an appeal. The request must be filed within three months of
the “Issue date’” above. If the extension request is granted, the USPTO must receive applicant’s
response and/or appeal within six months of the “Issue date” to avoid abandonment of the application.

INTRODUCTION
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This Office action is in response to applicant’s communication filed on February 17, 2023.

In a previous Office action dated August 17, 2022, the trademark examining attorney raised the
following issues:

Specimen Refusal

Response Options to Specimen Refusal

Refusal under Trademark Act Sections 1, 2, 3, and 45 — Activity Not a Service
Clarification of the Identification of Services

Based on applicant’s response, the trademark examining attorney notes that the following issues have
been obviated:

» Specimen Refusa
* Response Options to Specimen Refusal

See TMEP §8713.02, 714.04.
Applicant’ s arguments have been considered and found unpersuasive for the reasons set forth below.

The trademark examining attorney maintains and now makes FINAL the issuesin the summary of
issues below. See 37 C.F.R. 82.63(b); TMEP §714.04.

SUMMARY OF ISSUES MADE FINAL that applicant must address:

* Refusal under Trademark Act Sections 1, 2, 3, and 45 — Activity Not a Service
 Clarification of the Identification of Services

REFUSAL UNDER TRADEMARK ACT SECTIONS 1, 2, 3, AND 45 — ACTIVITY NOT A
SERVICE

For the reasons set forth below, the refusal under Trademark Act Sections 1, 2, 3, and 45 is maintained
and now made FINAL. See 15 U.S.C. 881051-1053, 1127; 37 C.F.R. §2.63(b).

Registration is refused because the activities recited in the identification of services are not registrable
services as contemplated by the Trademark Act. Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C.
§81051-1053, 1127; see TMEP 88904.07(b), 1301.01 et seq.

The following activities recited in the identification of services in International Class B are not
registrable services as contemplated by the Trademark Act: “The rendering and performance of
workplace services in the nature of business management services, business administration services,
financial operations services, architecture, construction and engineering services, Information
technology services, agriculture services, namely, contract farming for others; natural resource services,
namely, natural resource management and research in the field of natural resources; food preparation
and serving services, arts services, namely, graphic art design;, entertainment services, namely, media
production services for film, television and theatrical performances;, media services, namely, media
relations and media production services; communications services namely, telecommunications
services, education and training services, government relation services; public administration services,
health science services; hospitality and tourism services;, human resource services; legal services;



public safety servicesin the nature of firefighting, police and civil protection services; corrections penal
services, namely, providing correctiona facilities and security services, contract manufacturing
services, marketing and sales promotion for others; transportation services,; logistics management
services, community and socia services in the nature of education courses at the primary and
secondary level, public housing services and public medical clinic services, and installation,
maintenance and repair services in the field of automobiles, electronics, appliances and residential and
commercia buildings provided to an employer by individual employees or prospective employees
who possess the necessary foundational skills in core disciplines, namely, reading, math and
graphic literacy.” Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. 881051-1053, 1127; see TMEP
§§1301.01 et seq.

The activities set forth as services in an application are reviewed using the following criteria to
determine whether the services are registrable:

Q) A serviceisareal activity, not an idea, concept, process, or system.
(2 A serviceis performed primarily for the benefit of someone other than the applicant.

3 A service is an activity that is sufficiently separate and qualitatively different from an
applicant’s principa activity, i.e., it cannot be an activity that is merely incidental or
necessary to an applicant’s larger business.

TMEP 81301.01(a); see In re Dr Pepper Co., 836 F.2d 508, 509-510, 5 USPQ2d 1207, 1208-1209
(Fed. Cir. 1987); In re Canadian Pac. Ltd., 754 F.2d 992, 994-95, 224 USPQ 971, 973 (Fed. Cir. 1985).

The examining attorney does not dispute whether professional activities identified in the application are
“real activities” as defined by the Trademark Act. However, the examining attorney contends that the
evidence presented by the applicant show that the underlying “activity” that is the subject of applicant’s
certification are fundamental skills rather than the list of professional activities specified in the
identification.

The examining attorney also argues that the services identified in the application are not primarily
performed for the benefit of someone other than the applicant. The activities performed for an
employer by an employee or prospective employee may arguably be performed for the benefit of the
employer. However, an employee is hired by an employer specifically to contribute to the employer’s
business endeavor. In effect, employees generaly act as agents of the employer. Thus, in a regular
employment situation, the services being offered by the holder of the certification (agent) are not realy
gualitatively different from the employer’s (principal) larger business. Accordingly, the second and
third criteriafor determining what constitutes a service are not met here.

The evidence attached to the previous Office action, consisting of online encyclopedia entries from
Wikipedia, describe the employer-employee and consumer-business relationships. “Employment” is
described as “a relationship between two parties regulating the provision of paid labour services....

Employees work in return for wages.... An employee contributes labor and expertise to an endeavor of
an employer or of a person conducting a business or undertaking...and is usually hired to perform
specific duties which are packaged into ajob.” See Wikipedia evidence attached to the previous Office
action. According to the “Law of Agency,” “A business owner often relies on an employee or another
person to conduct a business” SeeWikipedia evidence attached to the previous Office action.

“Consumer” is described as “a person or group who intends to order, orders, or uses purchased goods,



products, or services primarily for personal, social, family, household and similar needs, not directly
related to entrepreneurial or business activities.” SeeWikipedia evidence attached to the previous
Office action. Because an employer does not “purchase” an employee’s activities for its own personal
need, but rather only in relation to its business activities, it cannot be characterized as a “service.”

As discussed above, a certification mark is used by someone other than the applicant. Thus, the user of
the certification mark steps in the shoes of the applicant. In an employer-employee relationship, the
employee acts on behalf of the employer, and when the employee’s activities are conducted for the
employer’s principal business, they are not distinct services. The TMEP illustrates this distinction by
explaining that “a company that sets up a personnel department to employ workers for itself is merely
facilitating the conduct of its own business, while a company whose business is to recruit and place
workers for other companies is performing employment agency services.” TMEP 1301.01(a)(ii). The
factsin the present case are distinguishable from those in American Int’| Reinsurance Co. v. Airco, Inc.

570 F.2d 941 (C.C.P.A. 1978). While the Court found that the retirement income plan offered to
employees constitute services, the retirement income plan offered by the employer to its employees is
distinctly different from the employer’s principal business of manufacturing of sundry products. Id.. In
the present case, the activities provided to an employer by individual employees or prospective
employees are merely facilitating the conduct of the employer’s own business. Accordingly, they are
not “services’ as contemplated by the Trademark Act.

In its previous appeal brief, applicant cites several cases to support its argument that the services
provided to an employer by individual employees are considered services contemplated within the
Trademark Act. See February 4, 2022 Applicant’s Appeal Brief, TSDR p. 18-23. The examining
attorney argues that the facts in the cited cases are not analogous to the facts in the present case;
therefore, the applicant’ s cited cases are not persuasive in the present case.

In the Huthwaite case, the court held that the defendant’s sales training program offered to its own
employees constituted a service within the meaning of the Lanham Act because the employees
benefitted by being able to take their sales training experience with them. See Huthwaite, Inc., v.
unrise Assisted Living, Inc., 204 USPQ 692 (TTAB 1979). The facts in the Huthwaite case are not
analogous to the facts in the present case because in the present case employers do not derive any
benefit from employees’ activities conducted in the course of their employment that is separable from
the employers overall business endeavors.

With respect to In re The Council on Certification of Nurse Anesthetists, In re National Council for
Therapeutic Recreation Certification, Inc., and Am. Int’l Reinsurance Co., none of these cases show
that the mark is being used in an employment-seeking situation; thus, the facts are not analogous to the
fact in the present case. See In re Council on Certification of Nurse Anesthetists, 85 USPQ2d 1403
(TTAB 2007); In re National Council for Therapeutic Recreation Certification, Inc., 2006 TTAB
LEX1S 411 (T.T.A.B. 2006); Am. Int’| Reinsurance Co. v. Airco, Inc., 570 F.2d 941 (C.C.P.A. 1978).

Further, in the ACT, Inc. case, the court merely determined that there is a triable question as to whether
applicant’s marks are certification marks, but did not make a decision on that issue. See ACT, Inc. v. 22
Worldwide Interactive Network, No. 3:18-cv-186, 2019 U.S Dist. LEXIS 136927 (E.D. Tenn. Aug. 14,
2019).

Applicant also cites U.S. Registration No. 2768919 for the mark DIAMOND CERTIFIED for the
following certification services in International Class B: “Home construction, repair, maintenance, and
furnishings services, personal care services, health care services, automobile maintenance, repair and



parts supply services, transportation services, financial services, namely, banking, financial planning,
real estate loan, insurance, stock brokerage, tax preparation, savings and loan, and resume preparation
services, employment agency services, professional services, namely, accounting, architectural, and
legal services, appliance repair services, carpet and drapery cleaning services, equipment rental
services, catering services, dating services, day care services, diaper services, and cemeteries.” See
copy of the registration attached to the previous Office action.

The specimen in Registration No. 2768919 shows a newspaper advertisement for window installation
services with a certification mark on the advertisement next to the name and contact information for the
company providing the window installation services indicating the company is a “Diamond Certified”
company. See evidence attached to the previous Office action. Window installation services are
encompassed within the applicant’s “home...repair, maintenance” services. Accordingly, the specimen
in Registration No. 2768919 shows proper use of the certification mark in connection with the applied-
for services. In contrast, the evidence of record in the present case does not show proper use of the
certification mark in connection with the applied-for services for the reasons set forth above.

For the reasons stated above, the refusal to register under Trademark Act Sections 1, 2, 3, and 45 is
maintained and made final because the activities recited in the identification of services are not
registrable services as contemplated by the Trademark Act.

CLARIFICATION OF THE IDENTIFICATION OF SERVICES

The requirement to clarify the identification of services is maintained and now made FINAL for the
reasons set forth below. See 37 C.F.R. §2.63(b).

Applicant must correct the punctuation in the identification to clarify the individual items in the list of
services. See 37 C.F.R. 82.32(8)(6); TMEP 81402.01(a). Proper punctuation in identifications is
necessary to delineate explicitly each product or service within alist and to avoid ambiguity. Commas,
semicolons, and apostrophes are the only punctuation that should be used in an identification of goods
and/or services. TMEP §1402.01(a).

In general, commas should be used in an identification (1) to separate a series of related items
identified within a particular category of goods or services, (2) before and after “namely,” and (3)
between each item in a list of goods or services following “namely” (e.g., personal care products,
namely, body lotion, bar soap, shampoo). I1d. Semicolons generally should be used to separate a series
of distinct categories of goods or services within an international class (e.g., persona care products,
namely, body lotion; deodorizers for pets; glass cleaners). Id.

Applicant may adopt the following identification of services, if accurate. Suggested edits are in bold.

Class B: The rendering and performance of workplace services in the nature of business
management services, business administration services, financial operations services,
architecture, construction and engineering services, information technology services,
agriculture services, namely, contract farming for others; natural resource services,
namely, natural resource management and research in the field of natural resources; food
preparation and serving services; arts services, namely, graphic art design; entertainment
services, namely, media production services for film, televison and theatrica
performances; media services, namely, media relations and media production services;
communications services namely, telecommunications services; education and training



services, government relation services; public administration services, health science
services, hospitality and tourism services, human resource services; legal services;
public safety services in the nature of firefighting, police and civil protection services;
corrections penal services, namely, providing correctional facilities and security
services; contract manufacturing services, marketing and sales promotion for others;
transportation services; logistics management services, community and social servicesin
the nature of education courses at the primary and secondary level, public housing
services and public medical clinic services; and installation, maintenance and repair
services in the field of automobiles, electronics, appliances and residential and
commercia buildings;, all of the foregoing services provided to an employer by
individual employees or prospective employees who possess the necessary foundational
skillsin core disciplines, namely, reading, math and graphic literacy.

Scope Advisory

Applicant may amend the identification to clarify or limit the services, but not to broaden or expand the
services beyond those in the original application or as acceptably amended. See 37 C.F.R. 82.71(a);
TMEP §81402.06. Generally, any deleted services may not later be reinserted. See TMEP §1402.07(e).

For assistance with identifying and classifying goods and services in trademark applications, please see
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual. See
TMEP §1402.04.

RESPONSE OPTIONSTO FINAL OFFICE ACTION

Applicant must respond within three months of the date of issuance of this final Office action or the
application will be abandoned. 15 U.S.C. §1062(b); 37 C.F.R. 82.65(a). Applicant may respond by
providing one or both of the following:

(1) aresponse filed using the Trademark Electronic Application System (TEAS) that fully
satisfies all outstanding requirements and/or resolves all outstanding refusal's; and/or

(2) an appeal to the Trademark Trial and Appeal Board filed using the Electronic System
for Trademark Trials and Appeals (ESTTA) with the required filing fee of $200 per class.

37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.

In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to
37 C.F.R. 82.63(b)(2) to review procedural issues. TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP
§81201.05; TMEP 81704 (explaining petitionable matters). Thereis afee required for filing a petition.
37 C.F.R. 8§2.6(8)(15).

ASSISTANCE

Please call or email the assigned trademark examining attorney with guestions about this Office action.
Although an examining attorney cannot provide legal advice, the examining attorney can provide
additional explanation about the refusal(s) and/or requirement(s) in this Office action. See TMEP
88705.02, 709.06.
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The USPTO does not accept emails as responses to Office actions; however, emails can be used for
informal communications and are included in the application record. See 37 C.F.R. 882.62(c), 2.191;
TMEP §8304.01-.02, 709.04-.05.

How to respond. File a request form for reconsideration of this final Office action that fully
resolves all outstanding requirements and/or refusals and/or file a timely appeal form to the
Trademark Trial and Appeal Board with the required fee(s). Alternatively, applicant may file a
request form for an extension of timeto file a response for afee.

/Jdulie Choe/

Trademark Examining Attorney
Law Office 126

(571) 270-3368
Julie.Choe@USPTO.GOV

RESPONSE GUIDANCE

* Missing deadline to responding to this letter will cause the application to abandon. A
response, appeal, or extension request must be received by the USPTO before 11:59 p.m.
Eastern Time of the last day of the response deadline. Trademark Electronic Application System
(TEAS) and Electronic System for Trademark Trials and Appeals (ESTTA) system availability
could affect an applicant’s ability to timely respond. For help resolving technical issues with
TEAS, email TEAS@uspto.gov.

» Responses signed by an unauthorized party are not accepted and can cause the application to
abandon. If applicant does not have an attorney, the response must be signed by the individual
applicant, al joint applicants, or someone with legal authority to bind a juristic applicant. If
applicant has an attorney, the response must be signed by the attorney.

» If needed, find contact information for the supervisor of the office or unit listed in the
signature block.
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United States Patent and Trademark Office (USPTO)
USPTO OFFICIAL NOTICE

Office Action (Official Letter) hasissued
on July 7, 2023 for
U.S. Trademark Application Serial No. 88693022

A USPTO examining attorney has reviewed your trademark application and issued an Office
action. Y ou must respond to this Office action to avoid your application abandoning. Follow
the steps below.

(1) Read the Office action. Thisemail isNOT the Office action.

(2) Respond to the Office action by the deadline using the Trademark Electronic Application
System (TEAS) or the Electronic System for Trademark Trials and Appeals (ESTTA), as
appropriate. Y our response and/or appeal must be received by the USPTO on or before 11:59
p.m. Eastern Time of the last day of the response deadline. Otherwise, your application will
be abandoned. See the Office action itself regarding how to respond.

(3) Direct general questions about using USPTO electronic forms, the USPTO website, the
application process, the status of your application, and whether there are outstanding deadlines
to the Trademark Assistance Center (TAC).

After reading the Office action, address any question(s) regarding the specific content to the
USPTO examining attorney identified in the Office action.

GENERAL GUIDANCE

» Check the status of your application periodically in the Trademark Status &
Document Retrieval (TSDR) database to avoid missing critical deadlines.

» Update your correspondence email addressto ensure you receive important USPTO
notices about your application.

» Beware of trademark-related scams. Protect yourself from people and companies that
may try to take financial advantage of you. Private companies may call you and pretend
to be the USPTO or may send you communications that resemble official USPTO
documentsto trick you. We will never request your credit card number or social security
number over the phone. Verify the correspondence originated from us by using your
serial number in our database, TSDR, to confirm that it appears under the “Documents”
tab, or contact the Trademark Assistance Center.
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» HiringaU.S-licensed attorney. If you do not have an attorney and are not required to
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney
specializing in trademark law to help guide you through the registration process. The
USPTO examining attorney is not your attorney and cannot give you legal advice, but
rather works for and represents the USPTO in trademark matters.
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